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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN WIRELESS MESH Investigation No. 337-TA-1131
NETWORKING PRODUCTS AND
RELATED COMPONENTS THEREOF

NOTICE OF A COMMISSION DETERMINATION TO REVIEW IN PART AND
VACATE IN PART A FINAL INITIAL DETERMINATION AND TO AFFIRM THE
FINDING OF NO VIOLATION OF SECTION 337; TERMINATION OF THE
INVESTIGATION

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to review in part the Administrative Law Judge’s (“ALJ”) final initial determination
(“ID”), issued on January 10, 2020, affirm the ID’s finding of no violation of section 337 in the
above-referenced investigation, and vacate in part the ID. The investigation is terminated.

FOR FURTHER INFORMATION CONTACT: Benjamin S. Richards, Esq., Office of the
General Counsel, U.S. International Trade Commission, 500 E Street SW, Washington, DC
20436, telephone (202) 708-5453. Copies of non-confidential documents filed in connection
with this investigation may be viewed on the Commission’s electronic docket (EDIS) at
https://edis.usitc.gov. For help accessing EDIS, please email EDIS3Help@usitc.gov. General
information concerning the Commission may also be obtained by accessing its Internet server at
hitps://www.usitc.gov. Hearing-impaired persons are advised that information on this matter
can be obtained by contacting the Commission’s TDD terminal, telephone (202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
September 10, 2018, based on a complaint, as supplemented, filed by SIPCO LLC of Ashburn,
Virginia (“SIPCO”). See 83 FR 45681-82 (Sep. 10, 2018). The complaint, as supplemented,
alleges violations of section 337 of the Tariff Act of 1930, as amended (19 U.S.C. 1337), based
upon the importation into the United States, the sale for importation, and the sale within the
United States after importation of certain wireless mesh networking products and related
components thereof by reason of infringement of certain claims of U.S. Patents Nos. 6,914,893
(“the ’893 patent™); 7,103,511 (“the *511 patent”); 8,964,708 (“the 708 patent); and 9,439,126
(“the *126 patent”). Seeid. The notice of investigation names the following respondents:
Emerson Electric Co. of St. Louis, Missouri; Emerson Process Management LLLP of



Bloomington, Minnesota; Emerson Process Management Asia Pacific Private Limited of
Singapore; Emerson Process Management Manufacturing (M) Sdn. Bhd. of Nilai, Malaysia;
Fisher-Rosemount Systems, Inc. of Round Rock, Texas; Rosemount Inc. of Shakopee,
Minnesota; Analog Devices, Inc. of Norwood, Massachusetts; Linear Technology LLC of
Milpitas, California; Dust Networks, Inc. of Union City, California; Tadiran Batteries Inc. of
Lake Success, New York; and Tadiran Batteries Ltd. of Kiryat Ekron, Israel. See id. The
Office of Unfair Import Investigations is not a party to this investigation. See id.

During the course of the investigation, respondents Dust Networks, Inc., Tadiran
Batteries Inc., and Tadiran Batteries Ltd. were terminated from the investigation. The
remaining respondents are Emerson Electric Co.; Emerson Process Management LLLP; Emerson
Process Management Asia Pacific Private Limited; Emerson Process Management
Manufacturing (M) Sdn. Bhd.; Fisher-Rosemount Systems, Inc.; Rosemount Inc.; Analog
Devices, Inc.; and Linear Technology LLC (collectively “Respondents”). The asserted claims
of the 126 patent and ’511 patent were also terminated from the investigation. The 893 and
>708 patents remain asserted in this investigation.

On January 10, 2020, the ALJ issued the final ID in this investigation. The ID found no
violation of section 337. The ID’s finding included subsidiary findings that SIPCO failed to
show infringement of any asserted claim of the 893 or *708 patents and that all of the remaining
asserted claims of the 708 patent were invalid. The ID also found that SIPCO failed to satisfy
the domestic industry requirement for either of the *708 or 893 patents. The ID also included
the ALJ’s recommended determination on remedy bonding. In the event the Commission were
to find a violation of section 337, the ALJ recommended issuance of a limited exclusion order, a
cease and desist order, and a bond of either 0.1% or 0.05%, depending on the basis for the
violation finding.

On January 27, 2020, SIPCO and Respondents submitted petitions seeking review of the
ID. On February 4, 2020, SIPCO and Respondents submitted responses to the others’ petitions.

Having examined the record of this investigation, including the ID, the petitions for
review, and the responses thereto, the Commission has determined to review the ID with respect
to (1) the construction of “remote wireless device” in the *708 patent; (2) infringement and
validity of the *708 patent; (3) infringement and validity of the 893 patent; and (4) whether
SIPCO satisfies the domestic industry requirement of section 337 for the *708 or the *893 patent.
The Commission has determined not to review the remainder of the ID.

On review, the Commission has determined to affirm the ID’s finding of no violation of
section 337 with regard to the *708 patent and the 893 patent. In addition, the Commission has
determined to vacate certain portions of the final ID. The Commission opinion is issued
concurrently herewith.

The investigation is hereby terminated.



The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. 1337), and in part 210 of the Commission’s Rules of
Practice and Procedure (19 CFR 210).

By order of the Commission.

Lisa R. Barton

Secretary to the Commission
Issued: April 21, 2020
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN WIRELESS MESH Investigation No. 337-TA-1131
NETWORKING PRODUCTS AND
RELATED COMPONENTS THEREOF

COMMISSION OPINION

The Commission determined to review in part the final initial determination (“ID”) of the
presiding Administrative Law Judge (“ALJ”), which issued on January 10, 2020. On review, the
Commission has determined that there has been no violation of section 337 of the Tariff Act of
1930, 19 U.S.C. § 1337, as amended (“Section 337”), based upon the importation into the United
States, the sale for importation, and the sale within the United States after importation of certain
wireless mesh networking products and related components thereof by reason of infringement of
certain claims of U.S. Patent Nos. 6,914,893 (“the *893 patent™) and 8,964,708 (“the *708 patent™).
The Commission has further determined to take no position on certain issues and to vacate certain
portions of the ID identified herein. This opinion sets forth the Commission’s reasoning in support
of its determination. In addition, the Commission adopts the findings in the ID that are not
inconsistent with this opinion.

I. BACKGROUND
A. Procedural History

On September 10, 2018, the Commission instituted this investigation based on a complaint,
as supplemented, filed by SIPCO LLC of Ashburn, Virginia (“SIPCO”). See 83 Fed. Reg. 45681—

82 (Sep. 10, 2018). The complaint, as supplemented, alleged violations of Section 337 based upon
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the importation into the United States, the sale for importation, and the sale within the United
States after importation of certain wireless mesh networking products and related components
thereof by reason of infringement of certain claims of the 893 patent; the 708 patent; U.S. Patent
No. 7,103,511 (“the ’511 patent”); and U.S. Patent No. 9,439,126 (“the *126 patent™). See id. The
notice of investigation named eleven respondents: Emerson Electric Co. of St. Louis, Missouri;
Emerson Process Management LLLP of Bloomington, Minnesota; Emerson Process Management
Asia Pacific Private Limited of Singapore; Emerson Process Management Manufacturing (M) Sdn.
Bhd. of Nilai, Malaysia; Fisher-Rosemount Systems, Inc. of Round Rock, Texas; Rosemount Inc.
of Shakopee, Minnesota (collectively the “Emerson respondents”); Analog Devices, Inc. of
Norwood, Massachusetts; Linear Technology LLC of Milpitas, California (collectively the
“Analog respondents”); Dust Networks, Inc. of Union City, California; Tadiran Batteries Inc. of
Lake Success, New York; and Tadiran Batteries Ltd. of Kiryat Ekron, Israel (collectively the
“Tadiran Batteries respondents”). See id. The Office of Unfair Import Investigations is not a party
to this investigation. See id.

While the investigation was before the ALJ, Dust Networks, Inc. and the Tadiran Batteries
respondents were terminated from the investigation. ID at 1. Additionally, the asserted claims of
the 511 and 126 patents were withdrawn prior to the evidentiary hearing. /d. at 2. Accordingly,
the remaining parties in this investigation are complainant SIPCO, the Emerson respondents, and
the Analog respondents. The remaining patents at issue are the 893 and ’708 patents.

B. The Accused Products

Per the notice of institution, the plain language description of the products at issue in this
investigation is “wireless mesh networking gateways, input/output cards, remote devices,
transceivers, network managers, system-on-chip nodes, printed circuit boards, circuit components,

batteries, and field communicator devices.” 83 Fed. Reg. 45681, 45682 (Sep. 10, 2018). “The
2
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accused products are wireless devices used for industrial control and monitoring that are
compatible with the WirelessHART protocol, including Emerson gateways and field devices,”
which “use wireless radio chips manufactured by Analog.” ID at 3. “The domestic industry
products are the One Wireless Network line of products sold by third party Honeywell
International Inc. (“Honeywell”), which include a device manager, field device access point, and
additional field devices.” Id.

C. The Asserted Patents

As noted above, the remaining patents at issue are the ’893 and *708 patents. The *708 and
’893 patents claim priority to a common set of applications. See JX-0001 at 2 (the *893 patent);
JX-0003 at 23 (the 708 patent). The 708 patent also claims priority to several additional
applications, including the application that would issue as the *893 patent. JX-0003 at 2. Thomas
D. Petite is the sole inventor on both patents. JX-0001 at 2; JX-0003 at 2. The *893 patent is
entitled “System and Method for Monitoring and Controlling Remote Devices” and issued on July
5,2005. JX-0001 at 2. In broad terms, the 893 patent describes two aspects of a wireless mesh
network—the collection and arrangement of hardware to form the network, e.g., a gateway, several
transceivers, etc., and the structure and format of the messages transferred through the network.
The ID reproduces the following two figures of the ’893 patent, which are illustrative of these two

aspects of the invention:
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FIG.7 Message Structure

To Addr. [From Addr. | Pkt. No.| Pkt. Max.|pe. Lngth] Nowm. | Cmd.| Data |CkH [CKL
(1-6) (6) (1) (1) (1) (1) (1) | ©-109) [ (1) | (1)

\700 \710 \-720 \730 \740 \\750 \-760 \?70 \780 \790

ID at 4-5. The *893 patent expires on September 23, 2020. Id. at 5; see also Compl., § 44.

The 708 patent is entitled “Systems and Methods for Monitoring and Controlling Remote
Devices” and issued on February 24, 2015. JX-0003 (the *708 patent). The specification of the
708 patent is substantially similar to the specification of the 893 patent, which follows from the
fact that the *708 patent is a continuation, through an intervening continuation application, of the
’893 patent. ID at 5. The 708 patent expires on January 7, 2022. Id.; see also Compl., 9§ 48.

I1. STANDARD ON REVIEW

“A petition will be granted and review will be ordered if it appears that an error or abuse
of the type described in [210.43(b)(1)] is present or if the petition raises a policy matter connected
with the initial determination, which the Commission thinks it necessary or appropriate to address.”
19 C.F.R. § 210.43(d)(2). With respect to the issues under review, “the Commission may affirm,
reverse, modify, set aside or remand for further proceedings, in whole or in part, the initial
determination of the administrative law judge.” 19 C.F.R. § 210.45(c). The Commission also
“may take no position on specific issues or portions of the initial determination,” and “may make
any finding or conclusions that in its judgment are proper based on the record in the
proceeding.” Id.; see also Beloit Corp. v. Valmet Oy, 742 F.2d 1421, 1423 (Fed. Cir. 1984).

III.  ANALYSIS

The Commission determines to make the findings, conclusions, and supporting analysis set

forth below. Any findings, conclusions, and supporting analysis in the ID regarding issues that
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are under review that are not inconsistent with these findings, conclusions, and supporting analysis
are affirmed and adopted herein.

A. The 708 Patent
1. Asserted Claims

SIPCO alleged that the respondents infringe claims 1, 2, 9, and 10 of the 708 patent. For
domestic industry purposes, SIPCO relied on claims 1, 2, and 10. Claim 1 is the sole independent
claim at issue. It reads:

1. A wireless communication device for use in a wireless communication system
configured to communicate command and sensed data within the wireless
communication systems, the wireless communication device comprising:

a transceiver configured to send and receive wireless communications;

and a controller configured to communicate with at least one other remote
wireless device via the transceiver with a preformatted message, the
controller further configured to format a message comprising a receiver
address comprising an address of at least one remote wireless device; a
command indicator comprising a command code; a data value comprising:
a message, wherein the controller is configured to receive a preformatted
message from another wireless communication device, and based on a
command code provided in the preformatted message, implement a certain
function corresponding to the command code.

’708 patent, cl. 1 (emphasis added to disputed term). Claims 2, 9, and 10 depend from claim 1 and
read:

2. The wireless communication device of claim 1, wherein the transceiver
comprises a unique transceiver address to distinguish the transceiver from other
transceivers in the wire-less communication system.

* * *

9. The wireless communication device of claim 1, wherein the command code
indicates a change in settings of an actuator associated with the wireless
communication device.

10. The wireless communication device of claim 1, wherein the command code
indicates a request for a ping response by the wireless communication device.

Id atcls. 2,9, 10.
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2. Claim Construction

The ALJ’s Markman order construed the claimed “remote wireless device” of claim 1 of
the 708 patent to mean “a device that is in wireless communication with another device,” and the
ID further clarified that the claimed “remote wireless device” could be a local gateway in the
wireless communication system. See ID at 20-24 (. . . I reject SIPCO’s proposal to limit ‘remote
wireless device’ to exclude gateways.”). The Commission has determined to review and vacate
the portion of the ID finding that the claimed “remote wireless device” could be a local gateway.
Id.! The Commission has determined not to review the rest of the ID’s claim constructions and
therefore adopts those constructions. /d. at 24-27. As explained below, the ID’s findings that the
>708 patent is not infringed and that the asserted claims are invalid can stand on their own without
the ID’s finding that a local gateway could be the claimed “remote wireless device.” Thus,
vacating that portion of the ID’s construction of “remote wireless device” does not alter the ID’s
ultimate finding of no violation with respect to the *708 patent.

3. Infringement
The ID found that the accused products do not infringe the asserted claims because SIPCO

was precluded from relying on its sole infringement theory due to its failure to disclose the theory

! The Commission’s review is limited to the ID’s resolution of whether a “remote wireless device”
could be a local gateway in a wireless communication system. The parties did not petition for
review of the ALJ’s Markman order, which construed the term to mean “a device that is in wireless
communication with another device.” Order 26 at 47. At the time of the Markman hearing, the
parties agreed that a “remote wireless device” must be separate from a local gateway but disagreed
over how much separation was required. See id. at 46-47. The Markman order adopted its
construction in response to that dispute, effectively determining that no specific amount of
separation was required. See id. The Commission’s review does not extend to that determination
in the Markman order.
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during discovery. ID at 38-39. The Commission has determined not to review the ID’s finding
and adopts the ID’s analysis.

The Commission has further determined to supplement the ID’s reasoning with respect to
SIPCO’s reliance on the reference to an AP SK Response ACK Packet in its infringement
contentions. SIPCO argued that this is evidence that it timely disclosed the infringement theory it
ultimately relied on for the *708 patent. See ID at 37; see also Complainant’s Petition for Review
at 38 (Jan. 27, 2019) (hereinafter “CPR”). The ID rejected SIPCO’s argument on two grounds.
First, the ID found that SIPCO had waived its ability to rely on the AP SK Response ACK Packet
as evidence that it timely disclosed its infringement theory because it failed to rely on the AP
SK Response ACK Packet in its briefing on a related motion in /imine and in its initial post-
hearing brief. ID at 37. The ID explained that SIPCO’s failure left Respondents with no
opportunity to respond to SIPCO’s argument that it relied on the AP SK_ Response ACK Packet.
Id. Second, the ID found “that the ‘AP SK Response ACK Packet’ disclosed in SIPCO’s
infringement contentions appears to be a multi-layer message having a MAC header, Net header,
and Transport header,” which meant it could not be an example of the single layer ACK messages
that SIPCO relied on to show infringement. ID at 37-38. In other words, even if not waived, the
disclosure of the AP SK_Response ACK Packet in SIPCO’s contentions would not amount to
timely disclosure of SIPCO’s intention to rely on single-layer ACK messages to show infringement
of the outgoing message limitation of claim 1.

SIPCO’s petition for review challenged the first of the ID’s findings—that it waived its
ability to rely on the AP SK_Response ACK Packet—but offered no rebuttal to the ID’s second
finding—that the AP SK_Response ACK Packet is a multi-layer message unlike the one SIPCO

relied on for infringement. CPR at 38-39. Accordingly, even if SIPCO were correct that the ID
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erred by applying waiver to its reliance on the AP SK Response ACK Packet, it would not alter
the ID’s finding that SIPCO failed to disclose its intention to rely on single-layer ACK messages
to satisfy the outgoing message limitation of claim 1 of the *708 patent. This is because SIPCO
has failed to allege any error in the ID’s factual finding that the AP SK Response ACK Packet
referenced in SIPCO’s infringement contentions is not an example of the type of ACK message
that SIPCO ultimately relied on to show infringement. With that additional explanation, the
Commission affirms the ID’s finding that no asserted claim of the 708 patent is infringed.
4. Validity

The Commission has determined not to review the ID’s findings that the asserted claims
of the 708 patent are invalid as anticipated and obvious and notes that the Commission’s vacatur
of portions of the ID’s discussion regarding the claim term “remote wireless device” does not
change the ID’s analysis of anticipation or obviousness. The Commission, however, has
determined to review the ID’s findings with respect to patent eligibility under 35 U.S.C. § 101 and
obviousness-type double patenting and, on review, the Commission takes no position on those two
issues.

The Commission notes that SIPCO’s petition for review asserted that the ID’s anticipation
and obviousness findings rested on three erroneous claim constructions, one of which was the
construction of “remote wireless device.” As explained above, the Commission has determined to
vacate the ID’s finding that the phrase “remote wireless device,” as it appears in claim 1 of the
708 patent, could encompass a local gateway in the claimed remote wireless system. That
determination, however, does not undo the ID’s anticipation and obviousness findings. This is
because the ID did not rely on the equivalent of a local gateway in any of the prior art to satisfy

the “remote wireless device” limitation of claim 1.
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For example, in the case of U.S. Patent No. 5,963,650 to Simionescu et al. (“Simionescu’)
(JX-0133), the ID relied on the data acquisition devices (“DAs”) and the communications between
those DAs disclosed therein. See ID at 49. As SIPCO acknowledged in its petition, “the DAs in
Simionescu are akin to the remote devices” of the 708 patent. CPR at 25. Though SIPCO went
on to argue that the ID relied “on communications firom the DCS™! to the DA,” CPR at 26
(emphasis SIPCO’s), the Commission disagrees. SIPCO’s argument is based on a construction-
specific theory that a repeater cannot format a message and the related argument that preformatted
messages cannot be received from a repeater. See CPR at 26. The ID found both of those
arguments unpersuasive and the Commission has determined not to review those findings.
Accordingly, even if “remote wireless device” were construed to exclude local gateways, SIPCO
would not prevail on anticipation with respect to Simionescu unless it also prevailed on one or
both of its other claim construction arguments for the *708 patent. It has not done so. Thus, the
Commission’s determination to vacate the portion of the ID’s finding that a “remote wireless
device” can include a local gateway does not undercut the ID’s finding that Simionescu anticipates
all of the asserted claims of the *708 patent.

The ID’s analysis of the other prior art references is likewise not dependent on the ID’s
findings with respect to whether a remote wireless device can include a local gateway. With
respect to U.S. Patent No. 6,124,806 to Cunningham et al. (“Cunningham”) (JX-0149), the ID

explained that the reference disclosed a component referred to as a data collection module

2 “DCS” stands for “data collection system,” a component disclosed in Simionescu that is akin to
a local gateway. See CPR at 26.

10
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(“DCM?”), which can receive messages directly from a host module, or from another DCM acting
as arepeater.® ID at 62. Here again, the ID’s reliance on communications between separate DCMs
acting as repeaters, which are akin to two remote devices exchanging messages, is appropriate
even if a local gateway cannot be a “remote wireless device.” The DCMs are analogous to the
remote wireless devices of claim 1, see CPR at 27, and thus whether the term “remote wireless
device” encompasses a local gateway will not alter the ID’s finding that Cunningham anticipates
claims 1, 2, and 9.

The same is also true with respect to the obviousness findings based on U.S Patent No.
6,100,817 to Mason et al. (“Mason”) (JX-0134) and other references. ID at 72—83 (finding claims
1, 2,9, and 10 obvious). For Mason, the ID limited its analysis to Respondents’ obviousness
arguments that were based on meter-to-meter communications (e.g., communications between
separate utility meters), which are analogous to the remote wireless devices of claim 1. 1d.; cf.
also id. at 64—67, 72, n.4 (declining to consider anticipation and obviousness arguments based on
node-to-meter communications disclosed in Mason). Thus, whether “remote wireless device”
encompasses a local gateway will also not alter the ID’s findings of obviousness based on Mason.*

At bottom, each of the ID’s findings of anticipation and obviousness are based on

3> While the ID notes that the DCMs of Cunningham can receive preformatted messages from a
host module as well as from a DCM acting as a repeater, the ID is clear that it is relying on the
DCMs and not the host module to support its finding that Cunningham anticipates the asserted
claims. See ID at 62 (“I find that the DCMs disclosed in Cunningham anticipate claim 1 of the
708 patent.” (emphasis added)).

4 Because Simionescu and Cunningham both anticipate claim 1, where the disputed “remote
wireless device” term appears, the ID’s obviousness analyses based on those references is also
unaffected by the Commission’s determination to vacate the ID’s finding that a “remote wireless
device” could be a local gateway in the claimed wireless communication system.

11
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disclosures in the prior art that teach communications between two remote wireless devices. The
ID did not rely on communications between local gateways and remote devices in reaching its
conclusions on anticipation and obviousness. Therefore, the Commission’s determination to
vacate the ID’s finding that a local gateway can be a “remote wireless device” does not disturb
those invalidity findings.

B. The ’893 Patent
1. Asserted Claims

SIPCO alleged that the respondents infringe claims 1, 2, 10, and 19 of the *893 patent.
Claims 1 and 19 are the independent claims at issue. Claims 2 and 10 depend from claim 1. The
asserted claims read:

1. A system for communicating commands and sensed data between remote
devices, the system comprising:

a plurality of transceivers, each transceiver being in communication with at least
one other of the plurality of transceivers, wherein each transceiver has a unique
address, wherein the unique address identities an individual transceiver, wherein
each transceiver is geographically remote from the other of the plurality of
transceivers, wherein each transceiver communicates with each of the other
transceivers via preformatted messages;

a controller, connected to one of the plurality of transceivers, the controller being
in communications with each of the plurality of transceivers via a controller
transceiver, the controller communicating via preformatted messages;

wherein the preformatted messages comprises [sic] at least one packet,
wherein the packet comprises:

a receiver address comprising a scalable address of the at least one
of the intended receiving transceivers;

sender address comprising the unique address of the sending
transceiver;

a command indicator comprising a command code;
at least one data value comprising a scalable message; and
an error detector comprising a redundancy check error detector; and

12
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wherein the controller sends preformatted command messages via the
controller transceiver, and the plurality of transceivers send preformatted
response messages.

2. The system of claim 1, wherein the plurality of transceivers further comprise at
least one integrated transceiver, wherein the integrated transceiver comprises:

one of the plurality of transceivers, and
a sensor detecting a condition and outputting a sensed data signal to the transceiver.

% % %

10. The system of claim 1, wherein the plurality of transceivers further comprise
at least one actuated transceiver, wherein the actuated transceiver comprises:

one of the plurality of transceivers,

a sensor detecting a second condition and outputting a sensed data signal to
the transceiver; and

an actuator controlling a third condition and receiving control signals from
the transceiver.

19. A system for controlling geographically diverse devices from a central location,
the system comprising:

means for sending and receiving messages, wherein the sent messages
contain commands and the received messages contain responses to the
commands, wherein the message comprises at least one means for packeting
a message;

a plurality of means for communicating information, the communicating
means comprising:

means for receiving messages;
means for preparing responses to the received message; and
means for sending the response message;
wherein each communicating means has a unique identifying address; and
wherein the packeting means comprises

means for identifying intended recipients;

13
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means for identifying the sender;
means for indicating a command;
means for data transfer; and

means for indicating potential error.

’893 patent, cls. 1, 2, 10, 19.
2. Infringement

The ID found that the accused products do not infringe claims 1, 2, and 10 of the 893
patent. ID at 101-03. The Commission has determined to review that finding. On review, the
Commission has determined to affirm the ID’s conclusion, which is based on finding that the
“scalable address™ limitation from claim 1 does not read on the accused products, either literally
or under the doctrine of equivalents. The Commission has further determined to take no position
on whether the “controller, connected . . .” limitation in claim 1 or the “actuator” limitation in
claim 10 read on the accused products. See ID at 95-96, 102. In addition, the Commission has
determined not to review the ID’s finding that the accused products do not infringe claim 19. ID
at 109.

The Commission has further determined to review certain additional portions of the ID’s
infringement analysis. First, the Commission has determined to review and vacate footnote 16 on
page 94 of the ID. Second, the Commission has determined to review the ID’s indirect
infringement findings to correct two clerical errors. Specifically, the citation to “/d. at 1307” on
the seventeenth line of page 111 is corrected to read: “DSU Med Corp. v. JMS Co.,471 F.3d 1293,
1307 (Fed. Cir. 2006).” And, the citation to “Commil USA v. Cisco Systems, Inc., 575 U.S. 623
(2015)” is corrected to read “Commil USA v. Cisco Systems, Inc., 575 U.S. 632 (2015).” Finally,
the Commission has determined to review and vacate the ID’s statement on page 112 that “there
is no evidence that Analog has sold DN2510 and LTC5800 chips for importation after being served

14
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the complaint.” ID at 112.
3. Validity

The Commission has determined to review the ID’s findings with respect to the eligibility
of the asserted claims of the *893 patent under 35 U.S.C. § 101, the obviousness of those claims
under 35 U.S.C. § 103, and whether those claims are invalid for obviousness-type double
patenting. On review, the Commission takes no position on those issues. The Commission has
determined not to review the ID’s finding that claim 10 of the 893 patent is not indefinite under
35 US.C. § 112.

C. Domestic Industry

The Commission has determined to review the ID’s findings concerning whether SIPCO
satisfies the domestic industry requirement of Section 337. On review, the Commission has
determined to take no position on whether SIPCO satisfies the domestic industry requirement for
either the *708 or *893 patent.

IV.  CONCLUSION

The Commission has determined that there has been no violation of Section 337 by the
remaining respondents in the importation into the United States, the sale for importation, and the
sale within the United States after importation of certain wireless mesh networking products and
related components thereof by reason of infringement of certain claims of the *708 or 893 patent.
Consistent with the reasoning laid out above, the Commission has determined to review the final
ID in part and take no position on certain issues as well as vacate certain portions of the ID. The
Commission has determined not to review the remainder of the ID. Accordingly, the investigation
is terminated with a finding of no violation of Section 337.

By order of the Commission.
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Lisa R. Barton

Secretary to the Commission
Issued: April 23, 2020
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Pursuant to the Notice of Investigation (Sept. 4, 2018) and Commission Rule 210.42, this
is the administrative law judge;s final initial deterxﬁination and recommendation determination
on remedy and bonding in the matter of C‘ertain Wireless Mesh NeMorhng Produéts and
Related Components Thereof, Commission Investigation No. 337-TA-1131. 19 C.FR.

§ 210.42(a)(1)(i).

| For the reasons discussed herein, it is my final initial determination that there is no
violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, in the
impsnation into the United States, the sale for importation, and/or the saie within the United |
States after importation of certain wireless mesh networking products ana relatgd corﬁponents
thereof, with rgspect fo U.S. Patent NoT 6,914,893 (“the *893 patent;’) or U.S. Patent No.

8,964,708 (“the >708 patent™).
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Tr. Transcript
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I. ~  BACKGROUND
A. Procedural History

The Commission instituted this investigation in response to a‘complaint filed by SIPCO
LLC alleging violations of section 337 of the Tariff Act of 1930, as amended, by reason of
infringement of certain claims of U.S. Patent No. 6,914,893 (;‘the ’893 patent™); U.S. Patent No..
7,103,511 (“the *511 patent”); U.S. Patent No. 8,964,708 (“the *708 patent”); and U.S. Patent
No. 9,439,126' (“the *126 patent”). Notice of Investigation (Sept. 4Y, 2018). The complaint
named Resppndents Emerson Electric Co., Emerson Process Management LLLP, Emerson
Process Management Asia Pacific Private Ltd., Emerson Procéss Management Manufacturing
(M) Sdn. Bhd., Fish'er-Rosemou'nt Sys.,.Inc., Roég:mouht Inc., Analog Devices,'Inc., Linear
Technology LLC; Dusf Networks, Inc., Tadiran Batteries Inc., and Tadiran Batteries Ltd. Id. at
2-3. |

The Comrﬁission ordered that an invesﬁgation be instituted to determine “whether there
is a violation of subsection (a)(1)(B) of section 337 in the importation into the United States, the
sale for importation, or the sale within the United States after importation of” the accuséd
products by reason of infringemént of the asserted claims “and whethef an industry in the United-
States exists as required by subsection (a)(2) of section 337.” Id. at2. The investigation was
instituted upon publication of the Notice of Investigation in the Federal Register on Monday,
Septeniber 10,2018. 83 Fed. Reg. 45681-82 (2018); see 19 C.F.R. § 210.10(b). |

Respondent Dust Networks, Inc. was terminated from the investigation pursuant to Order
No. 6 (Oct. 31, 2018), not reviewed by Comm’n Notice (No?. 26, 2018). Respondents Tadiran -
Batteries Inc. and Tadiran Batteries Ltd. were terminated from the investigation pursuant to* |

Order No. 20 (Jul. 19, 2019), not reviewed by Comm’n Notice (Aug. 13, 2019).
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Ceﬁain asserted claims were terminated from the inyestigation pursuant to Order No. 11
(Mar. 14, 2019), not reviewed by Comm’n Notice (Apr. 5, 2019). The *126 patent and certain
additional asserted claims were terminated from the investigation pursuant to Order No. 16 (Jun.
21, 2019), not reviewed by Comm’n Notice (Jul. 12, 2019). The *511 patent was tenﬁinated
from the investigation pursuant to Order No. 28 (Aug. 23, 2019), not reviewed by Comm’n |
Notice (Sept. 13, 2019). An additional asserted claim was terminated pursuént to Order No. 31
(Aug. 28, 2019), not reviewed by Comm’n Notice (Sept. 19, 2019).

A Markman hearing was held on February 26, 2019, and a Markman order (Order
" No. 26) issued on August 13, 2019.

Pursuant to Order No. 10 (Mar. 25, 2019) and Order No. 12 (Mar. 25, 2019), fact
discovery in the investigation was extended by one month, and the evidentiary hearing was
scheduled for September 4-10, 2019. Pursuant to Order No. 41 (Dec. 9, 2019), the target date
was extended to May 11, 2010. Comm’n Notice (Dec. 20, 2019).

B. The Parties
1. Complainant

The Complainant is SIPCO LLC (“SIPCO”). Notice of Investigation at 2. SIPCO is a
Georgia limited liability company with a principal place of business in Virginia. CIB at 6;
Complaint § 10. SIPCO is the successor-in-interest to StatSignal Systéms, Inc., a company co-
founded by Thomas DaVid'Petite in 2003. CIB at 1.; Complaint § 11.

2. Respondents

The Respondents remaining in the investigation are Emerson Electric Co., Emerson
Process Management LLLP, Emerson Process Management Asia Pacific Private Ltd., Emerson

Process Management Manufacturing (M) Sdn. Bhd., Fisher-R:)semount Sys., Inc., and
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Rosemount Inc. (collectively, “Emerson”); and Analog Devices, Inc. and Linear Technology
LLC (collectively, “Aﬁalog”).

" Emerson Electric Co. is a Missouri corporafion that is the worldwidé parent for éevefal
subsidiaries named as respondents in this investigation: Emerson Process Mémagement LLLP,
Emerson Process Management Asia Pacific Private Ltd., Emerson Process Management
Manufacturing (M) Sdn. Bhd., Fisﬁer—Rosemount Sys., Inc., and Rosemount Inc. RIB at 6;
Emersén Response to Complaint 9§ 19-24.

Analog Devices, Inc. is a Massachusetts corporation that is the corporate parent of Linear
Technology LLC, a Delaware company with a principal place of business in Califomia. RIB at
6; Analog Response to Complaint 9 28-26. |

C. Products at Issue

The products at issue are “wireless mesh networking gateways, inpﬁt/output cards,
remote devices., transceivers, network managers, system-on-chip nodes, printed circuit boards,
circuit combonents, batteries, and field communicator devices.” Notice of Investigation at 2.

The accused products are wireless devices used for industrial control and monitoring that
are compatible with the WirelessHART protocol, including Emerson gateways and field deyices.
CIB at 11-12; R&B at 12-14. These products use wireless radio chips manufactured by Analog.
RIB at 13.

The domestic industry products are the OneWireless Network line of products sold by

third party Honeywell International Inc. ¢Honeywell”) | G
I CiB at 13; RIB at 13-14.
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D.  Asserted Patents

There are two asserted patents remaining in the investigation, the *893 and >708 patents,
which are part of the same patent family and name Thomas D. Petite as the sole inventor.

1. The ’893 patent

The ’893 patent is entitled “System and Method for Monitoring and C‘oritrolling Remote
Devices” and issued on July 5, 2005. JX-0001 (“the *893 patent™). The specification describes
~ “a computerized system for monitoring and confrolling remote devices by tfansmitting data
between the remote systems and a gateway interface via a packet message protocol system.”
’893 patent at 2:31-36. “The system corﬁprises one or more remote sensogs to be read and

possibly one or more actuators to be remotely controlled.” Id. at 2:37-39. The patent identifies

Fig. 2 as a “monitoring/control system of the present invention.” Id. at 3:4-5.

Transceiver

WAN (Internet /
Intranet)

Workstation

FIG. 2
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Id. at Fig. 2. This ﬁgure depicts control system 200 comprising a plurality of stand-aloné
transceivers (211, 213, 215, 221), transceivers with integrated sensqrs and/or actuafors t212, 214,
216, 222, 224), and local gateways (210, 220). Id. at 3:38-41, 4:23-28.

The specification further describes messziges that are transmitted between local gateWayé
and transceivers with a standard format, allowing each device in the system to communicate. /d.
at 10:422-25. Figure 7 of the patent “illustrat[es] the méssage protocol of the present invention.”

Id. at 3:18-19.

FIG.7 Message Structure

To Addr. [From Addr. | Pkt No.| Pkt. Max.|pke. Lngth] M. | Cmd.| Data |CkH |CkL

(1-6) (6) (1) (1) Tt (1) (1 |©109 | (1) | 1

700 \710 \720 \730 v\740v \750 k?BO \770 \780 \790

Id. at Fig. 7. This protocol includes a “t0” address that indicates the intended recipient, a “from”
address indicating the origin of the message, information about the size of the rilessagé; a
command that can requeét data from the receiving device, a data section to tfansmit the requested
data, and checksum sections to detect errors in the transmission. /d. at 10:25-11:35.

The *893 patent expires on September 23, 2020. Complaint § 44.

2. The 708 patent

The >708 patent is entitled “Systemé and Methods for Monitoring and Controlling
Remote Devices” and issued on February 24, 2015. JX-0003 (“the *708 patent”). Through an

. intervening apblication, the *708 patent is a continuation of the 893 patent. " Id. As aresult, tﬁe

specification of the *708 patent is substantially éimilar to the specification of the ’893 patexit,/and

the figures are identical, including Figures 2 and 7 reproduced above.

The 708 patent expires on January 7, 2022. Complaint 9 48.
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E. Level of Ordinary Skill in the Art

The parties have agreed that a person of ordinary skill in the art (“POSITA;’) should have
“a bachelor’s degree in computer science, computer engineering, electrical engineering, or a
related discipline, or equivalent‘experience‘, and would have approximately two years of
| experience with, or exposure to, the design and development of wireless communication network
systems, including familiarity with protocols used there.” Order No. 26 at 7, CIB at 8; RIB at 8. .

F. Witness Testimony

I received testimonial evidence in this investigation in the form of witness statements,
live testimony, and deposition designations.

1. Fact Witnesses

SIPCO began the hearing with the testimony of Ms. Candida Petite, the former chief
operating ofﬁcer of SIPCO. Tr. at 103-153. The next witness was Mr. David Petite, the inventor
of the asserted patents. Id. at 156-258. SIPCO later called Mr. Robert Colao, the chief licensing
executive for SIPCO through his consulting firm, radiusIP. Id. at 453-95, 695-721. SIPCO also
called Alan Wierzbicki, the current chief executive officer ‘for SIPCO. Id. at 496-839. -

In Respondents’ rebuﬁal case, they called Mr. Robert Karschnia, a vice president at
Rosemount Inc. Tr. at 724-877. Respondents also called Mr. John Groves, a vice president at

Emerson. Id. at 895-965.

2. Ekpert Witnesses

SiPCO relies on testimony from Mr. John Crockett, who was qualified as an expert in
software and firmware source code analysis and digital logic programming. CX-0003C; Tr. at
| 261-73 (expert qualification at 262:10-19). SIPCO also relies on testimony from Dr. Sumit Roy, -
who was qualified as aﬁ ekpert in the field of wireless communication and sensor networks.

CX-0001C; Tr. at 292-343 (expert qualification at 293:23-294:6). SIPCO further relies on
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testimony from Dr. Nader Mir, who was qualified as an expert in computer networks and -
protocols, wirel;ss mesh networks, and networking devices. CX-OOOZYC; CX-1868C; Tr. at 346-
451 (expert qualification at 348:2-12). SIPCO also relies on the testimony of Mr. Todd
Schoettelkotte, who was qualified as an expert in economics. CX-0004C; CX-1 871C; Tr. at 541-
692 (expert qualification at 542:17-543:2). In rebuttal, SIPCO relies on testim(;ny from
Dr. Kevin Almeroth, who was qualified as an exf)ert ih the field of wireless communication
netwérks, incl.uding wireless mesh networking. CX-1850C; CX;I 87dC; Tr. at 1258-1401
(expgrt qualification at 1260:18-1261:4). |

Respondents rely on the testimony of Dr. Vij ay Madisetti, who was qualified as an éxpert
in wireless nptworking, mesh networks, automation, and computér networks and protqcols. |
RX-0536C; RX-0547C; RX-0822C; RX-0823C. Tr. at 1019-1255 (expert qualification at
1021:11-21). RespondenEs also rely on the testimony of Dr. Thomas Vander Veen, who was
qualified as an expert in economics. RX-0548C; Tr. at 966-101 5 (expert qualiﬁcétion at 967:22-
968:4).

3. Deposition Designations

SIPCO submitted designated deposition transcripfs for Analdg witnesses David Bacherb
(JX-0010C), Alain Levesque (JX-0014C), and Jonathan Simon (JX-0028C); and Emerson
witnesses John Groves (JX-0011C), Robert Karschnia (JX-0013C), Eric Rotvold (JX-0015C),
Theodore Schnaare (JX-001.6C)? and Arvind Sharma (JX-0018C). SIPCO also submitted
' désignated deposition transcripts for Tadiran Batteries Ltd. representative Sol Jacobs
(JX-0012C), Honeywell representative Norman Swanson (JX-0020C), énd Mcelomiﬁal

representative Donald Shulock (JX-0019C).
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ARespondents submitted designated deposition transcripts for SIPCO witnesses Robert
Scott (JX-0017C), ROBert Colao (JX-0021C), Keith Im (JX-0021C), and Kenneth Lee
(JX-0023C). | | |
IL. - JURISDICTION '

In order to have the power to decide a case, a court or agency must Have both subject
matter jurisdiction and jurisdiction over either the parties or the property involved. 19 U.S.C.
§ 1337; vCertain Steel qu T reating Apparatus and Components Thereof, Inv. No. 337-TA-97,
Commissién Memorandum Opinion, 215 U.S.P.Q. 229, 231 (1981).

A. Subject Matter Jurisdiction

Section 337 confers subject matter jurisdiction on the Commission to investigate, and if
appropriate, to provide a remedy for, unfair acts and ﬁnfair methods of competition in the -
importatiqn, the sale for importation, or the sale after importation of articles into the United
States. See 19 U.S.C. §§ 1337(a)(1)(B) and (a)(2). The Commission has subject matter
jurisdiction over this investigation based on SIPCO’s allegations that the accused products are
imported into the United States. CIB at 21-22; seevAmge'n Inc. v. Int’l Trade Comm’n, 565 F.3d
846, 854 (Fed. Cir. 2009) (“In this case, the Commissi;)n had jurisdiction as a result of Amgen’s
allegation that Roéhe imported an article . . . covered by thé claims of a valid and enforceable
United States patent.”). Emerson and Analog have not cbntested SIPCO’s allegations of
importation. See Emerson Response to Coinplaint 99 136-45; Analog Response to Complaint
99 146-48. |

B. Personal Jurisdiction

Respondents have submitted to the personal jurisdiction of the Commission by answering

the Complaint and Notice of Investigation, participating in discovery, appearing at hearings, and
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filirig motions and briefs. See Certain Miniature Hacksaws, Inv. No. 337-TA-237, USITC Pub.
No. 1948, Initial Determination at 4, 1986 WL 379287, *1 (Oct. 15, 1986), not reviewed in
relevant part by Comm’n Action and Order, 1987 WL 450871 (Jan. 15, 1987).

C. In Rem Jurisdiction

The Commission has in rerh jurisdiction over the acctlsed products by virtue of their
importation into the United States. See Sealed Air Corp. v. U.S. Int’l Trade Comm’n, 645 F.2d
976, 985-86. (C.C.P.A. 1981) (holding that the ITC’s jurisdiction over imported articles is
sufficient to exclude such articles). As discussed above, ReSpondents have not coﬁtested
SIPCO’s allegations of importation. Respondents explicitly admit to the importation of the
accused products in their interrogatory responses. JX—.O(V).54C at 128-90 (Emerson Response to
Interrogatory No. 34); JIX-0037C at 32-34 (Analog Response to Interrogatory No. 46).

III. LEGAL STANDARDS : o t
A. Infringement.

Section 337(a)(1)(B)(i) prohibits “the importation into the United States, the sale for
importation, or the sale within the United States after irtlportation b)t the owner, importer, or
‘ .consignee, of articles that — (i) infringe a valid and enforceable United States patent or a valid
and enforceable United States copyright registered under title 17.” 19 U.S.C. §1337(a)(1)(B)(i).
The Commission has held that the word “infringe” in Section 337(a)(1)(B)(i) “derives its legal
meaning from 35 U.S.C. § 271, the section of the Patent Act that defines patent infringement.”
Certain Electronic Devices with Imctge Processing Systems, Components Thereof, and
Associated Software, Inv. No. 337-TA-724, Comm’n Op. at 13-14 (December 21, 2011).

Infritxgement must be proven by a preponderance of the evidence. SmithKline

Diagnostics, Inc. v. Helena Labs. 'Corp., 859 F.2d 878, 889 (Fed. Cir. 1988). A preponderance
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of the evidence standard “requires ;;roving that infringement was more likely than not to have
occurred.” Warner-Lambert Co. v. Teva Pharm. USA, Inc., 418 F.3d 1326, 1341 n.15 (Fed. Cir.
2005). |

| 1. Claim Construction

“An infringement analysis entails two steps. The first step is de/termining the meaning
and scope of the patent claims asserted to be infringed. The éecond step is comparing the
properly construed‘ claims to the device accused of infringing.” Markman v. Westview
Instruments, Inc., 52 F.3d 967, 976 (Fed. Cir. 1995) (en banc), aff’d, 517 U.S. 370 (1996)
(citation omitted). The construction of claims is simply a way of elaborating the normally terse
claim language[] in order to understand and explain, but not to change, thé scope of the claims.”
Embrex, Inc. v. Serv. Eng’g Corp., 216 F.3d 1343, 1347 (Fed. Cir. 2000) (alterations in original)
(quoting Scfipps Clinic v.. Genentech, Inc., 927 F.2d 1565, 1580 (Fed. Cir. 1991)). “[O]nly those
[claim] terms need be construed that are in controversy, and only to the extent necessary to
fesolve the controversy.” Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, §O3 (Ff:d.
Cir. 1999). The words of a claim “‘are generally given their ordinary and customary meaning,’”
which is “the meaning that the term would have to a pérson of ordinary skill in art” as of the date
that the patent application was filed. Phillips v. AWH Corp., 415 F.3d 1303, 1312-13 (Fed. Cir.
2005) (en banc) (Qu(')tiﬁg Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1582 (Fed. Cir.
1996)). | |

2. , Direct and Indirect Infringement

Under 35 U.S.C. § 271(a), direct infringement of a patent consists of making, using,

offering to sell, or selling the patented invention without consent of the patent owner.

10
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In addition to direct infringement, a respondent may be liable for indirect‘infringement, _
including induced infringement, which is defined in section 271(b)_of the Patent Act: “Whoever
actively induces infringement of a patent shall be liable as an infringer.” 35 U.S.C. § 271(b).

- See DSU Med. Corp. v. JMS Co., Ltd., 471 F.3d 1293, 1305 (Fed. Cir. 2006) (en banc) (“To
establish liability under section 271(b), a patent holder must prove that once the defendants knew
of the patent, they aetisiely and knowingly aided and abetted another’s diiect infn'ngement.”)

~ (citations omitted). “The mere knowledge of possible infringement by others does not amount to

inducement; specific intent and action to induce infringement must be proven.” Id. (citations

omitted). The Supreme Court has held that induced infringement “requires knowledge that the .

induced acts constitute patent infringement.” Global-Tech Appliancen, Inc. v. SEB S.A., 563 U.S.

754, 766 (2011). In Suprema, Inc. y.: Int’l Trade Comm’n, the Federal Circuit upheld the

Commission’s interpretation of the section 337 language “articles that infringe” in the context of

induced infrin‘gement, ho‘lding that the statute “covers goods that were used by an importer to

directly infringe post-import_ation as a result of the seller’s inducement.” 796 F.3d 1338, 1352-

53 (Fed. Cir. 2015).

’Another form of indirect infringeme‘nt is contributory infringement, defined in-section

271(c) of the Patent Act: ‘;Whoei/er offers to sell . . . or imports into the United States a

component of a patented machine, . . . or a material or apparatus for use in practioing a patented

process, constituting a material part of the invention, knowing the same to be especially made or
especially adopted for use in an infringement of such patent, and not a staple article or

commodity of commerce suitable for substantial noninﬁ'i_nging use, shall be liable as a

contributory infringer.” 35 U.S.C. § 271(c). The intent requirement for contributory

infringement requires that respondent knows “that the combination for which [the] component

11
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was espééially designed was both patented and infringing.” GlobalQT ech, 563 U.S. at 763. A
violation of section 337 based on céntributory infringement requires that “the accused infringer
imported, !sold for importation, or sold after importation Withih the United States, the accused
components that contributed to another’s direct infringement.” Spaﬁsion, Inc. v. Int’l Trade
Comm’n, 629 F.3d 1331, 1353 (Fed. Cir. 2010). |

3. Literal Infringement and the Doctrine of Equivalents

A complaiﬁant must pfove either literal infringement or infringement under the doctrine
of equivalents. Literal infringement ‘requires the patentee to prove that the accused device meets
each and every limitaﬁon of the asserted claim(s). Frank’s Casing Crew &» Rental Tools, Inc. v.
. Weatherford Int’l, Inc., 389 F.3d 1370, 1378 (Fed. Cir. 2004). “If even one limitation is missing
or not met as claimed, there is no literal infringement.” Elkay Mfg. Co. v. EBCO Mfg. Co., 192
F.3d 973, 980 (Fed. Cir. 1999). Literal infringement is a questiqn of fact. Fi 'in'isar Corp. v.
DirecTV Grp., Inc., 523 F.3d 1323,1332 (Fed. Cir. 2008). Under the Doctrine of Equivalents, ;‘a
product or procéss that does not literally infringe upon.tﬁe express terms of a patenf claim may
nonetheless betfound to infringe if there is ‘equivalence’ between the elements of the accused
product or process and the claimed elements of the patented invention.” Warner-Jenkinson Co.
v. Hilton Davis Chem. Co., 520 U.S. 17, 21 (1997).

B. Invalidity

It is the respondents’ burden to prove invalidity, and the burden of proof never shifts to
the pat’enteg to prove validity. Scanner Techs. Corp. v. ICOS Vision Sys. Corp. N.V., 528 F.3d
1365, 1380 (Fed. Cir. 2008). “Under the patent statutes,‘é patent enjoys a presumption of
validity, see 35 U.S.C. § 282, which can be overcorﬂé only through facts supported by clear and

convincing evidence . . ..” SRAM Corp. v. AD-II Eng’g, Inc., 465 F.3d 1351, 1357 (Fed. Cir.

12
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20006); see also Microsoft Cbrp. v. i4i Ltd. P’ship, 564 U.S. 91, 100-114 (2011) (upholding the -

“clear and convincing” standard fdr invalidity).

The clear and convincing evidence standard placed on the party asserting an invalidity
defense requires a level of proof beyond the preponderance of the evidence. Althoﬁgh not
susceptible to precise definition, “clear and convincing” evidence has been described as evidence
that produces in the mind of the trier of fact “an abiding conviction that the trﬁth of a factual
contention is ‘highly probable.”” Price v. Symsek, 988 F.2d 1187, 1191 (Fed. Cir. 1993) (quoting
Buildex, Inc. v. Kason Indus., Inc., 849 F.2d 1461, 1463 (Fed. Cir.. 1988)).

1. Anticipation

Pursuant to 35 U.S.C. § 102, a patent claim is invalid as anticipéted if:

(a) the invention was known or used by others in this country, or patented
or described in a printed publication in this or a foreign country, before the
invention thereof by the applicant;

(b) the invention was patented or described in a printed publication in this
or a foreign country or in public use or on sale in this country, more than
one year prior to the date of the application for patent in the United States;

(e) the invention was described in (1) an application for patent, published
under section 122(b), by another filed in the United States before the
invention by the applicant for patent or (2) a patent granted on an
application for patent by another filed in the United States before the
invention by the applicant for patent; , r

(2)(2) before such person’s invention thereof, the invention was made in
this country by another inventor who had not abandoned, suppressed, or
concealed it.

35 U.S.C. § 102 (2000).! “A patent is invalid for anticipation if a single prior art reference

discloses each and every limitation of the claimed invention. Moreover, a prior art reference

I As explained in the revision notes and legislative reports in 35 U.S.C.A. § 100 (May 13, 2015),
the language of 35 U.S.C. § 102 that was effective prior to the America Invents Act controls in
this investigation. ’

13
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may anticipate without disclosing a feature of the claimed invention if that missing characteristic
is necessarily present, or inherent, in the single anticipating reference.” Schering Corp. v.
Gene_va Pharm., Inc., 339 F.3d 1373, 1377 (Fed. Cir. 2003) (citations omitted).
2. Obviousness
Section 103 of the Patent Act states:

A patent may not be obtained though the invention is not identically

disclosed or described as set forth in section 102 of this title, if the

differences between the subject matter sought to be patented and the prior

art are such that the subject matter as a whole would have been obvious at

~ the time the invention was made to a person having ordinary skill in the art

to which said subject matter pertains. Patentability shall not be negatived
by the manner in which the invention was made.

35 U.s.c. § 103(a) (2000).2

“Obviousness is a question of law based on underlying qugstions of fact.” Scanner
Techs., 528 F.3d at 1379. The underlying factual' determinations include: “(1) the scopé and
content of the prfor art, (2) the level of ordinary skill in the art, (3) the differences between thé
claimed invention and the prior art, and (4) objective indicia of non-obviousness.” Id. (citing
Graham v. John Deere Co., 383 U.S. 1, 17-18 (1966)). These factual determinations are often
referred to as the “Graham factors.” - |

The critical inquiry in deterniining the differences between the claimed invention and the
pﬁér art is Whéther there is a reason to comb.ine the prior art references. KSR Int’l Co. v. Teleﬂex
Inc., 550 U.S. 398, 418-21 (2007). In KSR, the Supreme Court rejected the Federal Circuit’s
rigid application of the teaching-suggestion—mbtivation test. While the Court stated that “it can

be importaht to identify a reason that would have prompted a person of ordinary skill in the

2 See supra,n.1.
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relevant field to combine the elements in the way the claimed new invention does,” it described a
more flexible analysis:

Often, it will be necessary for a court to look to interrelated teachings of

multiple patents; the effects of demands known to the design community

or present in the marketplace; and the background knowledge possessed

by a person having ordinary skill in the art, all in order to determine

whether there was an apparent reason to combine the known elements in

the fashion claimed by the patent at issue . . . . As our precedents make

clear, however, the analysis need not seek out precise teachings directed to

the specific subject matter of the challenged claim, for a court can take

account of the inferences and creative steps that a person of ordinary skill
in the art would employ.

| Id at 418. Applying KSR, the Federal Circuit ha; held that, where a patent challenger contends '
that a patent is invalid for obviousness based on a combination of prior art references, “the
burden falls on the patent challenger to show by clear and convincing evidence that a person of
ordinary skill in the art would vhave_ had reason to attempt to make the compositibn or device . . .
and would have had a reasonable éxpectation of success in doing so0.” PharmaStem Therapeutics,
Inc. v. ViaCell, Inc., 491 F.3d 1342, 1360 (Fed. Cir. 2007).

In addition to demonsfrating that a reason 'exist; to combine prior art references, the
challenger must demonstrate thaf the combination of prior art reférences discloses all of the
limitations of the claims. Hearing Components, Inc. v. Shure Inc., 600 F.3d 1357, 1373.-1'374
(Fed. Cir. 2010), abrogated on other grounds by Nautilus, Inc. v. Biosig Instrurﬁ'ents; Inc., 572
U.S. 898 (2014) (upholding finding of non-obviousness based on substantial e{Iidence that the
asserted combinatién of references failed to disclose a claim limitation); Velander v. Garner, 348
F.3d 1359, 1363 (Fed. Cir. 2003) (éxplaining that a requirement for a finding of obviousness is

that “all the elements of an invention are found in a combination of prior art references™).
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3. Indefiniteness

“The Patent Act requires that a patent specification ‘conclude with one or more
claims particularly pointing out and distinctly claiming the subject matter which the applicant
regards as [the] invention."'” Nautilus, Inc. v. Biosig Instruments, Inc., 572 U.S. 898 (2014)
(quoting 35' U.S.C. § 112, 9 2). “[T]he second paragraph of § 112 contains two requiremepts:
first, [the claim] must set forth what the applicant regards as his invention, and second, it must do
S(; with Sufﬁcient particularity and distinctness, i.e., the claim must be sufficiently definite.”
Allen Eng’g Corp. v. Bartell Indus., Inc,. 299 F.3d 1336, 1349 (Fed. Cir. 2002) (citation and
internal quotation marks omitted) (alteration in original). A claim does not satisfy the second '
requirement and is thereby indefinite “if read in light of the specification delineating the patent,
and the prosedution history, [it] fail[s] to inform, wit/h reasonable certainty, those skilled in the
art about the scope of the invention.” Nautilus, 534 U.S. at 901. Indefiniteness is a question of ,
law, subject to a determinaﬁon of underlying facts. Akzo Nobel Coatings, Inc. v. Dow Chem.
Co., 811 F.3d 1334, 1343-44'(Fed. Cir. 2016). ’fhe party challenging the validity of a claim

bears the burden of establishing indefiniteness. /d.

4. Obviousness-Type Double Patenting

Non-statutory “obviousness-type” double patenting “is a judicially created doctrine
adopted to prevent claims in separate applications or patents that do ﬁot recite thﬁ; ‘same’
invention, but nonetheless claim inventions so alike that granting both exclusive rights would
effectively extend the life of patent protection;” Perricone v. Medicis Pharm. Corp., 432 F.3d -
1368, 1373 (Fed. Cir. 2005) (citations omitted). There are two steps in a double patenting
ahalysis: “First, the court coﬁstrues the claims in the earlier patent and the claims in the later

patent and determines the differences. Second, the court determines whether those differences
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render the claims patentably distinct.” Abbvie Inc. v. Mathilda & Terence Kennedy Inst. of
Rheumatology Trust, 764 F.3d 1366, 1374 (Fed. Cir. 2014) (intemal quotations removed). “‘A
later claim that is not patentably distinct from,’ i.e., ‘is obvioils over[] or anticipated by,” an
earlier claim is invalid for obviousness-type double patenting.” Id. (alteration in original)
(quoting Sun Pharm. Indzis., Ltd. v. Eli Lilly & Co., 6il F.3d 1381, 1385 (Fed. Cir. 201.0)).
C. Patent Eligibility
“A patent may be obtained for ‘any new and useful process, machine, manufacture, or
composition of matter of any new and useful improvement thereof.”” Bascom Glob. Internet
Servs., Inc. v. AT&T Mobility, 827 F.3d 1341, 1347 (quoting 35 U.S.C. § 101). “The Supreme
Court has ‘long held that this provision contaiils an important implicit exception: Laws of
nature, natural phenomena, and abstract ideas are not patentable.”” Id. (quoting 4ss 'n for
Molecular Pathology v. Myriad Gerzeticiv, Inc., 133 S.Ct. 2107, 2116 (2013)). [T]he Supreme
Court set forth a two-step analytical frairlework to identify pateﬁts that, in essence, claim nothing
more than abstiacit idgas.”" Id. In the first step, fhg: court determines “‘whether the claims at issue
are directed to a patent'—ineliéible concept.”” Id. (quoting Alice Corp. Pty. Ltd. v. CLS Bank
Int’l., 573 U.S. 208, 218 (2014)). rIf so, the court determines whether, “‘considering the elements
of each claim both individually and ‘as an ordered combination,”” “ihe additional elements
‘transform the nature of the claim’ into a patent-eligible application.”” Id. (quoting Alice, 573
U.S. at 217). | |
Under step one of the Alice analysis, the Federal Circuit holds that claims focused “on
~ collecting information, analyzing it, and displaying certain results of the collection and analysis,”
“fall into a familiar class of claims ‘directed to’ a patent-ineligible concept.” Elec. Power‘Grp.',.

LLC v. Alstom S.A4., 830 F.3d 1350, 1353 (Fed. Cir. 2016). At step two, the question is whether
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anything in the claim élements, scrutinized “more microscopically,” removes “the claims from
the class of subject matter ineligible for patenting.” Id. at 13) 54. What is required to establish
eligibility, under both steps one and two, is an element of technological innovation that amounts
to Iﬁore than the abstract idea itself. “[I]t is ‘relevant to ask whether the claims are directed to an
improvement in computer functionality versus being directed to an abstfact lidea, even at the first
step of the Alice analysis.”” Procter & Gamble Co. v. QuantifiCare Inc., 288 F. Supp. 3d 1002,
1022 (N.D. Cal. 2017). A patentee may be requlred to present “an arguably inventive set of
components Or methods, such as measurement devices or techmques that would generate new
‘data.” Elec. Power, 830 F.3d at 1355.

D. Domestic Industry

In patent-based proceedings under section 337, a complainant must establish that an
industry “relating to the articles protected by th¢ patent . . . exists or is in the process of being
established” in the United States. 19 U.S.C. §‘1337(a)(2). Under Commission precedent, the
domestic industry requirement of section 337 éonsists of an “economic prong” and a “technical
prong.” See, e.g., Alloc, Inc. v. Inﬁ’ Trade Comm’n, 342 F.3d 1361, 1375 (Fed. Cir. 2003). To
meet the technical prong, the complainant must establish that it practices at least one claim of the
asserted patent. Certain Point of Sale Terminals and Components Thereof, Inv. No. 337-TA-
524, Order No. 40 at 17-18 (Apr. 11, 2005). “The test for satisfying the “technical prong’ of the
industry requlrement is essentially [the] same as that for 1nfr1ngement i.e., a comparison of
domestic products to the asserted clalms ” Alloc, 342 F.3d at 1375.

With respect to the “economic prong,” subsection (3) of Section 337(a) provides:

For purposes of paragraph (2), an industry in the United States shall be

considered to exist if there is in the United States, with respect to the

articles protected by the patent, copyright, trademark, mask work, or design
concerned —
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(A) significant investment in plant and equipment;
(B) significant employment of labor or capital;' or

(C) substantial investment in its exploitation, 1nc1ud1ng engineering,
research and development, or licensing.

19 US.C. § 1337@)(3).

IV. THE ’708 PATENT
A. Background and Asserted Claims

SIPCO is asserting claims 1, 2, 9, and 10 of the >708 patent 'against Respondents. In
addition, SIPCO is relying on claims 1, 2, and 10 of the *708 patent to satisfy the domestic
industry fequirement. Claim 1 is an independent claim and recites:

A wireless communication device for use in a wireless communication
system configured to communicate command and sensed data within the
wireless communication systems, the wireless communication device
comprlsmg

a transceiver configured to send and receive wireless communications;

and a controller configured to communicate with at least one other remote

~ wireless device via the transceiver with a preformatted message, the
controller further configured to format a message comprising a receiver
address comprising an address of at least one remote wireless device; a
command indicator comprising a command code; a data value comprising
a message, wherein the controller is configured to receive a preformatted
message from another wireless communication device, and based on a
command code provided in the preformatted message, implement a certain
function corresponding to the command code.

*708 patent at 14:6-23.

Claims 2, 9, and 10 each depend directly frdm claim 1 and add the following limitations
to claim 1: Claim 2 requires that the transceiver have a “unique transceiver address to
distinguish the transceiver from other transceivers in the wireless communication system.” Id. at
co. 14:24-27. Claim 9 requires that the c;)mmand code “indicate[] a change in settings of an

actuator associated with the wireless communication device.” Id. at col 14:46-48. Claim 10
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requires that the command code “indicate[] a request for a ping response by the wireless
communication device.” Id. at 14:49-51.

B. Claim Constructidn

| The Marknian order construed several disputed terms. Thé term “remote wireless
device” recited in claim 1 was construed to mean “a device that is in wireleSs communication
with another device.” Order No. 26 (Aug. 13,2019) at 47. In the Markman order, I féund that
the term “receiver address” recitéd in claim 1 should be given its plain and ordinary meaning.
Id at 47-48. In so doing, I rejected Respondents’ proposed construction that would have limited
“receiver address” to the address of the “intended recipient(s) for the méssage—not merely a
repeater.” Id. The terms “the command code” and “by the wireless comlﬁuhication device”
recited in claim 10 were found not to be indefinite and were found to require that the wireless
communication device of claim 1 receive a command code requesting a pipg response. Id. at 48-
51.
In addition to the claim construction disputes addressed in the Markman order, the
parﬁes’ post-hearing briefs raise three additional claim construction disputes relating to claim 1.
-One dispute relates to a term construed in the Markman order—“remote wireless device”—while
the remaining disputes relate to terms not previously construed—*the controller further |
configured to format a message” and “from another wireless communication device.”

1. “remote wireless device”

Claim 1 is directed to a “wireless communication device” having “a controller configured
to communicate with at least one other remote wireless device” and “further configured to format
a message comprising a receiver address comprising an address of at least one remote wireless

device.” 708 patent at 14:6-17. During the Markman proceedings, both parties argued that the
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-~

term “remote wireless device” should be given its plain and ordinary meaning, but dieagreed on
the plain and ordinary meaning. Respondents argued that “the plain meaning of ‘remote’ connotes
~ a physical distance—in the context of the claimed ‘remote wireless device’ in the specification, this
requires that the device is distant from a local gafeway.” RIMB at 41-42. SIPCO countered that
“remote” did not require the devices to be distant from each other, only that they be separate from
each other. CIMB at 33 (arguing that “remote” should be construed to mean “10catea remotely”). In
the Markman order, I rejected both interpretations and found that a ‘fremote wireless device” is “a
device that is in wireless communication with another device.” Order No. 26 (Aug. 13, 2019) at
46-47.

SIPCO now seeks to further define the term so as to exclude the “local gateway.” CIB at
96-97. There is no basis for so doing. SIPCO identifies no suﬁport for its position in the claim
language. Not only has neither party argued that “remote wireless device” is a term of art,
during the Markman proceedings, both parties argued that the term should be given its plain and

99 &L

ordinary meaning. The plain and ordinary meaning of the words “remote,” “wireless,” and
“device” does not exclude “local gateways,” so long as the gateways are wireless and remote.
The surrounding claim language does not distinguish between “remote wireless d.evices” and
‘;lbcal gateways.” None of the asserted claims of the *708 ﬁatent even recite “gateway.”

Unable to rely on the elaim language to narrow the term, SIPCO turne to the
speeiﬁcation’s descriptions of the disclosed embodiments. According to SIPCO, the specification
“describes ‘remote devices’ as the devices in the network that are monitored and controlled, and
refers to the ‘gateway’ separately, never referring to it as a ‘remote device.”” CIB at 97-98.

According to SIPCO, this “deliberate use of contrasting language—*‘remote’ versus ‘local’—

shows the patentee’s intent to distinguish a ‘remote wireless device’ from a local gateway.” Id.

21



PUBLIC VERSION

-These descriptions, however, fall short of the clear and unmistakable statements needed for
lexicography and disavowal of claim scope. Thorner v. Sony Compitt. Entm’t Am., 669 F.3d
1362, 1365-66 (Fed. Cir. 2012). The specification does not define or disavow claim scopé with

- respect to “remote wireless device;” the term does not even appear in the specification.
Moreover, it is clear that the specification’s descriptions are using “local gateway” as a point of
reference, describing any devices located ééparate from the gateway as “remote devices.”
Accordingly, while the specification uses the term “remote device” to refer to “the devicés in the
network tilat ére mopitored and controlled,” it.also uses “remote” and “device” to describe
devices that monitor and coﬁtrol the network. For instance, laptop computer 240 and

workstation 250 in Figure 2 are described as being “remote” and being at a “remote location.”

Transceiver

Sensor /
Actuator

WAN (internet /- 240

Intranot)

Workstation

FIG. 2
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708 PATENT at 8:19-21; see also id. at 9:42-48 (describing a “network servér” aé a “remoté
comput[ing] device”). |
Rej ecting SIPCO’s argument is also fully consistent with the Markman order issued by

the district court in SIPCO, LLC v. A‘BB, Inc., et al., Civil Action Né. 6:11-cv-0048 LED-JDL.}
Although the *708 patent was not asserted in this district court case, the *511 patent was. The
>708 patent and 511 patent are related to _each other and each claims priority to U.S. Patent Nos.
6,028,522 and 6,218,953. JX-0002.0002; JX-0003.0003. The term “remote device” appears in
the claims of the *511 patent and SIi)CO cited to the district court’s analysis of this term in |
support of its proposed construction of “remote wireless device” in the >708 patent. CIMB at 33-
34 (“As noted above, in the contéxt of the 511 Patent, a district court previously considered fhis ,

- same dispute and constrﬁed ‘remote’ as SIPCO proposes, expressly rejecting a proposal similar
to Respondents’ ‘located distant’.phrasing. See CXM-8 at 6-11 (rejecting defendant
Séhlange/Trane’s ‘at a distance far away, far removed,’ and defendant Coulomb’s ‘in a
geographical location separate from’ proposals). The district court’s reasoning there also appiies
to the 708 Patent.”).

) In its Markman order, the district court explicitly rejected a prdposed construction by one .

of the defendants that explicitly excluded “local gateway” or “site controller” from the scope of

“remote device.” District Couﬁ Markman Order at 9. In support of this argument the

defendant—mirroring SIPCO’s argument—*“point[ed] to several portions of the specification

that describe devices used at a disfance from the gateway or site controller” and argued that ;‘the

patents-in-suit describe transceivers and a host computer as ‘remote’ while referring to the

3 The district court’s Claim Construction Memorandum Opinion and Order (E.D. Tex. July 30,
2012) is Exhibit CXM-8 to SIPCO’s initial Markman brief. ,
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gateway as the ‘local component’ that receives ‘remote’ transmissions.” Id. The court rejected
thé defendant’s argument as improperly narrowing the term “remote” by importing limitations
from the specification. Id. at 7-8.

In its-post-hearing brief, SiPCO places weight on Respondents’ position dﬁn’ng the
Markman proceedings that “remote wireless device” should be construed to mean “iocated
distant from the local gateway.” Id. at 97 (quoting Order No. 26 at 46) (emphasis omitted).
Respondents’ proposed construction during Markman proceedings is of no consequence as it was
explicitly rejected. Order No. 26 at 46-47.

Based on the foregoing, I reject SIPCO’s proposal to limit “remote wireless device” to
exclude gateways. |

2. “the controller further configured to format a message”

Claim 1 requires that the “wireless communication device” have a controller configured
to format a message having a receiver address, a command indicator, gnd a data value. ‘708
PATENT at 14:15-18. The parties dispute whsther this limitation requires that the wireless
communicéf/ion device originate the formatted message or whether it can be satisfied by a device
that repeats a message originated by another device.

SIPCO does not argue that the‘plain and ordinary.fneaning of “format a 'message”.
supports its proposed limitation. The plain and ordinary meaning of “to fo-rma‘t” .is to apply a
format. Tr. (Madisetti) at 1112:11-20, 1117:7-11, 1118:10-15; see also Tr. (Roy) at 299:8-13°
(“Q. Isn’tittrue tﬁat a preformatted message means that there is a format for the packet? A.
What it means is that it’s a message which is fomaﬁed according to an agreed-on or préformatted

packet structure.”). So long as a device is applying a format to an outgoing message, it satisfies

the term’s plain and ordinary meaning, irrespective of whether it is originating the message or
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merely repeating the message. Nor has SIPCO argued that the surrounding. claim language
supports its position. Ratﬁer SIPCO points to the speéiﬁcation and claim language from related
patents. The cited evidence, however, is not persuasive.
SIPCO makes two arguments based on the specification. The bulk of SIPCO’s ;:itationS\

to the specification relate to its argument that “the f708 Patent’s disclosure of formatting of a
message is to enable remote devices to transmit original messages;” CIB at 99-101 (citing ‘708
PATENT at 7:5-13, 7:52-64, 7:52-64, 9:58-67, 11:40-12:3, FIGS. 7 & 9). This, however; is
iﬁelevmt as there is nothing in the claim language that limits tile formatting to the originél

" message and SIPCO does not argﬁe that these _disclbsures constitute either lexicography or

- disavowal on the part of the patentees.

SIPCO’s second argument relating to the specification is based on the following

exemplary message from Figure 9.

First Transceiver to Repeater (Transcelver)
Broadcast Message - FF (Emergency)

Byte Count =17 » / 920

To Addr] From Addr] Pkt. No] Pkt. Max.| Pkt. Lngthf Cmd. |  |CkH JCkL
(FO) |(12345678)| (00) (00) (11) (FF) (03) | (A0)
Data
(A000123456)

Note: Additional Transceiver Re-Broadcasts do not change the message.
The messages are simply received and re-broadcast.

The message is an example of an emergency broadcast message (FF) sent from the central server
(0012345678) to a stand-alone transceiver (F0). ‘708 PATENT at 11:47-54. The message
contains command data (AOOO] 23456) “that may be used by the system to identify further

transceivers to send the signal through on the way to the destination device.” Id. In support of
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its proposed claim construction, SIPCO points tolthe following statement in Figure 9:
“Additional Transceiver Re-Broa&casts do not change the message. The messages are simply
received and re-broadcast.” Whiie it stands to reasoh that a stand-alone transceiver will not
change the “message” that it is relaying to its ultimate destination, this does not mean that the
stand-alone transceiver does not format the message before relaying it. In particular, the
broadcast emergency message received by transceiver FO is addressed to transceiver FO. Before
relaying the message, transceiver FO will have to ghange the address.

In support of its position, SIPCO also cites to claim language in U.S. Patent No.
8,013,732 (“°732 patent;” RX-0025). The 708 and *732 patents claim priority to several
common applications, viz., abanddned applicatién 09/271,571 and the applications that led to
U.S. Patent Nos. 6,028,522; 6,21 8_,953; 643,268; and 6,437,692. JX-‘0003.000~2-.0003; RX-
0025.0001. Notably both parties cite the *732 patent in support of th¢ir pfop_osed construc_:tions
- of “the confroller further to format a message.” CIB at 101; RIB at 121. |

SIPCO points claims to claims 1, 13, and 20 of the *732 patent, which émploy the term
“retransmit” to claim the re-transmission of a signal. CIB at 101. According to SIPCO, the use

99 &6

of the term “retransmit,” instead of ‘v‘format, reflects the contrast between formatting and
originating a message and receiving and retransmitting a message.” Id. SIPCO’s argument is
unavailing as there is no conflict between the different terminology employed in the two patents.
The plain and ordinary meaning of “retransmit” excludes devices that.originate messages, while
“formatting a message” is broad enough to encompass both repeaters and originators of

meésages. Such an interpretation is fully supported by the specification of the *732 patent, which

teaches that the repeaters “format” the message being retransmitted. RX-0025 at 3:36-39
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(“Additional transceivers may be configured as stand-alone devices that serve to simpl;f receive,
format, and further transmit system data signals.”).

Based on the foregoling, I reject SIPCQO’s proposal to exclude the retransmission of
. messages from the scépe of “to format a message.”

3. “from another wireless communication device”

Claim 1 requires that the claimed “wireless communication device” have a controller that
is configured to receive a preformatted message “from another wireless communication device.”
SIPCO argues that this claim language requires that the “another wireless communication
device” be the devicé that originated the message and not a device that is retrqnsmittiﬁg the
~ message. CRB at 54. SIPCO argues that interpreting the claim language to encompass repeaters
is tantamount to rewriting the claim language “frqm another wireless communicaﬁon device” to
“via another wireless communication device.” I SiPCO’s argument is unpersuasive. The
word “from” is not a term of art and its meaning is “readily apparent even to lay judges.”
Phillips v. AWH Corp., 415 F.3d 1303, 1314 (Fed. Cir. 2005). The word “from” encompasses
Bbth messages transmitted by the oﬁginating device and messagés retransmitted by repeaters.

Based on the foregoing, I reject SIPCO’s proposal to limit “from another wireless
communication device” to the originators of messages. |

C. Infringement

SIPCO argues that Emerson field devices that include a fully programmed DN2510 or
LTC5800, ana any produéts including such ﬁeld devices, infﬁng’e claims 1, 2, 9, and 10 of the
>708 patent. CIB at 101-02. Claim 1 contains two “message” limitations. The first message
limitation relates to an outgoing message to “another remote wireless device.” ‘708 patent at

14:12-18. The outgoing message is required to have (1) a receiver address of a remote wireless
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“device; (2) a command indicator compfising a command code; and (3) a data value comprising a
message. Id. at 14:15-18. The second message is an incoming message “from another wireless
communication dévice.” Id. at 14:12-23. \In contrast to the oﬁtgoing message, the incoming
message is only required to have a “command code.” Id. at 14:28-33. For both messages,

| SIPCO relies on the WirelessHart ACK and Keep-Alive“messages. CIB at 103, 108.

Respondenté argue, however, that SIPCO is precluded from relying on the ACK and
Keep-Alive messages for the first message. Specifically, Respondents argue that SIPCO failed

. to disclose its contention that the ACK and Keep-Alive messages satisfy the limitations requiriﬁg

a “command indicator comprising a command code” and a “data value comprising a message.”

RIB at 122-23. SIPCO disputes Respondents’ position, arguing that while its expert Prof. Roy

was precluded from testifying in support of the contention, it was not preclﬁded from advancing

the contention. The parties’ dispute stems from Order No. 36 (Sept. 3, 2019), which grantéd in

paﬁ Respondents’ motion in limine Vno.- 1 (Motion D-o‘cket No. 1131-028).

| 1. Technological Background: The Accused Messaging Protocol

In order to understand the parties’ dispute, it is first necessary to understand the structure
of the messages sent and received by the accused devices. The accused devices use a wireless
communication standard called the WirelessHART protocol, which can be used in a wireless

mesh network, such as the one shown below.

28



PUBLIC VERSION

- s,
——.——_" " ‘»
B I A
e S A W /. '
Netwo Manager. : :‘\ ',/ \\ p’ o
~ Hll/' . ’
/ n N” .
4 M - h ~
o (g -~
{—’—-ﬁ—--.g Sa e
‘\ ) \\‘ e/
\ \ e . 4
Ay t ~ ¢ ’ N s

Figure 14 — Wireless network

CX-1095 at § 6222 The network depicted in the ﬁgure employs a mesh topology havinga
network manager, a gateway, and 13 field devices. Each field device can not only be thé source
-or the final destination for a message but can act as a repeater that relays messages to their
intended destinations. Id. For instance, only a subset of the field devicés (af, g, and n) can
transmit messages to and receive messages from thé gateway directly, 1 e., in one “hop.” Id. The
r'em.aining field devices must -communicate with the gateway through messages relayed through
one ér more intervening field devices, i.e., in two or more ;‘hops.” Id
The messages transmitted within the network have one or more layers. The data-link

(DL) layer governs communications between a wireless device and one or more adjacent
devices. DLPDUs (DL layer protocol data units) are uéed to transfnit informatibn to adjacent
devices. See id at § 6.2.1.3. The data-link layer consists of two sublayers. Id. at § 6.2..1.1. The
higher sublayer is the logical link control (LLC) sublayer and is responsible for preparing
DLPDUs for transmission, parsing received DLPDUs, and error detection. Id. at § 6.2.1.2. The
lower sublayer is the medium access control (MAC) sublayer, which is responsible for sending

DLPDUs queued in the device’s buffers and receiving DLPDUs sent by neighboring device.y Id
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at §§ 6.2.1.3, 6.4.1. To minimize interference, the vnetwork employe Time Division Mﬁltiple
Access (TDMA) and channel hopping protocols. Id. at § 6.2.1.3. TDMA is implemented by
assiéning one time slot to two devices and designating one device as the source and the other as
the destination. Id. ‘The time slot provides sufficient ﬁme for the source device to transmit one
DLPDU and the destinatioh device to respond by transmitting an ACK DLPDU. Id. The ACK
DLPDU indicates either that the transmission was successfully received aﬁd handled or that an
error occurred. Id. The TDMA techniques are used in conjunction with channel hopping, so that
for each time slot, the source and destination devices have an assigned frequency. Id. at §
6.2.1.4. This allows the same time slot to be used concurrently By multiple pairs of devices,
~ wherein each pair of devices is operating at a different frequency. Id.

There are five different types of DLPDUs: (1) ACK, (2) Keep-alive, (_3) Advertise, (4)
Disconnect, and (5) Data. Id. at § 6.3.2.1. The different types of DLPDUs have the same

general structure:

0x41 | Address | Sequence Network_ID | Destination Source | DLPDU DLL Mic | cre
specifier number address address | specifier | payload

Id at§ 6.2;1 .1. The ACK, Keep-Aliye, Advertise, and Dieconnect DLPDUs are single hop
communicatioes between adjacenf wireless devices in direct communication with each other and
“are not propagated to the network layer or onWard through the network.” Id. at § 6.3.2.1. As
such, these DLPDUs are single layer messages. Id Data DLPDUS, on the other hand, are used
to forward data through one or more intermediary wireless devices to its intended destination.
Id at § 6.3.2.2.1. |

The payload (DLL payload) of a Data DLPDU is an NPDU (network layer protocol data

unit) generated by the network layer. CX-1095 at §§ 6.3.2.1-6.3.2.2. The network layer is
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responsible for routing messages to or from the gateway. The transmission of a message
between the gateway and a field device may take several hops. Id. at § 6.2.2.2. The NPDU
contains the information needed to route the packet to its final destination. Id. The general

structure of an NPDU is shown below.

NL HTL FequenceGraph_lDDeslination Source

Control number | address | address
{Proxy route] [1st source route] | [2nd source route] |
Security control Counter Mic ML payload: q
|

Prof. Roy’s Initial Expert Report at 86.*

The payload of the NPDU (NL payload) is a TPDU (transport layer protocol data unit)
generated by the transport layer. The transport layer is responsible for ensuring that data from
the application layer is communicated to its‘ final destination in the netWork. CX-1095 at § 6.7.1.
The transport layer supports both unackhowlédged aﬂd ackﬁowledged services. Id. If
unacknowledged service is used, the destination device does not acknowledge receiving the
message and data may be delivered in a different order than itv waé sent. Id If acknowle(iged
seryicé is used, the receiving device.acknowledges receipt of thg data and, if no
acknowledgement is received, the transport layer will resend the data. /d. With acknowledged
service, the déta must be delivered in the same order in which it was sent. Id. The TPDU
contains information needed for the selected se&ice. Id. at § 6.7.3. The general structure of a

TPDU is shown below.

Transport controt TL payioad

.

4 An excerpt from Prof..Roy’s initial expert is Exhibit 4 to Respondents" motion in limine no. 1.
The figure reproduced from Prof. Roy’s report is a more legible version of the figure on
CX-1095.0126. :
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Id at § 6.7.2.
The payload of a TPDU (TL payload) is an APDU (application layer data unit) generated
by the application layer. CX-1097.0019;.0020. APDUEs contain data being transmitted to and

from user applications. Id. The general structure of an APDU is shown below.

Command Octet Value
number count
CX-1095 at § 8.3.2.1.
2. Procedural Background

a. Respondents’ Motion In Limine No. 1 and Order No. 36
Respondents’ motion in limine no. 1 sought to strike testimony from the direct witness
statement of Prof. Roy, a technical witness for SIPCO, on the basis that the challenged testimony
related to opinioné that had not been disclosed in Prof. Roy’s expert report. The challenged
testimony related to Prof. Roy’s bpinjon that the ACK and Keep-Alive messages satisfied claim
1’s requirement that the remote communication device be configured to format a message having
(1) a receiver address, (2) a command indicator comprising a comrﬁand code, and (3) a data
value comprising a message. Memorandum at 1. The deadline to file motions in limine was
August 14, 201 9, while the deadline‘to file prehearing briefs was August 23, 2019. See Order
No. 12 (extending target date and amending procedural schedule). Because of this timing,
-Respondents’ motion in limine did not address SIPCQ’s prehearing brief, but focused solely on
Prof. Roy’s direct witness statemént.
In its opposition, SIPCO argued that Prof. Roy’s expert report disclosgd the contention
that the ACK and Keep-Alive messages satisfied the requirements of the first message by, inter
alia, incorporating by reference SIPCO’s infringement contentions. Opposition at4-5,9..In

making this argument, SIPCO raised the issue of whether it had disclosed the challenged
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contentions during fact discovery. As determined in Order No. 36, SIPCO’s infringement
contentions disclosed the contention that the receivér address limitation of the outgoing message
could be satisfied by either a DLPDU address or an NPDU address but did not disclose the _‘

contention that DLPDU:; satisfy the outgoing message’s command indicator and data value
limitatibns. Order No. 36Y(Sept. 3,2019) at 4-6.5 In particular, éxplicitly citing to SIPCO’s
infringement contentions, Order No. 36 found that “there is no identification of a ‘cdmmand
indicatof comprising a command code’ or a ‘data value comprising message’ with respect to
DLPDU méssages in any of the previous discloéures identified by SIPCO.” Id. at 6 (citing Opp;
Ex 5 (°708 infringement contentions) at 27-31).

b. The Pre-Hearing Conference

Order No. 36 issued on Tuesday, September 3, 2019, the day before the start of the
hearing. At the pre-hearing conference, relying on the findings in Order No. 36, Respondents
made an oral motion to strike the portions of SIPCO’s prehearing brief reflecting SIPCO’s -
contentions that the ACK and Keep-Alive messages satisfy the “command indicator” and “data
value” limitations. Pre-hearing Tr. at 17:14-18:7. SIPCO qountered that Order No. ’36 only
struck portions of Prof. Roy’s testimony relating to those contentiohs, not the contentions
themselves. Id. at 18:10-19:1.

Although I denied Respondents’ motion, I gave Respondents leave to address the issue in

their post-hearing brief and SIPCO was told that its counsel could “make whatever arguments

3 Although SIPCO disclosed a contention that a DLPDU address satisfied the receiver address
limitation of claim 1 in its interrogatory response, Order No. 36 found that this contention was
“not reflected in Dr. Roy’s expert report and w[as] foreclosed by his deposition testimony.”
Order No. 36 (Sept. 2, 2019) at 4. As a resul, testimony relating to this contention was stricken
from Prof. Roy’s witness statement.
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~ they believe are appropriate in light of Order Number 36 in their post-hearing brief.” Id at 19:2-
8. |

3. SIPCO’s Infringement Contentions |

In its post-hearing briefs, SIPCO arglies that the issue of whether it is'precluded from
relying on the ACK and Keep-Alive messages for iﬁfﬁngement in view of Order No. 36 was
decided in its favor at the hearing. See, e.g., CRB at 103 (;‘Respondents attempted to strike the
ACK and Keep-Alive infringement theory during the pre-ﬁeéring confe‘rence,‘ but the ALJ denied
their oral motion . . . .”). The transcript from the pre-hearing conference is clear, however: I
madeino. decision on the merits of Requndents" argurhent at either‘the pre-hearing conference or
at fhe hearing and explicitly gave Respondents l¢ave to raise the issue ‘in their post-heafing brief.
Pre-hearing Tr. at 19:2-8.

An examination of SIPCO’s infringement contentions confirms that SIPCO failed to -
disclosev its theory that the ACK and Keep-Alive messages satisfy the command indicator and
déta value lilﬁitation's of claim 1. SIPCO argﬁes that it disclosed its éontention that the “receiver
addreﬁs"; limitation of outgoing messages was satisfied by the DLPI/)U address and that this
| | disclo‘sure was sufficient to place Respondents on notice that it was relying on DLPDUs, such as
ACK and Keep-Alive messages, for the remaining requirements for the outgoing message. CRB
at 42. An examination of SIPCO’s infringement contentions reveals, however, that the DLPDU
relied on by SIPCO for the “receiver address” was not an ACK or a Keep-Alive DLPDU, but a
Data DLPDU. |

| As discussed above, there are five types of DLPDUs. For the receiver address, SIPCO’s

infringement contentions identify the destination address in the DLPDU (MAC Header) or, in the

alternative, the destination address in the NPDU (Net Header).
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MAC Header
Address F(ameSeq - SR I
O size | Number | POtWORID
19 13 18 b}

Net Header

B8R 2RiI8E psne 08/88 168 18 1838

JX—0085C.1634-.. 1635; see also id. (“In view of the above, under SIPCO’s proposed construction
of ‘receiver address,’ i.e., the plain and ordinary meaning, either destination address in tﬂe packet
is a receive [sic] address.”).® Although SIPCO’s ihfringement contentions do not explicitly limit
the DLPDUV it is relying on.for .the “receiver address” to a particular type of DLPDU, it is clear
from the contentions that the DLPDU is a Data DLPDU, not an ACK“ or Keep-vAlive DLPDU.
The infringemenf contentions describe the DLPDU being used in a packet containing an
NPDU and being generated to relay the NPDU along a multi-hop path to its final destination:
“[T]he controller in the Anal;g Accused Products; including thosé in the Emerson Accused
Products, are configured to insert into packets the destination address of an intended receiving
remote device as the NPDU (final) destination address, and the address of the next remote device
to receive (and repeat) the message as the DLPDU (next hop) destination address.” Id. at .1634.
Consistent with this description of the DLPDU being used to relay an NPDU to its final

destination, for the comrhand indicator and the data value limitations, SIPCO’s infringement

6 SIPCO’s proposed construction of “receiver address” was adopted in the Markman order.
Order No. 26 at 47-48 (Aug. 13, 2019).
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contentions identify the payload pqnion of a packet having a MAC header (DLPDU), a Net

Header (NPDU), and a “Transport Hdr” (TPDU).

Packet Format
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Id at .1637, .1639.

ACK and Keep-Alive DLPDUs “are no"t propagated to the netwofk layer or onward
'fhrough the network.” CX-1095 at § 6.3_.2.1. Rather, these DLPDUSs are siﬁgle hop
communicatif)ns, “generated and consumed” by wireléss.devices in direct communication with
each other. Id. Assuch, ACK and Keep-Alive DLPDUs, unlike the packet referenced an(i
shown in SIPCO’S infringement contentions, are single-layer niéssagés and do not have an
NPDU or TPDU. Id. In contrast, a Data DLPDU is a r;lultilayer message that contains an
NPDU as payload, which in turn carries a TPDU as payload. Id. at § 6.3.2.2.1. |

The interpretation of SIPCO’s infringement cbntentions as relying on a Data DLPDU and
not an ACK or Keep-Alive DPLDU for the “receiver address” limitation is bolstered by SIPCO’s
contentions regarding the incoming message. For the incoming.message, SIPCO explicitly
identifies the ACK énd Keep-Alive m¢ssagés. SIPCO’s Infringement Contentions at 33-34. The
claimed device must be able to implement a function corresponding to a “command code”
contained in the incoming message. ‘708 patent at 14:18-23. For this element, SIPCO’s

infringemeht cbn’tentions explicitly identify the ACK DLPDU’s response code and the Keep-
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Alive DLPbU in its entirety. JX—0085C.1642-.1643. The explicit reference and analysis of the

ACK and Keep-Alive DLPDUs with respect to the incoming méssage sfands in clear contrast to

the absence of any reference or analysis of these DLPDUs with respect to the outgoing message.
SIPCO’s infringement contentions cite an “AP SK_Response Ack Packet” with resi)ect to

the “command indicator” and “data value” requirements of the outgoing message.

AP SK_Response Ack Packet -

 MAC Header: ‘ , 14 bytes
$ Net Header: , 15 bytes
1 Trans Header: ' > 1 bytes
1L syd tus: , 2 bvtes
]: Hart Command 2x3C1} ;(Writz Netuork Key) , 20 bytes
’
$ ]
td

i Hart Cosnand 8x3C3] ;(write Session) 33 bytes

4 Hart Command ox3C2] ; (vrite Mote 10) 5 bytes
MU 2 bytes
! Total: 94 bytes

JX-0085C.1638; see also id. at .1640, 1642, 1652, 1656. SIPCO argues that these.al.re explicit ‘
disclosures of the ACK message in the “context of the message'li‘mitations.” CRB at 42-43,
Respondents’ have not had the opportunity to respond to this argument because it was not raised
in either SIPCO’s opposition to Respondents’ motion in limz;ne or SIPCO’s initial post-hearing
brief. Accordingly, SIPCO’s arguments regarding the “AP SK_Response ACK Packet” have
been waived. Groﬁnd Rule 11.1 (“The post-hearing brief shall diécuss the issues and evidence
tried within the framework of the bgeneral issues determined by the Commission’s Notice of
Investigation, the general outline of the briefs as sét forth in Appendix B, and those issues that
are included in the pr¢-hearing brief and any permitted amendments thereto. All other issues
shall be deemed waived.”). Moreover, it should be 'ﬁoted that the “AP SK_Responsel ACK

Packet” disclosed in SIPCO’s infringement contentions appears to be a multi-layer message
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having a MAC header, Net header, and Tfansport header. As discussed above, the ACK DLPDU
isa single—léyer message and does not haVe_: a Net header and a Transport header. |

In summary, while SIPCO disclosed its contention that the “to” address of a Data
DLPDU satisfied the receiver address lixﬁitation of the outgoing message there is no similar
disclosure for the ACK and Keep-Ali\}e DLPDUs. In addition, while SIPCO disclosed its
contention that the ACK and Keep-Alive DLPDUs satisfied the “command code” limitation of
claim 1’s incoming messagé, it did not provide a similar disclosure for the command indicator of
the outgoing message. There is no disclosure of a DLPDU satisfying th¢ data value limitation of
the outgoing message.

Based on the foregoing, I find that SIPCO’s infringement contentions failed to place
Respondents on notice that SIPCO intended to rely on the ACK DLPDU or Keep-Alive DLPDU
to satisfy claim 1’s outgoing message limitation requiring a receiver address, a command
indicator comprising a command code, and a data value comprising a messagé. As discussed in
Order No. 36, SIPCO did not disclose the conténtions even during expert discovery. Instead,
SIPCO disclosed its theory for the first time in the wifness statement of its expert Prof. Roy after
the closé of expert discovery. Such an untimely disclosure is prejudicial to Respondents and
SIPCO is precluded from relying on the ACK and Keep-Alive DLPDUs to satisfy the outgoing
message limitation of claiﬁl 1. See, e.g., Order No. 36 (Sépt. 3,2019) at 4 and 6 (finding Prof.
Roy’s untimely disclosure of the same theory to be prejudicial to Respondents). |

4. The accused products do not infringe the asserted claims.

The only theory of infringement advanced by SIPCO in its post-hearing briefs relied on

the ACK and Keep-Alive DLPDUs satisfying the outgoing message limitation claim 1. Because
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~

SIPCO is precluded from relying on this theory to show infringement, SIPCO cannot show that
the accused products infringe claim 1 or dependent claims 2, 9, and 10.

5. Respondents do not indirectly infringe the asserted claims.

SIPCO argues that Analog indirectly infringes the asserted claims by actively inducing
Emerson and others to infringe the asserted claims by using the accused Emerson products. CIB
42-45. SIPCO also argues that the Analog and Emerson contributorily infringe the asserted
claims by selling the accused products to customers. Id. at 45. To show that Analbg and
Emerson indirectly infringe the asserted claims, SIPCO must show that the claims are directly
infringed by someone else. See, e.g., Dynacore Holdings Corp. v. US Philips Corp., 363 F.3d
1263, 1272 (Fed. Cir. 2004) (“Indirect infringement, whether inducement to infringe or
contributory infringement, can only afise in the presence of direct infringement . . . .”). For the
reaséns set forth above; SIPCO has not shown that the accused Emerson products infringe the -
* claims of the *708 pétent. Without an act of direct infringement, SIPCO cannot show that
Respondents indirectly infringed the asserted patents.

D. Domestic Industry—Technical Prong

For the technical prong of the domestic industry requirement, SIPCO relies on
Honeywell’s OneWireless Network products. CIB at 111. SIPCO asserts that the aneywell
products practice claims 1, 2, and 10 of the >708 patent. Id. The only disputes raised by
- Respondents with respect to the technical prong are based on their contention that the claims

- require SIPCO to show that networks incorporating the Honeywell producfs existed as of the
filing date of the complaint. RIB at 129. The *708 patent claims, however, are directed to a

“wireless communication device for use in a wireless system,” not a network or system. ‘708
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patent at 14:6-9. Accordingly, for the *708 patent, it is sufficient for SIPCO to show that the
Honeywell devices exist and that they practice the asserted claims.

1. Independent Claim 1

To the extent that the preamble is limiting, there is no dispute that HoneyWell’s field
device products are wireless communicaﬁon devices fpr use in Honeywell’s OneWireless
Network and are conﬁgufed to communicate commands and sensed data within the network.
See, e.g., CX- 0002C (er DWS) at Q/A 283. As requlred by cla1m 1, the Honeywell field
~ devices have _ configured to send and receive wireless communications.
See, e.g., id. at Q/A 284-288. The Honeywell products also have a controller configured to
communicate with at least one other remote wireless device via the transceivgr with a
preformatted message. Specifically, the _ in the Honeywell products is
configured td communicate sensor data using the ISA100.11 wireless communications protocol.
See, e.g., id. at Q/A 289-291. The processdr communicates with other devices via preformatted |
messages based on the ISA100.11a protocol. See, eg., zd at Q/A 291. Each Honeywell
OneWireless ﬁeld device is configured to communicate with “at least one other remote wireless
-device,” in the form of another Honeywell OneWireless field device. See, e. e.8., id. at Q/A 292

The Honeywell OneWireless field devices format messages according to the ISA100.11a -
protocol. See, eg, id at Q/A 294-296. There is no diépute that ISA100.11a packets include a
receiver address comprising an address of at least one remote wireless device in the Media
Access Control (“MAC”) header (or “MHR”) of the Data Link Layer. See, e.g., id at Q/A 119-

121, 296). The receiver address in the MAC header/MHR is the address of tne intended “next-
hop” receiving transceiver of at least one remote device. See, e.g., id. at Q/A 122.: The

ISA100.11a messages also include a command indicator comprising a command code. See, e.g.,
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id. at Q/A 299-301. In particular, the DHDR sub-header includes an “ACK needed” ﬁel&,
;‘Signal quality in ACK” field, a “Request EUI-64 field,” “Include Daux” field, “Include slow
hopping offset” field, and “Clock recipient” field, each of which constitutes a command

- indicator. See, e.g., CX-0002C (Mir DWS) at Q/A 301. The “ACK needed,” “Signal quality in
ACK,” and “Request EUI-64” command indicators each comprise a numeric command code
indfcating whether an acknowledgement is required from the message recipient and whether
additional information is also required. See, e.g., id. at Q/A 301. The messages sent by the
Honeywell field devices include an application layer packet that comprises a data value
comprising a messagé. See, e.g., id. at Q/A 303-305.

The Honeywell field devices are configured to receive preformatted messages from other
wireléss devices in a Honeywell OneWireless Network. -See, e.g.,id at Q/A 307-309-. Some of
_ the messages include coinmand codes. CX-0002C (Mir DWS) at Q/A 307-309. The ﬁel&
devices are configured to implement a certain function based on a command code. See, e.g., id.
at Q/A 309. For example, in response to a request for an ACK, where the ACK requesf calls for
the return of additional data, such as “Signal quality” or an “EUI-64,” the controller implements
a function, viz., preparing a preformatted ACK message that includes the requested information.
- See, e.g., id.

Based on the foregoing, I ﬁnd th;dt Hoﬁeywell OneWireless Network field devices
- practice claim 1 of the 708 patent.
| 2. Dependent Claim 2 and 10

As required by claim 2, the transceiver of each Honeywell field device has a unique
address to distinguish the transceiver from other transceivers in the wireless communication

system. See, e.g., CX-0002C (Mir DWS) at Q/A 82-86, 310. As required by claim 10, the
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Honeywell field devices are conﬁgured to respond to command codes comprising “a request for
a ping response by the wireless commuﬁication device.” See, e.g., id at Q/A 322, 324.

Based on the foregoing, I find that Honeywell OneWireless Network field devices
practice claims 2 and 10 of the ’708 patent.

E. Invalidity
1. Patent Eligibility

Respondents contend that that asserted claims of thé ’708 patent are invalid under 35
U.S.C.‘ § 101 because the claims afe “directed to the abstract idea of communicating information
between dévices in a wireless network, and does not recite anything inventive and
transformative—such as neW components, Or a technological improvement to the functioning or
arra'ngement of the recited conventional S:omponents, that might transform them into patent
eligible subject matter.” RIB at 49-50.

The basics of section 101 jurisprudence in the era post-Alice are by now familiar. “A
patent may be obtained for ‘any new and ﬁseful process, machine, manufacture, or cbmposition
of matter of any new and useful improvement thereof.”” Bascom, 827 F.3d 1341 at 1347
(quoting 35 U.S.C. § 101). “The Supreme Court has ‘long held that this provision contains an
important implicit exception: Laws of nature, natural phenomena, and abstract idéas are not
patentable.”” Id. (quoting Ass 'n for Molecular Pathology v. Myriad Genetics, Inc., 569 U.S. 576,
589 (2013)). “[T]he Supreme Court set forth ;1 two-step analytical framework to identify patents
that, in essence, claim nothing more than abstract ideas.” Id. In the first step, the court
- determines ““whether the claims at issue are directed to a patent-ineligible concept.”” Id.
(quoting Alice, 573 U.S. at 217). If so, the court determines whether, “‘consider[ing] the

elements of each claim both individually and ‘as an ordered combination,”” “the additional
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elements ‘transform the nature of the claim’ into a patent-eligibie application.”” Id. (quoting
Alice, 573 U.S. at 217). |

Under step one of the Alz’cé analysis, the Federal Circuitvholds that claims focused “on-
collecting infoﬁnation, analyzing it, anci displaying certain results of the collection and analysis,”
“fall into a familiar class of claims ‘directed to’ a patent-ineligible concept.” Elec. Power Grp.,
LLC v. Alstom S.A., 830 F.3d 1350, 1353 (Fed. Cir. 2016). At step two, the question is whether *
anything in the claim elements, scrutinized “more microscopically,” removes “the claims from
the class of subject matter ineligible for patenting.” Id. at 1354. A patentee may be required to
present “an arguably inventive set of components or methods, such as measurement deyices or
techniques, that would generate new data.” Id. at 1355.

Another consideration under step two is the “machine-or-transformation” test. Mayb
Collaboraﬁve Servs. v. Prometheus Labs., Inc., 566 U.S. 66, 76-77 (2012) (citing Bilski v.
Kappos, 561 U.S. 593 (2010)); This test is satisfied when a patent “does not merely claim a
principle, but a machine embodying a principle.” Id. at 82-84 (quoting vNeilson v. Harford,
Webster's Patent Cases, at 371). In this analytical framework, unconyentional steps are required
that confine the claims “to a particular, ugeful application of the principle.” Id. at 84.

Thé analysis adopted in Mayo has resulted in several decisions finding patent’eligibili.ty
Ibased on demonstrated technological innovétion. These cases “stand for the proposition that
speciﬁc technological modifications to solv‘e a problem or improve the functioning of a known

bl

system generally produce patent eligible subject matter. Phoenix Licehsing, LLC. v
Cohsumer Cellular, Inc., No. 2:16-CV-0152-JRG-RSP, 2017 WL 1065938, at *18 (E.D. Tex.
Mar. 8, 2017), report and recommendation adopted, No. 2:16-CV-0152-JRG-RSP, 2017 WL

1177988 (E.D. Tex. Mar. 30, 2017) (citing Trading Techs. Int’lv. CGQ, Inc., 675 F App’x.
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1001, 1005 (Fed. Cir. 2017)). In McRO, Inc. v Bandai Namco Games Am., 837 F.3d 1299 (Fed.
Cir. 2016), the court'.found pa;(ent eligibility in specific rules for improving computer animation.
The Circuit found that patents that automated part of a preexisting method for 3-D facial
expression animation were not abstract because the patent “focused on a specific asserted
improvement in éomputer animation, i.e., the automatic use of rules of a particular type.” Id. at
1314. “[I]n Enfish, the Federal Circuit determined that claims directed to a specific type of self-
referential table constituted a specific ‘solution to a problem in\the software arts’ such that they
were ‘non-abstract improvements to computer technology.” Finjan, Inc. v. Blue Coat Sys., Case
No. 15-cv-03295-BLF, 2016 WL 7212322 at *5 (quoting Enfish, 822 F.3d at 1339).” In DDR
Holdings, LLC v. Hotels.com, L.P., 773 F.3d 1245, 1248 (Fed. Cir. 2014), ‘the court found
eligible patents based on “systems and methods of generating a composite web page that
- combines certain visual elements of a ‘host’ websiﬁe with:content of a third-party merchant.”
Although the two-step procedure in Alice survives, in some cases the eligibility analysis,
- as it has evolved, focuses primarily on whether the patent discloses a technological innovation.
This is because the two steps for decision-making “are plainly related,” invoiving “overlapping
scrutiny of the content of the claims."’ Elec. Power, 830 F.3d at 1353 (citing TLI Commc’ns LLC
Patent Litig., 823 F.3d 607, 611-15 (Fed. Cir. 2016)); What is requiréd to establish eligibility, A
under both steps, is an elemént of technological innovation that amounts to more than the
abstract idea itself. See Procter & Gamble Co. v. QuantifiCare Inc., 288 F. Supp. 3d 1002, 1022

(N.D. Cal. 2017) (“[I]t is ‘relevant to ask whether the claims are directed to an improvement in

7 Enfish, LLC v. Microsoft Corp., 822 F.3d 1327 (Fed. Cir. 2016).
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computer functibnality versus béing directed to an abstract idea,v even at the first step of the Alice
analysis.””) (quoting Enfish, 822 F.3d at 1335). | |

Recently, the Federal Circuit held—in a case involving a SIPCO patent similar to those at
issue here—that U.S. Patent No. 8,908,842 (the *842 pélt/ent), constituted a techno'logy-based
solution to a technological problerﬂ and was therefore eligible for a patent. SIPCO, LLC'v.
Emerson Elec. Co., 939 F.3d 1301 (Fed. Cir. 2019). While not strictly a decision under section
101 (the Circuit does not utilize the Alice analysis), SIPCO virtually cémpels a finding of

' eligibi}ity in the instant case, as discussed below.?

SIPCO’s patents are saved from ineligible abstractness becau'se' they embody a
technological innovation. As the Federal Circuit held in its recent decision, “SIPCO’s claims
‘éombine'certain communication elements in a particular way to address a specific technical
problem with a specific technical solution.” 939 F.3d at 1313. In the case vbefore me, as in
SIPCO, “it is clear from both the claims and the speciﬁéation that th;: claimed inventioh
implements a communication system that connects an unconnected, remote device with a central |
station.” SIPCO Repl\y at 27 (quoting SIPCO, 939 F.3d at 1312.)

In SIPCO; the Federal Circuit reviewed and reversed a holding by the Patent Trial and
Appeal Board (“i"fAB”) under 37 C.F.R. § 42.301(b), which requires the PTAB to consider
‘‘‘whether the claimed subject matter as a whole recites a fechnoiogical feature that is novel and
unobvious over the prior art; and solves a technical problem using a technical solution.” 939
F.3d at 1303 (quoting 37CFR.§ 42.361(b)). The arguments made by Emerson in SIPCO were

the same as in this case: Emerson contended that the claims of the *842 patent were directed to

8 Respondents do not address the SIPCO decision in their post-hearing briefing on patent
eligibility. See RIB at 49-61; RRB at 69-73.
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the ineligible, abstract idea of ;“establishing a communication route betwe;en two points to relay
information.”” Id. at 1305 (quoting J.A.215). Emerson argued that the concept embodied in the
patent ‘has‘ been practiced for oenturies in applications such as the Postal Service, Pony EXpress,
and telegraph, wﬁere a route is established to relay maillor other communications from one pointl
to another.”” Id. The PTAB agreed that the features from claim 1 were not drawn to a technical
solution to a technical problem and determined that the patent claimed nothing more than
“generic and known hardware elements and routine computer functions.”” Id. (quoﬁng JA.
390-91).

In its decision on appeal, the Circuit in STPCO likens the case to Bascom. 93§ F.3d at
1318. In Bascom, the Federal Circuit founo patent-eligible a tool for filtering content on the
Internet “at a specific location, refnote from the end-users, with customizable filtering features
specific to each end user.” Bascom, 827 F.3d at 1350. The Circuit agreed with the district court
that filtering content is an abstract idoa becauso it.is a longstanding, well-known method of |
organizing human behavior. Under Alioe step two, howevef, the Circuit found an inventive
concept “in the non-conventional and non-generic arréngement of known, conventional pieces.”
- Accordingly, the court ruled that the *842 patént satisfies section 101 for the same reasons as
the patent in the Bascom caSe: SIPCQO’s 842 patent embodies an innovative arrangement of
- known components that solved a fechnological problem.

As in the °842 patént at issue in SIPCO, the >708 patent implements a communication
system that connects remote devicés with a central station. The patent solves a technological
problem with a technological solution, i.e., using transceivers to communicate between remote
devices and gateway interfaces, and adopting specific packet message protocols. The patented

system overcomes the technological problems caused by prior art control systems that were
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susceptible toa single poiht of failure if a loc‘al controllér went out of service and eliminates
potentially dangerous and expensive hard wiring.

Respondents rely on a line of cases in which the Federal Circuit has determined that
wireless communication per se is not patentable. See, e.g., Chamberlain Grp., Inc V. Teghfronic
Indus. Co., 935 F.3d 1341, 1347 (Fed. Cir. 2019) (“[T]he broad concept of communicating
information wirelessly, without more, is an abstract idea.’””). The Federal Circuit expressly"
distinguishes Chamberlain in its opinion in SIPCO, however, stating that SIPCO’s *842 patent
“provides a more specific implementatiqn of a communication scheme.” SIPCO, 939 F.3d at
1319 n. 3. The Circuit poiﬂts to “a communication scheme . . . that combines an established
communications network with a short-range wireless connection between a low-power
transceiver and an intermediate nlode on the established network.” Id. SIPCO’s “tWo-step
solution,” the court concludes, “extends the reach of the exiétihg network while overcoming
problems of interference, contention, and interception.” Id. Under similar reasoning, the ’708
patent describes particular technological innovations that result in improved communication
between remote devices— the claims are directed to wireless communication via a preformatted
message protocol wherein a receiving device implements a function corresponding to a
command code in a received message. See CIB at 117-22. The patent therefore is eligible under

section 101.°

® The cases cited by Respondents are distinguishable. For example, in ChargePoint, Inc. v.
SemaConnect, Inc., 920 F.3d 759, 768 (Fed. Cir.), (petition for writ of certiorari docketed
October 22, 2019), the Federal Circuit found ineligible a patent that was “nothing more than the -
abstract idea of communication over a network for interacting with a device,” where the patent
specification did not “suggest that the invention involved overcoming some sort of technical
difficulty.” That is not the situation with the *708 patent, as discussed above. In Two-Way
Media Ltd v. Comcast Cable Commc ’ns, LLC, 874 F.3d 1329, 1337 (Fed. Cir. 2017), the Circuit
found that the claimed solution merely recited a series of abstract steps (“converting,” “routing,”
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2, Anticipation

Respondents contend that the asserted claims or a subset thereof are énticipated by U.S.
Patent No. 5,963,650 to Simionescu et al. (“Simionescu;” JX-0133); U.S. Patent No. 6?124,806
to Cunningham et al. (“Cunningham;” JX—0149); and U.S Patent No. 6,100,817 to Mason et al.
(“Mason;” JX-O 134).1° | |
a. Prior-Art Status of References

There is no dispute that Simionescu, Cunningham, and Mason are vprior art to the 708
patent. Simionescu issued on October 5, 1999 from an application -ﬁled on May 1, 1997. JX-
| 0133.0001. Accordingly, Simionescu is pr.ior'art under at least 35 USC §102(a). Cunningham
issued on Septémber 26, 2000 from an appliéat_ion filed on Septembef 11, 1998. JX-0149.0001.
. Accordingly, Cunningham is prior art under at least 35 USC §102(e). Mason issued on February
Auguét 8, 2000 from an application filed on March 17, 1998. JX-0134.0001; Accordingly,

Mason is prior art under at least 35 USC §102(e).

“controlling,” “monitoring,” and “accumulating records™) using “result-based functional
language” without describing how the goal of real-time load balancing was achieved. Again, the
>708 patent does not suffer from these deficiencies. Similarly, in Affinity Labs of Texas, LLC v.
DIRECTV, LLC, 838 F.3d 1253, 1262 (Fed. Cir. 2016), the Federal Circuit invalidated a patent
‘that “claim[ed] the general concept of out-of-region delivery of broadcast content through the
use of conventional devices, without offering any technological means of effecting that concept.”

10 In their post-hearing briefs, Respondents argued that “SIPCO is also estopped from contesting
the invalidity of the Asserted Claims of the 708 patent because substantially similar claims—
with no material differences—have already been held unpatentable in the 492 IPR FWD.” RIB
at 171-72; see RX-0372 (IPR2016-01896, Final Written Decision (Mar. 21, 2018)). On
December 20, 2019, after the submission of rebuttal post-hearing briefs, the Federal Circuit
vacated and remanded the PTAB’s final written decision. SIPCO, LLC v. Emerson Electric Co.,
Case No. 2018-1856, 2019 WL 6998644 (Fed. Cir. 2019). Accordmgly, Respondents’ collateral
estoppel argument no longer has any basis.
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b. Simionescu

Respondeﬂts contend that the data acquisition devices (“DAS"’) disclosed in Sinﬁonescu
anticipate claims 1, 2, 9, and 10 of tﬁe >708 patent. The DAs. disclosed in Simionescu are
wireleés devices that are used to monifor or control equipment. JX-0133-at 4:25-32. The DAs
are capable of peer-to-peer communication, so that they can communicéte directly with other
DAs. Id at 4:46-51. Simionescu teaches that networks can be formed using multiple DAs in

conjunction with a data collection system (“DCS”). /
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The DCS receives and stores information received from the DAs and is used by user applications
(APP 112) to send messages and queries to the DAs. Id. at 4_:61.-63, 6:11-30. The DAs can be
| incorporated into mesh networks. Id. at 11:47-51.

Figure 3 shows a network comprised of DAs and DCS.
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As shown in the figure, DCS 100 is located outside of the transmission range of DAs 1, 2, and 3.
Id at 8:45-53. In orde)r tb communicate with DCS 100; DAs 1, 2, and 3 must relay sigriais
through DAs 4 and 5. Id. at 8:45-59.
| - i Claim1
(A) Undisputed Limitations
To the extent that it is limiting; there is no di.spute that each DA satisfies the pfeamble.
Specifically, the DAs are 'wifcless communiéation devices that are configured to send and
’receive wireless communications within the network. Each DA has a RF transceiver 210 and is
capable of wirelessly commuhicating with other DAs 102. Seé, eg., JX-0133 at 4:61-63, 8:45-I
59, 7:1-3, 10:8-32, FIGs. 2 & 3. In addition, RF traﬂsceiver 102 satisfies claim 1’s requirement

that the DAs have “a transceiver configured to send and receive wireless communications.”
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(B)  “a controller configured to communicate with at
least one other remote wireless device via the
transceiver with a preformatted message”

As requifed by claim 1, the DAs have “a .controller configured to communicate with at
leest one other remote wireless device via the transceiver with a preformatted message.” JX-
0133 at 14:10-11. Specifically, each DA has a processor coﬂsisting of /O interface connector
204, microcontroller 214, and microprocessor 212. See, e.g., JX-0133 at 7:1-16, FIGs. 2 & 3;
RX-0536C (Madisetti WS) at Q/A198; RDX-0003C.41. The processor is configured to
communicate with other remote wireless devices via an RF transceiver. See, e.g., JX-0133 at
4:46-51, 7:1-16, 8:45-59, FIGs. 2 & 3. With respect to communicating ﬁsing preformatted
messages, Simionescu teaches that a “complete wireless hetworking protocol is stored in DA 102
which is capable of supporting both point to point and point to multi-point communications.-” d
at 7:27-32. Simionescu further teaches that “the communieatien pretocols may be anything
suitable for transmission of data between remote locations.” Id. at 20:9-11.

Although;they raise this argument in the context of a different limitation of claim 1,
~ SIPCO and its expert Dr. Almeroth argue that Simionescu’s references to communication
protocels and networking protocols do not “necessaril\y includef] communications via
preformatted messages.” CX-1850C (Almeroth DWS) at Q/A 354. SIPCO’s argument is
unpersuasive. Id. Although it does not specify a speciﬁc protocol, the specification teaches that
the DAs communicate(using a networking or communication protocol. JX-0133 at 7:27-32,
20:9-1 1. Thus, the DAs will send and receive messages complying with the requirements of the

protocol. /d. Such messages are by definition preformatted. Hrg. Tr. (Roy) at 299:3-23.
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(C) the controller further configured to format a
message comprising a receiver address
comprising an address of at least one remote
wireless device; a command indicator comprising
a command code; a data value comprising a
message

Claim 1 requires that the controller be configured to format a ﬁiessage having a receiver
address, e command indicator comprising a commahd code, and data value. ‘708 patent at
14:14-18. This limitation is satisfied by the DA’s processor. Ii_l particular, the DA’s processor
formats messages according to a “complete wireless communication protecol.” Id. at 5:46-54.

_ The formatted messages can be sent to other DAs. For instance, Simionescu teaches that “a user
- application ean issue a command or query to one data acquisition device and that data acquisition
device can then communicate directly with other date acquisition deVicee.” Id at 5:48-51.

Deing so “greatly reduees” the workload on the server “by allowing it to offload work to the data
acquisition device whicﬁ Would otherwise have to be performed by the server.” Id. at 5_:5_1-54.
The “query” or “command” received from the user apblication is relayed to the appropriete DA
102, which takes the appropriate action. Id. at 6:31-48. |

The message sent from a DA acting as a repeater to the ﬁnal DA is formatted by the
repeating DA. Id. at 5:46-54, 7:27-32, 20:9-11. The formatted message contains a receiver
address, viz., the address of the final DA 102. Id. at 6:11-12 (“In the preferred embodiment,
APPs 112 can access any appropriate DA 102.’;), 6:36-39 (“If fﬁe requested data is not in the |
secondary cache 108, then the processof 104 ihitiates communication with the particular DA 102
| v/ia data acquisition device connectof 106 (hereinafter DAC 106).”), 6:60-63 (“Ensuring that the
appropriate DA 102 communicates with the appropriate APP 112 is accomplished via any
suitable identiﬁcatien protocol for communieation devices.”); 11:51-54 (“Since each node is

individually addressable, messages can be routed from source to destination via any number of
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nodes, without limiting the coverage area.”). The niéssagé also céntainé. “a command iﬁdicator
comprising a command codé,”_in the form of a query or command received from DCS 100. Id.
at 5:46-54. The message q.lso coﬁtains a data value comprising a message in the form of the
parameters of the command or query. See, e.g., zd at 10:37'40 (“For example, a weather station °
would have ﬁlﬁltiple sénsors_, such as wind indicators, groun_d water detectors, thermorheters, etc.
Each sensor may be used by one or more applications.”).

SIPCO argues that the.message sent by the repeating DA does not have a “receiver
address” or “command indicator.” SIPCO’s arguments are based on its prdposed construction éf
the term “to format a message,” which requifes the DA to receive the message directly from the
device that originated it. CRB at 53-54. Because SIPCO’s proposed construction was rejected,
SIPCO’s argument fails. | |

(D)  “wherein the ¢0ntroller is coni"igured to receive a
preformatted message from another wireless
communication device, and based on a command
code provided in the preformatted message,

implement a certain function corresponding to
the command code”

J

As'required by claim 1, a DA has a “contr(')lnler” that “is configured to receive a
ptefo@aﬂed message from another wireless communication device,; and Based on a command
code provided in the preformatted message, implement a certain function corresponding to the
command code.” ‘708 pétent at 14:-1 9-23. Inrp/articular, a DA will take “the éppropriate
response or action” after receiving a command or query from user application. /d. at 6:45-47.

SIPCO raises two arguments regaraing this limitation. The first argument is that the
claim language requires that the DA, not the DCS, originate the command or query. This

argument is based on SIPCO’s proposed construction of “from another wireless communication

device,” which requires that the “another wireless communication device” originate the
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preformatted message. SIPCO’sV proposed construction was rejected above. Correctly construed,
the claim language is satisfied by a DA receiving a message céntaining a query or command
from a repeating DA. The second argument raised by SIPCO is that Simio‘nescu d_oes not
disclose that the DAs lreceive preformatted messages. This argument was addressed in the
context of the term “a controller configured to communicate with at least one other remote
wireiess device via the transceiver with a preformatted message” and was rejected.

For the reasons set forth above, I find that Simionescu discloseé each-limitation of claim
1, thereby anti'cipating it. |

ii. Claim 2

Claim 2 depends on claim 1 and adds the requirement that the transceiver of each DA
device have a “unique transceiver address to distingui‘sh the transcéiver from other transceivers
“in the wirgless communication system.” ‘708 patent at 14:26-28. In support of their conténtion
that the DAs“ satisfy this limitation, Respondents point to disclosures in Simionescu teaching that
the DAs are “individually addressable” using “any suitable identification protocol.” Id. at 6:60-
63, 11:51-54; see also id. at 6:36-39 (“If the requested data is not in the secondafy cache 108,
then the processor 104 initiates communication with thé particular DA 102 \;ia' data acquisition
device connector 106 (hereinafter DAC 106).”). Respondents argue that the ability to
individually address} the DAs requires that each DA have a unique address.

Respondents are in effect argﬁing that claim 2°s “unique transceiver address” limitation is
inherently disclosed. A claim is anticipated “if each and every limitation is found either
expressly or inherently in a single prior art reference.” King Pharm., Inc. v. Eon Labs, Inc., 616
F.3d 1267, 1274 (Fed. Cir. 2010) (quoting Celeritas Techs. Ltd. v. Rockwell Int’l Corp., 150 F.3d

1354, 1360 (Fed.Cir.1998)) (internal quotation marks omitted). A limitation is inherently
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disclosed only if it is “necessarily” present in the prior art reference. 1d SIPCO does not diéputé
that assigning the DAsi transceive?s’ unique addresses would make each DA individually
addressable, but argues that this is not the only way of making the DAs individually addressable.
According to SIPCO’s expert Dr. Almeroth, “a POSITA would have recognized that all
devices on each level of a hierarchy might have a similar address, such that any message could
be routed via multiple pathways so long as it does not pass through the same levels of the
hierarchy multiple times (thereby preventing infinite communication loops).” CX-1850C
(Almeroth DWS) at Q/A 357. Dr. Almeroth does not explain why his methodology avoids the
use of unique addresses. In particular, he describes the devices o‘n the sarﬁe hierarchy as having
“similar”—not the same—addresses. Similar unique addresses are still unique. Moreover, he
fails to explain how the routing methodology he describes is consistent with the networks
discloéed in Simionescu. For instance,' Figure 3 depicté a network in which méssages are relayed

from DCS 100 to DA 1, DA 2, or DA 3 through DA 4 and DA 5.
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Dr. Almeroth offers no explanation as to hbw DCS 100 would be able to send a message to DA 1
and not DA 2 ar;d 3,if DA 1 did not have a uniqﬁe address. |

Based on the féregoing, I find that Simionescu anticipates claim 2.

iii. Claim 9

Claim 9 depends from claim 1 and adds the requiretﬁent that the command ;:ode in fhe
preformatted message “indicate a change of the settings of an actuatbr associated with the” DA.
708 patent at 14:46-48. There is no dispute that this limitation is disclosed in Simionescu.
Simionescu teaches that the DA “may be a . . . unit of eqliipment which pefforms a speciﬁ;:

active function, such as irrigation in agricultural environments or control of a manufacturing
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assembly line.” Id. at 4:25-29; see also id. at 6:5-9, 7:11-13. After the DA receives a query or
command, the DA will take the “appropriate response.” /d. at 6:45-47.
Based on the foregoing, I find that Simionescu anticipates claim 9.

iv. Claim 10

Claim 10 depends from claim 1 and fuﬁher requires that the preformatted message
received by the DA “indicate[] a request for a ping response.” ‘708 patent at 14:49-51. There is
no diépute.that Si_mionescu discloses this limitation. In particular, the DAs are able to route
around a malfunctioning device. Id ét 10:20-35, 12:55-60. One of ordinary skill in the art
wéuld have recognized that in ordér detérmine the presence of a malfunctioning de\;ice, the DAs
rgceive and respond to requests for ping responses. RX-0536C (Madisetti WS) at Q/A 213. |

Based on the foregoing, I ﬁnd that Simionescu anticipatés claim iO.

c. Cunningham

Respondehts Coptend that the data collection modules (“DCMS”) disclosed in
Cunningham anticipate claims 1, 2, 9, and 10 of the f708 patent. The DCMs are used in a wide-
area remote telemetry system that can be used to .read electric, gas, and water meters and other
types of systems. JX-0149 at 1:15-18. The system uses a network of multiple sensor interface
modules (“SIMs”) and DCMs to collect data. An example of one such network is shown in

Figure 1 of Cunningham.
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SIMé “are intelligent communications deifices which attach to gas, electric‘. and water meters and
other types of monitored equipment.” JX-0149 at 7:32)-34. Each SIM has the appropriate sensor
for the hardware being monitored. Id. at 4:39-44. SIMs 104 receive information about the
monitored equipment from their sensdrs and transmit the sensor information to DCMs 112 and
114. Id. at 13:30-35. The information is transmiﬁed as a formatted packet having a header,
information signal, and error detecting code. [d at 14:12-15, FIG. 21. The SIMs can transmit i
the infOrmatibn wilfelessly. Id. at 6:11-19. The DCMs collect the information from the SIMs
and traﬁsmit the information to the host module (HM 122) through the network system (CN
118). Id. at 7:19-27. The host module stores and processes the information. Jd. The host
module can transmit the information to a customer interface (CC 126). Id.
i Claim 1 |
(A) Undispﬁted limitations

SIPCO only disputes whether Cunningham discloses the last limitation of claim 1. To

the extent it is limiting, Cunningham satisfies the preamble. Specifically, the DCM is a wireless

communication device for use in a wireless communication system. The DCM receives and
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collects data frdm the SIMs\. JX-0149 at 32:29-31. The DCM uploads the information to the
“host module on a periodic basis or “in response to a demand from the host module.” Id. at -
32:29-32. Communications between the DCM and host module are “two-way anci interactive.” |
Id, at 32:35-37. Communications between the SIMs and the DCM can be wireless aﬁd can either
one-way or two-wéy. Id at 6:11-13, 29-66-31:2. .'In addition to receiving data from SIMs,
DCMs can Ijeceive data from other DCMs that are unéble to upload to the host modple through a
network connection. Id. at 33:16-25. Cuﬁninghmn refers to DCMs used to relay .data from
another DCM fo the host module as “data repeater module[s].” Id. The cémmunications
between a data repeater module and other DCMs are Wireless. Id. at 20:4-18. |

As required by claim 1, each DCM\ has a “transceiver” for sending and receiving wireless
communications. See, e.g., id. at 32:35-37. Each DCM “has a unique internal, Class C subnet IP
address.” Id. at 35:3-4. Each DCM also has a CPU, whichisa controller configured to
communicate with at least one other remote wireless device via the transceiver. See, e.g., id. at
19:16-24 (“Once .a valid signal is ide/ntiﬁed, the receiver stops hopping and decodes the entiré
data packet which is passes along to CPU module for collection and e;laluation. The receiver
and the CPU modules are connected by a motherboard that also holds power regulation circuitry. _
At predetermined times, the CPU relays daté accumulations out of the box by means of a
MOTOROLA™ pager (VAILS0 with external antenna) and the second antenna that protrudes
through the top of the box.”), FIG. 25 (Mqtherboard/Power Supply 2006 connecting CPU 2004
and Transmitter/Receiver 2008). The CPU is configured to communicate using a preformatted
meﬁsage profocol in which fragmeﬁts of IP packets “are encapsulated in the data fields of RDP

[radio data protocol] packets” and the RDP packets are in turn encapsulated in TDP.

(transmission déta protocol) packets. Id. at 35:24-34, 6:48-49, 40:2-6.
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Figure 44 illustrates the relationship between the TDP packets, the RDP packets, and IP
packets. Figure 44 depicts a Wireless Radio Backbone (“WRB”) “designed for bi-directional

communication between data collection module processors.” Id. at 33:45-50.

FIG. 44

Wireless Backbone , I
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Wireless IP Transport.

Each DCM “has a processor which talks to a router which talks to a radio which transmits and
receives signals.” Id. at 33:50-52. The root DCM transmits information to the host module. /d.
at 33:36-38. In order to send a message to another DCM, the sending DCM’s processor sends its
router an IP packet (SLIP) and the router fragments the IP packet and encapsulates each
fragment in a RDP packet. /d. at 35:24-35. The RDP packers are sent to the DCM’s low speed
data radio (LSDR 200), a transceiver. Id. at 40:2-3, 41:7-21. The LSDR 200 encapsulates»each
RDP packet in a TDP packet and broadcasts the TDP packet. Id. at 40:3-6, 41:7-21.

When an LSDR 200 of another DCM reéeives a TDP packet that matches its address, the
RDP packet is stfipped out of the TDP packet and sent to the router. Id. at 41:23-28. The router

strips the IP packet fragment out of the RDP packet and sends'the‘fragment to the DCM’s
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processor and sends an ac_knowledgement RIjP packet to the sender. Id. If the LSDR 200
receives a packet that does not ﬁlatch its address, the packet is discarded and no
acknowledgefnent is sent to the sender. Id. at 40:12-14.

As further required by claim 1, the DCM’s CPU is configured to format a message
having (1) a receiver address comprising an address of at least one remote wireless device, (2) a
command indicator comprising a command code, and (3) a data value comprising a message. As

discussed above, the DCMs format messages into TDP packets that encapsulate RDP packets,.

which in turn encapsulate IP packets. See, e.g., id. at 36:.48-49, 40:2-6. A TDP packet sent from
a DCM acting as a repeater to another DCM satisfies the claim limitation.

The figure below shows the structure of an RDP packet.

Sync .

Word Destination Sre. ID Cmd Hop nRts Routes Seq Len Data CkSm

CFA3593E XX XX XX XX XX XX 00 XX XX 15bytes XX XX 255 bytes’ X 16 to

4. 4 1 1 1 1 1 0-15 1 1. 0-25 1 286 bytes

Sync Word  Destination Src ID  Cmd CkSm

CFA3593E XX XX XX XX XX XX FX XX
4 ‘ 4 1 1 L 12 bytes

JX-0149.0062. The “Destination” field holds a 4-byte address, which can be a D'CM address.
Id. at 37:35-38 (“Destination 4 byte IP address. If RB subnet address, then the first 3 bytes are
the subnet address while the last byte ié a data collection module address (even) or a router
address (odd).”). The RDP packet has a CMD field tha:[ containé RDP command codes. Id. at
37:42-50 (identifying corﬁmands in RDP packet). The RDP packet also has a Data field that

contains the “data transferred by RDP packets. Id. at 37:61-64.
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(B)  wherein the controller is configured to receive a

' preformatted message from another wireless
communication device, and based on a command
code provided in the preformatted message,
implement a certain function corresponding to
the command codé

The sole disputed .limitation of claim 1 is whether thé DCMs are configured to receive a |
preformatted message containing a command code “frorﬁ another wireless device.” There is no
dispute that the DCMs receive preformatted messageé containing RDP commands and that the
DCMs will implement functions corresponding to the commands. For example, the code 00 in
the “cmd” field of RDP packet specifies “Mode 0 IP Packet.” Id. at 38:6. A‘ DCM receiving a
message with that code will transmit an acknowledgement that it received the message. Id. at
36:66-37:2. There is also no dispute that this message can be received directly from the h(;st
module or from another DCM acting_ as a repeater. SIPCO argues that the claim term “another
wireless communication device” does not encompass either the hosf module or a DCM repeating
messages from the host moduie. SIPCO’s argument that a DCM repedting a message from the
host module is not “another wireless communication cievice” is based on its claim construction
position that the “another wireless commu.ﬁication” must originate the message cohtaining the
command. This interpretation of the claims, how_ever, was rejected. |

Based on the foregoing, I find that the DCM:s disclosed in Cunningham anticipate claim 1
of the *708 patent.

iii Claim 2

There is no dispute that the DCM disclosed in Cunningham has a “unique tfansceiver

address to distinguish the transceiver from other transceivers vin the wireless communication

system,” as required by claim 2. ‘708 patent at 14:26-28. In particular, each DCM has a “unique
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internél, Class C subnet IP address;” JX-0149 at 34:66-35:17. Based on the foregoing, I find
that Cunninghém anticipates claim 2. |
iii. Claim9

There is no dispute that the DCMs disclosed in Cunningham satisfy claim 9’s
requirement that the command code in the preformatted message “indiqate a change of the
settings of an actuator associated with the’; DCM. 708 'pa-tent at 14:46-48. In particular,
Cunningham discloses a “device adjustment rnodule” that changes the settings of an actuator in
respbnse to “controlling information” in order to “adjust the operation usage” of a hgating and
‘c‘ooling system “to stay below increased billing increment costs.” JX-Oi49 at 46:64-47:10.
There is no dispute that the device adjustment module is a DCM. See id. at 46:62-47:10, FIG.
49. Based on tne foregoing, I find that Cunningham anticipates claim 9. |

iv. Claim 10

The parties dispute whether Cunningham discloses claim 10’s limitation requiring that

“the preformatted message received by the DCM “indicate[] a request for a ping response.” ‘708
patent at 14:49-51. For this limitétion, Respondents point to Cunningham’s disclosures that (1)
host modules monitor the health of the network, (2) DCMs are expected to respond to the host
modulc within 30 seconds, and (3) the host module can send a DCM a command for a radio self-
check. JX-0149 at 32:27-46, 38:1-38, 44:19-22. SIPCO counters that these descriptions.of the
DCM do not explicitly or inherently disclose thé DCM receiving and responding to a ping
request. With respect to the command for a radio self-check, SIPC argues that the command is
not a ping request to verify tnat the radio is reachable by a device external to the radio, but a

request that the radio check its internal components. CIB at 126-27. |
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I find that Respondents have not shown by clear and convincing evidence that
Cunﬁingham discloses a ping request. Respondents do not assert that the disclosures from
Cunningham that they rely upon exi)licitly disclose the limitation of claim 10. In the absence of
an explicit disclosure of the limitation, Respondents must show that the limitation is inherently
disclosed. King Pharm., 616 F.3d at 1274. The only evidence that Respondents cite in support
of their contention that the limitation is inherently disclosed is the testimony of their expert Dr.
Madisetti. In the cited testimony, Dr. Madisetti testifies that “it would have been obvious for a
" device to send a basic command seeking a response as a ping to confirm the strength of its
connection to a neighboring device,” in light of Cunningham’s disclosures. RX-0536C
(Madisetti WS) at Q/AV 325. A limitation that is inherently diéclosed is necessarily present, not
merely obvious. See, e.g., King Pharm., 616 F.3d at 1274 (“[A]nticipation by inherent disclosure
is appropriate only when the reference discloses prior art that must necessarily include the
unstated limitation . . . ./”) (quoting Transclean Corp. v. Bridgewood Servs., Inc., 290 F.3d 1364,
1373 (Fed. Cir. 2002)) (internal .quotation marks omitted) . (empha\sis in original).

Based on the foregoing, I ﬁnd that Cunningharﬁ does not anticipate claim 10.

d. Mason

Mason discloses an automatic meter reading (“AMR”) network consisting of
“concentrator nodes” and “end meters.” The meters may monitor electricity, gas, or water usage.

JX-0134 at 5:32-34. Figure 1 of Mason shows an example of such a network.
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METER 1
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\. .
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METER N
W/ CEBus RF
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In the n¢twork, RF node/ collector 18 (“node 18”)>can a;:cess iﬁfoﬁnation sto;ed on any of the
meters 12A-D. Id at 2:50-64. As shown in Figure 1, meter 12A (meter 1), meter 12B (meter 2),
and meter 12C (meter 3) are éble to communicate direétly with node 18. Id. at 5:32-34, 6:15-38.
Meter 12D (meter N), however, is “ihaccessible” to node 18 and communicatioﬁs l;etween nodé
18 and meter 12D musf be routed through meter. 12C, which acts as arepeater. Id. at 6:15-38.
Information received by node 18 from the meters can be accessed by the AMR system. Id. at
2:54-64.

Respondents’ anticipation contentions rely on the direct communications between the
node and mefers, while Respondents’ obvioﬁsness contentions rely on the meter-to-meter
communications bétween meters acting aé repeaters and metefs that are unable to communicate

directly with the node. There is no dispute, however, that Respondents did not disclose their
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anticipation argument based on Mason during fact or expert discovery. The argument was
disclosed the first time in the supplemental witness statement of their expert Dr. Madisetti. See
RRB at 76-77. Dr. Madisetti’s supplemental witness statement was served less than twp weeks
before the start of the hearing. Compare RX-0822C.11 (dated August 22, 2019) with Oi{fler No.
12 (Mar. 25, 2019) at 1 (rescheduling the hearing to September 4-10)."! | |

Respondenté argue that the late disclosure of their anticipation argument is the result of
the constmption of “remote wireless devi.cé_” adopted in the Markman order. RRB at 76-77. As
recounted above, the Markman order rejected Respondents’ proposed construction requiring the
“remote wirele;s device” to be “located distant from the local gateway,” finding instead that the
term only required a device thaf is in wireless communication with another device. Order No. 26
(Aug. 13, 2019) at 46-47. Respbndehts correctly inferpret the adopted construction as being
broad enough to encompass a wireless gatéway. See supra. Respondents argue that the new
anticipation argument is appropriate because the Markman order adopted a construction that was
not proposed by either party. RRB at 76-77. - |

Whether the Markman order adopted a copstructidn proposed by the parties is irrelevant.
The construction adopted was nof only foreseeable from the claim language and the specification
of the *708 patent, it waé foreseeable from the district court’s claim construction .order in SIPCO,
LLC v. ABB, Inc., et al., Civil Action Nd. 6:11-cv-0048 LED-JDL. As recounted above in the
claim construction section, during Markman proceedings, SIPCO cited the district court’s

analysis of the term “remote device” from the *51 1 patent in support of its construction of

1 Dr. Madlsettl s supplemental w1tness statement was not the subject of a motion in limine
because it was served after the August 21, 2019 deadline for motions in limine. Order No. 12
(Mar. 25, 2019) at 2; Tr. at 1024:11-1025:2. The parties were glven leave to address the issue in
their post-hearing briefs. Tr. at 1024:11- 1025 10.
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“remote wireless device.” CIMB at 33-34. Inits Markman order, the district court considered
and rejected a proposed construction by one of the defendanté that excluded “local gateway’" or .
“site controller” from the scope of “remote device.” District Court Markman Order at 9.

In their rebuttal post-hearing brief, Respondents argue that their expéﬂ should have the
same opportunity to address the Markman order’s construction of “remote w,irevless devices” that
* SIPCO’s experts had. Respondents’ argument is unpersuasive. The supplemental witness
statements are the result of an agreement between the between the parties. On September 3,
| 2019, the day before the start of the hearing, the parties’ submitted a paper styled as a “Joint

Request to Submit Supplemental Witness Statements” requesting permission to submit
supplemental witﬁess statements addressing the Markman order (Order No. 26).!? The‘ request
‘noted that SIPCO “object[ed] to a portion of Dr. Madisetti’s supplemental direct witness statement
(RX-0822C Q/A 9-19) as new.” Joint Request at 2. | Duripg the hearir(fg, I deferred ruling on |
SIPCO’s objection and ordered the parti‘es to address the issue in their post-hearing briefs. Tr. at
1024:11-1025:10. In contrast, Respondents did not raise any objection to the scope of SIPCO’s
, supplemental witness statements prior to or at the hearing. Instead, Respondenfs raise an
objection to SIPCO’S supplemental witness statements for the first time in their rebuttal post-
hearing brief. Accordingly, Responderits have waived any objections to SIPCO’s supplemental
witness statements. See, e.g., Ground Rule 11.1.

Based on the foregoing; I find that Respondents have not shown good cause for
advancing a néw argument days before the sfart of the hearing and their anticipation argument

based on Mason is hereby stricken.

12 Because it was not styled as a motion, the paper was not assigned a motion docket number. It
is unclear why the parties did not style the paper as a motion.
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3. Obviousness .

To the extent that Simionescu, Cunningham, and Mason are feund not to disclose each
limitation of the asserted claims, Respondents contend that the missing limitations would have
been obvious. While Respondents’ obviousness arguments with respect to Simionescu have been
mooted by the finding that Simionescu anticipates each of the asserted claims, obviousness |
arguments remain with respect to Cunningham and Mason. Respondents’ obviousness contentions
rely on four secondary references: (1) U.S. Patent No. 6,208,266 to Lyons et al. (“Lyons;” RX-
0011); (2) U.S. Patent No.v 5,874,903 to Shuey et al. (“Shuey;” RX-0409); (3) American National
Standard, Protocolvv Specification for ANSI Type 2 Optical Port, C12.18 (1996) (“C12.18;” JX-
0147); and (4) U;S. Patent No. 5,696,695 to Ehlers et al. (“Ehlers;” RX-0004)."

a. Prior-Art Status of Secondary References

There is no dispute that the secondary references relied upon by Respondents qualify as
prior art. Lyons issued on March 11, 2001 from an application filed on April 28, 1997 and is
prior art under 35 U.S.C. §102(¢). RX-0011.0001. Shuey issued on February 23, 1999 from an:
application filed on June 6, 1997 and is prio} art under 35 USC §§102(a) and (ej. RX-
0409.0001. C12.18 is a technical speciﬁcatiOn approved by the American National Stanelards

" Institute (ANSI) on April 8, 1996 and published by the Netional Electrical Manufactures .
Association (NEMA) in 1996, and is prior art under 35 USC § 102(b). JX-0147 at 4. Ehiers

issued on December 7, 1997 from an application filed on June 7, 1995 and is prior art under 35

I3 In their discussion of obviousness with respect to the 708 patent, Respondents’ initial and
rebuttal post-hearing briefs identify and cite to Shuey as JX-0132, an exhibit which was not
admitted into evidence. Although JX-0132 was not admitted into evidence, Shuey was admitted
into evidence as RX-0409. In their discussion of obviousness as to the 893 patent, Respondents
identify and cite to Shuey by the correct exhibit number.
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USC §102(b).

| b. Cunningham

Cunningham anticipates claims 1, 2, and 9, but not claim 10. In particular, Cunningham
does ﬁot disclose claim 10’s limitation re‘quiring the comﬁmd code in claim 1°s preformatted
message be a request for a ping. Respondents argue that a ping request is obvious in view of
Cunningham either by itself or in combination With Lyons.

I agree with Respondents that the use of a request for a ping response would have been
obvious. Lyons discloses a network that can be used to monitor utility meters. RX-0011.0001

(Abstract). One example of such a network is shown in Figure 18 of Lyons.

REMOTE MANAGEMENT ' REMOTE MANAGEMENT
e CONTROLLER/ ———‘z',ls=7-’—zl-__v—- CONTROLLER/ B
338 PROCESSOR 1 1336~ . PROCESSOR 2 340
WIDE AREA
NETWORK
Val .\\
. .- 342 : . 300
344 ~ Ve 346
'REMOTE
UTILITY COMPANY
HOST COMPUTER .
PROCESSOR COMPUTER(S) FIG. 18

As shown in Figure 18, imaging devices 304, 306, and 308 are in customer premis_es, 1, and
imaging devices 310,312, and 314 are in customer premises 2. The imaging devices monitor the

customers’ utility meters. Id.at 15:46-16:10. The meter imaging devices located in customer
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premise 1 are controlled by “remote management Tcontrolle.r/processor 1 338, while the meter
imaging devices located in customer premise 2 are controlled By “remote management
control'ler/processor 2”340. Id at6:11-19. | )

Link 336 is provided between remote management controller 338 and remote
management controller 340. Id. at 36:59-64. This link allows “each of the controllers 338, 340
to ascertain whether the other controller is functioning properly.” Id. at 36:59-64. The
controllers 338, 340 do so by “periodically transmit[ting] a predétermined ‘piﬁg’ or inquiry
signal via the liﬁk 336 to fhe other controller which, if the other.controller is functioning
| properly, causes the other controller to transmit a predetermined respoﬁse signal via the link 336
to the controller that transmitted the inquiry signal.” Id. at 36:3 5.-37:3. A controller’s failure to '
respond to a ping request indicates that the controller is no longer functioning properly. If the
system determines tﬁat a controller is no longer functioning properly, the system may notify the
user, or deactivate the malfunctiéning controller. Id. at 37:3-33.

It would have been obvious to incorporate the ping functionality disclosed in Lyons into
the DCMs disclosed in Cunningham. Specifically, Cunningham teaches that the host module is
responsible for “monitor[ing] the network health.” JX-0149 at 44:19-22. Communications
between the DCMs and.host modules are two-way and interactive. Id. at 32:35-38. bCMs are
expected to respond within 30 seconds of being polled by the host mbdule. Id at 32:37-40. The
DCMs receive diagnostic information in the form Qf “radio sélif test.” Id. at 38:10; see aéso id. at
36:48. The disclosure of Lyons compliments tha"c of Cmingham by teaching how a specific
type of diagnqstic information—a request fora pi_hg—is used to mon‘itor health. The ping .
request used in Lyons would be another diagnostic tool that could be used by the host module to

ascertain the health of the system. If the host module determines a DCM is malfunctioning, it
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would be able to notify the user that the DCM is no longer functioning properly or re-ioute
network traffic around the DCM. : . |
The only argument advanced by SIPCO against combining Cunninghain with Lyons is
based on a misreading of Cunningham. Specifically, SIPCO argues that one of ordinary _skill in
the art would not cnmbine the two references because Lyons “only teaches that remote
management controllers ‘ping’ each other, or that they can ping imaging devices. Lyons does
not discuss that utility meters issue ping commands to nr receive frnm other utility meters.” CiB
at 132 (intemal citations omitted). The DCMs disclosed in Cunningham, however, are not
meters;\they perform a function similar to that of the remote management controllers in Lyons.
As discussed above, the SIMs in Cunningham attach to meters and collect information

regarding utility usage. JX-0149 at 4:39-44, 7:32-34, 13:30-35. The'SIMs send this information
to the DCMs. Id. at col. 13:30-35. Each DCM collects information from multiple SIMsV and
‘transmits the collected inforniation to the host module, so that the information can be accessed
by a user. Id. at col: 7:19-27. As in Cunningham, Lyons discloseé a system in which the devices
are attached to utility meters.v RX-OOII at 15:48-21. These deviceé—called imaging devices—
monitor the meters and send information concerning utility usage to the remote management
controllers. fd. at 15:48-16:10. The remote management controllers tempoiarily store the
information before transmitting it to the host processor. Id. at 16:52-17. Thus, the DCMs in
Cunningham are analogous in function to the controllers in Lyons, and the SIMs in Cunningham
are analogous in function to the imaging devices in Lyons.

| Based on the foregoing, I find that it would have been obviouS to modify Cunningham to

incorporate the request for a ping disclosed in Lyons.
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C. Mason

Respondents argue that meter-to-meter communication disclosed inL\Mason renders
claims 1, 2, and 9 obvious when combiﬁed with the teachings of Shuey and C12.18.!* In the
alternative, Respondents argue that claim 9 would have been obvious in view of the combination
of Mason, Shuey, and C12.18 in further combinatipn with Ehlers. Respondents argue that claim
10 is obvious in view of the Mason, Shuey, and C12.18 combination in further combination with
Lyons.

i Claim 1 |
(A) Undisputed Limitations

To the extent that it is limiting, there is no dispute that the meters disclosed in Mason
satisfy the preamble. Specifically, the meters are wireless communication devices that are
configured to send and receive wireles.s communications within an automatic ﬁeter reading
: (“AMR”) fixed network RF systém. JX-0134.0001 (Abstract). As shown in Figure 1 of Mason,

meter 12C can relay communications between node 18 and meter N..

14 Respondents also rely on the meter-to-node communications disclosed in Mason for
obviousness. Respondents’ obviousness arguments relating to meter-to-node communications,
however, are a reprise of their anticipation arguments relying on meter-to-node communications.
As found above, Respondents failed to timely disclose their invalidity theory based on Mason’s
meter-to-node communications. Accordingly, Mason’s meter-to-node communications will not
be considered in the context of obviousness.
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controller, and a CEBUS RF module.”).
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Id at 6:15-38. Communication between the meters is wireless. See, e. g id. at 5:35-45 (“Each
of the meters has a corresponding CEBUS RF module for receiving RF communicationé from a
hode, or collector, 18, or sending RF communications to the node, and also for communication
with a CEBUS local area network (LAN) within the residence or business with which the meter

is associated. The node 18 preferably includes a wide area network (WAN) interface, a digital

As required by claim 1, each of the meters has “a transceiver configured to send and
receive wireless communications.” See, e.g., id. at FIGs. 1 and 2, 2:54-63 (“An AMR systém in
accordance with the present invention comprises a plurality of utility meters, ¢ach meter
comprising a radio frequency (RF) module for transmitting and receiving RF CEBUS message

packets in accordance with a prescribed CEBUS protocol, wherein the CEBUS message packets




PUBLIC VERSION

-

contain embedded AMR message packets in Aaccordance with a préscribed AMR protocol . .. .”),"
5:35-41 (“Each of the meters has a corresponding CEBUS RF module for receiving RF -
comn;unications from a node, or collector, 18, or sending RF communicatibns to the node, and
also for communication with a CEBUS local area network (LAN) within the residence or |
‘business with which the meter is associated.”).

There is no dispute that the meters” CEBUS RF module is “a controller configured to
éommunicate with at least one other remote wireless device via the transceiver witha
preformatted message.” >708 patent at 14:12-14. Specifically, the module is configured to
“transmit[] and receiv[e] RF CEBUS message packets in accordance with a prescribed CEBUS
protocol, wherein the CEBUS message packets contain embedded AMR rhessage packets in |
accordance with a prescribed AMR protocol.” D(-0134 at 2:54-63.

(B) the controller further configured to format a
message comprising a receiver address
comprising an address of at least one remote
wireless device; a command indicator comprising

a command code; a data value comprising a
message -

Claim 1 requires a controller configured to format a message having a receiver address
éomprising an address of at least one remote wifeless device, a command indicator comprising a
command code, and a data value comprising a message. *708 patent at 14:14-1 8; For this
limitation, Respondents point to the messages transmitted from one meter to another meter. As
discussed above with respect to Figure 1, the meters can act as repeaters. VJX-OI 34 'atv6:2v2-26.'
This allows the RF node to communicate with an otherwise “inaccessible” meter by rbuting
messages through other meters. Id. at 6:24-35. The rgtransmitted message contains the
destination meter’s address, i.e., the receiver address. JX-0134 at 3:13-16, 7:32-34, 10:52-62,

13:13-15:20. The message also contains command codes. Id. at 7:1-11, 9:37-40, 10:1-11, 13:13-
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60. Moreover, it is undisputed that C12.18 discloses command codes. CIB at 134
(“Respondents also propose to import into Mason’s packets an application layer command such
as C12.18’s ‘write’ command. Although it is a ‘command code,” C12.18’s ‘write’ command
would also be formatted into the message by Mason’s RF node/collector 18, not a repeating
utility meter.”); see also JX-0147.0011-.0012 (listing application layer “<requests>"). There is
no dispute that one of ordinary skill in the art would use the C12.18 protocol in conjunction with
Mason. Mason explicitly teaches that “[t]he command/response format typically used for meter
communications . . . will adhere to the ANSI C12.18 standard protocol for meter
communications.” JX-0134 at 9:37-40. The message contains data comprising a message in the
form of command parameters. Id. at 13:13-60.
SIPCO argues that the repéating meter does not format the message being relayed. While

Mason does not explicitly describe the repeating meter formatting the relayed message, Mason
explicitly refers to patent apphcatlon 08/870,640, which issued as Shuey, for details on how to
implement the repeater functionality of the meters:

Copending U.S. patent application Ser. No. 08/870,640, filed Jun. 6, 1997,

entitled “RF Repeater for Automatic Meter Reading System,” and U.S.

patent application Ser. No. 08/908,728, filed Aug. 7, 1997, entitled

““Energy Meter with Multiple Protocols for Communication with Local

and Wide Area Networks' disclose related inventions cpnceming the use

. of fixed RF networks for AMR applications with utility meters having
CEBUS capabilities. For example, the 640 application teaches a way to

make the RF system adaptive to read hard to access meters within the
network, by permitting any meter in the network to operate as a repeater.

JX 0134 at 6:15- 26 This reference to Shuey provides a clear motivation to incorporate the
repeater functionality disclosed in Shuey with the meters disclosed in Mason.
Even without Mason’s express reference to Shuey, a person of ordinary skill in the art

would have had a strong motivation to combine the two references. Mason’s and Shuey’s
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disclosures are very similar. Like Mason, Shuey is directed to an AMR system that “utilizes
repeater technology to access hard to read meters within a fixed network structure,” so that “each
meter in the network has the ability to repeat messages as requi.red.” RX-409.0001 (Abstraét).
The meters disclosed in Shuey and meters disclosed in Mason can be used in systems with the

same architecture.
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:ASK A Y \\\ . m
128 t N 18 ’ 20 METER 2
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s . | W
METER N - : :
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ACCESSIBLE TO NODE) : METER N
W/ CEBus RF
(NOT DIRECTLY
ACCESSIBLE TO
NODE)

RX-0409, Fig. 5 - JX-0134, Fig. 1

As with the system disciosed in Mason, the system disclosed in Shuey communicates using the |
CEBUS protocol. See, e.g., RX-0409 at 3:53-55. Furthermore, Shuey and Mason share a named
inventor (Kenneth C. Shuey). Id. at .0001; JX-0134.0001. |

The meters disclosed in Shuey are “programmed to receive a message from an AMR
node via the RF transceiver and, depending on the content of the message, to respond to the node

or repeat the message by sending a modified message in a format that is receivable by another
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meter in the AMR network.” RX-0409 at 2:13-18, 2:33-41. Shuey discloses a repeater protocol
for increasing the range of the nodes. Id. at 6: 19-7:49. The disclosed protocol allows for single-
and two-level repeats. The table below illustrates the changes to a message’s RPT and SPARE

fields that occur in a two-level repeat.

"Double Repeat

RPT = 01XXXXXX  NODE-->RPTx SPARE = 01YYYYYY
RPT = 11YYYYYY  RPIx-—>RPTy SPARE = 01XXXXXX
RPT = ODYYYYYY  RPTy-—>METER  SPARE = 0IXXXXXX
" RPT =10YYYYYY  METER-->RPTy  SPARE = 10XXXXXX
RPT = 11XXXXXX  RPTy-->RPTx SPARE = 10YYYYYY
RPT =00YYYYYY  RPTx-->NODE SPARE = 10XXXXXX

Id at 7:5-13.

" In tﬁe two-level repeat, the node éets thé RPT field with OIXXXXXX and the SPARE
field with OIYYYYYY. Id at 7:5-15. The RPT field indicates that the message Will be repéated
(01) and contains the address of the first repeater (XXXXXX). The SPARE field indicates that
the message Will be repeated (01) and contains the addreés of the second repeater (YYYYYY).
Id. After the first repeatef receives the message, it changes the RPT fieldto 11YYYYYYY
before retransmitting it. Id. at 7:20-26. With these changes, the RPT field indicates that the
message is being repeated from a repeater to another repeater (11) and contains the addres-s of the,
second repeater (YYYYYY). Id. The first repéater also changes the SPARE field by feplacing
the second repeater’s address (YYYYYY) wich its own (XXXXXX)Q Id. Before transmitting the
message received from the first repeater; the second repeater changes the code in the RPT field
from 11 to 00, but otherwise keeps the data unchanged. Id. 7:26-29. Code 00 indicates to the
(iéstination meter that it should respond to the inessage. Id at 7:26:32. | |

In order to respond to the message, the destination meter changes the code 11 in the RPT

field and the code 01 in the SPARE field to 10, to indicate that the message incoming (i.e., from
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a meter to thé node), but does not chaﬁge thé addresses in the two ﬁelds‘. Iq’. at 7:33-35.. After
receiving the incoming message, the second r;peater modifies the message by changing the
command in the.RPT field from 10 to 11 to indicate that the message is from a fepeater. Id at
7:36-42. The second repeater also changes the address in the RPT field from its address
(YYYYYY) to that of the ﬁrsf repeater (XXXXXX) and changes the address in the SPARE field
- from the first repeater’s address to its address. Id. After receiving the message from the second
repeater, the first repeéter changes the code in the RPT field to OO and transmits the message to
the node. Id. at 7:43-46.

SIPCO argues that the proposed Mason and Shuey combination does not satisty the
“format a message” limitationvand that one of ordinary skill in the art would not have been
motivated to combine the two references. With regard to whether the proposed combination
safisﬁes the “format a messége” limitatioﬁ, SIPCO argues that even if the meters disclosed in
Mason were modified as proposed by Respondents, the modified meters “would not ‘format,”
~ i.e., originate, a message comprising ‘a receiver address comprising an addreés of at least one
remote wireiess device; [and] a command indicator comprising a command code.” CIB at 132-
33 (alterations in original). This argument is based on SIPCO’s proposed construction of -
“format,” which equates formatting a message with ‘orig'inating é message. SIPCO’s proposed
claim construction was rejected above. | |

SIPCO raises two arguments regarding whether one of the ordinary skill would have been
motivated to combine the references. The first argument advanced by SIPCO ié that there is no
motivation to modify Mason in view of Shuey because “a person of ordinary skill would have
uhderstood that Mason’s repeating meterié élready configured to repeat packets to a destination

utility meter without any need for modification with Shuey’s teachings.” CIB at 133. This
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argument is premised on SIPCO’s contention that tﬁe message sent by the RF node to ;[he
repeating meters “already includes all repéating and destination meters’ address information in
the packet.” Id. at 133. SIPCO’s argument is undermin'éd by the fact that Mason expressly
aésc;ibes Shuey as providing a description on how to implemént the repeating functionality of
the meters. JX-0134 at 6:15-26.

In .its second argument, SIPCQ argues that one of ordinary skill would not have been
motivated to modify Mason to format repeated messages as describéd in Shuey. According to
SIPCO, the repeated messages discloséd in Shuey are modified because the node and meters
disc;losed in Shuey “transmit using different signal types, frequency or amplitude shift keying
(FSK/ASK).” Id. at 133. On this basis, SIPCO argues that one of ordinary skill would havé had
no motivation to use Shuey’s formatting scheme with Mason because there is no indication that
the nodes and meters in Mason cémmunicate using different signal types. While some of the
preferred embodiments disclosed in Shuey use two different signal types, see, e.g., RX-0409 at .
FIG. 1 (“FSK” and “ASK”), the portion of Shuey relied on by Respondents is directed to
expanding the range of th¢ npdes by using meters ag repeaters. Id. at 6:19-7:54. There is no
indic;cltion that the system described in this portion is using more than one signal type.
Moreover, the inventors of Mason clearly belie?ed that the repeater protocol disclosed _in Shuey
is applicable to Mason’s repeating meters or they would not have cited to it.

Based on the foregoing, I find that there is motivation to modify Mason to incorporate
~ Shuey’s repeater protocol. I furthef find that so modified, Mason renders the “format a message” .

limitation of claim 1 obvious.
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(C)  wherein the controller is configured to receive a
preformatted message from another wireless
communication device, and based on a command
code provided in the preformatted message,
implement a certain function corresponding to
the command code

There is no dispute that the meters disclosed in Mason modified as discussed above with

(13

respect to the “format a message” limitation satisfy claim 1°s “receive a preformatted message
limitation.” So modified the meters would receive messages formatted pursuant to Shuey’s
repeater protocol. Such messages would instruct the meters to.respond to the message (code 00)
or to fdrward the message (code 01). RX-O409 at 6:42-7:54. In addition, a meter may receive a
message either directly from the node or through a repeater containing a C12.18 command, such
as “write.” JX-0134 at 9:37-40; 10:1-10 (“C12.18 application layer command”). The meter will
réspond as appropriate to a C12. 1 8 command. Id. ét 10:14-22 (“C12.18 application layer
command”). |

Based on the foregoing, I find théf claim 1 is bbvious over Mason in view of Shuey and
C12.18.

ii. Claim 2

"fhere is no dispute that the meters.disclosed in Mason each have a transceiver that has a
“unique transceiver address to distinguish the transceiver from other transceivers in the wireless
corhmunication system,” as required by claim 2. ‘708 patent at 14:26-28. In particular, each
meter has a “unique address,” allowing the node to read individual meters. JX-0134 at 3:27-
29;10:42-46.

Based on the foregoing, I find that claim 2 is obvious over Masdh in view of Shuey and

C12.18.
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iii. ~ Claim 9

Re.spond.ents argue fhat the combination of Mason, Shuey, and C12.18 either byvitself or
in further combination with Ehlers, satisfies claim 9’s. réquirement that the command code in the
preformatted message “indicate a change of the settings of an actuator associated with the”
meter.- ‘708 patent at 14:46-48. Mason discloses that the meters have a “discénnect svﬁtch drive
circuit.” JX-0134 at 5:58-64. According to Respondents, the disconnect drive circuit f‘is an
actuator that is remotely controlled using the CEBUS protocol for home or residential
~automation functions through the C12.18 application'layer command.” RIB at 148 (internal
quotation marks omitted).

-SIPCO does not dispute that the “disconnect switch drive circuit” is an actuator, but
argues that Respondents have not shown that the actuator “can be activated wireiessly (as
opposed to, for exarhple, a manual push of a button on-site)” and have not identified a C12.18
command that activates the circuit. CIB at 134. While Mason may not disclose the specific
C12.18 commémds used by the system to activate that disconnect switch‘ drive circuit, it teaches
that the meters can receive “C12.18 application layer command[s].”; RX-0409 at 10:1-10; see
also RX40822C (Madisetti Supp. DWS) at Q/A 19. SIPCO does not contend that there are no
“C12.18 application layer command([s]” that can be used to activate the “disconnect switch drive
circuit.” CIB at 134. Accordingly, thé combination of Mason, Shuey, aﬁd C12.18 re_nders claim
9 obvious.

- Because th;: combination of Mason, Shuey, and C12.18 renders claim 9 obvious by itself,
Respondents alternative theory in the which the combination is further modified in view of

Ehlers is rendered moot.
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iv. Claim 10

| Respondents argue‘ that claim 10’s limitation requiring ihat the preformatted message
received by one of Mason’s repeating meters “indicate[] a request for a ping response” would
have been obvious in view Qf the combination of Mason, Shuey, and C12.18 in further
combination with Lyons. 708 patent at 14:49-51. As discussed above, Lydns discloses a
network that can be used to monitor utility meters. RX-0011.0001 (Abstract). In the network of
Lyons, remote management controllers are used to monitor sets of metér imaging devices that
capture meter readings. Id. at 6:11-19. As discussed above with _revsp.ectto Cunningham, the
controllers can “ping” each other to verify that thé other controller .is functioning properly. Id. at
36:59-64. The controllers, however, can also “be adapted to ‘ping’ the imaging devices under
their respective commands to determine whether their imaging devices are functioning properly,
and if not, to determine such failure condition to the host processof 344.” Id. at 37:44-48.

The only argument advanced by SIPCO regarding Lyons is that one of ordinary skill'in
the art would not have modified the Mason metérs to originate "‘ping” requests. CIB at 135. Itis
undisputed that Lyons discloses the node (i.e., the controller) issuing ping requests to either
another node or to a meter imaging device. Id. SIPCO’s argument depends on its proposed
éonstructibn of “from another communication device.” Under SIPCO’s proposed construction of
thié term, the “piﬂg” request would have to originate from another remote device, not a local
gateway. As discuésed above, SIPCO’s proposed claim construction was rejected. SIPCO does
not éontesf‘that Lyons would have motivated bne of ordinary skill in the art to ‘rﬁodify the nodes
in Mason to issue ping requests to meters. As.discussed in Lyons, such functionality would have
been beneficial as it would allow the nodes to determine whether the meters were properly

functioning and, if not, to notify the system that a meter needed to be repaired. RX-0011 at
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37:44-48. With such a modification to the nodes of Mason, a repeating meter could receive a
preformatted message with a ping request either directly from the node or from another repeating
meter.

4.  Obviousness-Type Double Patenting

Respondents further contend that the claims 1, 2, 9, and 10 are invalid for obviousness-

type double patehting in view of either claim 21 of U.S. Patent No. 7,697,492 (“’492 patent;”

RX-0053) or claim 16 of U.S. Patent No. 8,013,732 (“’732 patent;” RX-0025).

a. Claim 21 of the ’492 Patent

Claim 21 of the *492 patent depends on claim 19 through claim 26. Claim 19 recites:

In a system for communicating commands and sensed data between
remote devices comprising a communications device for communicating
commands and sensed data, the communications device comprising:

a transceiver operatively configured to be in communication with at least
one other of a plurality of transceivers, wherein the transceiver has a
unique address, wherein the unique address identities the individual
transceiver, wherein the transceiver is geographically remote from the
other of the plurality of transceivers, wherein each transceiver
communicates with each of the other transceivers via preformatted
messages; ‘ :

a controller configured to be in communication with the transceiver, the
controller configured to provide preformatted messages for
communication; wherein the preformatted messages comprises at least one
packet, wherein the packet comprises: a receiver address comprising a
scalable address of the at least one of the intended receiving transceivers;
sender address comprising the unique address of the sending transceiver; a
command indicator comprising a command code; at least one data value
comprising a scalable message; and an error detector comprising a
redundancy check error detector; and wherein the controller is configured
to interact with the transceiver to send preformatted command messages.

RX-0053 at 15:32-58.
Claim 20 adds the requirement that the communication device of claim 19 have “a sensor

operatively configured to detect a condition and output a sensed data signal that corresponds to
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the condition to the transceiver.” Id. at 16-: 1-4. Claim 21 adds the requirement that the
communication device of claim 20 be “configured to receive a preformatted command message
requesting sensed aata, confirms the receiver a&dress as its own unique address, receives the
sensed data signal, formats the sensed dafa signal into .scalable byte segments, determines a
number of segments required to contain the sensed data signal, and generates‘and transmits the

preformatted response message comprising at least one packet.” Id. at 16:5-12.

i.  Claim 1 of the *708 Patent

To the extent that they are limiting, there is no substantive difference between the
préambles of claim 1 of the >708 patent and claim 19 of the ’492. patent. The preamble of claim
1 of 708 patent recites ;‘[a] wireless communication device for use in a wireless communication
system configured to communicate command and sensed déta within the wireless
communication systems . . ..” >708 patent at 14:6-9. The preamble of claim 19 of the *492
patent recites “[i]n a system for communicating commands and sensed data between remote
devices comprising a communications device for communicating commands and sensed data . . .
” RX-0053 at 15:32-35. |

Claim 1 of the >708 patent requires the “wifeless»communication device” have “a
transceiver configured to send and receive wireless comri1unicati0;s.” Id at 14:1-2. Ciaim 19 of
the *492 patent similarly requires that the “communications device” have “a transceiver |
operatively configured to be in coMunication with at least one other of a plurality of
transceivers, . . . wherein the transceiver is geographically remote from the other of the plufality
of transceivers.” RX-0053 at 15:36-41..

Claim 1 of the 708 patent requires that the “wireless communication device” also have

“a controller configured to communicate with at least one other remote wireless device via the
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transceiver with a preformatted message.” ‘708 pétent at 14:12-14. This limitation is mirrored
in claim 19 of the *492 patent, which requires the “communications 'dev.ice”zl.lave “a controller
configured to be in communication with the transceiver, the controller cqnﬁgl/lred to provide
preformatted messages for cbmmunication.” RX-0053 at 15:44-46. |

Claim 1 of the *708 patent requires that the controller be “configured to format a message
comprising a receiver address combrising an address of at least one rerﬁote wireless device; a
command indicato'r comprising a command code; [and] a data value comprising a message.”
“708 patent at 14:14-18. Claim 19 of the *492 patent similarly requires a controller configured
“to provide preformatted messageé for communication,” Wherein the preformatted message
contains: the receiver address of at least one remote device (“a receiver address comprising a
scalable address of the at least one of the intended receiving transceivers”); “a command
" indicator comprising a command code;” and a data value comprising a message (“at least one
data value comprising a scalable message.” RX-0053 at 15:47-55. |

Claim 19 of the ’492 patent dbes not have a limitation analogous to the final limitation 6f
claim 1 of the *708 patent requi.ring that the controller be “configured to receive a preformatted
meséage from \anothér wireless communication devi¢e, and based on a command code provided
in the preformatted message implement a certain function corresponding to the command code.”
708 patent at 14:18-23. For this limitation, Respondents rely on claim 21 of the *492 patent
which requires that the “transceiver [be] configuredto receive a preforfhatted command message
requesting sensed data, conﬁrrﬁs the receiver address as its own unique address, receives the
sensed data signal, formats the sensed data signal into scalablé byte segments, determines a

' AN

‘number of segments required to contain the sensed data signal, and generates and transmits the

preformatted response message comprising at least one packet.” RX-0053 at 16:5-12. Thus,
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claim 1 of the *708 patent requires that the éontroller of the “wireless communication device”
perform the claimed function, whéreas claim 21 of the ’492 patent requires that the trénsceiver of
the communications device perform the claimed function. |

Respbndents argue that the differénce in claim language does not render the claims
patentably distinct and that “one of ordinary skill would have understood, or at least found it
obvious, that just like *708 claim 1, 492 claim 21’s controller is configured to receive a
preformatted command message via the transceiver and implement a function, as recited, of
obtaining and providing data in response to the command m_eséage it recéived from another _
device.” RRB at 86. Such an interpretation of claim 21 of the *492 patent, however, would
requiré ignoring explicit claim language requiring the recited functions to be p‘erfdrmed by the
transceix.ler not the ;:ontroller.

Based on the foregoing, I find that claim 21 of the *492 patent does not render claim 1 of

the 708 patent invalid for obviousness-type double patenting.

ii. Dependent claims 2, 9, and 10
Because claim 21 of the *492 patent does not render claim 1 of the *708 patent invalid for
obviousness-type double patenting, it does not render claim 1’s dependents invalid for

obviousness-type double patenting.

b.  Claim 16 of the *732 Patent

Claim 16 of the *732 patent depends from claim 13. Claim 13 of the *732 patent recites:

In a system comprising a plurality of wireless devices configured for
remote wireless communication and comprising a device for monitoring
and controlling remote devices, the device comprising:

a transceiver having a unique identification code and being electrically
interfaced with a sensor, the transceiver being configured to receive select
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information and identification information transmitted from another
wireless transceiver in a predetermined signal type;

the transceiver being further configured to wirelessly retransmit in the
predetermined signal type the select information, the identification
information associated with the nearby wireless transceiver, and
transceiver identification information associated with the transceiver
making retransmission; and’ ‘

a data controller operatively coupled to the transceiver and the sensor, the
data controller configured to control the transceiver and receive data from
the sensor, the data controller configured to format a data packet for
transmission via the transceiver, the data packet comprising data
representative of data sensed with the sensor.

RX-0025 at 20:1 -20. Claim 16 requires the data controller of claim 13 to be further “conﬁgured
to receive data packets comprising a function code, and in response to the function code,
implement a function.” Id. at 20:32-35.

i Claim 1 of the *708 Patent

Thé preambles of claim 1 of the *708 patent and claim 13 of the *732 patent are similar in
scope to each otﬁer. Claim 1 is directed to “[a] wireless communication device for use in a
wireless communication system configured to communicate command and sensed data within
the wireless commuﬁication systems,” while claim 13 of the *732 patent is directed to “a device
for _morﬁtoring and controlling” “a plurality of wireless devices configured for remote wireless
communication.” 708 patent at 14:6-9; RX-OOZS at 20:1-4.

Claim 1 of the *708 patent fequires the “wireless communication device” have “a
transceiver configured to send and receive wireless communications.” ‘708 patent at 14:1-2.
Claim 13 of the 703 patent similarly requires that the “device” have “a transceiver . . .
configured to receive select information Aand identification information transmitted from another

wireless transceiver in a predetermined signal type” and “configured to wirelessly retransmit in

the predetermined signal type the select information.” Id. at 20:5-12. Claim 1 of the >708 patent
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further requires that the “wireless con.lmun.ication device” also have “a controller configured to
communicate with at least one other remote wireless device via the transceiver with a
preformatted message.” ‘708 patent at 14:12-14. This limitation is mirrored in claivm 1 of the-
>732 patent, which requires that‘the “device” have “a data controller . . . configured to format a
data packet for transmission via the transceiver,” wherein ‘;the transceiver being further
configured to wirelessly retransmit in the predetermined signal typé the select information.” RX- |
0025 at 20:10-21.

Claim 1 of the *708 patelnt also requires that the controlle'r‘ be “configured to format a
rhessage comprising a receiver address comprising an address of at least one remote Wireless
device; a corﬁmand indicator comprising a command code; [and] a data value comprising a
message.” ‘708 pateht at 14:14-18. While claim 19 of the *492 patent requires that the “data
controller” be configured to format a message, the formatted message is only required to have
“identification information associated with the nearby wireless transceiver” and “data sensed -
with the sensor.” RX-0025 at 20:10-22. In other words, unlike claim 1 of the 708 patent, the
message formatted by the data controller of claim 13 of the *732 patent is not required to have a
“command indicator comprising a command code.” For this element, Respondents rely on claim
16’s recitation of a “function cod¢.” Claim 16’s “function code,” however, is in a data packet
received by thq“device,” not a data packet being formatted by the data controller for
transmission. Id. at 20: 10-22. Respond