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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN MARINE SONAR IMAGING Investigation No. 337-TA-926
SYSTEMS, PRODUCTS CONTAINING
THE SAME, AND COMPONENTS

~ THEREOF

NOTICE OF THE COMMISSION’S FINAL DETERMINATION FINDING A
VIOLATION OF SECTION 337; ISSUANCE OF A LIMITED EXCLUSION ORDER
AND CEASE AND DESIST ORDERS; TERMINATION OF THE INVESTIGATION

AGENCY: U.S. International Trade Commission.
ACTION: Notice,

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has found a
violation of section 337 in this investigation and has (1) issued a limited exclusion order
prohibiting importation of infringing marine sonar imaging systems, products containing the
same, and components thereof and (2) issued cease and desist orders directed to the domestic
respondents. The investigation is terminated.

FOR FURTHER INFORMATION: Panyin A. Hughes, Office of the General Counsel, U.S.
International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436, telephone 202-
205-3042. Copies of non-confidential documents filed in connection with this investigation are
or will be available for inspection during official business hours (8:45 a.m. to 5:15 p.m.) in the
Office of the Secretary, U.S. International Trade Commission, 500 E Street, S.W., Washington,
D.C. 20436, telephone 202-205-2000. General information concerning the Commission may
also be obtained by accessing its Internet server (http.//www.usitc.gov). The public record for
this investigation may be viewed on the Commission’s electronic docket (EDIS) at
http.//edis.usitc. gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission’s TDD terminal on 202-205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
August 21, 2014, based on a complaint filed by Johnson Outdoors Inc. of Racine, Wisconsin and
Johnson Outdoors Marine Electronics, Inc. of Eufaula, Alabama (collectively, “Johnson
Outdoors™). 79 Fed. Reg. 49536 (Aug. 21, 2014). The complaint alleges violations of section
337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337), in the importation into the United
States, the sale for importation, and the sale within the United States after importation of certain
marine sonar imaging systems, products containing the same, and components thereof by reason
of infringement of one or more of claims 1, 2, 17, 25, 26, 31, 32, 35, 36, 41-43, 53, and 56 of



U.S. Patent No. 7,652,952 (“the *952 patent”); claims 1, 5, 7, 8, 21, 22, 24, 25, 28, and 29 of U.S.
Patent No. 7,710,825 (“the *825 patent”); and claims 14, 18, 21-23, 25, and 33 of U.S. Patent No.
7,755,974 (“the *974 patent™). Id. The notice of investigation named the following respondents:
Garmin International, Inc.; Garmin North America, Inc.; Garmin USA, Inc. all of Olathe,
Kansas; and Garmin Corporation of New Taipei City, Taiwan (collectively, “Garmin”). Id. The
Office of Unfair Import Investigations is not a party to the investigation.

On January 30, 2015, the parties entered into a stipulation that the domestic industry
requirement was met. The parties also agreed to a stipulation regarding importation of Garmin
accused products. That same day, Johnson Outdoors filed two unopposed motions for summary

- determination: (1) that Garmin’s importation and sales satisfy the importation requirement and
(2) that Johnson Outdoors satisfies the domestic industry requirement. On March 24, 2015, the
ALJ granted Johnson Outdoors’ summary determination motions in Order Nos. 14 and 15,
respectively. The Commission determined not to review these orders. See Notice of
Commission Determination Not to Review Two Initial Determinations Granting Unopposed
Motions for Summary Determinations of Importation and the Existence of a Domestic Industry
That Practices the Asserted Patents (April 22, 2015).

On July 13, 2015, the ALJ issued his final ID, finding a violation of section 337 by
Garmin in connection with claims 14, 18, 21, 22, 23, and 33 of the 974 patent. The ID found no
violation of section 337 in connection with the asserted claims of the 952 and *825 patents; and
claim 25 of the *974 patent. Specifically, the ID found that the Commission has subject matter
jurisdiction, in rem jurisdiction over the accused products, and in personam jurisdiction over
Garmin. ID at 21. The ID further found that the accused products infringe asserted claims 14,
18,21, 22, 23, and 33 of the 974 patent but do not infringe the asserted claims of the 952 and
’825 patents or claim 25 of the 974 patent. See ID at 55-57, 58-59, and 60-62. The ID also
found that Garmin failed to establish by clear and convincing evidence that the asserted claims of
the 7952, *825, or 974 patents were anticipated or rendered obvious by the cited prior art
references. See id. at 68-80, 89-100. Finally, the ID found that the *952, *825, and *974 patents
are not unenforceable due to inequitable conduct and that the’952 patent is not invalid under 35
U.S.C. § 102(f) for derivation. ID at 80-83, 100-109.

On July 27, 2015, Garmin filed a petmon for review of the ID. That same day, Johnson
Outdoors filed a contingent petition for review of the ID. On August 4, 2015, the parties filed
responses to the petitions.

On August 25, 2015, the Commission determined to review the final ID on all issues
petitioned. 80 Fed. Reg. 55872-74 (Sept. 17, 2015). Specifically, the Commission asked the
parties to discuss any impact on the ID’s findings if it were to construe the claim term “mounted
to a boat” to mean “proximately secured to the boat in a fixed manner.”

On September 21, 2015, the parties filed written submissions on the issues under review,
remedy, the public interest, and bonding. On September 28, 2015, the parties filed reply
submissions.



Having examined the record of this investigation, including the final ID, and the parties’
submissions, the Commission has determined to modify the ID’s construction of the claim term
“mounted to a boat,” a claim term recited in each of the asserted claims of the ’952, 974, and
*825 patents (save for asserted claim 29 of the *825 patent), which the ID construed as “attached
to a bottom surface of the boat.” Instead, the Commission adopts the construction proposed by
complainants before the ALJ and construes the limitation to mean “proximately secured to the
boat in a fixed manner.” The Commission finds that the record evidence supports the ID’s
findings on infringement and invalidity based on this construction. The Commission has
determined to affirm the ID’s finding of no violation of section 337 in connection with the
asserted claims of the’952 patent, *825 patent, and claim 25 of the 974 patent. The Commission
- further finds a violation of Section 337 with respect to claims 14, 18, 21-23, and 33 of the 974
patent. The Commission adopts the ID’s findings to the extent they are not inconsistent with the
Commission opinion issued herewith.

Having found a violation of section 337 in this investigation, the Commission has
determined that the appropriate form of relief'is: (1) a limited exclusion order prohibiting the
unlicensed entry of marine sonar imaging systems, products containing the same, and
components thereof that infringe one or more of claims 14, 18, 21, 22, 23, and 33 of the 974
patent that are manufactured by, or on behalf of, or are imported by or on behalf of Garmin or
any of its affiliated companies, parents, subsidiaries, agents, or other related business entities, or
their successors or assigns; and (2) cease and desist orders prohibiting domestic respondents
Garmin International, Inc.; Garmin North America, Inc.; and Garmin USA, Inc. from conducting
any of the following activities in the United States: importing, selling, marketing, advertising,
distributing, transferring (except for exportation), and soliciting U.S. agents or distributors for,
marine sonar imaging systems, products containing the same, and components thereof covered
by claims 14, 18, 21, 22, 23 and 33 of the *974 patent. The proposed cease and desist orders
include the following exemptions: (1) if in a written instrument, the owner of the patents
authorizes or licenses such specific conduct, or such specific conduct is related to the importation
or sale of covered products by or for the United States.

The Commission has also determined that the public interest factors enumerated in
section 337(d) and (f) (19 U.S.C. §§ 1337(d) and (f)) do not preclude issuance of the limited
exclusion order or cease and desist orders. Finally, the Commission has determined that a bond
in the amount of zero is required to permit temporary importation during the period of
Presidential review (19 U.S.C. § 1337(j)) of marine sonar imaging systems, products containing
the same, and components thereof that are subject to the remedial orders. The Commission’s
orders and opinion were delivered to the President and to the United States Trade Representative
on the day of their issuance.



The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. § 1337), and in Part 210 of the Commission’s Rules
of Practice and Procedure (19 C.F.R. Part 210).

By order of the Commission.

CIa5>
Lisa R. Barton
Secretary to the Commission

Issued: November 18, 2015
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UNITED STATES INTERNATIONAL TRADE COMMISSION
WASHINGTON, D.C. 20436

In the Matter of

CERTAIN MARINE SONAR IMAGING o
SYSTEMS, PRODUCTS CONTAINING Investigation No. 337-TA-926
THE SAME, AND COMPONENTS
THEREOF

LIMITED EXCLUSION ORDER

The United States International Trade Commission (“Commission”) has determined that
there is a violation of section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337), in
the unlawful importation, sale for importation, or sale within the United States after importation
by Respondents Garmin International, Inc.; Garmin North America, Inc.; Garmin USA, Inc. all of
Olathe, Kansas; and Garmin Corporation of New Taipei City, Taiwan (collectively
“Respondents”) of certain marine sonar imaging systems, products containing the same, and
components thereof covered by one or more of claims 14, 18, 21, 22, 23, and 33 of U.S. Patent
No. 7,755,974 (“the *974 patent™).

Having reviewed the record in this investigation, including the written submissions of the
parties, the Commission has made its determination on the issues of remedy, public interest, and
bonding. The Commission has determined that the appropriate form of relief is a limited
exclusion order prohibiting the unlicensed entry of covered marine sonar imaging systems,
products containing the same, and components thereof manufactured by or on behalf of the
Respondents or any of their affiliate companies, parents, subsidiaries, licensees, or other related

business entities, or their successors or assigns.



The Commission has also determined that the public interest factors enumerated in 19
U.S.C. § 1337(d) do not preclude the issuance of the limited exclusion order, and that the bond
during the Presidential review period shall be in the amount of zero for the covered products. -

Accordingly, the Commission hereby ORDERS that:

1. Marine sonar imaging systems, products containing the same, and components thereof
that infringe one or more of claims 14, 18, 21, 22, 23, and 33 of the *974 patent that are
manufactured by, or on behalf of, or are imported by or on behalf of Garmin International,
Inc.; Garmin North America, Inc.; Garmin USA, Inc.; and Garmin Corporation or any of
their affiliated companies, parents, subsidiaries, agents, or other related business entities,
or their successors or assigns, are excluded from entry for consumption into the United
States, entry for consumption from a foreign-trade zone, or withdrawal from a warehouse
for consumption, for the remaining term of the patent, except under license of the patent
owner or as provided by law.

2. Notwithstanding paragraph 1 of this Order, the aforesaid marine sonar imaging systems,
products containing the same, and components thereof are entitled to entry into the United
States for consumption, entry for consumption from ;1 foreign trade zone, or withdrawal
from a warehouse for consumption, under bond in the amount of zero pursuant to
subsection (j) of Section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337())),
and the Presidential Memorandum for the United States Trade Representative of July 21,
2005 (70 Fed. Reg. 43,251), from the day after this Order is received by the United States
Trade Representative, and until such time as the United States Trade Representative
notifies the Commission that this action is approved or disapproved but, in any event, not
later than 60 days after the issuance of receipt of this Order.
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At the discretion of U.S. Customs and Border Protection (“CBP”) and pursuant to the
procedures it establishes, persons seeking to import marine sonar imaging systems,
products containing the same, and components thereof that are potentially subject to this
Order may be required to certify that they are familiar with the terms of this Order, that
they have made appropriate inquiry, and thereupon state that, to the best of their
knowledge and belief, the products being imported are not excluded from entry under
paragraph 1 of this Order. At its discretion, CBP may require persons who have provided
the certification described in this paragraph to furnish such records or analyses as are
necessary to substantiate this certification.

In accordance with 19 U.S.C. § 1337 (1), the provisions of this Order shall not apply to
infringing marine sonar imaging systems, products containing the same, and components
thereof that are imported by or for the use of the United States, or imported for and to be
used for, the United States with the authorization or consent of the Government.

The Commission may modify this Order in accordance with the procedures described in
Rule 210.76 of the Commission’s Rules of Practice and Procedure (19 C.F.R. § 210.76).
The Secretary shall serve copies of this Order upon eéch party of record in this
Investigation and upon the Department of Health and Human Services, the Department of

Justice, the Federal Trade Commission, and U.S. Customs and Border Protection.



7. Notice of this Order shall be published in the Federal Register.
By order of the Commission.
OhaE>
Lisa R. Barton

Secretary to the Commission
Issued: November 18, 2015
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UNITED STATES INTERNATIONAL TRADE COMMISSION
WASHINGTON, D.C. 20436

In the Matter of

CERTAIN MARINE SONAR IMAGING

SYSTEMS, PRODUCTS CONTAINING

THE SAME, AND COMPONENTS
THEREOF

Investigation No. 337-TA-926

CEASE AND DESIST ORDER AGAINST
RESPONDENT GARMIN NORTH AMERICA, INC.

IT IS HEREBY ORDERED THAT RESPONDENT Garmin North America, Inc., of 1200
Fast 151st Street, Olathe, Kansas 66062 (“Respondent”) cease and desist from conducting any of
the following activities in the United States: importing, selling, marketing, advertising,
distributing, transferring (except for exportation), and soliciting U.S. agents or distributors for,
marine sonar imaging systems, products containing the same, and components thereof covered by
one or more of claims 14, 18, 21, 22, 23, and 33 of U.S. Patent No. 7,755,974 (“the Asserted
Patent”) in violation of Section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337).

II. Definitions

As used in this Order:
(A)  “Commission” shall mean the United States International Trade Commission.
(B)  “Complainants” shall mean Johnson Outdoors Inc. of Racine, Wisconsin and

Johnson Outdoors Marine Electronics, Inc. of Eufaula, Alabama.

(C)  “Respondent” shall mean Garmin North America, Inc., of Olathe, Kansas.

(D)  “Person” shall mean an individual, or any non-governmental partnership, firm,
association, corporation, or other legal or business entity other than Respondent or

its majority-owned or controlled subsidiaries, successors, or assigns.



(B)  “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.
(F)  The terms “import” and “importation” refer to importation for entry for
consumption under the Customs laws of the United States.
(G)  The term “covered products” shall mean marine sonar imaging systems, products
containing the same, and components thereof covered by certain claims of the
Asserted Patent. Covered products shall not include articles for which a provision
of law or license avoids liability for infringement of certain claims of the Asserted
Patent.
II. Applicability
The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by section III,
infia, for, with, or otherwise on behalf of, Respondent.
HI. Conduct Prohibitled
The following conduct of Respondent in the United States is prohibited by this Order. For
the remaining terms of the Asserted Patent, the Respondent shall not:
(A)  import or sell for importation into the United States covered products;
(B)  market, distribute, sell, or otherwise transfer (except for exportation), in the United
States imported covered products;
(C)  advertise imported covered products;
(D)  solicit U.S. agents or distributors for imported covered products; or
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(E)  aid or abet other entities in the importation, sale for importation, sale after
importation, transfer, or distribution of covered products.
IV. Conduct Permitted

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited
by the terms of this order shall be permitted if in a written instrument, the owner of the relevant
- Asserted Patent authorizes or licenses such specific conduct, or such specific conduct is related to
the importation or sale of covered products by or for the United States.

V. Reporting

For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
section shall cover the period from the date of issuance of this order through December 31, 2016.
This reporting requirement shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory of covered products in
the United States.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in déﬂars of covered products that it has
(i) imported and/or (ii) sold in the United States after importation during the reporting period, and
(b) the quantity in units and value in dollars of reported covered products that remain in inventory
in the United States at the end of the reporting period.

When filing written submissions, Respondent must file the original document
electronically on or before the deadlines stated above and submit eight (8) true paper copies to the
Office of the Secretary by noon the next day pursuant to section 210.4(f) of the Commission’s
Rules of Practice and Procedure (19 C.F.R. § 210.4(f)). Submissions should refer to the

3



investigation number (“Inv. No. 337-TA-926”) in a prominent place on the cover pages and/or
the first page. (See Handbook for Electronic Filing Procedures, http:/
/www.usitc.gov/secretary/fed reg notices/ rules/handbook on_electronic filing.pdf). Persons
with questions regarding filing should contact the Secretary (202-205-2000). If Respondent
desires to submit a document to the Commission in confidence, it must file the original and a

- public version of the original with the Office of the Secretary and must serve a copy of the
confidential version on Complainant’s counsel.!

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be
referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

VI. Record-Keeping and Inspection
(A)  For the purpose of securing compliance with this Order, Respondent shall retain
any and all records relating to the sale, offer for sale, marketing, or distribution in
the United States of covered products, made and received in the usual and ordinary
course of business, whether in detail or in summary form, for a period of three (3)
years from the close of the fiscal year to Which they pertain.
(B)  For the purposes of determining or securing compliance with this Order and for no
other purpose, subject to any privilege recognized by the federal courts of the
United States, and upon reasonable written notice by the Commission or its staff,

duly authorized representatives of the Commission shall be permitted access and

! Complainants must file a letter with the Secretary identifying the attorney to receive reports
associated with this order. The designated attorney must be on the protective order entered in the
investigation.



the right to inspect and copy, in Respondent’s principal offices during office
hours, and in the presence of counsel or other representatives if Respondent so
chooses, all books, ledgers, accounts, correspondence, memoranda, and other
records and documents, in detail and in summary form, that must be retained
under subparagraph VI(A) of this Order.

VII. Service of Cease and Desist Order

Respondent is ordered and directed to:

(A)  Serve, within fifteen days after the effective date of this order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and
employees who have any responsibility for the importation, marketing,
distribution, or sale of imported covered products in the United States;

(B)  Serve, within fifteen days after the succession of any persons referred to in
subparagraph VII(A) of this order, a copy of the order upon each successor; and

(C)  Maintain such records as will show the name, title, and address of each person
upon whom the order has been served, as described in subparagraphs VII(A) and
VII(B) of this order, together with the date oﬁ which service was made.

The obligations set forth in subparagraphs VII(B) and VH(C) shall remain in effect until

the expiration date of the Asserted Patent.
VIII. Confidentiality

Any request for confidential treatment of information obtained by the Commission

pursuant to section V-VT of this order should be made in accordance with section 201.6 of the

Commission’s Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which



confidential treatment is sought, Respondent must provide a public version of such report with
confidential information redacted.
IX. Enforcement

Violation of this order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure (19 C.P.R. § 210.75), including an action for civil
- penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(1)), as well as any
other action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to
provide adequate or timely information.

X. Modification

The Commission may amend this order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure (19
C.F.R. §210.76).

XI. Bonding

The conduct prohibited by Section III of this order may be continued during the sixty-day
period in which this order is under review by the United Stétes Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s
posting of a bond in the amount of zero for the covered products. This bond provision does not
apply to conduct that is otherwise permitted by section IV of this order. Covered products
imported on or after the date of issuance of this order are subject to the entry bond set forth in the

exclusion order issued by the Commission, and are not subject to this bond provision.



By order of the Commission.

O

Lisa R. Barton
Secretary to the Commission

Issued: November 18, 2015



UNITED STATES INTERNATIONAL TRADE COMMISSION
WASHINGTON, D.C. 20436

In the Matter of

CERTAIN MARINE SONAR IMAGING

SYSTEMS, PRODUCTS CONTAINING

THE SAME, AND COMPONENTS
THEREOF

Investigation No. 337-TA-926

CEASE AND DESIST ORDER AGAINST

RESPONDENT GARMIN USA, INC.

IT IS HEREBY ORDERED THAT RESPONDENT Garmin USA, Inc., of 1200 East 151st

Street, Olathe, Kansas 66062 (“Respondent”) cease and desist from conducting any of the

following activities in the United States: importing, selling, marketing, advertising, distributing,

| transferring (except for exportation), and soliciting U.S. agents or distributors for, marine sonar

imaging systems, products containing the same, and components thereof covered by one or more

of claims 14, 18, 21, 22, 23, and 33 of U.S. Patent No. 7,755,974 (“the Asserted Patent”) in

violation of Section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337).

L. Definitions
As used in this Order:
(A)  “Commission” shall mean the United States International Trade Commission.
(B)  “Complainants” shall mean Johnson Outdoors Inc. of Racine, Wisconsin and

Johnson Outdoors Marine Electronics, Inc. of Eufaula, Alabama.

(C)  “Respondent” shall mean Garmin USA, Inc., of Olathe, Kansas.

(D)  “Person” shall mean an individual, or any non-governmental partnership, firm,

association, corporation, or other legal or business entity other than Respondent or

its majority-owned or controlled subsidiaries, successors, or assigns.



(E)  “United States” shall mean the fifty States, the District of Columbia, and Puerto
Rico.
(F)  The terms “import” and “importation” refer to importation for entry for
consumption under the Customs laws of the United States.
(G) - The term “covered products” shall mean marine sonar imaging systems, products
containing the same, and components thereof covered by certain claims of the
Asserted Patent. Covered products shall not include articles for which a provision
of law or license avoids liability for infringement of certain claims of the Asserted
Patent.
II. Applicability
The provisions of this Cease and Desist Order shall apply to Respondent and to any of its
principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled
(whether by stock ownership or otherwise) and majority-owned business entities, successors, and
assigns, and to each of them, insofar as they are engaging in conduct prohibited by section III,
infira, for, with, or otherwise on behalf of, Respondent.
1L Cdnduct Prohibitéd
The following conduct of Respondent in the United States is prohibited by this Order. For
the remaining terms of the Asserted Patent, the Respondent shall not:
(A)  importt or sell for importation into the United States covered products;
(B)  market, distribute, sell, or otherwise transfer (except for exportation), in the United
States imported covered products;
(C)  advertise imported covered products;
(D)  solicit U.S. agents or distributors for imported covered products; or
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(E)  aid or abet other entities in the importation, sale for importation, sale after
importation, transfer, or distribution of covered products.
IV. Conduct Permitted

Notwithstanding any 0'[1161“ provision of this Order, specific conduct otherwise prohibited
by the terms of this order shall be permitted if in a written instrument, the owner of the relevant
- Asserted Patent authorizes or licenses such specific conduct, or such specific conduct is related to
the importation or sale of covered products by or for the United States.

V. Reporting

For purposes of this requirement, the reporting periods shall commence on January 1 of
each year and shall end on the subsequent December 31. The first report required under this
section shall cover the period from the date of issuance of this order through December 31, 2016.
This reporting requirement shall continue in force until such time as Respondent has truthfully
reported, in two consecutive timely filed reports, that it has no inventory of covered products in
the United States.

Within thirty (30) days of the last day of the reporting period, Respondent shall report to
the Commission: (a) the quantity in units and the value in d;)llal*s of covered products that it has
(i) imported and/or (ii) sold in the United States after importation during the reporting period, and
(b) the quantity in units and value in dollars of reported covered products that remain in inventory
in the United States at the end of the reporting period.

When filing written submissions, Respondent must file the original document
electronically on or before the deadlines stated above and submit eight (8) true paper copies to the
Office of the Secretary by noon the next day pursuant to section 210.4(f) of the Commission’s
Rules of Practice and Procedure (19 C.F.R. § 210.4(f)). Submissions should refer to the

3



investigation number (“Inv. No. 337-TA-926”) in a prominent place on the cover pages and/or
the first page. (See Handbook for Electronic Filing Procedures, http:/
/www.usitc.gov/secretary/fed reg notices/ rules/handbook on_electronic_filing.pdf). Persons
with questions regarding filing should contact the Secretary (202-205-2000). If Respondent
desires to submit a document to the Commission in confidence, it must file the original and a

- public version of the original with the Office of the Secretary and must serve a copy of the
confidential version on Complainant’s counsel.’

Any failure to make the required report or the filing of any false or inaccurate report shall
constitute a violation of this Order, and the submission of a false or inaccurate report may be
referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 1001.

VI. Record-Keeping and Inspeétion
(A)  For the purpose of securing compliance with this Order, Respondent shall retain
any and all records relating to the sale, offer for sale, marketing, or distribution in
the United States of cox}ered products, made and received in the usual and ordinary
course of business, whether in detail or in summary form, for a period of three (3)
years from the close of the fiscal year to whiéh they pertain.
(B)  For the purposes of determining or securing compliance with this Order and for no
other purpose, subject to any privilege recognized by the federal courts of the
United States, and upon reasonable written notice by the Commission or its staff,

duly authorized representatives of the Commission shall be permitted access and

! Complainants must file a letter with the Secretary identifying the attorney to receive reports
associated with this order. The designated attorney must be on the protective order entered in the
investigation.



the right to inspect and copy, in Respondent’s principal offices during office
hours, and in the presence of counsel or other representatives if Respondent so
chooses, all books, ledgers, accounts, correspondence, memoranda, and other
records and documents, in detail and in summary form, that must be retained
under subparagraph VI(A) of this Order.

VII. Service of Cease and Desist Order

Respondent is ordered and directed to:

(A)  Serve, within fifteen days after the effective date of this order, a copy of this Order
upon each of its respective officers, directors, managing agents, agents, and
employees who have any responsibility for the importation, marketing,
distribution, or sale of imported covered products in the United States;

(B)  Serve, within fifteen days after the succession of any persons referred to in
subparagraph VII(A) of this order, a copy of the order upon each successor; and

(C)  Maintain such records as will show the name, title, and address of each person
upon whom the order has been served, as descriqu in subparagraphs VII(A) and
VII(B) of this order, together with the date oﬁ which service was made.

The obligations set forth in subparagraphs VII(B} and VII(C) shall remain in effect until

the expiration date of the Asserted Patent.
VIII. Confidentiality

Any request for confidential treatment of information obtained by the Commission

pursuant to section V-VI of this order should be made in accordance with section 201.6 of the

Commission’s Rules of Practice and Procedure (19 C.F.R. § 201.6). For all reports for which



confidential treatment is sought, Respondent must provide a public version of such report with
confidential information redacted.
IX. Enforcement

Violation of this order may result in any of the actions specified in section 210.75 of the
Commission’s Rules of Practice and Procedure (19 C.P.R. § 210.75), including an action for civil
- penalties under section 337(f) of the Tariff Act of 1930 (19 U.S.C. § 1337(f)), as well as any
other action that the Commission deems appropriate. In determining whether Respondent is in
violation of this order, the Commission may infer facts adverse to Respondent if it fails to
provide adequate or timely information.

X. Modification

The Commission may amend this order on its own motion or in accordance with the
procedure described in section 210.76 of the Commission’s Rules of Practice and Procedure (19
C.F.R. § 210.76).

XI. Bonding

The conduct prohibited by Section III of this order may be continued during the sixty-day
period in which this order is under review by the United States Trade Representative, as
delegated by the President (70 Fed. Reg. 43,251 (Jul. 21, 2005)) subject to the Respondent’s
posting of a bond in the amount of zero for the covered products. This bond provision does not
apply to conduct that is otherwise permitted by section IV of this order. Covered products
imported on or after the date of issuance of this order are subject to the entry bond set forth in the

exclusion order issued by the Commission, and are not subject to this bond provision.



By order of the Commission.

e

Lisa R. Barton
Secretary to the Commission

Issued: November 18, 2015
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In the Matter of

CERTAIN MARINE SONAR IMAGING Investigation No. 337-TA-926
SYSTEMS, PRODUCTS CONTAINING THE
SAME, AND COMPONENTS THEREOF

COMMISSION OPINION

L INTRODUCTION

This investigation is before the Commission for a final determination on the issues under
review, remedy, the public interest, and bonding. The Commission has determined to affirm the
presiding administrative law judge’s (“ALJ”) initial determination (“ID”) that Respondents,
Garmin International, Inc.; Garmin North America, Inc.; Garmin USA, Inc. all of Olathe, Kansas;
and Garmin Corporation of New Taipei City, Taiwan (collectively, “Garmin” or “Respondents™),
violated section 337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337), in connection
with claims 14, 18, 21-23, and 33 of U.S. Patent No. 7,755,974 (“the 974 patent”). The
Commission has determined to affirm the ALJ’s finding of no violation of section 337 in
connection with claims 1, 2, 17, 25, 26, 31, 32, 35, 36, 41-43, 53, and 56 of U.S. Patent No.
7,652,952 (“the 952 patent™); claims 1, 5, 7, 8, 21, 22, 24, 25, 28, and 29 of U.S. Patent No.
7,710,825 (“the *825 patent™); and claim 25 of the 974 patent. The Commission has determined
to modify the ALJ’s construction of the claim term “mounted to a boat,” a claim term recited in
each of the asserted claims of the *952, *974, and *825 patents (save for asserted claim 29 of
the *825 patent). The Commission finds that the record evidence supports the ALJ’s findings on
infringement and invalidity based on the modified construction. Thus, the Commission adopts

the ID to the extent it does not conflict with this opinion.
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Having found a violation of section 337 in this investigation, the Commission has
determined that the appropriate form of reliefis: (1) a limited exclusion order prohibiting the
unlicensed entry of infringing marine sonar imaging systems, products containing the same, and
components thereof that infringe one or more of claims 14, 18, 21-23, and 33 of the *974 patent
- that are manufactured by or on behalf of, or are imported by or on behalf of, Garmin
International, Inc.; Garmin North America, Inc.; Garmin USA, Inc.; or Garmin Corporation or
any of their afﬁliated companies, parents, subsidiaries, agents, or other related business entities,
or their successors or assigns; and (2) cease and desist orders prohibiting the domestic Garmin
respondents, Garmin International, Inc.; Garmin North America, Inc.; and Garmin USA, Inc.,
from conducting any of the following actiifities in the United States: importing, selling,
marketing, advertising, distributing, transferring (except for exportation), and soliciting U.S.
agents or distributors for marine sonar imaging systems, products containing the same, and
components thereof covered by one or more of claims 14, 18, 21-23, and 33 of the *974.

The Commission has also determined that the public interest factors enumerated in
section 337(d) and (f) (19 U.S.C. §§ 1337(d) and (f)) do not preclude issuance of the limited
exclusion order or cease and desist orders. Finally, the Commission has determined that a bond
in the amount of zero is required to permit temporary importation during the period of
Presidential review (19 U.S.C. § 1337(j)) of marine sonar imaging systems, products containing
the same, and components thereof that are subject to the limited exclusion order.

IL BACKGROUND
A. Procedural History

The Commission instituted this investigation on August 21, 2014, based on a complaint



PUBLIC VERSION
filed by Johnson Outdoors Inc. of Racine, Wisconsin and Johnson Outdoors Marine Electronics,
Inc. of Eufaula, Alabama (collectively, “Johnson Outdoors™). 79 Fed. Reg. 49536 (Aug. 21,
2014). The complaint alleges violations of section 337 of the Tariff Act of 1930, as amended (19
U.S.C. § 1337), in the importation into the United States, the sale for importation, and the sale
- within the United States after importation of certain marine sonar imaging systems, products
containing the same, and components thereof by reason of infringement of one or more of claims
1,2,17,25, 26,31, 32, 35,36, 41-43, 53, and 56 of the 952 patent; claims 1, 5, 7, 8, 21, 22, 24,
25, 28, and 29 of the *825 patent; and claims 14, 18, 21-23, 25, and 33 of the *974 patent. Id.
The notice of investigation named Garmin as the respondent. /d. The Office of Unfair Import
Investigations is not a party to the investigation.

On January 30, 2015, the parties entered into a stipulation that the domestic industry
requirement was met. That same day, Johnson Outdoors filed two unopposed motions for
summary determination: (1) that Garmin satisfies the importation requirement and (2) that
Johnson Outdoors satisfies the domestic industry requitement. On March 24, 2015, the ALJ
granted Johnson Outdoors’ summary determination motions in Order Nos. 14 and 15,
respectively. The Commission determined not to review these orders.'

The ALJ held an evidentiary hearing from April 6 through April 9, 2015, and thereafter
received post-hearing briefing from the parties.

On July 13, 2015, the ALJ issued his final ID, finding a violation of section 337 by

Garmin in connection with claims 14, 18, 21-23, and 33 of the 974 patent. The ALJ found no

! See Notice of Commission Determination Not to Review Two Initial Determinations Granting
Unopposed Motions for Summary Determinations of Importation and the Existence of a
Domestic Industry That Practices the Asserted Patents (April 22, 2015).

3
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violation of section 337 in connection with the asserted claims of the 952 and *825 patents, or
claim 25 of the 974 patent. Specifically, the ALJ found that the Commission has subject matter
jurisdiction, in rem jurisdiction over the accused products, and in personam jurisdiction over
Garmin. ID at21. As noted above, the Commission determined not to review the ALJ’s

- previous finding that Johnson Outdoors satisfied the importation requirement of section 337 (19
U.S.C. § 1337(a)(1)(B)). Id. at 19-20. The ALJ found that the accused products infringe
asserted claims 14, 18, 21-23, and 33 of the 974 patent but do not infringe the asserted claims of
the *952 and ’825 patents or claim 25 of the 974 patent. See 1D at 55-57, 58-59, 60-62. The
ALJ further found that Garmin failed to establish by clear and convincing evidence that the
asserted claims of the 952, *825, or ’°974 patents were anticipated or rendered obvious by the
cited prior art references. See id. at 68-80, 89-100. The ALJ also found that the *952, *825,
and *974 patent are not unenforceable due to inequitable conduct and that the’952 patent is not
invalid under 35 U.S.C. § 102(f) for derivation. ID at 80-83, 100-109. Finally, as noted above,
the ALJ referred to his summary determination, which was unreviewed by the Commission, that
Johnson Outdoors established the existence of a domestic inaustry that practices the asserted
patents under 19 U.S.C. § 1337(a)(2). See ID at 109.

The ID includes the ALJ’s recommended determination on remedy and bonding. The

ALJ recommended that in the event the Commission finds a violation of section 337, the
Commission should issue a limited exclusion order prohibiting the importation of infringing

~marine sonar imaging systems, products containing the same, and components thereof imported
by Garmin. ID at 112-13. The ALJ also recommended issuance of cease and desist orders

directed to Garmin, finding that Garmin maintains a commercially significant inventory of
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accused products in the United States. Id. at 113. Further, the ALJ recommended that the

Commission set a bond in the amount of eight percent of entered value during the period of

Presidential review. Id.

On July 27, 2015, Garmin filed a petition for review of the ID, challenging a number of

-the ALJ’s findings.? Specifically, Garmin questioned the ALJ’s construction of the claim term

“mounted to a boat” and the ALJ’s infringement and invalidity findings stemming from the

construction. That same day, Johnson Outdoors filed a contingent petition for review on the

issues of infringement of the *952 and ’825 patents.> On August 4, 2015, the parties filed

responses to the petitions for review.*

On August 25, 2015, the Commission determined to review the final ID on all issues
petitioned. 80 Fed. Reg. 55872-74 (Sept. 17,2015). The Commission proposed a different
construction for the term “mounted to a boat” and requested that the parties comment on the
Commission’s proposed construction with reference to the applicable law and the evidentiary
record. Specifically, the Commission asked the parties to brief the following issue:

If the Commission were to construe the claiﬁ term “mounted to a
boat” to mean “proximately secured to the boat in a fixed manner,”

please discuss any impact this construction may have on the ID’s
findings.

80 Fed. Reg. 55873 (Sept. 17, 2015).

? See Garmin Respondents’ Petition for Review of the Final Initial Determination (“Garmin
Pet.”). ‘

3 See Complainants’ Contingent Petition for Review of the Final Initial Determination (“Johnson
Outdoors Pet.”).

* See Complainants’ Response to Respondents’ Petition for Review of the Final Initial
Determination (“Johnson Outdoors Resp.”); Garmin Respondents’ Reply to Complainants’
Contingent Petition for Review of the Final Initial Determination (“Garmin Resp.”).

5
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On September 21, 2015, the parties filed written submissions on the issues under review,
remedy, the public interest, and bonding.” On September 28, 2015, the parties filed reply
submissions.®
B. Patents and Technology at Issue

The technology at issue in this investigation generally relates to the field of marine sonar
imaging or scanning systems, an arrangement in which a beam of sound energy is used to image
a narrow slice of the underwater environment.

The 952 patent entitled “Sonar Imaging System for Mounting to Watercraft” issued on
January 26, 2010. *952 patent (JX-1). The patent describes a “sonar imaging system
compris[ing] a transducer coupled to the watercraft and having at least one side scanning element
and at least one bottom scanning element, an electronic control head unit coupled to the
transducer and configured to display sonar images.” *952 patent (JX-1) at Abstract. The U.S.
Patent and Trademark Office (“Patent Office”) ordered reexamination of the *952 patent on
November 14, 2011, and issued amended claims on July 10, 2013, (JX-0007 (°952
Reexamination) at 7131 (July 10, 2013 Office Action). Johnson Outdoors owns the patent and
has asserted claims 1, 2, 17, 25, 26, 31, 32, 35, 36, 41-43, 53, and 56 in this investigation. See

ID at 9-14.

> See Garmin’s Written Submission on the Issues Under Review Identified in the Notice of
Commission Determination to Review the Final Initial Determination in Part (“Garmin Br.”);
Complainants’ Initial Written Submission in Response to the Commission September 11, 2015
Notice (“Johnson Outdoors Br.”).

6 See Garmin’s Response to Complainant’s Written Submission on the Issues Under Review
Identified in the Notice of Commission Determination to Review the Final Initial Determination
in Part (“Garmin Rep. Br.”); Complainants’ Reply to Respondents’ Initial Written Submission in
Response to the Commission September 11, 2015 Notice (“Johnson Outdoors Rep. Br.”).

6
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The *825 patent entitled “Side Scan Sonar Imaging System with Boat Position on Display”
issued on May 4, 2010. ’825 patent (JX-2). The patent describes a system for use with a boat to
provide underwater sonar images which includes a left side scan sonar transducer for
transmitting left side scan sonar pulses and for receiving left side scan sonar return signals and a

- right side scan sonar transducer for transmitting right side scan sonar pulses and for receiving

right side scan sonar return signals. Id. The Patent Office ordered reexamination of the *825
patent on November 14, 2011, and issued amended claims on April 26, 2013. (JX-0008 (*825
Reexamination) at 86). Johnson Outdoors owns the patent and has asserted claims 1, 5, 7, 8, 21,
22,24,25,28 and 29 in this investigation.

The *974 patent entitled “Side Scan Sonar Imaging System with Enhancement” issued on
July 13, 2010. 974 patent (JX-3). The patent generally discloses a system for use with a boat to
provide underwater sonar images that includes a left side scan sonar transducer for transmitting
left side scan sonar pulses and for receiving left side scan sonar return signals, a right side scan
sonar transducer for transmitting right side scan sonar pulses and for receiving right side scan
sonar return signals, and signal processing circuitry for processing the left and right side scan
sonar return signals to produce side scan image data. Id. The Patent Office ordered
reexamination of the *974 patent on November 14, 2011, and issued amended claims on April
26,2013. (JX-0009 (’974 Reexamination). Johnson Outdoors owns the patent and has asserted
claims 14, 18, 21-23, 25, and 33 in this investigation.
C. Products at Issue

The accused products include Garmin sonar imaging devices. For a complete list of

accused products, see the ID at 19.
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III. ISSUES UNDER REVIEW
A. Construction of the Claim Term “Mounted to a Boat”
The claim term “mounted to a boat” appears in each of the asserted claims of the *952
~and *974 patents.” Independent claim 36 of the *952 patent, which is representative of the
asserted claims of the *952 patent, recites:
36. A sonar imaging system, comprising:

a transducer assembly mounted fo a boat, the transducer assembly
including:

a housing; and

first and second side scan acoustic elements positioned within the
housing to transmit first and second side scan sonar beams comprising
side scan sonar pulses to first and second sides of the boat,
respectively, and to receive side scan sonar returns, each side scan
acoustic element having a rectangular shape with a total length of
about three inches to about seven inches and a total width of about
0.125 inches to about 0.5 inches to produce side scan sonar beams
having a narrow width in the direction of the length of said side scan
acoustic elements and a wide width in a plane perpendicular to the
direction of the length and each side scan acoustic element being
mounted within the housing and oriented at a depression angle of
between about 20 degrees and about 40 degrees; and

an electronic control head operatively coupled to the transducer
assembly by a cable to control the side scan acoustic elements, the
electronic control head including a user interface having a liquid
crystal display (L.CD) for displaying side scan sonar images that
provide details of underwater articles and bottom and contain
shadows based upon the first and second side scan sonar returns
respectively received by the first and second side scan acoustic
elements, wherein the electronic control head contains all of the

7 We note that the asserted claims of the *825 patent save for claim 29 recite “boat-mounted.” It
appears that the parties discussed “boat-mounted” and “mounted to a boat” interchangeably. See,
e.g., ID at 70.
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electronic circuitry for transmitting the side scan sonar beams and
receiving the side scan Sonar returns.

’052 patent re-exam, col.7 11.6-36 (claim 36) (emphasis added).

Independent claim 14 of the 974 patent, which is representative of the asserted claims of

* the "974 patent, recites:

14. A sonar system for use with a boat to provide enhanced underwater images,
the system comprising:

a left side scan sonar transducer positioned within a housing mounted to
the boat for transmitting a left side scan sonar beam of pulses and for
receiving left side scan sonar return signals, wherein the left side scan

- sonar transducer has a total length of up to about seven inches and a total
width of up to about 0.5 inches, and wherein the left side scan sonar beam
of pulses [are] is directed downward and laterally outward to a left side of
a boat, the left side scan sonar beam having a narrow horizontal width and
a wide vertical width;

a right side scan sonar transducer positioned within the housing for
transmitting a right side scan sonar beam of pulses and for receiving right
side scan sonar return signals, wherein the right side scan sonar transducer
has a total length of up to about seven inches and a total width of up to
about 0.5 inches, and wherein the right side scan sonar beam of pulses
[are] is directed downward and laterally outward to a right side of the boat,
the right side scan sonar beam having a narrow horizontal width and a
wide vertical width;

signal processing circuitry for processing the left and right side scan sonar
return signals to produce side scan image data;

a user interface including user inputs and a display; and

a digital processor for providing signals to the display to show an
enhanced underwater image that provides details of underwater articles
and bottom and contains shadows, wherein the digital processor, in
response to a user input, performs an image enhancement algorithm upon
the side scan image data to produce the enhanced underwater image.



PUBLIC VERSION

1. Applicable Law on Claim Construction

Claim construction begins with the plain language of the claim. Claims should be given
their ordinary and customary meaning as understood by a person of ordinary skill in the art,
viewing the claim terms in the context of the entire patent. Phillips v. AWH Corp., 415 F.3d

1303, 1312-13 (Fed. Cir. 2005), cert. denied, 546 U.S. 1170 (2006).

In some instances, claim terms do not have a particular meaning in a field of art, and
claim construction involves little more than the application of the widely accepted meaning of
commonly understood words. Phillips, 415 F.3d at 1314. “In such circumstances, general
purpose dictionaries may be helpful.” Id. In many cases, however, claim terms have a
specialized meaning, and it is necessary to determine what a person of skill in the art would have
understood the disputed claim language to mean. Id. “Because the meaning of a claim term as
understood by persons of skill in the art is often not immediately apparent, and because patentees
frequently use terms idiosyncratically, the court looks to ‘those sources available to the public
that show what a person of skill in the art would have understood disputed claim language to
mean.’” Id. (quoting Innova/Pure Water, Inc. v. Safari Wate;* Filtration Sys., Inc., 381 F.3d 1111,
1116 (Fed. Cir. 2004)). The public sources identified in Phillips include “the words of the
claims themselves, the remainder of the specification, the prosecution history, and extrinsic
evidence concerning relevant scientific principles, the meaning of technical terms, and the state
of the art.” Id.

In cases in which the meaning of a claim term is uncertain, the specification usually is the
best guide to the meaning of the term. Id. at 1315. As a general rule, the particular examples or

embodiments discussed in the specification are not to be read into the claims as limitations.

10
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Markman v. Westview Instruments, Inc., 52 F.3d 967, 979 (Fed. Cir. 1995) (en banc), aff’d, 517
U.S. 370 (1996). Yet, the specification is always highly relevant to the claim construction
analysis, and is usually dispositive. Phillips, 415 F.3d at 1315 (quoting Vitronics Corp. v.
Conceptronic, Inc., 90 ¥.3d 1576, 1582 (Fed. Cir. 1996)). “The construction that stays true to
- the claim language and most naturally aligns with the patent’s description of the invention will
be, in the end, the correct construction.” Id. at 1316.

If the intrinsic evidence does not establish the meaning of a claim, then extrinsic evidence
may be considered. Extrinsic evidence consists of all evidence external to the patent and the
prosecution history, and includes inventor testimony, expert testimony, and learned treatises.
Phillips, 415 F.3d at 1317. Inventor testimony can be useful to shed light on the relevant art. In
evaluating expert testimony, a court should discount any expert testimony that is clearly at odds
with the intrinsic evidence of the patent, i.e., the claims themselves, the written description, and
the prosecution history. Id. at 1318. Extrinsic evidence may be considered if a court deems it
helpful in determining the true meaning of language used in the patent claims. /d.

2. ThelD

The ALJ construed the claim term “mounted to a boat” to mean “attached to a bottom
surface of the boat,” stating that the claim term “should be given its plain and ordinary meaning
of ‘attached to a bottom surface of the boat’ as the term is defined within the patent claims.”® 1D
at 38 (citing JX-0001 (°952 patent) at 1:35-37 (“transducer mounted to a bottom surface of the
vessel through the water” (emphasis added by ALJ)). The ALJ rejected Johnson Outdoors’

proposed construction of “proximately secured to the boat in a fixed manner.” Id. The ALJ

¥ As discussed infia, the ID does not in fact rely on any definition found “within the patent
claims,” but instead relies on language in the specification describing the prior art.

11
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found that the construction proposed by Johnson Outdoors “leads to more confusion than clarity,
i.e., it is not clear what ‘proximately secured’ means” and that “Johnson Outdoors points to
nothing in the specification that would provide any guidance as to what it would mean to be
‘proximately secured.”” Id. Garmin did not offer a construction, arguing that the claim term
- should be given its plain and ordinary meaning. Id.

3. Garmin’s Petition

Garmin accuses the ALJ of adopting a construction that no party advanced and for which
no party presented any argument or evidence in its briefing or at the hearing. Garmin Pet. at 8-9.
Garmin states that “the ALJ coined his own construction of ‘mounted to a boat’ based on a single
sentence in the 952 Patent specification,” and that single sentence, argues Garmin, appears in
the Background of the Invention and describes the prior art, not the invention. Id. at 9.
Specifically, Garmin observes that the ALJ relied on a passage stating that “[t]he sound waves
travel from a transducer mounted to a bottom surface of the vessel through the water” to find that
the “mounted to boat” limitation means “attached to a bottom surface of the boat.” Id. (citing ID
at 38 (citing JX-0001 (952 Patent) at col.1 11. 35-37)). Garmin argues that the ALJI’s
construction is contrary to the express disclosures of the specification and thus legally erroneous.
Id. Garmin points to the “The Detailed Description of the Invention” and argues that it
“explicitly states that mounting to a watercraft includes devices that are not directly attached to a
boat, let alone the bottom surface of a boat.” Id. at 10 (citing JX-0001 (952 Patent) at col.11 LL
22-30 (“For example, mounting to a watercraft is not intended to be limiting to devices that are
directly attached to the watercraft but would include devices attached to motors (such as trolling

motors) attached to the watercraft and the like.”)

12
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Garmin asserts that the specification reveals at least three different locations in which the
claimed sonar system may be mounted, disclosing that “it would also be advantageous to provide
a sonar imaging system mountable to a motor (such as a trolling motor), a transom of the
watercraft, or to the hull of the watercraft.” Id. (citing JX-0001 (952 Patent) at col. 1 1. 59-61).
- Garmin argues that regarding “the first of these, the undisputed testimony of the lead inventor
David Betts established that a so-called ‘trolling motor’ is a small electric motor mounted on a
pole which in turn is attached to a boat (usually at the front of the boat) and which can be raised
or lowered into the water.” Id. (citing Betts Tr. 342:1-343:4). Garmin adds that “Mr. Betts
further agreed that mounting a sonar system on a pole in this fashion is described in his patent.”
Id. at 343:5-9. Garmin contends that “[w]ith respect to the third mounting location mentioned in
the patent—the transom—that is the rear surface of the boat and not the bottom surface.” Id.
(citing CX-0023C (Miller WS) at Q/A 160).

Garmin further contends that the patent discloses that the transducer housing can be
coupled to the watercraft “by any of a variety of methods” and points to the following
embodiments described in the patent: (1) through a “mounting bracket that is coupled to a
trolling motor,” JX-0001 (952 Patent) at col. 5 1. 40-41; (2) “through the hull of the
watercraft,” for example “with a support shaft passing through a hole in the hull,” id. at col.5 1.
41-44; and (3) coupling the mounting members “to a bracket that is coupled to a transom of the
watercraft.” Id. at col. 5 11; 44-46. Garmin argues that the ALJ’s construction impermissibly
reads out both the first and third embodiments because in the first embodiment, the transducer is
mounted to the watercraft through a trolling motor and not attached to the bottom of the boat;

and in the third embodiment, the transducer is mounted to the transom (side) of the watercraft

13
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and not attached to the bottom of the boat. Garmin Pet at 11 (citing Anchor Wall Sys., Inc. v.
Rockwood Retaining Walls, Inc., 340 F.3d 1298, 1308 (Fed. Cir. 2003) (citations omitted) (“[A]
claim construction that excludes a preferred embodiment . . . is rarely, if ever correct and would
require highly persuasive evidentiary support.”).

Garmin finds additional support from the prosecution history and argues that in making
arguments of commercial success to overcome obviousness rejections, “the applicants repeatedly
described their commercial product which was transom-mounted as embodying the invention.”
Id. at 12 (citing JX-0004 (°952 File History) at 100 (Attachment A to May 14, 2007 Amendment)
(referring to “[c]hoices of transom, trolling motor, and thru-hull mounting transducer options™),
129-30 (Dec. 10, 2007 Davison Decl.), 140 (Dec. 10, 2007 Gibson Decl.), 161 (Ex. 8 to Dec. 10,
2007 Gibson Decl.), 208 (Dec. 10, 2007 Amendment). Garmin further argues that a declaration
by one of the inventors explaining the purpose of boat mounting makes clear that the transducer
can be attached to a trolling motor which in turn is attached to the bow of the boat:

A significant factor in our design was the decision to
mount the transducer to the boat so that the transducer
had a fixed position with respect to the boat, and had a
fixed orientation with respect to the direction of travel
of the boat. This could be achieved by mounting the
transducer to the transom of the boat, or could be
achieved by mounting the transducer to a bow mount
trolling motor. In both cases, the position of the
transducer with respect to the boat is fixed, and in both
cases the orientation of the transducer to the direction
of travel of the boat is fixed. Although the bow mount
trolling motor can pivot in order to change the direction
of motion of the boat, the orientation of the trolling
motor (and therefore the attached transducer) is always
aligned with the direction of travel of the boat.

1d. (citing JX-0004 (°952 File History) at 178—79 (Dec. 10, 2007 Betts Decl.). Thus, Garmin
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contends that the prosecution history confirms the specification’s teaching that the limitation
“mounted to a boat” is not limited to attachments to the bottom surface of a boat. Id.

Commenting on the Commission’s intention to construe the claim limitation to mean
“proximately secured to the boat in a fixed manner” (See 80 Fed. Reg. 55872-74 (Sept. 17,
- 2015)), Garmin asserts that the Commission’s intended construction “would introduce fatal
uncertainty” into the meaning of the claim term because of the word “proximate.” Garmin Br. at
1. Specifically, Garmin argues that the construction will render the claim limitation indefinite
because, allegedly, “there is no guidance provided as to how close a device must be to the hull of
a vessel in order to be ‘proximate.’” Id. at 5-6 (citing Nautilus, Inc. v. Biosig Instruments, Inc.,
134 S. Ct. 2120 (2014)). Garmin states that the intrinsic evidence of the patent does n(;f indicate
the distance between a transducer assembly and the hull of vessel and that the embodiments
disclosed in the patents “focus on the mannér in which devices of the claimed invention are
mounted—by direct or indirect attachment to the watercraft as opposed to being towed at the end
of a cable—rather than the distance from the vessel’s hull at which they are located.” Id. at 6-7
(emphasis omitted).

4. Johnson Outdoors’ Response

In response to Garmin’s argument that the Commission’s intended construction would
render the claim limitation indefinite, Johnson Outdoors argues that Garmin has waived any
argument that adoption of the proposed construction, “proximately secured to the boat in a fixed
manner,” will render the claim limitation indefinite because Garmin did not present that
argument to the ALJ when Johnson Outdoors proposed that construction. Johnson Outdoors

Rep. Br. at 1. Johnson Outdoors explains that Garmin has known about that proposed
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construction since February 6, 2015, but until now has never argued that any aspect of the
proposed construction was indefinite. /d.

In any event, Johnson Outdoors contends that “the meaning of ‘proximately’ is informed
with reasonable certainty by the intrinsic and extrinsic evidence.” Id. Specifically, Johnson

- Outdoors points out that the *974 patent discloses several ways of mounting a transducer

assembly to a boat, and in each of the mounts, “the transducer assembly is secured proximately
to the boat, which permits the side scan sonar to transmit beneath and to both sides of the boat.”
Id. at 3 (citing *974 patent, Fig. 1, col. 511.41-55). Johnson Outdoors also points to the
prosecution history which states that “[t]he head unit is connected by cable to the transducer
which is often mounted on the transom of a boat or banded to a trolling motor, so that when in
use, the transducer is always slightly beneath the surface and has a smooth flow of water around
it.” Id. at 6 (citing *952 prosecution history at 408).

Johnson Outdoors notes that the term “proximate” is found in over 100,000 patent claims
and that “[i]t is a well-accepted term to express a qualitative distance relationship.” Id. at 7
(citing search results of USPTO Patent Database). |

5. Analysis

The Commission determined to review the ID’s construction of the claim term “mounted
to a boat” to mean “attached to a bottom surface of the boat,” and indicated its intention to
construe the limitation to mean “proximately secured to the boat in a fixed manner.” See 80 Fed.
Reg. 55872-74 (Sept. 17, 2015). On review, the Commission finds that the ID incorrectly
construed the claim term “mounted to a boat” to mean “attached to a bottom surface of the boat.”

ID at 38. While mounting the sonar imaging system to the bottom surface of the boat may be the
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ideal location, by requiring that the imaging system be attached to a bottom surface of the boat
the ID impermissibly limited the claim’s scope. The Commission has determined to adopt the
construction proposed by Johnson Outdoors before the ALJ, and construes the limitation
“mounted to a boat” to mean “proximately secured to the boat in a fixed manner.”

The ID reasoned that “the term ‘mounted to a boat’ should be given its plain and ordinary
meaning of “attached to a bottom surface of the boat” as the term is defined within the patent
claims.” ID at 38 (citing (JX-0001 (952 patent) at col. 1 11.25-27 (“transducer mounted to a
bottom surface of the vessel through the water” (emphasis added by ID)). But the definition for
the claim term that the ALJ cites is found in the portion of the patent specification that describes
the prior art, not the claimed invention. Thus, the *952 patent states in the Background of the
Invention section that “[s]onar devices that transmit sound waves have been used previously to
obtain information about underwater articles, including fish, structures and obstructions, and the
bottom. The sound waves travel from a transducer mounted to a bottom surface of the vessel
through the water.” JX-0001 (°952 patent) at col. 1 11.23-27.

However, the specification goes on to state that it woﬁld be “advantageous to provide
sonar imaging system mountable to a motor (such as a trolling motor), a transom of the
watercraft, or to the hull of the watercraft.” JX-0001 (952 patent) at col. 111.59-61. The
specification further teaches that the housing of the imaging system can be attached to the boat in
“any of a variety of methods” and describes various methods for attaching the housing to the
boat:

The housing 24 is coupled to the watercraft 10 by any of a variety
of methods. The housing is coupled to the watercraft 10 so that

there are no obstructions to either side of the housing (i.e., to block
the operation or affect the performance of the acoustic elements).
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According to a preferred embodiment, the housing 24 is coupled to

the watercraft 10 along the centerline of the watercraft so that the

housing 24 extends about 0.25 inches below the watercratft.

According to an exemplary embodiment, mounting members 40 of

the top housing 36 are coupled to a mounting bracket 46 that is

coupled to a trolling motor. According to an alternative

embodiment, the mounting members 40 are mounted through the

hull of the watercraft 10 (e.g., with a support shaft passing through

a hole in the hull). According to an alternative embodiment, the

mounting members are coupled to a bracket that is coupled to a

transom of the watercraft 10. Alternatively, the housing may be

coupled to the watercraft at any of a variety of positions and at any

of a variety of depths below the surface of the water.
JX-0001 (°952 patent) at col.5 11.40-58. Thus, the ALJ’s limiting of the claim term “mounted to
a boat” to mean “attached to a bottom surface of the boat™ is contrary to the express teachings in
the patent.

In its response to Garmin’s petition, Johnson Outdoors approved of the ALJ’s
construction and pointed to disclosures in the intrinsic evidence showing the transducer mounted
to the bottom surface of a boat. In its comment on the Commission’s intention to adopt the
construction it proposed before the ALJ, Johnson Outdoors states that the construction is “based
upon the evidence of what a person of ordinary skill in the art would understand the term to
mean, as guided by the intrinsic record.” Johnson Outdoors Br, at 6. Yet, Johnson Outdoors
argues that “alternatively, the Commission could simply adopt the construction set forth in the
ID, and affirm the ID’s findings that were based on that construction.” Johnson Outdoors Rep.
Br. at 7. The issue, however, is not whether the patent discloses mounting the transducer to a
bottom surface of a boat. Indeed a basic tenet of patent law provides that particular examples or

embodiments discussed in the specification are not to be read into the claims as limitations.

Markman, 52 F.3d at 979. Thus the issue remains whether the patent requires mounting the
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transducer to a bottom surface. As discussed above, the patent does not so require.

The Commission finds that Johnson Outdoors’ proposal before the ALJ to construe the
claim term “mounted to a boat” as “proximately secured to the boat in a fixed manner” is correct
and finds support in the intrinsic evidence of the patent. The specification teaches that an
- objective of the invention is to “provide a sonar imaging system that is coupled to the watercraft,
rather than being coupled by a flexible cable and towed behind the watercraft.” JX-0001 (*952
patent) at col. 1 11.56-59. The specification further states that “[u]nlike using a towfish in which
data collection takes place at a fixed distance from the bottom . . . and in which the towfish
dynamics are decoupled from vessel motion in rough seas, the system of the present invention
compensates for these differences.” JX-0001 (952 patent) at col.2 11.55-60. In other words, the
invention contemplates that the sonar imaging device is closely secured to the watercraft. The
prosecution history confirms this understanding. In a declaration to the Patent Office, one of the
inventors explained that

A significant factor in our design was the decision to mount the
transducer to the boat so that the transducer had a fixed position
with respect to the boat, and had a fixed orientation with respect to
the direction of travel of the boat. This could be achieved by
mounting the transducer to the transom of the boat, or could be
achieved by mounting the transducer to a bow mount trolling
motor. In both cases, the position of the transducer with respect to
the boat is fixed, and in both cases the orientation of the transducer
to the direction of travel of the boat is fixed. Although the bow
mount trolling motor can pivot in order to change the direction of
motion of the boat, the orientation of the trolling motor (and
therefore the attached transducer) is always aligned with the
direction of travel of the boat.

JX-0004 (°952 File History) at 178-79 (Dec. 10, 2007 Betts Decl.). The prosecution history

further states that “[t]he head unit is connected by cable to the transducer which is often mounted
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on the transom of a boat or banded to a trolling motor, so that when in use, the transducer is
always slightly beneath the surface and has a smooth flow of water around it.” Id. at 408.

The ALJ, however, rejected the “proximately secured to the boat in a fixed manner”
construction, finding that it “leads to more confusion than clarity, i.e., it is not clear what
- ‘proximately secured’ means” and that “Johnson Outdoors points to nothing in the specification
that would provide any guidance as to what it would mean to be ‘proximately secured.’” ID at
38. Garmin makes a similar argument on review. See Garmin Br. at 8. We disagree because
based on the intrinsic evidence “proximately secured” is readily understood by persons skilled in
the art. “Proximate,” ubiquitous in legal writings as well as in patent claims,” is defined by
Black’s Law Dictionary as: “1. Immediately before or after; 2. Very near or close in time or
space.” Black’s Law Dictionary (8th ed. 2004). Similarly, Webster’s dictionary defines
proximate as “coming or happening immediately before or after something in a way that shows a
very close and direct relation.” Secured, in this context, simply means attached. Thus, the
construction would readily be understood to mean that the sonar imaging device must be closely
attached to the boat in a fixed manner. This construction caiatures the teaching in the patent that
the limitation excludes attachments far from the boat, such as towfish attachments, but is not
limited to direct attachment to the bottom surface of the boat. See CX-0023C (Miller WS) at
Q/A 138.

We note that Garmin’s main argument regarding the Commission’s proposed

construction is that it would render the claim limitation invalid for indefiniteness because of the

? As Johnson Outdoors notes, the word “proximate” or “proximately” has been used in over
100,000 patent claims since 1976. Johnson Outdoors Br. at 6 (attachingsearch results of USPTO
Patent Full-Text and Image Database for terms word “proximate” and/or “proximately” in claims
of patents issued since 1976).
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use of the word “proximate.” Garmin Br. at 2. In contrast, Johnson Outdoors states that
“substitution of Complainants’ ‘proximately secured to the boat in a fixed manner” for the ID’s
‘attached to a bottom surface of the boat’ as the meaning of ‘mounted to a boat’ does not change
any of the ID’s findings. Johnson Outdoors Br. at 1. As set forth above, an ordinarily skilled
- artisan would readily understand the construction. See CX-0023C (Miller WS) at Q/A 138.
Further, despite knowing of this construction before the hearing, Garmin never presented an
indefiniteness argument to the ALJ and cannot raise it at this late stage. Indeed the only
proposed construction of the claim term “mounted to a boat” before the ALJ was Johnson |
Outdoors’s proposed construction, and although Garmin raised numerous invalidity challenges, it
never contended that adoption of Johnson Outdoors proposed construction would render the
claim limitation invalid. Garmin has thus waived the argument. See Broadcom Corp. v. Int’l
Trade Comm 'n, 542 F.3d 894, 901 (Fed. Cir. 2008) (“Broadcom has therefore waived that

argument by failing to preserve it in the proceedings before the administrative law judgé).
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B. Infringement Findings'’

1. Applicable Law on Infringement

Direct infringement of a patent under 35 U.S.C. § 271(a) consists of making, using,
offering to sell, or selling a patented invention without consent of the patent owner or importing

- a patented invention into the United States without consent of the patent owner. Section 337
prohibits “the importation into the United States, the sale for importation, or the sale within the
United States after importation . . . of articles that infringe a valid and enforceable United States
patent . ...” 19 U.S.C. § 1337(a)(1)(B).

A deterfnination of patent infringement encompasses a two-step analysis. First, the court
determines the scope and meaning of the asserted patent claims, and then the properly construed
claims are compared to the allegedly infringing device. Advanced Cardiovascular Sys., Inc. v.
Scimed Life Sys., Inc., 261 F.3d 1329, 1336 (Fed. Cir. 2001). Each patent claim element or

limitation is considered material and essential to an infringement determination. See London v.

191 finding that the accused products fail to satisfy the “boat location” limitation recited in
the 825 patent, the ALJ stated that:

Moreover, the ALJ further construed the claim to mean that the
boat’s location was depicted by a boat icon or by a “0” marker.
Therefore, Johnson Outdoors’ argument that the “intersection of
the top and center lines of the image” (CRB at 43-44) satisfies the
claim limitation also fails as the alleged present location is not
identified by either a boat icon or a “0” marker.

ID at 58. To the extent that the ALJ found that the boat’s location in the accused products must
be the same as the boat icon or “0” marker in preferred embodiments of the *825 patent, the
Commission does not adopt that analysis. The Commission otherwise affirms the ALJ’s finding
that the accused products do not show the boat’s present location. See id. Similarly, to the
extent that the ALJ’s invalidity analysis for the 825 patent was based on a requirement that the
boat’s location be depicted by a boat icon or “0”” marker, the Commission does not adopt that
analysis. ID at 74.
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Carson Pirie Scott & Co., 946 F.2d 1534, 1538 (Fed. Cir. 1991). “Literal infringement of a
claim exists when each of the claim limitations reads on, or in other words is found in, the
accused device.” Allen Eng. Corp. v. Bartell Indus., 299 F.3d 1336, 1345 (Fed. Cir. 2002). To
prove direct infringement, the plaintiff must establish by a preponderance of the evidence that
- one or more claims of the patent read on the accused device either literally or under the doctrine
of equivalents. Scimed, 261 F.3d at 1336.

In a section 337 investigation, the complainant bears the burden of proving infringement
of the asserted patent claims by a preponderance of the evidence. Certain Flooring Products,
Inv. No. 337-TA-443, Commission Notice of Final Determination of No Violation of Section
337,2002 WL 448690 at 59, (March 22, 2002); Enercon GmbH v. Int’l Trade Comm 'n, 151 F.3d
1376 (Fed. Cir. 1998).

2. Analysis

The Commission agrees with the ALJ’s finding that Garmin failed to dispute that the
accused products satisfy the limitations of the asserted claims of the 974 patent except to argue
that (1) Johnson Outdoors cannot use demonstrative evidencé to prove infringement and, as such,
has failed to meet its burden and (2) Garmin’s Accused Products do not meet the “housing that is
substantially co-extensive with the length of the left and right side scan sonar transducers” for
the same reasons they do not meet the same limitations in the 952 and the *825 patents. ID at 60
(RIB at 135-137.)

As the ALJ found, Garmin’s arguments relating to Johnson Outdoors’ use of
demonstratives are unpersuasive because Johnson Outdoors does not rely only on demonstrative

evidence to prove infringement. Instead, Johnson Outdoors’ expert, Dr. Miller, testified as to
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how an exemplary Garmin Accused Product met each and every limitation of the claims and
referenced the demonstratives as necessary to aid in his testimony. Id. (citing CX-0023C at
Q&A 244-269). The Commission also agrees with the ALJ that Johnson Outdoors met its
burden of proving by a preponderance of the evidence that the Garmin accused products infringe
~claims 14, 18, 21-23, and 33 of the *974 patent. See id.; CX-0023C (Miller WS) at Q/A 162.
Neither Garmin nor Johnson Outdoors contends otherwise in their submissions to the
Commission. Indeed Garmin acknowledges that the evidence in the record shows that its
prbducts can be attacﬁed to a boat in three ways: (1) “through the hull of a boat (CX-0023C
(Miller 'WS) at Q/A 62, 160)”; (2) “transom mounted—mounted to the back of the boat using
two separate brackets between the transducer assembly and the back of the boat” CX-0023C
(Miller WS) at Q/A 160; CDX-0010C at 1, 4, and 6; and (3) “attached to a trolling motor—a
device for bass boats usually [that] is off the front of the boat, and it can be raised or lowered.”
Betts Tr. at 342:4-8. See Garmin Pet. at 13-15. In light of our finding that the claims do not
require attachment to a bottom surface, the undisputed evidence shows that the accused products
satisfy the “mounted to a boat limitation.” See ID at 60.

The Commission thus agrees with the ID’s infringement finding that the accused products
satisfy each element of claims 14, 18, 21-23, and 33 of the 974 patent. See ID at 60 (citing
CX-0023C at Q&A 251, 254-264, 268). The evidence the ALJ cites provides ample support. |
See id.

C. Invalidity Determination
Garmin argues that under the Commission’s proposed construction, the asserted claims of

the 952 and *974 patents are rendered obvious by the Imagenex SportScan System and
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anticipated and/or rendered obvious by the Imagenex Model 855 System. We disagree.

1. Applicable Law on Anticipation

Under 35 U.S.C. § 102(a), a patent is invalid for anticipation if it was “patented,
described in a printed publication, or in public use, on sale, or otherwise available to the public
- before the effective filing date of the claimed invention.” 35 U.S.C. § 102(a). “Anticipation is
established by documentary evidence, and requires that every claim element and limitation is set
forth in a single prior art reference, in the same form and order as in the claim.” Abbott Labs. v.
Sandoz, Inc., 544 F.3d 1341, 1345 (Fed. Cir. 2007). The Federal Circuit has held that ;‘[a] patent
is invalid for anticipation if a single prior art reference discloses each and every limitation of the
claimed invention. To be considered anticipatory, a prior art reference must describe the
applicant’s “claimed invention sufficiently to have.placed it in possession of a person of ordinary
skill in the field of the invention.” Helifix Ltd. v. Blok-Lok, Ltd.,208 F.3d 1339, 1346 (Fed. Cir.
2000) (quoting In re Paulsen, 30 F.3d 1475, 1479 (Fed. Cir. 1994)). Anticipation is a question
of fact. Texas Instruments, Inc. v. U.S. Int’l Trade Comm’n, 988 F.2d 1165, 1177 (Fed. Cir.
1993). |

2. Whether the Imagenex Model 855 System Anticipates the Asserted Claims of the
’952 and ’974 Patents

i. ThelID

The ID found that the Imagenex Model 855 qualifies as prior art because it was available

for sale before the *952 patent priority date. ID at 95
11. But the ID found that Garmin failed to prove that the
Imagenex Model 855 brochure (RX-0025C) qualifies as a prior art reference because in addition

to the fact that the brochure [[ 1], the record evidence does not show

25



PUBLIC VERSION
that the brochure was distributed to anyone. Id. [[
11
With respect to the 974 patent, Garmin argued that the asserted claims of the *974 patent
are invalid in view of the Imagenex Model 855 System for the same reasons the 952 and
* the "825 patents are invalid. ID at 79 (citing RIB at 138-139). The ALIJ, however, found that
Garmin failed to “set forth any claim by claim analysis and instead relies on its arguments set
forth for the *952 and the *825 patents.” Id. at 78-79. Yet, the ALJ found that “the claims for the
asserted claims of the 974 patent are different from those of the *952 and the ’825 patents.” Id.
at 78. Because Garmin failed to set forth argument relating specifically to the claims of the *974
patent, the ALJ found that Garmin failed to prove by clear and convincing evidence that the
asserted claims of the 974 patent are also invalid. Id.
With respect to the merits, the ALJ found that the Imagenex Model 855 does not disclose
a “transducer assembly mounted to a boat” as required by the asserted claims. ID at 70.
Specifically, the ALJ found that the evidence shows that the Imagenex Model 855 is [[
11 Id. (citing RX-0025C
(Model 855 System Brochure). The ALJ further found that the evidence shows that the
Imagenex Model 855 is designed to be towed under the water behind a boat. Id. (citing RX-
0025C at 0006). The ALIJ also found that the evidence shows that the Imagenex Model 855 is
1l
RX-0025C (Figure 1 Depiction from Model 855 System

Brochure 11-11
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1l

- RX-0025C (Figure 1 Depiction from Model 855 System Brochure)

The ALJ noted his construction of the claim term “mounted to a boat” to mean “attached

to a bottom surface of the boat” and concluded that [[

11 1d (citing RX-0025C).
Based on the evidence, the ALJ determined that the Imagenex Model 855 fails to disclose the
“transducer assembly mounted to a boat” limitation and thus fails to anticipate the asserted
claims of the 952 and *974 patents.
The ALJ also found that the Imagenex Model 855 does not disclose “the claimed 30
degree depression angle in some of the asserted claims of the *974 patent.” 1D at 78-79.
Specifically, the ALJ found that “Garmin cites to no evidencé, aside from the conclusory

testimony of its expert, to support its contentions” that [[

1] Id. (citing RIB at 138.) The ALJ found neither argument persuasive. Id.
il. Garmin’s Petition
Garmin takes issue “with the way in which the ALJ applied his claim construction to the
correctly determined facts to reach the conclusion that hull mounting does not satisfy the

limitation ‘mounted to a boat.”” Garmin Pet. at 25. According to Garmin, “[h]ull mounting
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means mounting the transducer to the hull of a boat, [[

1l
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Id. at 26 (citing RX-0025C (Model 855 System Brochure) at 0005 (emphasis added by Garmin)).
Garmin further argues that “hull mounting is a different type of mounting than strut mounting”

and that the

1]
RX-0025C (Model 855 System Brochure) at 0001. Garmin contends that “that form of mounting

is no different than mounting a sidescan sonar device to a trolling motor which is attached to a
boat by means of a pole, one of the embodiments expressly disclosed in the asserted patents” and
that the “proper construction of ‘mounted to a boat’ must certainly include pole mounting.” 7d.
(citing JX-0001 (°952 Patent) at col.1 1. 59—61). Garmin states that the “ALJ’s erroneous
conclusion regarding mounting to a boat was the sole reason for finding no anticipation by the
Imagenex Model 855” and because in Garmin’s view, the ALJ’s construction is legally
erroneous, the Commission should reverse and hold that the *952 and *974 patents are invalid for
anticipation. Id. (citing ID at 7071, 79).
iii.  Johnson Outdoors’ Response

Johnson Outdoors asserts that consistent with the ALJ’s finding, the “patentability of the

Asserted Patents was confirmed prior to this investigation in three separate reexamination

proceedings by at least ten patent examiners experienced in the sonar art.” Johnson Outdoors
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Resp. at 18. Johnson Outdoors explains that despite Garmin generically referring to Imagenex
Model 855 to suggest that it identifies a particular prior art product, there is no specific Imagenex
Model 855 model. Id. Instead, according to Garmin, “it was a product line of a Canadian
Company, Imagenex Corporation, which included many different types of sonar components”

and that “Garmin’s invalidity assertions regarding the [[

1] Id at 19. Johnson Outdobrs argues that “it is legally
improper to regard them as a single prior art product; rather, each mﬁst be considered
separately.” Id. (citing Kyocera Wireless Corp. v. Int’l Trade Comm’n, 545 F.3d 13;10, 1351-52
(Fed. Cir. 2008) (affirming the ITC’s determination that eleven separate GSM specifications did
not constitute a single prior art reference for § 102 purposes)).

Responding to Garmin’s anticipation argument under § 102(a), Johnson Outdoors argues
that no evidence shows that either of the “two modules was ever boat mounted in the United
States (or elsewhere, for that matter), as required by all of thé asserted claims of the patents.” Id.

at 20. According to Johnson Outdoors, “[t]he evidence shows that both of these two modules

[l
11 1.

11; RX-1691 (Johnson Dep.) 13:2-3; Calder, Tr. 733:11-

736:10). Johnson Outdoors adds that the evidence shows that the Model 855 transducers were
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designed for towing. Id. at 21. As explained by Johnson Outdoors, “the particular dual
transducer side scan sonar modules upon which Garmin relies as prior art have a fully circular
housing, as well as a hydrodynamic body” and that “[t]hese are design features specific to
towing, not boat mounting.” Id. (citing Miller, Tr. 260:9-23; Calder, Tr. 727:16-731:23;[[
1D.

Johnson Outdoors also contends that the ALJ correctly concluded that the brochure that
Garmin relies on does not qualify as prior art, because the brochure was not generally available
and is not a printed publication. /d. at 22-26. Johnson Outdoors asserts that “there is no
probative testimony of dissemination or distribution of RX-0025C” and “there is no independent
evidence corroborating that RX-0025C was in fact made available [[ 11.” Id. at 23.
Johnson Outdoors further asserts that “there is no evidence from the document itself that it is a
printed publication” and that “RX-0025C contains no copyright notice or publication date; and it
contains no printer indicia.” Id. at 24. Johnson Outdoors argues that Gamin never “produced an
original printed version of RX-0025C; only electronic versions were made available” and the
“electronic versions of RX-0025C do not appear to be image;,s made from a physical brochure”
but “consistent with a word processing document.” Id. Johnson Outdoors adds that Garmin
never “produced an actual, bound and printed version of RX-0025C, or offered the testimony of
anyone who had ever received one.” Id. at 24-25. Johnson Outdoors also supports the ALJ’s
finding that even if RX-0025C were prior art, “it does not disclose boat- or strut-mounting of its
pictured dual transducer side scan sonar modules.” Id. at 26-29.

iv.  Analysis

The Commission finds that the ALJ did not err in finding that Garmin failed to prove by
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clear and convincing evidence that the Imagenex Model 855 anticipates the asserted claims of
the *974 patent. The Commission affirms the ALJ’s finding that the Imagenex Model 855
brochure (RX-0025C) does not qualify as a prior art reference because the record does not reveal
that the Imagenex Model 855 brochure was distributed to anyone and the brochure contains no
- date of publication. ID at 95 (citing RX-0026C at 276-280). Garmin states in a footnote that
“It]he ALJ determined that the Model 855 System is prior att and relied on the Model 855
brochure to describe the .system. ID at 70. Like the ALJ, Garmin is relying on the Model 855
brochure to describe the system.” Garmin Pet. at 25 n.2. Garmin’s argument, which suggests
that the ALJ discarded his specific finding that the brochure is not prior art, is disingenuous. The
ALJ found that the Imagenex Model 855 models themselves were prior art but made the specific
finding that the brochure RX-0025C did not qualify as prior art. 1D at 95. The ALIJ referenced
the Imagenex Model 855 brochure to make the point that even if it qualified as prior art, it did
not disclose the claims of the asserted patents. See ID at 95. In our view, Garmin’s reliance on
the brochure as a prior art reference is improper.

The physical samples of the Model 855 products tha£ Garmin relied upon do not disclose
the “mounted to a boat” limitation. We agree with Johnson Outdoors that the evidence shows
that the Model 855 transducers were designed for towing. We also agree with Johnson Outdoors

that the record evidence shows that the “Model 855 transducers [[

11 See [[
11;
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RX-1691 (Johnson Dep.) 13:2-3; Calder, Tr. 733:11-736:10). Indeed, Garmin does not rely on
the physical samples but relies exclusively on the RX-0025C brochure to make its case. As
discussed above, this is improper.’

Moreover, Garmin does not argue that the Model 855 system by itself discloses the “30

- degree depression angle” limitation recited in claims 22 and 27 of the 974 patent. Anticipation,

however, “requires that every claim element and limitation is set forth in a single prior art
reference, in the same form and order as in the claim.” Abbott Labs. v. Sandoz, Inc., 544 F.3d
1341, 1345 (Fed. Cir. 2007).

3. Applicable Law on Obviousness

Under 35 U.S.C. § 103, a patent is valid unless “the differences between the subject
matter sought to be patented and the prior art are such that the subject matter as a whole would
have been obvious at the time the invention was made to a person having ordinary skill in the art
to which said subject matter pertains.” 35 U.S.C. § 103. A patent is presumed to be valid, and
included within the presumption of validity is a presumption of non-obviousness. Structural
Rubber Prods. Co. v. Park Rubber Co., 749 ¥.2d 707, 714 (fed. Cir. 1984).

Obviousness is a question of law based on underlying facts, as set forth in Graham v.
John Deere Co., 383 U.S. 1 (1966). “The Graham factors are (1) the scope and content of the
prior art, (2) the difference between the prior art and the claimed invention, (3) the level of
ordinary skill in the field of the invention, and (4) any relevant objecﬁve considerations.”
Soverain Software LLC v. NewEgg, Inc., 705 F.3d 1333, 1336 (Fed. Cir. 2013). “The Graham

Court explained that ‘the ultimate question of patent validity is one of law.”” Id. (citing Graham,

' We discuss the ALI’s waiver finding regarding the *974 patent in the next section under
obviousness.
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383 U.S. at 17).
“Generally, a party seeking to invalidate a patent as obvious must demonstrate ‘by clear
and convincing evidence that a skilled artisan would have been motivated to combine the
teaching of the prior art references to achieve the claimed invention, and that the skilled artisan
- would have had a reasonable expectation of success in doing s0.”” OSRAM Sylvania, Inc. v. Am.
Induction Techs., Inc., 701 F.3d 698, 706-707 (Fed. Cir. 2012) (quoting Pfizer, Inc. v. Apotex,
Inc., 480 F.3d 1348, 1361 (Fed. Cir, 2007)); see also Amgen, Inc. v. F. Hoffman—LA Roche Ltd.,
580 F.3d 1340, 1362 (Fed. Cir. 2009). “The Supreme Court has warned, however, that, while an
analysis of any teaching, suggestion, or motivation to combine known elements is useful to an
obviousness analysis, the overall obviousness inquiry must be expansive and flexible.” OSRAM,
701 F.3d at 707. A proper obviousness analysis requires at least consideration of two factors:
(1) whether the prior art would have suggested to those of ordinary skill in
the art that they should make the claimed composition or device, or carry
out the claimed process; and (2) whether the prior art would also have
revealed that in so making or carrying out, those of ordinary skill would
have a reasonable expectation of success. Both the suggestion and the
reasonable expectation of success must be founded in the prior art, not in
the applicant’s disclosure.

Velander v. Garner, 348 F.3d 1359, 1363 (Fed. Cir. 2003) (internal citations omitted).

The critical inquiry in determining the differences between the claimed invention and the
prior art is whether there is a reason to combine the prior art references. See C.R. Bard v. M3
Sys., 157 F.3d 1340, 1352 (Fed. Cir. 1998). For example:

[A] patent composed of several elements is not proved obvious merely by
demonstrating that each of its elements was, independently, known in the

prior art. Although common sense directs one to look with care at a patent
application that claims as innovation the combination of two known

devices according to their established functions, it can be important to
identify a reason that would have prompted a person of ordinary skill in

34



PUBLIC VERSION

the relevant field to combine the elements in the way the claimed new

invention does. This is so because inventions in most, if not all, instances

rely upon building blocks long since uncovered, and claimed discoveries

almost of necessity will be combinations of what, in some sense, is already

known.
KSR Int’l Co. v. Teleflex, Inc., 550 U.S. 398, 418-19 (2007) (emphasis added). The Federal

- Circuit case law previously required that, in order to prove obviousness, the patent challenger

had to demonstrate, by clear and convincing evidence, that there is a “teaching, suggestion, or
motivation” to combine. The Supreme Court rejected this “rigid approach” employed by the
Federal Circuit in KSR Int’l Co. v. Teleflex Inc., 500 U.S. 398, 415 (2007). The Court stated:

When a work is available in one field of endeavor, design incentives and

other market forces can prompt variations of it, either in the same field or

a different one. If a person of ordinary skill can implement a predictable

variation, § 103 likely bars its patentability. For the same reason, if a

technique has been used to improve one device, and a person of ordinary

skill in the art would recognize that it would improve similar devices in

the same way, using the technique is obvious unless its actual application

is beyond his or her skill.
KSR, 550 U.S. at 417. The Federal Circuit has harmonized the KSR opinion with many prior
circuit court opinions by holding that when a patent challenger contends that a patent is invalid
for obviousness based on a combination of prior art references, “the burden falls on the patent
challenger to show by clear and convincing evidence that a persoh of ordinary skill in the art
would have had reason to attempt to make the composition or device, or carry out the claimed
process, and would have had a reasonable expectation of success in doing so.” PharmaStem
Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d 1342, 1360 (Fed. Cir. 2007) (citing Medichem S.A. v.
Rolabo S.L., 437 F.3d 1175, 1164 (Fed. Cir. 2006)).

Generally, a prior art reference that teaches away from the claimed invention does not

create a prima fucie case of obviousness. In re Gurley, 27 F.3d 551, 553 (Fed. Cir. 1994). “A
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reference may be said to teach away when a person of ordinary skill, upon reading the reference,
would be discouraged from following the path set out in the reference, or would be led in a
direction divergent from the path that was taken by the applicant.” Id.

“Secondary considerations,” also referred to as “objective evidence of non-obviousness,”

- must be considered in evaluating the obviousness of a claimed invention, but the existence of

such evidence does not control the obviousness determination. Graham, 383 U.S. at 17-18. A
court must consider all of the evidence under the Graham factors before reaching a decision on
obviousness. Richardson-Vicks Inc., 122 F.3d at 1483-84. Objective evidence of non-
obviousness may include evidence of the commercial success of the invention, long felt but
unresolved needs, failure of others, copying by others, teaching away, and professional acclaim.
See Perkin-Elmer Corp. v. Computervision Corp., 732 F.2d 888, 894 (Fed. Cir. 1984), cert.
denied, 469 U.S. 857 (1984); Avia Group Int'l, Inc. v. L.A. Gear California, 853 F.2d 1557, 1564
(Fed. Cir. 1988); In re Hedges, 783 F.2d 1038, 1041 (Fed. Cir. 1986); Kloster Speedsteel AB v.
Crucible Inc., 793 F.2d 1565 (Fed. Cir. 1986), cert. denied, 479 U.S. 1034 (1987). The burden
of showing secondary considerations is on the patentee and, 'in order to accord objective
evidence substantial weight, a patentee must establish a nexus between the evidence and the
merits of the claimed invention; a prima facie case is generally set forth “when the patentee
shows both that there is commercial success, and that the thing (product or method) that is
commercially successful is the invention disclosed and claimed in the patent.” In re GPAC Inc.,
57 F.3d 1573, 1580 (Fed. Cir. 1995); Demaco Cofp. v. I. Von Langsdorff Licensing Ltd., 851
F.2d 1387, 1392 (Fed. Cir. 1988), cert. denied, 488 U.S. 956 (1988); Certain Crystalline

Cefadroxil Monohydrate, Inv. No. 337-TA-293, Comm’n Op. (March 15, 1990). Once a
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patentee establishes nexus, the burden shifts back to the challenger to show that, e.g.,
commercial success was caused by “extraneous factors other than the patented invention, such as
advertising, superior workmanship, etc.” Id. at 1393.
At all times, the burden remains on the defendant to establish by clear and convincing
- evidence that the patent is obvious. In re Cyclobenzaprine Hydrochloride Extended—Release
Capsule Patent Litig., 676 F.3d 1063, 1077-78 (Fed. Cir, 2012).

4. Whether the Model 855 System or Sportscan System Renders the Asserted
Claims of the ’952 and *974 Patents Obvious

ii. ThelD

The Model 855 System

As noted above, the ALJ found that the Imagenex Model 855 qualifies as prior art
because it was available for sale before the *952 patent priority date, and he found that Garmin
failed to prove that the Imagenex Model 855 brochure (RX-0025C) is a prior art reference as a
printed publication. ID at 95 [[

11. Specifically, the ALJ found that the record fails to show that the Imagenex Model 855

brochure (RX-0025C) was distributed to anyone and that the brochure [[

1]. Thus, the ALJ found
that the RX-0025C brochure does not qualify as prior art, and consistent with that finding,
concluded that the following illustrations from the brochure that Garmin relied upon do not

qualify as prior art to support a showing of obviousness by clear and convincing evidence:[[
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11 .

The ALJ further found that even if the Imagenex Model 855 brochure was taken as a
prior art reference, Garmin still failed to prove by clear and convincing evidence that the 952
patent is invalid as obvious in view of the Imagenex Model 855 and/or the Imagenex Model 855
brochure. Id. at 95-96. With respect to mounting the Imagenex Model 855 onto a boat, the ALJ

found that the Imagenex Model 855 brochure describes [[
11 Id. at 96. The ALJ found the [[
1] 1d. The ALIJ further found

that [[

1l Id (citing CX-0792C at QA 192). The ALJ
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further found that the Imagenex Model 855 teaches away from attaching the Imagenex Model
855 to a bottom surface of a boat because [[
1] using the Imagenex Model 855 away from the surface of the boat.'> 4"

The SportScan System

With respect to the SportScan system, the ALJ found that Garmin’s obviousness
contentions are facially inadequate and, thus, Garmin failed to prove by clear and convincing
evidence that the 952 patent is invalid as obvious in view of the SportScan system. Id. at 90.
The ALJ observed that concerning mounting the SportScan onto a boat, “Dr. Miller testified that
a person ‘using merely the exercise of ordinary skill” could have mounted the tail taken off of the
SportScan to a boat.” Id. at 91 (citing Miller Tr. 190:7-11). But the ALJ found that “the record
does not provide any evidence that the SportScan was designed to be mounted to a boat nor that
the SportScan tail section could be removed and mounted to a boat.” Id. at 91 (citing Calder Tr.
744:24 —745:2). The ALJ further found that “the record shows the SportScan was not sold with
boat-mounting hardware but only with a tow cable and none of the SportScan publications refer
to using the device with struts, poles or hull attachments.f’ Id. (citing Calder Tr. 743:2-8).

The ALJ concluded that “the record shows attempting to mount the removed tail section

of the SportScan may have been a reasonable thing to try” but that “[e]vidence of obviousness,

12 While the Commission disagrees with the ALJ that the claim limitation requires “attachment to
the bottom surface of the boat,” the Commission adopts the ALJ’s reasoning because it also
supports the Commission’s requirement that the imaging device be “proximately secured” to the
boat. Aside from the finding that the Imagenex Model 855 brochure is not prior art, the ALJ
found that the disclosures in the Imagenex Model 855 place the imaging device far from the boat
and thus do not meet the “mounted to a boat” limitation.

3 The Commission notes that the ALJ also found that Imagenex Model 855 failed to disclose
other claim limitations of the 952 patent. See, e.g., ID at 96-97. As noted above, the
Commission adopts all of the ALJ’s findings that are not inconsistent with this opinion.
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especially when that evidence is proffered in support of an ‘obvious-to-try’ theory, is insufficient
unless it indicates that the possible options skilled artisans would have encountered were ‘finite,’
‘small,” or ‘easily traversed,” and that skilled artisans would have had a reason to select the route
that produced the claimed invention.” Id. (citing In re Cyclobenzaprine Hydroschloride

- Extended-Release Capsule Patent Litigation, 676 ¥.3d 1064, 1072 (citing Ortho—McNeil Pharm.,
Inc. v. Mylan Labs., Inc., 520 F.3d 1358, 1364 (Fed. Cir. 2008)). The ALJ found that “[n]othing
in Dr. Miller’s testimbny sheds light on why a skilled artisan would have cut the tail off of the
SportScan and mounted the tail to a boat” and that “the absence of such testimony suggests that
skilled artisans had no reason to take this course of action.” Id. The ALJ further stated that even
though “a POSITA could have tried to cut off the tail section of the SportScan and mount the tail
to a boat, relying on this ‘obvious-to-try’ theory to support an obviousness finding is
impermissible.” Id. (citing Cyclobenzaprine, 676 F.3d at 1071-72).1

The ’974 patent

Regarding the 974 patent (and the *825 patent), the ALJ observed that “Garmin simply
asserts that the asserted claims of these patents are invalid.” }ID at 99. The ALJ noted that he
addressed Garmin’s arguments as anticipation arguments and stated that “[i]t is not clear whether
Garmin argues that the asserted claims of these two patents are also obvious in light of the
individual references aside from including a heading for secondary considerations of non-
obviousness” and that he would “not guess Garmin’s arguments or even attempt to ‘glean’ the
obviousness arguments from its briefs.” Id. (pointing to RIB at 125-135; 137-140). The ALJ

further stated that “[a] simple assertion that the asserted claims are ‘invalid” does little to shed

4 The Commission notes that the ALJ also found that SportScan system failed to disclose other
claim limitations. See, e.g., ID at 92, 72.
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any light on whether such invalidity is based on 35 U.S.C. § 102, 103 or some other section, e.g.,
112.”” Thus the ALJ concluded that “Garmin has not made any obviousness arguments for
the *825 and the 974 patents.” Id. The ALIJ noted that “even assuming that Garmin made
obviousness arguments, those arguments fail for the same reasons set forth above.” Id.

a. Garmin’s Petition

The Model 855 System and SportsScan System

Garmin argues that the ALJ’s finding that it would not have been obvious to mount either
the SportScan towfish or the transducer housing of the Imagenex Model 855 to a boat is
erroneous for three reasons. Garmin Pet. at 27. First, Garmin contends that the ALJ committed

(113

legal error in determining that an “‘obvious-to-try’ theory to support an obviousness finding is
impermissible.” Id at 28 (citing ID at 91). According to Garmin, “the ALJ correctly found the
undisputed record evidence is that a person “using merely the exercise of ordinary skill” could
have mounted the tail taken off of the SportScan to a boat, and that “attempting to mount the
removed tail section of the SportScan may have been a 1‘easonab1§ thing to try.” Id. (citing ID at
91). Yet, the ALJ found the evidence insufficient to show oBViousness. ID at 91. Garmin
argﬁes that “[t]he proper focus for obviousness is not whether the record ‘provide[s] any
evidence that the SportScan was designed to be mounted to a boat’ but rather whether “the
combination of familiar elements according to known methods is likely to be obvious when it
does no more than yield predictable results.” Id. (citing KSR Int’l Co. v. Teleflex Inc., 550 U.S.
398, 416 (2007)).

Garmin contends that under KSR, one shows that “an invention is obvious by showing

that a combination of elements is ‘obvious to try’ where, as here, “there is a design need or
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market pressure to solve a problem and there are a finite number of identified, predictable
solutions.” Id. (citing KSR, at 402). Garmin adds that under KSR, “a person of ordinary skill in
the art has good reason to pursue the known options within his or her technical grasp” and that if
“this leads to the anticipated success, it is likely the product not of innovation but of ordinary
- skill and common sense.” Id. (citing KSR, at 402—-03). Garmin argues that David Betts, a named
inventor of the asserted patents testified that there was a design need for a commercially
successful sidescan transducer. Id. at 28-29 (citing Betts Tr. at 308:4-7; CX-0085C (Betts WS)
at Q/A 27-29). Garmin further argues that no dispute exists that “scanning ‘sonar in towfish were
known at the time of the alleged inventions, and had been mounted to a boat” and that “there are
only a finite number of ways of mounting a sonar assembly: it can be mounted directly to the
hull of a boat; attached to a boat by means of a pole; or deployed in a towfish.” Id. at 29 (citing
Betts Tr. at 411:5-14; JX-0001 (°952 Patent) at col.1 1. 34-35, 56-57). Garmin adds that “it was
within the technical grasp of a person skilled in the art around the time of the invention to attach
a towfish like the SportScan to a boat, as the ALJ acknowledged.” Id. 29-30 (citing ID at 91;
Miller Tr. at 189:5-11; 190:3-11. |

Garmin takes issue with the ALJ’s reliance on “a chemical compound case, In re
Cyclobenzaprine Hydrochloride Extended-Release Capsule Patent Litigation” and argues that
there “the Federal Circuit distinguished between: (1) obviousness based on the pursuit of “known
options” from a “finite number of identified predictable solutions” and (2) urging an obviousness
finding by “merely throw[ing] metaphorical darts at a board” in hopes of arriving at a successful
result” where “the prior art gave either no indication of which parameters were critical or no

direction as to which of many possible choices is likely to be successful.” Id. at 30-31 (citing
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Cyclobenzaprin, 676 F.3d 1063, 1070 (Fed. Cir. 2015) (quotation marks omitted)). According to
Garmin, this case “involves the former and not the latter” and “[i]f a person of ordinary skill can
implement a predictable variation, § 103 likely bars its patentability.” Id. (citing KSR, 550 U.S.
at 418).

Second, Garmin argues that Johnson Outdoors represented to the Patent Office that
“mounting towfish to a boat was known in the prior art” and that this representation contradicts
the ALJ’s determination of non-obviousness. Garmin Pet. at 31. According to Garmin, the
patentees initially presented “mounting a side scan sonar in a boat” as the point of novelty of
their invention but changed course and clarified during the reexamination proceedings that boat-
mounted side scan sonar was known in the prior art. Id. (citing JX-0005 (952 Patent File
History) at 0097-98; Betts Tr. at 410:25-411:10 (discussing prior art having sidescan
“transducers attached to the keel of a boat); 413:24-414:2; 417:4—418:2 (discussing prior art
showing “hull-mounted or over-the-side mounted” side scan systems); J X-OOO7 (’952 Reexam)
at 1234-35 (Jan. 17, 2012 Patent Owner’s Statement and Amendment Under 37 C.F.R. § 1.530).
JX-0007 (°952 Reexam) at 1605 (June 6, 2012 Affidavit of D. Betts). Garmin states that Mr.
Betts, a named inventor on the patents, “admitted during the Hearing in this Investigation that he
did not invent boat-mounted transducer assemblies for sidescan sonar” and testified as follows:

Q. Now, I’m not representing that all these are boat-mounted sidescan

transducers, Mr. Betts. But was this at the point in time when you had

realized that you were not the first one to invent a boat-mounted
transducer assembly for sidescan sonar?

A, Yes.
Betts Tr. at 425:3-8.

Q. In 2003, taking a sonar sidescan system in a towfish, was it within the
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ordinary skill to be able to mount that to a boat?

A. You would need some capability and some -- and a person of ordinary
skill in the art could figure it out. It would take some time, but they could-
- they could do it.

Miller Tr. at 189:5-11; Garmin Pet at 32-33

Finally, Garmin argues that the “ALJ erred in finding that mounting sidescan sonar to a
boat was not known because he found in connection with Garmin’s inequitable conduct defense,
that there was a “convention in the art at the time of the inventions of mounting long side scan
elements to a boat.” Garmin Pet. at 32 (citing ID at 104).

Garmin also argues that the “ALIJ further erred in finding, for purposes of obviousness,
that the brochure for the Imagenex Model 855 had not been shown to be prior art.” Id. Garmin
states that “[i]n view of the other evidence in the record, the teaching of the brochure is not
necessary to reach a legal conclusion of obviousness.” Id. Yet, Garmin argues that “the ALJ
himself relies on the brochure for purposes of finding no anticipation” (ID at 70) and that “the

unrebutted testimony of the witness from Imagenex, Mr. Gordon Kristensen, [[

117 Id. (citing RX 1692C (Aug. 31, 2011
Kristensen Dep. Tr.) at 26-29. Garmin further argues that “the very same information contained
in the brochure with respect to boat mounting was also included in the user’s manual for the
Model 855 system” and that “the record includes both testimony and documentary sales records
establishing that the user’s manual was provided to Imagenex customers in the United States
many years before the priority date for the asserted patents.” Id. (citing RX- 1692C (2011

Kristensen Dep. Designations) at 27:13-19, 118:9-123:6.
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The ’974 Patent

Garmin states that it did not waive its obviousness arguments as to the *974 patent as the
ALJ found but that it “argued in its prehearing brief and posthearing briefs that the asserted
claims were obvious.” Garmin Pet. at 57 (citing Compls. Br. at 126-30, 137-139; Compls.
- Reply Br. at 45-60).
b. Johnson Outdoors’ Response

The Mode] 855 System

For the “mounted to a boat” limitation, Johnson Outdoors relies on similar arguments it
made in connection with anticipation (discussed above).

The SportScan System

Johnson Outdoors explains that both the Model 855 system and SportScan system are
dual transducer side scan towﬁsh marketed by Imagenex, and that like the Model 855 brand
products, “Garmin improperly combined separate devices and documents—some of which are
not even prior art—to form each of its alleged prior art SportScan‘ ‘systems.”” Johnson Outdoors
at 42-43 (citing CX-0792C (Miller Rebuttal Witness Statemént) at QA 7,9, 58, 190). Johnson
Outdoors contends that treating each of Garmin’s refereﬁces separately, as mandated by law
(citing Kyocera, 545 F.3d at 1351-52), “Garmin has failed to show how any of its SportScan
references that constitute prior art discloses each and every element of any asserted claim.” Id. at
43 (citing CX-0792C (Miller Rebuttal Witness Statement) at QA 3).

Johnson Outdoors argues.that the record evidence supports the ALJ’s finding that “the
SportScan clearly does not disclose a ‘transducer assembly mounted to a boat’ as required by the

asserted claims.” Id. at 43 (citing ID at 69). Johnson Outdoors points out that “Mr. Martin, a
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real world third-party user of a SportScan towfish that Garmin itself had purchased, did not
mount it to a boat” and “in fact, he still needed two Humminbird fishfinders to fish.” Id. at 44
(citing Calder, Tr. 743:9-744:23). Johnson Outdoors also points to evidence that the “SportScan
towfish was not sold with boat-mounting hardware, but was sold with a tow cable” and that the
- SportScan manual only instructs towing, not boat-mounting.” Id. (citing Calder, Tr. 743:6-8;
RX-0048C; JX-0007 at Exhibit Pg. 6095). Johnson Outdoors further observes that “Imagenex’s
other publications do not refer to mounting a SportScan towfish to a boat, or for that matter, with
struts or poles.” Id. (citing Calder, Tr. 743:2-5).

Johnson Outdoors states that the ALJ correctly determined that Garmin’s “obvious-to-
try” thebry failed. Id. at 48 (citing ID at 91). As Johnson Outdoors explains, Garmin’s
“obvious-to-try” theory is that “one of ordinary skill could have tried to cut off the tail section of
the SportScan and mount it to a boat.” Id. Johnson Outdoors contends that it is “beside the point
whether it was physically possible for a person of ordinary skill to mount a SportScan towfish to
a boat” and that as the ALJ found, “Garmin did not put forth clear and convincing evidence that
would “shed|[] light on why a skilled artisan would have cut ;the tail off of the SportScan and
moﬁnted the tail to a boat.” Id. Johnson Outdoors further argues that contrary to Garmin’s
assertion (Pet. 28), “the ALJ did not focus merely on the unequivocal fact that the SportScan
towfish—a torpedo-like object over two feet long (see Pet. 21; RX-0049)—was not designed to
be mounted to a boat.” Id. at 48-49. Rather, Johnson Outdoors contends that “there was
insufficient proof that the skilled artisan would have been motivated to mount it.” Id. at 49

Johnson Outdoors states that KSR does not help Garmin. Id. According to Johnson

Outdoors, the very patent that Garmin relies on, the Kietz patent (U.S. Patent No. 3,005,973),
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shows that the conventional wisdom taught against mounting short side scan transducers, like
those found in the Imagenex Model 855 or SportScan towfish to a boat. Id. at 49. Johnson
Outdoors points to the Patent Office’s statement during reexamination of the patents that “any
suggestion of SportScan to reduce the size of side-scan transducers to the claimed size in
- embodiment (1) [of the Kietz patent, referring to the long hull-mounted transducers] would teach
away from the invention of Kietz.” Id. (citing JX-0007 (952 Reexamination File History) at
Exhibit Pg. 7058. Johnson Outdoors further argues that “the idea of putting two side scan
acoustic elements in one container (such as in some towfish) was thought to preclude hull
mounting.” Id. (citing CX-0792C (Miller Rebuttal Witness Statement) at QA 42).

Johnson Outdoors explains that “[b]ecause a goal was to obtain clear views on both sides
of the boat, a single container having two acoustic elements had to be located to the bottom of
the keel, or require structural addition to the boat itself” and that “[a] towfish mounted on a hull
of a fishing boat would cause drag and impede its normal operation, and cause turbulence and
other noise, such as bubbling and cavitation, which would inhibit the sonar’s acoustic operation.”
1d. (citing CX-0023C (Miller Direct Witness Statement) at QA 48). Thus, Johnson Outdoors
explains that “hull mounts were generally contained in two separate enclosures, as shown in the
Kietz patent: one attached to the left side of the boat, one to the right side, so as to clear the
keel.” Id. (citing CX-0792C (Miller Rebuttal Witness Statement) at QA 42). According to
Johnson Outdoors, “transom mounts were unheard of for side scan sonars.” Id. (citing Betts, Tr.
398:7-11). Johnson Outdoors disagrees with Garmin’s argument that “the known options were
within the technical grasp of a person skilled in the art” (Pet. 30), arguing that “even if a skilled

artisan were able to attach a towfish to a boat, Garmin did not prove that one would have been
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motivated to do so, as the ALJ so found.” Id. (citing ID at 91).

Johnson Outdoors further argues that the ALJ’s obviousness finding does not contradict
any of his other findings. Johnson Outdoors at 51. Johnson Outdoors states that the “ALJ
correctly observed that there was a “convention in the art at the time of the inventions of
- mounting long side scan elements to a boat.” Id. (citing ID at 104). Johnson Outdoors
emphasizes that the “convention was mounting long side scan elements to a boat, not any side
scan elements, and particularly not short side scan element such as in the Model 855 or
SportScan towfish.” Id.

iil.  Analysis

The ALJ’s obviousness finding is not in error. Obviousness is a question of law based on
underlying facts, and here the ALJ credited the testimony of Johnson Outdoors’ experts over
Garmin’s experts. In light of the lack of physical evidence supporting Garmin’s position, the
ALJ’s rejection of its expert testimony is not error.

Patents generally enjoy a presumption of validity, which must be overcome by clear and
convincing evidence. The asserted patents here have underéone extensive reexamination at the
Patent Office, and the Patent Office, using a broadest reasonable interpretation of the claims
standard, has found them valid. In our view, the ALJ correctly found that Garmin failed to meet
its burden of proving by clear and convincing evidence that these patents are invalid in view of

the Imagenex Model 855 system or the Imagenex SportScan System.'® Both the Model 855

55 n its petition for review, Garmin relies on only these two references and has therefore
abandoned reliance on any other references. See Garmin Pet. at 7 (Garmin respectfully requests
that the Commission review whether the Asserted Patents are invalid over two prior art systems:
the Imagenex SportScan System and the Imagenex Model 855 system).

48



PUBLIC VERSION

system and SportScan system are dual transducer side scan towfish marketed by Imagenex, a
Canadian Company that markets many different types of sonar components. See RPX-003; RX-
0026C.0276-0280, 0311.

For the Model 855 system, as discussed above, we agree with the ALJ that the primary
- reference on which Garmin relies, the Imagenex Model 855 brochure (RX-0025C) does not
qualify as a prior art reference because the record does not show that the Imagenex Model 855
brochure was distributed to anyone and the brochure contains no date of publication. ID at 95
(citing RX-0026C at 276-280); RX-0025C. Thus, to substantiate its obviousness argument in
light of the Model 855 System, Garmin must rely on the actual physical products themselves.
Yet, the evidence shows that the Model 855 systems were designed for towing. Calder, Tr.
727:8-15; RX-1691 (Johnson Dep.) 13:2-3; Calder, Tr. 733:11-736:10; [[

11. No
evidence shows that the Model 855 systems were designed to be boat mounted or were ever boat
mounted in the United States, as required by the asserted claims. Indeed, Garmin does not rely
on the physical products to show obviousness, but relies exciusively on the Model 855 brochure
(RX-0025 C), which does not qualify as prior art. |

Garmin argues that the ALJ erred in finding that the Model 855 brochure is not prior art
and that “the very same information contained in the brochure with respect to boat mounting was
also included in the user’s manual for the Model 855 system.” Garmin Pet. at 33. As discussed
above, we agree with the ALJ that the Model 855 brochure does not qualify as prior art. A
comparison of the user manual to the brochure shows that the two documents differ with respect

to boat mounting. Moreover, Garmin did not cite to the manual before the ALJ. Compare RX-
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0025C with RX-0026.0194-2-0274.

Concerning the SportScan System, it appears that Garmin misunderstands the
significance of the ALJ’s “obvious to try” position. The primary import of the ALJ’s discussion
is his finding that “[n]othing in Dr. Miller’s testimony sheds light on why a skilled artisan would

- have cut the tail off of the SportScan and mounted the tail to a boat” and that “the absence of
such testimony suggests that skilled artisans had no reason to take this course of action.” ID at
91. That is, while it may have been possible to try, Garmin failed to show why one of ordinary
skill would have mounted the tail taken off of the SportScan to a boat. Yet, Garmin, relying on
KSR, contends that “an invention is obvious by showing that a combination of elements is
‘obvious to try’ where, as here, ‘there is a design need or market pressure to solve a problem and
there are a finite number of identified, predictable solutions.”” Garmin Pet. at 29-30 (citing KSR
at 402). Garmin then alleges that “it was within the technical grasp of a person skilled in the art
around the time of the invention to attach a towfish like the SportScan to a boat.” Id. (citing ID
at 91; Miller Tr. at 189:5—1 1; 190:3—11). Garmin has it wrong. The evidence shows that it was
not obvious to mount short side scan transducers, like those found in the Imagenex Model 855 or
SportScan towfish to a boat. Indeed, as the Patent Office concluded during reexamination of tﬁe
patent, the prior art taught away from such a design. See Kietz patent (U.S. Patent No.
3,005,973); JX-0007 (952 Reexamination File History) at Exhibit Pg. 7058 (“any suggestion of
SportScan to reduce the size of side-scan transducers to the claimed size in embodiment (1) [of

~ the Kietz patent, referring to the long hull-mounted transducers] would teach away from the
invention of Kietz.”).

We disagree with Garmin that Johnson Outdoors’ representation to the Patent Office that
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“mounting a towfish to a boat was known in the prior art” contradicts the ALJ’s determination of
non-obviousness. See Garmin Pet. at 31. We note that the Patent Office during in depth
reexamination proceedings granted the patent even though it was aware of Johnson Outdoors’s
representation. The ALJ noted that there was a “convention in the art at the time of the
- inventions of mounting long side scan elements to a boat.” ID at 104. As Johnson Outdoors
emphasizes the “convention was mounting /ong side scan elements to a boat, not any side scan
elements, and particularly not short side scan element such as in the Model 855 or SportScan
towfish.” Johnson Outdoors Resp. at 48-49 (emphasis in original); Betts, Tr. 398:7-11.

Secondary Considerations

Moreover, even though the ALJ did not rely on secondary considerations, the
overwhelming evidence in the record of secondary considerations, i.e., commercial success,
praise by others, long-felt need, and copying, including by Garmin itself, point to the non-
obviousness of the claimed inventions. See Apple Inc. v. Int’l Trade Comm ’'n, 725 F.3d 1356,
1365 (Fed. Cir. 2013) (objective evidence of non-obviousness “guards against the use of
hindsight because it helps ‘turn back the clock and place the claims in the context that led to their

invention’”’) (internal citations omitted); Johnson Outdoors Resp. at 60-73. Indeed, [[

1] JX-0089C at 1; CX-0023C (Miller Direct Witness Statement) at Q107-108; CX-0122C
(Grindle Witness Statement); Grindle Tr. at 95:2-97:8, 131:25-132:11; CX-0131 (Gibson

Witness Statement at QA 12-16, 38; Gibson Tr. at 166:12-17, 167:17-21; CX-0151 (Parker
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Witness Statement) at QA 36.

The record also contains evidence of industry recognition and praise. See CX-0131
(Gibson Witness Statement) at QA 17-29; CX-0023C (Miller Witness Statement) at Q 82, 94-
121; CX-0151 (Parker Witness Statement). The record further contains evidence that the
- products satisfied a long-felt need. See CX-0023C (Miller Witness Statement) at Q 83; CX-0151
(Parker Witness Statement); Korte, Tr. 588:20-589:7.

The *974 Patent

Garmin states that it did not waive its obviousness arguments as to the *974 patent, as the
ALJ found, but that it “argued in its prehearing brief and posthearing briefs that the asserted
claims were obvious.” Garmin Pet. at 57 (citing Compls. Br. at 126-30, 137-139; Compls.
Reply Br. at 45-60; ID at 99). Yet, Garmin cannot point to a detailed obviousness analysis of
the asserted claims of the ’974 patent in light of any prior art. Garmin bore the burden of
establishing by clear and convincing evidence that the asserted claims of the *974 patent were
invalid and it was incumbent upon Garmin to clearly present its argument. We agree with the
ALIJ that “[a] simple assertion that the asserted claims are ‘iﬁvalid’ does little to shed any light
on whether such invalidity is based on 35 U.S.C. § 102, § 103 or some other section, e.g., § 112.”
ID at 99. In any event, as detailed above, we agree with the ALJ’s findings on the merits as it
pertains to the *952 patent, and to the extent that Garmin relies on the same arguments for
the *974 patent, to the *974 patent as well.

V. REMEDY

A, Limited Exclusion Order

Where a violation of section 337 has been found, the Commission must consider the
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issues of remedy, the public interest, and bonding. Section 337(d)(1) provides that “[i]f the
Commission determines, as a result of an investigation under this section, that there is a violation
of this section, it shall direct that the articles concerned, imported by any person violating the
provision of this section, be excluded from entry into the United States ...” 19 U.S.C. § 1337
~(d)(1). The Commission has “broad discretion in selecting the form, scope, and extent of the
remedy.” Viscofan, S.A. v. U.S. Int’l Trade Comm’n, 787 F.2d 544, 548 (Fed. Cir. 1986). The
Commission may issue an exclusion order excluding the goods of the person(s) found in
violation (a limited exclusion order) or, if certain criteria are met, against all infringing goods
regardless of the source (a general exclusion order). The Commission also has authority to issue
cease and desist orders in addition to or in lieu of exclusion orders. See 19 U.S.C. § 1337(f).
The Commission generally issues cease and desist orders to respondents who maintain
commercially significant inventories of infringing products in the United States. See, e.g.,
Certain Laser Bar Code Scanners and Scan Engines, Components Thereof, and Products
Containing Same, Inv. No. 337-TA-551, Comm’n Opinion at 22 (June 14, 2007).

1. Summary of the Issue and Parties’ Arguménts

The ID included the ALJ’s recommended determination on remedy and bonding. The
ALJ recommended that in the event the Commission finds a violation of section 337, the
Commission should issue a limited exclusion order directed to Garmin’s accused products and
include a certification provision in the order. ID at 112-13.

Johnson Outdoors agrees with the ALJ that the Commission should issue a limited
exclusion order directed to Garmin’s accused products. Johnson Outdoors Br. at 55. Johnson

Outdoors notes that the ALJ recommended the inclusion of a certification provision and argues
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that if the Commission includes such a provision, the certification should include “a further
certification that all software related to any of the claimed side scan sonar signal and display
processing (including image enhancement) has been removed from its products or otherwise
disabled, and cannot be reinserted or re-enabled in any way after importation, for example by
- Garmin or its customers, dealers, distributors, pro-staff or affiliates, or end users.” Id. at 55.
Garmin argues that any remedial order should be limited to its “SideVu functionality that
are specifically found to infringe an asserted patent, and not the so-called chartplotters that
operate together with it.” Garmin Br. at 26. Garmin explains that while it imports some
chartplotters packaged with the accused Side Vu sonar transducers, it also imports other
chartplotters without the accused devices and that the ALJ found that the chartplotters do not
infringe. Id. at 26-30 (citing ID at 63). Thus, Garmin states that any exclusion order should
include a certification provision that allows it to certify to Customs that the products being
imported are not subject to the exclusion order. Id. at 29.
2. Analysis
As discussed above, the Commission agrees with the ALJ that a violation of section 337
has occurred with respect to certain asserted claims. The Commission thus issues herewith a
limited exclusion order directed to Garmin’s products that infringe those claims. The attached
limited exclusion order provides that:
Marine sonar imaging systems, products containing the same, and
components thereof that infringe one or more of claims 14, 18, 21-
23, and 33 of the 974 patent that are manufactured by, or on
behalf of, or are imported by or on behalf of Garmin International,
Inc.; Garmin North America, Inc.; Garmin USA, Inc.; and Garmin
Corporation or any of their affiliated companies, parents,

subsidiaries, agents, or other related business entities, or their
successors or assigns, are excluded from entry for consumption
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into the United States, entry for consumption from a foreign-trade
zone, or withdrawal from a warehouse for consumption, for the
remaining term of the patent, except under license of the patent
owner or as provided by law.

The limited exclusion order is similar to the order proposed by Johnson Outdoors except
that it does not contain a further certification that “all software related to any of the claimed side
| scan sonar signal and display processing (including image enhancement) has been removed from

its products or otherwise disabled, and cannot be reinserted or re-enabled in any way after
importation, for example by Garmin or its customers, dealers, distributors, pro-staff or affiliates,
or end users.” See Johnson Outdoors Br. at 55. Rather, as recommended by the ALJ, the
exclusion order includes the standard certification provision that allows Garmin to certify that,
under procedures to be specified by U.S. Customs and Border Protection, Garmin is familiar
with the terms of the exclusion order, that Garmin has made appropriate inquiry, and that, to the
best of Garmin’s knowledge and belief, the products being imported are not subject to the
exclusion order. The certification provision leaves to Customs the latitude to establish
procedures that it deems necessary to enforce the exclusion order. This will allow for efficient
administration and enforcement of the exclusion order given that only certain combinations of
accused products with infringing software and/or functionalities were found to infringe.
Including an additional certification provision would be unnecessary.
B. Cease and Desist Orders

1. Summary of the Issue and Parties’ Arguments

The ALJ also recommended issuance of cease and desist orders, finding that the‘partives

stipulated that Garmin maintains a commercially significant inventory of products in the United

States. ID at 113 (citing CIB at 149; Joint Stipulation Between Complainants and Respondents
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(Jan. 15, 2015)). The ALJ noted that Garmin does not appear to dispute the issuance of cease
and desist orders if a violation is found. Id. (citing RIB at 141-145).

Johnson Outdoors agrees with the ALJ’s recommendation that the Commission should
issue cease and desist orders because Garmin keeps commercially significant inventories of the
- accused products domestically. Johnson Outdoors Br. at 55. Johnson Outdoors notes that
Garmin did not oppose the imposition of a cease and desist order before the ALJ and does not
oppose their issuance in its briefing to Commission.

2. Analysis

The Commission accepts the ALJ’s recommendation and issues herewith cease and desist
orders under 19 U.S.C. §1337(f) directed to the domestic Garmin respondents: Garmin
International, Inc.; Garmin North America, Inc.; Garmin USA, Inc. all of Olathe, Kansas.

The Commission generally issues cease and desist orders when there is a commercially
significant amount of infringing imported product in the United States that could be sold so as to
undercut the remedy provided by an exclusion order. See, e.g., Certain Laser Bar Code
Scanners & Scan Engines, Components Thereof & Productsv Containing Same, Inv. No. 337-TA-
551, Comm’n Op. at 22-23 (June 14, 2007); Certain Display Controllers and Products
Containing Same, Inv. No. 337-TA-491/481, Comm’n Op. at 66 (Feb. 4, 2005). There is no
dispute that the domestic Garmin respondents have commercially significant inventories of
infringing products in the United States. See Joint Stipulation Between Complainants and
Respondents (Jan. 15, 2015). Thus, cease and desist orders are warranted. The attached
proposed cease and desist orders prohibit the domestic Garmin respondents from:

conducting any of the following activities in the United States:
importing, selling, marketing, advertising, distributing, transferring
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(except for exportation), and soliciting U.S. agents or distributors

for, marine sonar imaging systems, products containing the same,

and components thereof covered by one or more of claims 14, 18,

21-23, and 33 of U.S. Patent No. 7,755,974 (“the Asserted Patent™)

in violation of Section 337 of the Tariff Act of 1930, as amended

(19 U.S.C. § 1337).
The proposed cease and desist orders include the following standard exemption: if in a written
instrument, the owner of the patents authorizes or licenses such specific conduct, or such specific
conduct is related to the importation or sale of covered products by or for the United States.

Johnson Outdoors also requested issuance of a cease and’ desist order directed to Garmin
Corporation of New Taipei City, Taiwan (“Garmin Corp.”), the foreign respondent. The record
does not justify such a cease and desist order. Johnson Outdoors provided no evidence that
Garmin Corp. sells its products directly to U.S. consumers or maintains inventories in that
United States. Thus, a cease and desist order directed to Garmin Corp. is unsupported.'®
IV. THE PUBLIC INTEREST
Sections 337(d) and (f) of the Tariff Act of 1930, as amended, direct the Commission to

consider certain public interest factors before issuing a remedy. These public interest factors
include the effect of any remedial order on the “public health and welfare, competitive
conditions in the United States economy, the production of like or directly competitive articles in
the United States, and United States consumers.” 19 U.S.C. §§ 1337(d) and (f).

Johnson Outdoors argues that the public interest factors are not implicated in this

investigation and that a limited exclusion order directed to Garmin’s infringing products and

16 The Commission asked Johnson Outdoors to supply the names of known importers of the
Garmin products at issue in this investigation. See 80 Fed. Reg. 55872-74 (Sept. 17,2015). In
response, Johnson Outdoors did not identify any third party importers of the accused products.
See Johnson Outdoors Br. at 61.
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cease and desist orders would not be contrary to the public interest. Johnson Outdoors Br. at 57-
60. Specifically, Johnson Outdoors states that the accused Garmin products “do not serve any
essential public health, safety or welfare function.” Id. at 57. Johnson Outdoors further argues
that it “can provide a sufficient supply of like and directly competitive articles in the United
- States” and that it can fill any void in the market as a result of the remedial orders. Id.

We agree with Johnson Outdoors that the public interest factors are not implicated in this
investigation. Significantly, no evidence exists that United States demand for marine sonar
imaging systems cannot be met by Johnson Outdoors and non-infringing models offered by
others. Nor is there any evidence to indicate that the orders might have an impact on the public
health and welfare, competitive conditions in the United States economy, the production of like
or directly competitive articles in the United States, or U.S. consumers. Indeed, Garmin does not
‘argue that the public interest factors are implicated in this investigation. Thus, the Commission
finds that the public interest factors set out in section 337(d) and (f) do not preclude issuance of
the orders.

V. BOND

During the 60-day period of Presidential review, imported articles otherwise subject to
remedial orders are entitled to conditional entry under bond. 19 U.S.C. § 1337()(3). The amount
of the bond is specified by the Commission and must be an amount sufficient to protect the
complainant from any injury. Id.; 19 C.F.R. § 210.50(2)(3). The Commission frequently sets the
bond by calculating the difference in sales prices between the patented domestic product and the
infringing product or based upon a reasonable royalty. Certain Microsphere Adhesives, Process

For Making Same, and Products Containing Same, Including Self-Stick Repositionable Notes,
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Inv. No. 337-TA-366, Comm’n Op. at 24, USITC Pub. No. 2949 (Jan. 1996). In cases where the
record does not contain sufficient evidence upon which to base a determination of the
appropriate amount of the bond despite a complainant’s effort to adduce such evidence, the
Commission has set a 100 percent bond. See Certain Sortation Systems, Parts Thereof, and

- Products Containing Same, Inv. No. 337-TA-460, Comm’n Op. at 21 (Mar. 2003).
Complainants bear the burden of establishing the need for a bond amount in the first place.
Certain Rubber Antidegradants, Components Thereof, and Prods. Containing Same, Inv, No.
337-TA-533, Comm’n Op. at 39-40 (July 21, 2006); Certain Liquid Crystal Display Device and
Products Containing Same, Inv. No. 337-TA-631, Comm’n Op. at 25-28 (June 24, 2009) (citing
Certain Connecting Devices for Use with Modular Compressed Air Conditioning Units, Inv. No,
337-TA-587, 2008 ITC LEXIS 617, RD at *10 (Feb. 25, 2008) (It is fundamental to a price
differential analysis that the complainant seeking the imposition of a bond at least provide some
evidence of its own pricing, either to demonstrate the price differential or to demonstrate the
difficulty of such a task.)).

The ALJ noted Johnson Outdoors’ argument that “a Bond amount of 100% is appropriate
given the wide range of products accused of infringement and the difficulty in comparing the
prices of those products with the domestic industry products.” ID at 113 (citing CIB at 149-150).
The ALJ also noted Garmin’s argument that no bond should be imposed during the Presidential
Review Period but that “should the Commission determine that a bond is appropriate, then
Garmin argues that the bond should be set at 8% of the sale price of Garmin’s SideVii
transducer.” Id. (citing RIB at 143-145). The ALJ recommended that the Commission set a

bond in the amount of eight percent of entered value during the period of Presidential review. Id.
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at 114.

Johnson Outdoors argues that the ALJ’s recommended eight percent bond is arbitrary and
unduly low. Johnson Outdoors Br. at 56. Johnson Outdoors contends that the amount of bond
should be based on the “sales of all components of Garmin’s infringing system and not just the
~transducer.” Id. (emphasis omitted). Johnson Outdoors states that because there are a wide
range of Garmin products that infringe the asserted patents, a bond of 100 percent of entered
value should be set. Id. (citing Certain Neodymium-Iron-Boron Magnets, Inv. No. 337-TA-372,
Comm’n Op. on Remedy, the Public Interest, and Bonding at 15 (USITC May 1996).

Garmin argues that no bond should be set becauseJohnson Outdoors “failed to meet its
burden and effectively provided no evidence as to the appropriate bond to be used in this
Investigation if a violation is found.” Garmin Br. at 30 (citing Certain Liquid Crystal Display
Devices, Inv, No. 337-TA-631, Comm’n Op. at 11 (July 10, 2009). Garmin states that if the
Commission determines that a bond during the period of Presidential review is warranted, “the
appropriate measure for the bond here is 8% of the sale price of the Garmin’s Side Vu
transducers . . . but not on the chartplotter products that are l:;undled with the transducer or
chartplotters that are sold without the transducer.” Id. at 31. Garmin explains that “the purpose
of the bond is to protect a complainant from injury” and that “[c]onsistent with the law on
reasonable royalty damages, the bond rate here should be applied to the ‘smallest salable patent-
practicing unit” or “the portion of the value of that product that is attributable to the patented
technology.” Id. (citing VirnetX, Inc. v. Cisco Sys., Inc., 767 ¥.3d 1308, 1326-27 (Fed. Cir.
2014).

While the ALJ recommended a bond in the amount of eight percent of entered value, the
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ALJ does not cite to any evidence justifying such a bond, and Garmin’s analysis of the eight
percent bond relies primarily on attorney arguments. See ID at 113-114; Garmin Br, at 30-33;
Garmin Post-Hearing Brief at 143-45. Johnson Outdoors argues that to deter Garmin from
importing infringing products during the period of Presidential review, the amount of bond
- should be based on the “sales of all components of Garmin’s infringing system and not just the
transducer.” Johnson Outdoors Br. at 56. Yet as Garmin notes, the purpose of the bond is not to
deter importation but to protect a complainant from injury. See 19 C.F.R. §§ 210.42(a)(1)(ii),
210.50(a)(3); Certain Integrated Circuit Telecommunication Chips and Products containing
Same, Including Dialing Apparatus, Inv. No. 337-TA-337, USITC Pub. No. 2670, Comm’n Op.
at 41-43 (1995) (indicating that the bond should not be set “so high as to effectively prevent
importation during the Presidential review period.”). Importantly, Johnson Outdoors has failed
to present evidence to justify the imposition of a bond during the period of Presidential review.
Johnson Outdoors alleges that “there is a wide range of prices for those infringing products (from
$200 to about $3,000) and it is difficult to usefully compare the prices of the infringing products
to the domestic industry” but provides no evidence to substaﬁtiate its allegation. Johnson
Outdoor Br. at 56-57; Johnson Outdoors Post Hearing Br at 149-150. Thus, the Commission finds
that Johnson Outdoors has failed to meet its burden to establish that a 100% bond is appropriate. The

Commission has determined to impose a bond in the amount of zero during the period of Presidential

review.
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By order of the Commission.

CHF5>

Lisa R. Barton
Secretary to the Commission

~ Issued: December 17, 2015
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN MARINE SONAR IMAGING Investigation No. 337-TA-926
SYSTEMS, PRODUCTS CONTAINING
THE SAME, AND COMPONENTS

_ THEREOF

NOTICE OF COMMISSION DETERMINATION TO REVIEW A FINAL INITIAL
DETERMINATION FINDING A VIOLATION OF SECTION 337; SCHEDULE FOR
FILING WRITTEN SUBMISSIONS ON THE ISSUES UNDER REVIEW AND ON
REMEDY, THE PUBLIC INTEREST AND BONDING

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to review the final initial determination (“ID”) issued by the presiding administrative
law judge (“ALJ”) on July 13, 2015, finding a violation of section 337 of the Tariff Act of 1930,
as amended (19 U.S.C. § 1337), as to certain asserted patent claims in this investigation.

FOR FURTHER INFORMATION: Panyin A. Hughes, Office of the General Counsel, U.S.
International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436, telephone 202-
205-3042. Copies of non-confidential documents filed in connection with this investigation are
or will be available for inspection during official business hours (8:45 a.m. to 5:15 p.m.) in the
Office of the Secretary, U.S. International Trade Commission, 500 E Street, S.W., Washington,
D.C. 20436, telephone 202-205-2000. General information concerning the Commission may
also be obtained by accessing its Internet server (hilp.//www.usitc.gov). The public record for
this investigation may be viewed on the Commission’s electronic docket (EDIS) at

http://edis. usitc.gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission’s TDD terminal on 202-205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
August 21, 2014, based on a complaint filed by Johnson Outdoors Inc. of Racine, Wisconsin and
Johnson Outdoors Marine Electronics, Inc. of Eufaula, Alabama (collectively, “Johnson
Outdoors”). 79 Fed. Reg. 49536 (Aug. 21, 2014). The complaint alleges violations of section
337 of the Tariff Act of 1930, as amended (19 U.S.C. § 1337), in the importation into the United
States, the sale for importation, and the sale within the United States after importation of certain
marine sonar imaging systems, products containing the same, and components thereof by reason
of infringement of one or more of claims 1, 2, 17, 25, 26, 31, 32, 35, 36, 41-43, 53, and 56 of



U.S. Patent No. 7,652,952 (“the *952 patent™); claims 1, 5, 7, 8, 21, 22, 24, 25, 28, and 29 of U.S.
Patent No. 7,710,825 (“the 825 patent™); and claims 14, 18, 21-23, 25, and 33 of U.S. Patent No.
7,755,974 (“the *974 patent”). Id. The notice of investigation named the following respondents:
Garmin International, Inc.; Garmin North America, Inc.; Garmin USA, Inc. all of Olathe,
Kansas; and Garmin Corporation of New Taipei City, Taiwan (collectively, “Garmin”). Id. The
Office of Unfair Import Investigations is not a party to the investigation.

On January 30, 2015, the parties entered into a stipulation that the domestic industry
requirement was met. The parties also agreed to a stipulation regarding importation of Garmin
accused products. That same day, Johnson Outdoors filed two unopposed motions for summary

* determination: (1) that Garmin’s importation and sales satisfy the importation requirement and
(2) that Johnson Outdoors satisfies the domestic industry requirement. On March 24, 2015, the
ALJ granted Johnson Outdoors’ summary determination motions in Order Nos. 14 and 15,
respectively. The Commission determined not to review. See Notice of Commission
Determination Not to Review Two Initial Determinations Granting Unopposed Motions for
Summary Determinations of Importation and the Existence of a Domestic Industry That
Practices the Asserted Patents (April 22, 2015).

On July 13, 2015, the ALJ issued his final ID, finding a violation of section 337 by
Garmin in connection with claims 14, 18, 21, 22, 23, and 33 of the 974 patent. The ALJ found
no violation of section 337 in connection with the asserted claims of the 952 and 825 patents;
and claim 25 of the 974 patent. Specifically, the ALJ found that the Commission has subject
matter jurisdiction, in rem jurisdiction over the accused products, and in personam jurisdiction
over Garmin. ID at21. The ALJ further found that the accused products infringe asserted
claims 14, 18, 21, 22, 23, and 33 of the *974 patent but do not infringe the asserted claims of the
’952 and ’825 patents or claim 25 of the *974 patent. See ID at 55-57, 58-59, 60-62. The ALJ
also found that Garmin failed to establish by clear and convincing evidence that the asserted
claims of the 952, *825, or *974 patents were anticipated or rendered obvious by the cited prior
art references. See id. at 68-80, 89-100. Finally, the ALJ found that the *952, *825, and *974
patents are not unenforceable due to inequitable conduct and that the’952 patent is not invalid
under 35 U.S.C. § 102(f) for derivation. ID at 80-83, 100-109.

On July 27, 2015, Garmin filed a petition for review of the ID. That same day, Johnson
Outdoors filed a contingent petition for review of the ID. On August 4, 2015, the parties filed
responses to the petitions.

Having examined the record of this investigation, including the ALJ’s final ID, the
petitions for review, and the responses thereto, the Commission has determined to review the
final ID on all issues petitioned.

The parties are requested to provide any comments they may have as to the
Commission’s proposed construction below with reference to the applicable law and the
evidentiary record. In connection with its review, the Commission is particularly interested in a
response to the following:



If the Commission were to construe the claim term “mounted to a
boat” to mean “proximately secured to the boat in a fixed manner,”
please discuss any impact this construction may have on the ID’s
findings.

In connection with the final disposition of this investigation, the Commission may (1)
issue an order that could result in the exclusion of the subject articles from entry into the United
States, and/or (2) issue one or more cease and desist orders that could result in the respondent
being required to cease and desist from engaging in unfair acts in the importation and sale of
such articles. Accordingly, the Commission is interested in receiving written submissions that
- address the form of remedy, if any, that should be ordered. If a party seeks exclusion of an
article from entry into the United States for purposes other than entry for consumption, the party
should so indicate and provide information establishing that activities involving other types of
entry either are adversely affectirig it or likely to do so. For background, see Certain Devices for
Connecting Computers via Telephone Lines, Inv. No. 337-TA-360, USITC Pub. No. 2843
(December 1994) (Commission Opinion).

If the Commission contemplates some form of remedy, it must consider the effects of that
remedy upon the public interest. The factors the Commission will consider include the effect
that an exclusion order and/or cease and desist orders would have on (1) the public health and
welfare, (2) competitive conditions in the U.S. economy, (3) U.S. production of articles that are
like or directly competitive with those that are subject to investigation, and (4) U.S. consumers.
The Commission is therefore interested in receiving written submissions that address the
aforementioned public interest factors in the context of this investigation.

If the Commission orders some form of remedy, the U.S. Trade Representative, as
delegated by the President, has 60 days to approve or disapprove the Commission’s action. See
Presidential Memorandum of July 21, 2005. 70 Fed. Reg. 43251 (July 26, 2005). During this
period, the subject articles would be entitled to enter the United States under bond, in an amount
determined by the Commission and prescribed by the Secretary of the Treasury. The
Commission is therefore interested in receiving submissions concerning the amount of the bond
that should be imposed if a remedy is ordered.

WRITTEN SUBMISSIONS: The parties to the investigation are requested to file written
submissions on the issues identified in this notice. Parties to the investigation, interested
government agencies, and any other interested parties are encouraged to file written submissions
on the issues of remedy, the public interest, and bonding. Such submissions should address the
recommended determination by the ALJ on remedy and bonding. Complainants are requested to
submit proposed remedial orders for the Commission’s consideration. Complainants are also
requested to state the date that the patents expire and the HTSUS numbers under which the
accused products are imported. Complainants are further requested to supply the names of
known importers of the Garmin products at issue in this investigation. The written submissions
and proposed remedial orders must be filed no later than close of business on September 21,
2015. Reply submissions must be filed no later than the close of business on September 28,
2015. Such submissions should address the ALJ’s recommended determinations on remedy and



bonding. No further submissions on any of these issues will be permitted unless otherwise
ordered by the Commission.

Persons filing written submissions must file the original document electronically on or
before the deadlines stated above and submit eight true paper copies to the Office of the
Secretary by noon the next day pursuant to section 210.4(f) of the Commission’s Rules of
Practice and Procedure (19 C.F.R. 210.4(f)). Submissions should refer to the investigation
number (“Inv. No. 337-TA-926”) in a prominent place on the cover page and/or the first page.
(See Handbook for Electronic Filing Procedures,
http://www.usitc.gov/secretary/fed reg notices/rules/ handbook on_electronic filing.pdf).

" Persons with questions regarding filing should contact the Secretary (202-205-2000).

Any person desiring to submit a document to the Commission in confidence must request
confidential treatment. All such requests should be directed to the Secretary to the Commission
and must include a full statement of the reasons why the Commission should grant such
treatment. See 19 C.F.R. § 201.6. Documents for which confidential treatment by the
Commission is properly sought will be treated accordingly. A redacted non-confidential version
of the document must also be filed simultaneously with any confidential filing. All non-
confidential written submissions will be available for public inspection at the Office of the
Secretary and on EDIS.

The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. § 1337), and in Part 210 of the Commission’s Rules
of Practice and Procedure (19 C.F.R. Part 210).

By order of the Commission.

Lisa R. Barton
Secretary to the Commission
Issued: September 11,2015
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CERTAIN MARINE SONAR IMAGING SYSTEMS, Inv. No. 337-TA-926
PRODUCTS CONTAINING THE SAME, AND
COMPONENTS THEREOF

PUBLIC CERTIFICATE OF SERVICE

I, Lisa R. Barton, hereby certify that the attached NOTICE has been served by hand
upon the Office of Unfair Import Investigations and the following parties, as indicated, on

September 11, 2015.
{ ot
Lisa R. Barton, Secretary
U.S. International Trade Commission

500 E Street, SW, Room 112
Washington, DC 20436

On Behalf of Complainants Johnson Outdoors Inc. and
Johnson Outdoors Marine Electronics, Inc.:

Douglas Sharrott, Esq. U] Via Hand Delivery
1290 Avenue of the Americas Via First Class Mail
New York, NY 10104-3800 [ Other:

On Behalf of Respondents Garmin International, Inc.,
Garmin North America, Inc., Garmin USA, Inc., and Garmin

Corporation:

Nicholas Groombridge, Esq. ' L] Via Hand Delivery
PAUL, WEISS, RIFKIND, WHARTON & GARRISON LLP [ Via Express Delivery
1285 Avenue of the Americas ' I Via First Class Mail

New York, NY 10019 - [ Other:
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