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L BACKGROUND

The Commission instituted this investigation on March 5, 2014, based on a complaint
filed by Cresta Technology Corporation of Santa Clara, California (“Cresta”). 79 Fed. Reg.
12526 (Mar. 5, 2014). The complaint alleged violations of section 337 of the Tariff Act of
1930, as amended, 19 U.S.C. § 1337, by reason of the infringement of certain claims from
three United States Patents. The notice of investigation named ten respondents: Silicon
Laboratories, Inc. of Austin, Texas (“Silicon Labs™); MaxLingar, Iﬁc. of Carlsbad, California
(“MaxLinear”); Samsung Electronics Co., Ltd. of Suwoﬁ, Republic of Korea and Samsung
Electronics America, Inc. of Ridgefield Park, New J érsey (collectively, “Samsung”); VIZIO,
Inc. of Trvine, California (“Vizio”); LG Electronics, Inc. of Seoul, Republic of Korea and LG
Electronics U.S.A., Inc. of Englewood Cliffs, New Jersey (collectively, “LG”); and Sharp
Corporation of Osaka, Japan and Sharp Electronics Corporation of Mahwah, New Jersey
(collectively, “Sharp™). Id. at 12526-27. The Office of Unfair Import Investigations (“OUII”)
was also named as a party to the investigation. Id. at 12527.

On May 16, 2014, the presiding Administrative Law Judge (“ALJ”) issued an initial

determination granting Cresta’s motion to amend the complaint and notice of investigation to
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add six additional respondents: SIO International Inc. of Brea, California and Hon Hai
Precision Industry Co., Ltd. of New Taipei City, Taiwan (collectively, “SIO/Hon Hai”); Top
Victory Investments, Ltd. of Hong Kong and TPV International (USA), Inc. of Austin, Texas
(collectively, “TPV™); and Wistron Corporation of New Taipei City, Taiwan and Wistron
Infocomm Technology (America) Corporation of Flower Mound, Texas (collectively,
“Wistron™). Order No. 12 (May 16, 2014), not reviewed, Notice (June 9, 2014).

On November 3, 2014, the ALJ granted-in-part Samsung and Vizio’s motion for
summary determination of noninfringement as to Samsung televisions containing tuners made
by third party NXP Semiconductors N.V. Order No. 46 at 27-30 (Nov. 3, 2014), not reviewed,
Notice (Dec. 3, 2014). On November 21, 2014, the ALJ granted Samsung’s and Vizio’s
motion for summary determination that Cresta had not shown that certain Samsung televisions
with NXP tuners had been imported. Order No. 58 at 4-5 (Nov. 21, 2014), not reviewed,
Notice (Dec. 8, 2014).

On November 12, 2014, the ALJ granted Cresta’s motion for partial termination of the
investigation as to one asserted patent and certain asserted claims of the two other asserted
patents. Order No. 50 (Nov. 12, 2014), not r'eviewed? Notice (Dec. 3, 2014). The two asserted
patents still at issue in the investigation are U.S. Patent No. 7,075,585 (“the *585 patent™) (JX-
1) and U.S. Patent No. 7,265,792 (“the 792 patent”) (JX-2). Claims 1-3, 10, and 12-13 of the
’585 patent and claims 1-4, 7-8, and 25-26 of the *792 patent remain asserted in the

investigation.'

! In addition to the asserted claims recited in the text, claims 5-6, 14, 16-19 and 21 of
the *585 patent and claims 10-12, 18-19 and 27 of the *792 patent were relied upon by
Cresta to satisfy the technical prong of the domestic industry requirement.
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The subject articles are certain television sets, television receivers, television tuners,
and components thereof. Respondents Silicon Labs and MaxLinear make accused television
tuners. The Silicon Labs tuners are incorporated into certain Samsung, .G, and Vizio
televisions. The MaxLinear tuners are incorporated into certain Sharp and Vizio televisions.
SIO/Hon Hai, TPV, and Wistron make televisions for Vizio.

The presiding ALJ conducted a hearing from December 1-5, 2014.2 On February 27,
2015, she issued the final initial determination (“ID” or “final ID”) presently before the
Commission.” The final ID found no violation of section 337. In particular, Cresta failed to
satisfy the economic prong of the domestic industry requirement, 19 U.S.C. § 1337(a)(2),
(a)(3), for both asserted patents. ID at 167, 187-91. The ID found some Silicon Labs tuners
(as well as the Samsung, LG and Vizio televisions containing them) to infringe claims 1-3 of
the *585 patent, and no other asserted patent claims. Id. at 66-67. The ID found some
MaxLinear tuners (as well as certain Samsung and Vizio televisions containing them) to
infringe claims 1-3, 10, 12, and 13 of the *585 patent and claims 1-3, 7-8, and 25-26 of the

792 patent. Id. at 77-81, 93-97. Claims 1 and 2 of the *585 patent were determined to be

? Following the hearing, the parties filed opening and reply post-hearing briefs with
the ALJ. See Compl’t Cresta Tech. Corp.’s Initial Post-Trial Br. (Dec. 12,2014) (“Cresta
Post-Hearing Br.”); Resp’ts Initial Post-Hearing Br. (Dec. 12, 2014) (“Resp’ts Post-Hearing
Br.”); Initial Post-Trial Br. of the Office of Unfair Import Investigations (Dec. 12, 2014)
(“OUII Post-Hearing Br.”); Compl’t Cresta Tech. Corp.’s Reply Post-Trial Br. (Dec. 19,
2014) (“Cresta Post-Hearing Reply Br.”); Resp’ts Reply Post-Hearing Br. (Dec. 19, 2014)
(“Resp’ts Post-Hearing Reply Br.”); Reply Post-Trial Br. of the Office of Unfair Import
Investigations (Dec. 19, 2014) (“OUII Post-Hearing Reply Br.”). See generally Order No. 2
(Ground Rules) § 11 (Mar. 5, 2014).

3 Initial Determination on Violation of Section 337 and Recommended
Determination on Public Interest, Remedy, and Bonding (Feb. 27, 2015). Because we find
no violation of section 337, we do not reach the ALJ’s recommendations concerning public
interest, remedy, and bonding.
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invalid pursuant to 35 U.S.C. § 102 (anticipation), and claim 3 of the *585 patent was
determined to be invalid pursuant to 35 U.S.C. § 103 (obviousness). Id. at 105-15. All of the
asserted claims of the *792 patent were found invalid pursuant to 35 U.S.C. § 102.* Id. at 137-
47.

On March 16, 2015, petitions for Commission review were filed by the following
parties: OUII; Cresta; the Silicon Labs respondents; and the MaxLinear respondents.” On
March 24, 2015, OUII and Cresta each filed a reply to the other parties’ petitions.6 That same

day, the respondents filed a reply to Cresta’s petition.”

* The ALJY’s notice that issued concurrently with the ID inadvertently states that the
ID found claims 10-12 and 27 of the *792 patent to be invalid under 35 U.S.C. § 102.
Notice Regarding Initial Determination on Violation of Section 337 and Recommended
Determination on Remedy and Bond 9§ 15 (Apr. 27, 2015). The ID does not contain
invalidity findings as to those claims. The Notice also inadvertently omits, at J 14, the
finding that claim 13 of the 585 patent is not invalid in view of the prior art.

3 Office of Unfair Import Investigations® Pet. for Rev. of the Initial Determination
(Mar. 16, 2015) (“OUII Pet.”); Compl’t Cresta Tech. Corp.’s Pet. for Rev. (Mar. 16, 2015)
(“Cresta Pet.”); The Silicon Labs Resp’ts Contingent Pet. for Rev. of the Initial
Determination on Violation of Section 337 and Recommended Determination on Public
Interest, Remedy, and Bonding (Mar. 16, 2015) (“Silicon Labs Pet.”); The MaxLinear
Resp’ts Contingent Pet. for Rev. of Initial Determination (Mar. 16, 2015) (“MaxLinear
Pet.”).

By “the Silicon Labs Respondents,” that petition refers to Silicon Labs and the other
respondents who use Silicon Labs tuners in their televisions, i.e., Samsung, LG and Vizio.
Similarly, by “the MaxLinear Respondents,” that petition refers to MaxLinear and the other
respondents who use MaxLinear tuners in their televisions, i.e., Sharp, Vizio, SIO/Hon Hai,
TPV, and Wistron.

6 Combined Resp. of the Office of Unfair Import Investigations to Cresta Tech.
Corp.’s Pet. for Rev. of Initial Determination, the Silicon Labs Resp’ts Contingent Pet. for
Rev. of the Initial Determination, & the MaxLinear Resp’ts Contingent Pet. for Rev. of the
Initial Determination (Mar. 24, 2015) (“OUII Pet. Reply”); Compl’t Cresta Tech. Corp.’s
Combined Resp. to Resp’ts and Staff’s Pets. for Rev. of Initial Determination (Mar. 24,
2015) (“Cresta Pet. Reply™).

7 Resp’ts Resp. to Cresta Tech. Corp.’s Pet. for Rev. of Initial Determination (Mar.
24, 2015) (“Resp’ts Pet. Reply™).
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On April 30, 2015, the Commission determined to review the ID in part. 80 Fed. Reg.
26091 (May 6, 2015). The scope of Commission review, as set forth in that notice, is as

follows:

1. Infringement

The Commission has determined not to review the ID’s claim constructions. 1D at
16-49. The Commission has determined to review the ID’s infringement analysis
concerning the “signal processor” for “processing . . . in accordance with” the
“format of” the “input RF signal” limitation of all asserted patent claims. *585
patent col. 6 line 65 — col. 7 line 2 (claim 1); *792 patent col. 10 lines 60-65 (claim
1); ID at 57-60, 72-75, 84-85 & 94. The Commission has also determined to review
the ID’s infringement analysis concerning the “applies one of a plurality of finite
impulse response filters . . . corresponding to a format of” the “input RF signal”
limitation of asserted claims 10, 12 and 13 of the *585 patent and all asserted claims
of the *792 patent. ’585 patent col. 7 lines 36-40; >792 patent col. 10 line 65 — col.
11 line 2 (claim 1); ID at 67-68, 79-80, 85 & 93.

The Commission has also determined to review the ID’s determinations concerning
contributory infringement of the asserted patent claims.

Notwithstanding the foregoing review, the Commission has determined not to
review the ID’s exclusion of certain testimony by Alan Hendrickson. Cresta Pet. at
37. The Commission has also determined not to review the ID’s findings as to
Cresta’s lack of evidence regarding allegedly representative products. See ID at 65-
66, 78-79.

2. Invalidity

The Commission has determined not to review the ID’s finding that claims 1-4 and
25-26 of the *792 patent are anticipated by the 585 patent; and not to review the
ID’s finding that claims 1 and 2 of the *585 patent are anticipated by Boie.

The Commission has determined to review the ID’s determinations that that the
asserted claims are not obvious in view of the combination of Boie and VDP. The
Commission has also determined to review whether claim 3 of the *585 patent is
obvious in view of Boie and Kerth; whether claim 25 of the *792 patent is obvious in
view of VDP alone; and whether claim 26 of the *792 patent is obvious in view of
Boie and Micronas.

The Commission has determined to review the ID’s findings concerning an on-sale
bar that invalidates claims 1-4, 7-8, and 26-27 of the *792 patent. ID at 142-47.

The Commission has determined to review the ID’s finding that claim 1 of the 585
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patent is not indefinite under 35 U.S.C. § 112 in view of the plural and singular use
of the term “signals.” On review, the Commission finds that claim 1 of the *585
patent is not indefinite. The respondents have failed to demonstrate clear and
convincing evidence of invalidity. The use the plural and singular for “signal” does
not create ambiguity in the claim, and neither side’s experts had difficulty
ascertaining the scope of the claim.

The Commission has also determined to review the issue of whether the claims of
the *792 patent are invalid under the written description requirement of 35 U.S.C. §
112. On review, the Commission finds that the claims are not invalid under the
written description requirement for the same reasons provided in the ID as to the
’585 patent.

3, Domestic Industry

The Commission has determined to review whether Cresta proved the existence of
articles protected by the patents that incorporate the XC5000A series tuner. See ID
at 195-96. The Commission has determined not to review the ID’s remaining
findings concerning the technical prong of the domestic industry requirement,
including the ID’s findings as to tuners other than the XC5000A series.

The Commission has also determined to review the ID’s findings on the economic
prong of the domestic industry requirement.

Id. at 26092-93.
The Commission solicited briefing on the following issues under review:

a. Cresta alleges that certain accused products practice the claim limitations
under review because they can operate to receive signals according to U.S.
standards (6 MHz) as well as foreign standards that operate at a bandwidth
other than 6 MHz. Please explain whether Cresta demonstrated that the
accused products are capable of processing signals conforming to such
foreign standards without modification to the accused televisions or tuners
(whether by software, firmware or hardware). See, e.g., Finjan, Inc. v.
Secure Computing Corp., 626 F.3d 1197, 1204-05 (Fed. Cir. 2010); Silicon
Graphics, Inc. v. ATI Technologies, Inc., 607 F.3d 784, 794 (Fed. Cir. 2010).

b. Please explain whether Cresta demonstrated that Silicon Labs’ non-U and
non-V tuners (i.e., those models without a “U” or a “V”) process analog and
digital signals differently so as to infringe claims 1-3 of the *585 patent.

C. In connection with the Commission’s consideration of the infringement
analysis of the two claim limitations on review (“signal processor” and
“applies one of a plurality of finite impulse response filters™), please provide
a chart that presents the following: the accused product, including its model
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number(s); and for each of the two claim limitations on review whether and
why the accused product does or does not practice that claim limitation under
the ID’s claim constructions, including citations to the evidence of record.

Cresta alleges the contributory infringement of certain asserted patent claims
by respondents MaxLinear and Silicon Labs. Please explain whether the
original and/or amended complaint filed by Cresta provided the requisite
knowledge of the patents asserted in this investigation. Parties are to discuss
Commission determinations (including those in Commission Inv. Nos. 337-
TA-723, -744, and -770) as well as federal caselaw including, for example,
Rembrandt Social Media, LP v. Facebook, Inc., 950 F. Supp. 2d 876, 881-82
(E.D. Va. 2013) and cases discussed therein. If one or both complaints
provide legally adequate knowledge, please explain whether a finding of
contributory infringement requires a showing of the respondents’ continued
sale of infringing products after being served with the complaint, see, e.g.,
Cresta Post-Trial Br. 53, and whether Cresta made that showing. Please also
discuss on what basis, if any, other than the original or amended complaint,
the respondents were provided with knowledge of the asserted patents for
purposes of contributory infringement.

Please explain whether the accused tuners are capable of substantial
noninfringing uses, including whether such accused tuners are embedded in
systems on a chip, and whether that embedment prevents substantial
noninfringing uses as to those embedded tuners. Please also explain whether
and why, legally and factually, the following statement is pertinent to the
Commission’s analysis of contributory infringement in this investigation: -
“Cresta is not accusing any cable or satellite TV set-top boxes in this
Investigation, and my infringement findings are limited to the SoCs where
Cresta has identified [an infringing] ‘plurality of demodulators’ ....” ID at
82. ‘

In connection with the Commission’s analysis of invalidity of claims 10, 12,
and 13 of the *585 patent, and the asserted claims of the ’792 patent in view
of Boie and VDP, please explain whether a programmable filter meets the
limitation of “appl[ying] one of a plurality of finite impulse response
filters....”

Should the Commission find a violation of section 337, please explain, in
view of the facts of this investigation as well as Commission precedent
concerning remedies, whether public-interest considerations, 19 U.S.C. §
1337(d)(1), (f)(1), warrant tailoring of any remedial orders, and if so, what
that tailoring should be. The parties’ discussion of the public interest
considerations implicated by this investigation should account for the ID’s
unreviewed determination that Cresta failed to provide adequate evidence as
to allegedly representative products. See ID at 65-66, 78-79.
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Id. at 26093. On May 14, 2015, OUII, Cresta, and the respondents filed briefs in response to
the Commission notice of review,® and on May 26, 2015, they filed replies to each other’s
briefs.” Cresta’s and the respondents’ briefs also include discussion of issues under review
other than those for which briefing was requested.
1I. THE ASSERTED PATENTS

The two asserted patents were developed by, and assigned to, a predecessor of Cresta
called Xceive Corp. See ID at 3-4. There are four named inventors of the *585 patent. Those
same four inventors, along with four additional inventors, are the eight named inventors of the
>792 patent.

A. The 585 Patent

As noted earlier, Cresta asserts independent claim 1 and dependent claims 2-3, 10, 12
and 13. The language of the claims tracks closely to the description of the preferred
embodiments. Claims 1 and 10, in their entirety, read as follows:

1. A receiver comprising:
a tuner for receiving input RF signals and for converting said input RF signals

to intermediate signals having an intermediate frequency (IF), said input RF
signals encoding information in one of a plurality of formats; and

8 Office of Unfair Import Investigations’ Resps. to the Commission’s Apr. 30, 2015
Questions and Submission on Remedy, Public Interest, and Bonding (May 14, 2015) (“OUII
Comm’n Br.”); Cresta Tech. Corp.’s Submission Regarding the Commission’s
Determination to Rev. in Part a Final Initial Determination Finding No Violation of Section
337 (May 14, 2015) (“Cresta Comm’n Br.”); Resp’ts Opening Br. to Comm1ssmn on Issues
Under Rev. (May 14, 2015) (“Resp’ts Comm’n Br.”).

? Office of Unfair Import Investigations’ Resps. to the Opening Brs. of the Private
Parties (May 26, 2015) (“OUIl Comm’n Reply Br.”); Cresta Tech. Corp.’s Reply Br.
Regarding Resp’ts and Staff’s Resps. to the Commission’s Apr. 30, 2015 Questions and
Submission on Remedy, Public Interest, & Bonding (Mar. 24, 2015) (“Cresta Comm’n
Reply Br.”); Resp’ts Reply Br. to Commission on Issues Under Rev. (Mar. 24, 2015)
(“Resp’ts Comm’n Reply Br.”).
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a channel filter for receiving the intermediate signals, said channel filter
comprising:

an anti-aliasing filter for filtering said intermediate signals;

an analog-to-digital converter for sampling said filtered intermediate signals
and generating a digital representation thereof;

a signal processor for processing said digital representation of said
intermediate signals in accordance with said format of said input RF
signal, said signal processor generating digital output signals indicative
of information encoded in said input RF signal; and

a plurality of demodulators, each coupled to receive output signals from said
signal processor, each of said demodulators for demodulating said
digital output signals according to one of said formats of said input RF
signal, each of said demodulators generating video and audio baseband
signals corresponding to said format of said input RF signal.

10. The receiver of claim 1, wherein said signal processor applies one of a
plurality of finite impulse response filters to said digital representation of said
intermediate signal, each of said plurality of finite impulse response
corresponding to a format of said input RF signal.
’585 patent, claims 1, 10.
The application that issued as the 585 patent was filed on September 6, 2002, and
claims priority to an earlier-filed provisional application. The 585 patent discloses a
television receiver that can receive television signals from incompatible sources. *585 patent
col. 1 lines 23-43, col. 2 lines 27-40. Thus, the receiver disclosed by the *585 patent can be
used to receive both analog and digital broadcasts. In addition, it can receive broadcasts using
a variety of standards. Because of this capability, a global receiver can be made that does not
specialize in the standards used in a particular geographic region (such as the United States or
Europe). See id. col. 1 lines 39-42.

The ’585 patent explains that while multi-standard receivers have existed in the past,

they have been large, expensive, and have required duplicative components. Id. col. 2 lines 27-

-10 -
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35. In particular, prior art systems required multiple channel filters, one such filter for each
television standard. Fig. 1 (channel filters 18a-18c¢); see col. 2 lines 13-15. In addition, in the

prior art, each filter required its own demodulator. Fig. 1 (demodulators 20a-20c¢); col. 2 lines

15-17.
Figure 2 of the *585 patent discloses the structure of the preferred embodiments of the
invention:
50
o~ 9
&
Channel Filter P
o e e s e e s e e bl ""'l
|
67 |
] & 4 Standard g
i ]
: ggg“? 3' 68 Selection £70)
| Memory : 66
| A } /
; ! h 4 v l \ 4 |
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This figure shows television receiver 50."° Working from left to right, radio frequency (RF)
signals, such as broadcast or cable signals are receivgd on input terminal 52. “The input RF
signals are coupled to a tuner 54 which operates to convert the RF signal to an intermediate
signal [56] using one or more frequency conversions.” Col. 3 lines 48-50. In one embodiment,
the tuner is a discrete component, and “outputs intermediate signals having an intermediate
frequency (IF) that is determined by the geographic region of interest.” Id. col. 3 lines 52-56.

In another embodiment, the tuner is integrated into the receiver. Id. col. 3 lines 59-60.

1011 the *585 patent, the tuner 54 is a component that outputs an intermediate
frequency signal. ’585 patent col. 3 lines 48-62.

-11 -
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In Figure 2, continuing to the right of the intermediate signal 56, is the multi-standard
channel filter 58. That filter includes “an anti-aliasing filter 60, an analog-to-digital converter
(ADC) 62 and a digital signal processor (DSP) 647" Id col. 4 lines 5-7. The filter also
“includes a standard selection circuit 68 for selecting between the several analog television
standards and the several digital standards.” Id. col. 4 lines 55-58; see also id. col. 5 lines 7-
22. The patent explains the overall operation of the channel filter:
As described above, channel filter 58 is capable of receiving intermediate
signals from tuner 54 having any intermediate frequency. Furthermore,
channel filter 58 digitizes the incoming televisions signals and performs
subsequent processing in the digital domain entirely. Thus, by applying
the appropriate sampling frequency at the ADC circuit and the
appropriate signal processing functions at the DSP circuit, channel filter
58 can handle television signals in any format (analog or digital) and in
any standard (NTSC, PAL or ATSC).

Id. col. 4 lines 7-16.

In Figure 2, continuing from the right of the filter, the patent explains:

The output signals from channel filter 58 are coupled to a bank of

demodulators 66 for generating into the appropriate video and audio

baseband signals. The video and audio baseband signals are usually

coupled to video and audio decoders before being displayed or playback

[sic] on a view screen. '
Id. col. 5 lines 43-48. Figure 2 shows three demodulators, 66a-c, one for analog television
signals (66a), one for digital television signals (665), and one for “digital data channels” (66c¢).
Because the output of the digital signal processor is digital, the demodulators operate in the

digital domain, even for the analog television demodulator 66« (also called the analog

demodulator). See col. 5 lines 42-54; see also col. 6 lines 6-11. However, a digital-to-analog

" The operation of those components of the filter are described in detail in the *585
patent. Id. col. 4 lines 17-54; id. col. 4 line 58-col. 5 line 6; id. col. 5 lines 23-41.

-12 -
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converter (that is not shown in Figure 2) “can be included between the output terminal of DSP
64 and the input terminal of analog demodulator 66a.” Id. col. 5 lines 56-58.

The asserted claims 1, 2, 3, 10, 12, and 13 correspond to application claims 1,2, 4, 11,
13, and 14. In a first office action (JX-3.124-.130), the examiner rejected most of the
originally-presented claims (JX-3.0017-.0021) as anticipated by, or obvious in view of U.S.
Patent No. 6,643,502 to van de Plassche (“the VDP patent” as it will be called in the invalidity
discussion, infia) (RX-30). Certain dependent claims reciting a “plurality of demodulators™
were found to be allowable over the prior art. JX-3.0129. Consequently, the applicant
amended the claims so that all of them included this limitation. JX-3.0134. For claim 1, this
amendment added the entirety of the “plurality of demodulators” limitation. Id. After another
office action regarding claims not asserted here (JX-3.0143-.0148), the patent issued.

B. The *792 Patent

As noted earlier, claims 1-4, 7-8, and 25-26 are asserted. Claim 1 is independent and
all of the other claims in the patent are dependent upon it. The language of the asserted claims
of the *792 patent is substantially similar to the claim language in the *585 patent. Claim 1 of
the *792 patent, for example, tracks claim 10 of the ’585 patent. Claim 1 of the *792 patent
reads in its entirety as follows:

1. A television receiver comprising:
a frequency conversion circuit for receiving an input RF signal and for
converting the input RF signal to an intermediate frequency signal
having an intermediate frequency (IF), the input RF signal encoding

information in one of a plurality of television signal formats;

an analog-to-digital converter for sampling the intermediate frequency
signal and generating a digital representation thereof;

a signal processor for processing the digital representation of the
intermediate frequency signal in accordance with the television signal

-13 -
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format of the input RF signal, the signal processor generating digital
output signals indicative of information encoded in the input RF signal,
wherein the signal processor applies one of a plurality of finite impulse
response filters to the digital representation of the intermediate
frequency signal, each of the plurality of finite impulse response
corresponding to a format of the input RF signal; and

a signal output circuit for receiving the digital output signals from the signal
processor and for providing one or more output signals corresponding to
the digital output signals.

’792 patent claim 1.

The application that issued as the *792 patent was filed on July 1, 2004. The patent
discloses a “dual-format television (TV) receiver for receiving analog and digital TV signals.”
792 patent col. 3 lines 11-12. Numerous passages of the *792 specification are similar to the
’585 patent, though no priority is claimed to the 585 patent, or to the earlier-filed provisional
application.

Asserted claims 1-4, 7-8, and 25-26 of the *792 patent correspond to application claims
1-4,7-8, and 26-27. In a first office action, the examiner rejected most of the originally-
presented claims (JX-4.0026-.0035) as anticipated by or obvious in view of the published
patent application that issued as the *585 patent (called “Favrat” in this file history). JX-
4.00900-.0092. Certain dependent claims (application claims 6-9, 15, and 18-29) were found
to be allowable over the prior art. Id. at .0092. In response to the office action, the applicant

amended independent claim 1 to include the limitation of (allowable) dependent claim 24. JX-

4.0095-.0096. That additional limitation is the “wherein” clause that forms the second half of
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the “signal processor” limitation of claim 1 as issued. That “wherein” clause closely tracks
dependent claim 10 of the *585 patent.'” The *792 patent then issued.
III. ANALYSIS

A, Claim Construction

The ID construed fourteen claim terms. ID at 21-49. The petitions for review
challenged certain of the constructions.’> We determined not to review these constructions. 80
Fed Reg. at 26092.

In its petition to the Commission, MaxLinear styled certain of its other arguments as
concerning claim construction. See, e.g., MaxLinear Pet. 6-11 (“channel filter comprising” a
“plurality of demodulators™); id. at 12-15 (“plurality of demodulators, each coupled to receive
output signals™); id. at 30-33. (“signal output circuit”). The construction of the first two of
these terms listed above (“channel filter comprising” a “plurality of demodulators,” and “a
plurality of demodulators, each coupled to receive output signals™) were not contested at all
before the ALJ, and for the third (“signal output circuit”), MaxLinear offers different
arguments to the Commission than it presented to the ALJ. Compare MaxLinear Pet. 30-33
with Resp’ts Post-Hearing Br. 58-62. Accordingly, MaxLinear’s arguments have been waived.

Order No. 2 4 11.1 (Ground Rules).

12 The examiner never discussed why claims of the *792 patent were allowable in
view of the prior art limitations of claim 10 of the *585 patent.

13 Specifically, Silicon Labs’ and MaxLinear’s petitions for review challenged the
ID’s construction of “intermediate frequency,” a term that appears in all of the asserted
patent claims. Silicon Labs Pet. 28-35; MaxLinear Pet. 33-38; see ID at 25-34. MaxLinear
also petitioned for review of the ID’s construction of “signal processor,” see ID at 34-38,
which also appears in all asserted patent claims, and the “real part” and “imaginary part”
limitation in claim 12 of the *585 patent and claim 25 of the *792 patent, see id. at 44-45.
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Moreover, MaxLinear’s arguments, which purport to take issue with the plain and
ordinary meaning of these terms, are properly viewed instead as infringement-related. See,
e.g., Tessera, Inc. v. ITC, 646 F.3d 1357, 1364 (Fed. Cir. 2011) (“Tessera’s contention at best
is a disagreement over the Commission’s application of Tessera’s construction to the accused
wBGA devices.”) (emphasis in original); Versata Software, Inc. v. SAP Am., Inc., 717 F.3d
1255, 1262 (Fed. Cir. 2013) (“Whether ‘computer instructions’ can include source code thus
becomes a pure factual question.”). We determined not to review the ALJ’s infringement
determinations concerning the claim limitations identified by MaxLinear above. 80 Fed. Reg.
at 26092.

B. Infringement

1. The ID’s Findings

There were more than 100 different Silicon Labs tuners, based upon the part numbers
(so-called “Order Part Numbers” or “OPNs”) of those tuners, which at one point were
identified as accused of infringement in this investigation. JX-56C; see Resp’ts Post-Hearing
Br. 63-64. Depending on how they are grouped together, there are up to seven classes of
Silicon Labs tuners at issue in this investigation. ID at 51. Some of these tuners are no longer
at issue in this investiga‘cion.14 We will group them into seven categories for purposes of our

infringement analysis on review: 13

14 Cresta effectively withdrew its infringement contentions as to certain Silicon Labs
analog-only and digital-only tuners, and the ID thereby found that such tuners do not
infringe the asserted patents. ID at 52. Those tuners are no longer at issue in the
investigation.

1 Our classification is consistent with that of the respondents in their briefing to the
Commission, see Resp’ts Comm’n Br. 10-11, and to the ALJ, Resp’ts Post-Hearing Reply
Br. 49-50, except that we have placed the Si2185 tuner in its own category.
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. B scries tuners (i.e., those tuners in the q series in which the “x”
can be any digit and in which there is a [l suffix).

. B scries tuners (i.e., those tuners in the series in
which the “x” can be any digit and in which there is a suffix).

. B scries tuners (i.e., those tuners in the q series in which the “x”
can be any digit and in which there is a [l suffix).

. B serics tuners (i.e., those tuners in the series in
which the “x” can be any digit and in which there is a suffix).”

. B tuners (i.e., those tuners in the series in which the “x”
can be any digit and in which there is suffix). %
. The [N tuner.”"

. — tuners (i.e., those tuners in the
series, in which the “x” can be any digit and in which there is

- suffix).

16 The OPN for such tuners is [ . | X-56C.0001.
" The OPNS for such tuners are |

. IX-56C.0002.

18 The OPN for such tuners is [T 1X-56C.0001.
19 The OPN for such tuners are [

. JX-56C.0002.

20 There are 17 such OPNs for these tuners, including, for example, [

JX-56C.0001.

2! This tuner has an OPN of [l JX-56C.0001; see also RX-1991C

22 There are 56 such OPNs for these tuners, including, for example, _

L JX-56C.0001-.002. These OPNs are also identified in the

Respondents’ Commission Brief at 17, except that we have removed the [ tuner from
this category and placed it into its own.
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Cresta also accused of infringement certain Samsung, LG and Vizio televisions containing
these Silicon Labs tuners. CX-2024C Q/A 261 (Samsung televisions); id. Q/A 273 (LG
televisions); id. Q/A 293 (Vizio televisions).

Cresta accused two MaxLinear tuners, the MxL601 and the Mx1.661. ID at 53. It was
agreed that the two MaxLinear tuners are substantially identical for purposes of infringement.
Id. Cresta also accused of infringement certain Samsung, Vizio and Sharp televisions
containing these MaxLinear tuners. CX-2024C Q/A 261 (Samsung televisions); CX-2024C
Q/A 293 (Vizio televisions); id. Q/A 278 (citing CX-101C, response to Interrogatory No. 17)
(Sharp televisions).

The ID found that the Silicon Labs Si2185 tuner (which contains [
_), as well as televisions incorporating that tuner, directly infringes claims 1-3 of
the *585 patent. 1D at 66-67. The ID found that a certain subset of accused televisions
incorporating other Silicon Labs tuners (but not the tuners themselves) also directly infringe
claims 1-3 of the *585 patent.”® For such televisions that directly infringe, the ID found that the
Silicon Labs tuners so incorporated into the televisions contribute to that infringement. Id. at
- 69. The ID found no other infringement by Silicon Labs or the televisions containing Silicon
Labs tuners. Id. at 67-68, 85-90.

The ID further found that a certain subset of accused televisions incorporating the

accused MaxLinear tuners directly infringe claims 1-3, 10, 12, and 13 of the *585 patent and

23 More specifically, the ID finds that televisions incorporating the -
systems on chip (with
accused Silicon Labs tuners other than the Si215xV) directly infringe. ID at 66 & n.7.
Systems on chip are discussed, infra, Part I11.B.3.
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claim 8 of the *792 patent.** For such televisions that infringe, the ID found that the
MaxLinear tuners so incorporated into the televisions contribute to that infringement. 1D at 82,
97. The ID further found that the accused MaxLinear tuners directly infringe claims 1-3, 7,
and 25-26 of the *792 patent. Id. at 91-97.

2. The Commission’s Notice of Review

We determined to review the ID’s infringement findings regarding the following
limitation in claim 1 of the 585 patent: “a signal processor for processing said digital
representation of said intermediate signals in accordance with said format of said input RF
signal.” 80 Fed. Reg. at 26092. We also determined to review the ID’s infringement findings
for the corresponding or similar limitation in claim 1 of the *792 patent: “a signal processor for
processing the digital representation of the intermediate frequency signal in accordance with
the television signal format of the input RF signal.” 80 Fed. Reg. at 26092, The ID found all
Silicon Labs tuners except for the Si2158V to infringe these limitations. ID at 60 (585
patent); id. at 85 (*792 patent). The ID found that both accused MaxLinear tuners infringe
these limitations. Id. at 75 (’585 patent); id. at 92 (°792 patent).

In addition, we determined to review the ID’s inf;‘ingement findings regarding the
following limitation of claim 10 of the *585 patent: “said signal processor applies one of a
plurality of finite impulse response filters to said digital representation of said intermediate
signal, each of said plurality of finite impulse response filters corresponding to a format of said
input RF signal.” 80 Fed. Reg. at 26092. We also determined to review the ID’s infringement

findings for the corresponding or similar limitation in claim 1 of the *792 patent: “wherein the

** More specifically, the ID finds that televisions incorporating the [
systems on chip (with either of the accused MaxLinear tuners)
directly infringe. 1D at 78-81, 95-96.
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signal processor applies one of a plurality of finite impulse response filters to the digital
representation of the intermediate frequency signal, each of the plurality of finite impulse
response corresponding to a format of the input RF signal.” 80 Fed. Reg. at 26092. The ID
found that Cresta failed “to meet its burden to prove infringement of” this limitation “by any
accused Silicon Labs tuner or any television incorporating a Silicon Labs tuner.” 1D at 68
(’585 patent); accord id. at 85 (792 patent). The ID found, however, that both accused
MaxLinear tuners practice this limitation. Id. at 80 (*585 patent); id. at 93 (°792 patent).

For the *585 patent, the ID’s infringement findings turned substantially on the “plurality
of demodulators” limitation in asserted claim 1.%> The ID found that the Silicon Labs Si2185
tuner was the only accused tuner to practice that claim limitation. Id. at 66, 75. The other
accused tuners do not have a plurality of demodulators, but Cresta asserted that the accused
televisions into which those tuners are incorporated contain the claimed “plurality of
demodulators.” Id. at 64-66 (Silicon Labs); id. at 77-79 (MaxLinear). The ID found that
Cresta failed to demonstrate that all of the accused televisions practice this limitation, and that
Cresta bore its burden only as to “televisions incorporating other Silicon Labs tuners [i.e., other

than the 8121857 with the |

-” systems on chip (“SoCs”), id. at 66 & n.7, and as to “televisions incorporating

MaxLinear tuners and _ SoCs,” id. at 79 & n.9. Thus, the

ID found that certain accused televisions directly infringe claim 1 of the *585 patent, and the

tuners in those televisions contribute to the infringement. Id. at 82. We determined not to

%5 Similarly, claim 8 of the *792 patent calls, infer alia, for a “demodulator circuit”
and a “decoder circuit.” *792 patent claim 8. Cresta relied upon the same evidence for
practicing this limitation that it relied upon for practicing the “plurality of demodulators”
limitation. ID at 88-89, 95-96.
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review the findings of direct infringement concerning the “plurality of demodulators™
limitation, but determined to review the ID’s findings regarding contributory infringement. 80
Fed Reg. at 26092,
3. Representative Systems on Chip
The ID determined that for the asserted claims of the *585 patent and claim 8 of the
’792 patent (each of which calls for demodulators), Cresta satisfied its burden of demonstrating

infringement only as to specific systems on chip.?® See ID at 65-66 & 1.7 (televisions with the

] 50Cs with Silicon Labs
tuners), 78-79 & n.86 (televisions with [ | SoCs with

MaxLinear tuners). The ID found that for other televisions, Cresta failed to demonstrate “how
demodulation actually occurs in the accused televisions, which Cresta only provides for
specific SoCs.” ID at 65. The ID rejected Cresta’s argument that because infringement was
established as to televisions containing specific models of SoCs, the ID should infer that every
SoC meets the limitation. 1D at 65-66, 77-78. The ID propetly reasoned that Cresta failed to
meet its burden to demonstrate that the analyzed televisions containing specific SoCs are
representative of other accused SoCs and televisions.‘ Id. The ID noted that complainant’s
expert, Dr. Snelgrove, provided no explanation for selecting certain televisions incorporating
the SoCs he analyzed, nor did he otherwise provide evidence that the non-selected televisions
perform demodulation as required by the limitations of the asserted claims. See ID at 65-66,
77;78. Cresta’s petition for review challenged these findings. Cresta Pet. 38-50. The

Commission determined not to review these findings. 80 Fed. Reg. at 26092.

%6 The “system on chip” or “SoC” is an integrated circuit board that typically
includes a television’s demodulators and decoders. See, e.g., CX-2024C Q/A 255.
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Cresta’s petition argued in the alternative that, even if its infringement showing failed
as to certain accused televisions, its showing sufficed as to Sharp televisions that use
MaxLinear’s [0 tuncr and the [T W S0C. Cresta Pet. 53-60.
Cresta’s petition points to an alleged error in a footnote in the ID, which explained that Sharp

televisions did not use the specific SoCs upon which Cresta presented evidence, specifically

the ‘. W’ (D ot 78-79. Cresta argued in its petition that
the SoC used by Sharp televisions (the [ ) is identical in all aspects

relevant to infringement” to the — SoC found to infringe in the pertinent
portion of the ID, as well the [ N SoC found to infringe elsewhere the ID.

Cresta Pet. 54-55; see ID at 64, 66, 89. In order to make this demonstration, Cresta’s petition

compares data sheets for the [T S «/ith datasheets for these other
- SoCs. Cresta Pet. 55-60.

In response to the Commission notice of review, Cresta reiterated its argument as to
Sharp televisions. Cresta Comm’n Br. 49-50. In so arguing, Cresta seeks clarification about
the scope of Commission non-review of the ALJ’s findings concerning other SoCs.

Our determination not to review the ID’s holdings concerning representative products
encompassed the Sharp televisions identified by Cresta. As to the Sharp televisions, Cresta’s
argument boils down to its position that the ALJ should have appreciated the similarity

between the ||| | | GG SoCs vscd in [l tclevisions and should have,

on her own, concluded that these two SoCs are substantially identical to another [RNEEEE SoC

the B IE ) used in Sharp televisions by conducting an independent

comparison of the SoCs. By Cresta’s rationale, an infringement case is adequately made

through the introduction of technical documents without any explanation in the post-hearing
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brief as to their contents or the relationships between and among various SoCs and television
makes and models. Cresta’s failure as to the Sharp televisions is the same as for its broader
reliance upon representative products—it failed to explain adequately the universe of SoCs and
why its selection of the analyzed SoCs are representative. The ID correctly rejected Cresta’s
representative models argument for failure to explain and prove that the SoCs Dr. Snelgrove
selected for analysis were, in fact, representative of the universe of accused SoCs and that this
failure of proof extended to the SoCs used in the Sharp televisions. The ALJ did not err in
concluding that Cresta failed to carry its burden of demonstrating infringement as to the Sharp
televisions, for which reason we determined not to review the issue.
4. The Claim Limitations Under Review

As noted above, the Commission determined to review whether the accused products
practice two particular limitations of both of the asserted patents. The two claim limitations at
issue on review are similar, both involving the claimed “signal processor.”

The first disputed limitation is a “signal processor” for “processing in accordance with”
the “format of” the “input RF signal.” *585 patent, claim 1; accord *792 patent claim 1 (a
“signal processor” for “processing” in “accordance with the television signal format of the
input RF signal”). Atissue on review is whether the accused signal processors process in
accordance with the format of the input RF signal. The claim limitation requires that the signal
processor must process the digital representation of the intermediate signals based upon the
format of the inpuf RF signal. Doing so requires that different formats be processed
differently.

The second claim limitation at issue on review requires that the signal processor

“applies one of a plurality of finite impulse response filters . . . corresponding to a format of”
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the “input RF signal” in asserted claims 10, 12, and 13 of the *585 patent and all asserted
claims of the 792 patent. This is a more specific limitation than the first limitation at issue,
involving a particular type of processing applying a particular finite impulse response filter
based upon the format of the input RF signal.

a) A “signal processor” for “processing in accordance with” the
“format of” the “input RF signal”

As quoted earlier, all of the asserted patent claims include a limitation, infer alia, that
the “signal processor” processes “the digital representation of [the] intermediate signals in
accordance with [the] format of said input RF signal.” ’585 patent claim 1, col. 6 lines 65-67 ;
accord 792 patent claim 1, col. 10 lines 60-62. We granted review as to the ID’s infringement
findings for this claim limitation. 80 Fed. Reg. at 26092.

Before the ALJ, Cresta argued alternative infringement theories concerning format-
specific processing in the accused products. In particular, Cresta argued that certain accused
tuners contain signal processors for: (1) processing input RF signals of different bandwidths

differently; and/or (2) processing analog and digital input RF signals differently. Cresta Post

Hearing Br. 65-70, 97-100; Cresta Post-Hearing Reply Br. 37;39, 57-60.

@) Infringement by the Silicon Labs tuners and televisions
containing them

(A) Different bandwidths

With respect to Cresta’s bandwidth argument, Cresta argued that the [ O

the Silicon Labs _ tuners is capable of format-specific

processing of different bandwidths (6, 7, or 8 MHz) of input RF signals. Cresta Post-Hearing

Br. 66 (explaining that the. |

-); see also Resp’ts Comm’n Reply Br. 6 n.3. The ID rejects Cresta’s infringement
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argument based on the absence of any evidence that the processing of signals differs based on
bandwidth. ID at 59. In addition, the ID notes that Respondents’ expert, Professor McNair,
testified that the FCC’s transmission standard mandates a 6 MHz bandwidth in the United
States. Id. at 59 (“Pf. McNair states that the FCC mandates a 6MHz bandwidth for all

transmission standards.”). Cresta challenges these findings in its petition for review arguing

that the evidence of record demonstrates that [

B |7 CrestaPet. 32-35. The Commission determined to review these findings. 80
Fed. Reg. at 26092-93.
Before the ALJ, Cresta argued that the [ of the Silicon Labs [

B (uncrs is capable of format-specific processing of different

bandwidths (6, 7, or 8 MHz) of input RF signals. Specifically, Cresta argued as follows:

2T The respondents contended in their reply to Cresta’s petition for review that
bandwidth was a mere “characteristic” of a format as opposed to a format itself. Resp’ts
Pet. Reply 30; see ID at 43 (finding that Cresta’s proposed construction of “format” that
referred to ““one or more characteristics’ of the input RF signal corresponding to the
transmission standard” as making “a distinction without a difference”). However, the
bandwidth characteristic here is representative of an input format because “the ATSC and
NTSC standards . . . mandate channel bandwidth of 6 MHz, whereas supported PAL and
SECAM standards require channel bandwidth of 8 MHz.” Cresta Pet. 34. Even OUII—
whose proposed construction of “format” was adopted in the ID—recognized that standards
could be determined based upon “relevant” characteristics. OUII Post-Hearing Br. 30; see
Cresta Post-Hearing Reply Br. 25 (“the only relevant characteristics identified in the patent
are those identified by CrestaTech: bandwidth, analog v. digital, and cable v. terrestrial™).
Accordingly, we find that format-specific processing can be based upon the bandwidth of
the television signal.
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Cresta Post-Hearing Br. 66. To supportt its argument, Cresta relied upon a single page of a
Silicon Labs internal design review document (JX-35C.0013) and the testimony of the
respondents’ expert, Professor McNair, purportedly admitting such capability. Id. Cresta
presented no testimony interpreting or explaining the internal design review document, and we
find Professor McNair’s equivocal testimony inadequate to demonstrate that the -
Silicon Labs tuners engage in format-specific processing of television signals based upon the
operation of the channel filter in the accused Silicon Labs products. Moreover, Silicon Labs

disputed that these tuners were so capable due to the absence of any evidence that [

I R ts Post-Hearing Reply Br. 47. Silicon Labs pointed out that

Cresta’s expert never testified about Cresta’s new infringement theory, see CX-2024C Q/A 338
& 350, which was raised for the first time in its post-hearing brief. Resp’ts Post-Hearing Reply
Br. 47. Moreover, Silicon Labs noted that Professor McNair’s testimony shows that there is no
reason to make this combination because of the FCC’s 6 MHz mandate. /d.

In its submissions to the Commission, Cresta cites new evidence from the record, not
presented to the ALJ, in support of its argument that, 'in operation, [
B i the accused televisions containing the identified Silicon Labs tuners.
Specifically Cresta relies on a host of new design documents and product specification sheets.
Cresta Pet. 33-34. Cresta’s submission in response to the Commission’s request for briefing
introduces an additional new technical document relating to the [JJJj tuner. Cresta Comm’n
Br. 3 (discussing JX-10). None of this evidence was presented to the ALJ in Cresta’s post-
hearing briefing in connection with Cresta’s bandwidth-related arguments, in violation of the

Ground Rules of this investigation, and we decline to consider it. Cresta’s evidence, picked in
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hindsight from the record, without explanation or support from its expert, and without
providing the respondents with an adequate opportunity to respond or rebut, falls far short of
demonstrating the format-specific processing of the accused Silicon Labs televisions.

Notwithstanding Cresta’s failure to demonstrate the actual operation of the accused
Silicon Labs tuners or televisions containing them, an apparatus claim can be infringed by
devices with capabilities that may be unused so long as exercise of the capability does not
require modification of the apparatus. See, e.g., Finjan, Inc. v. Secure Computing Corp., 626
F.3d 1197, 1204-05 (Fed. Cir. 2010); Silicon Graphics, Inc. v. ATI Techs., Inc., 607 F.3d 784,
794 (Fed. Cir. 2010). Commission briefing topic “a” asked the parties “whether Cresta
demonstrated that the accused products are capable of processing signals conforming to such
foreign standards without modification to the accused televisions or tuners (whether by
software, firmware or hardware).”® 80 Fed. Reg. at 26093.

Cresta overreaches in its interpretation of the guiding Federal Circuit caselaw regarding
capabilities of apparatuses. Cresta relies upon Fantasy Sports Properties, Inc. v.
SportsLine.com, Inc., 287 F.3d 1108 (Fed. Cir. 2002) to support its proposition that accused

tuners infringe “[r]egardless of whether” the “capability” of receiving 7 or 8 MHz signals “is

28 In applying the guiding Federal Circuit case law recited above, we must
distinguish between the two different categories of accused products: tuners (or chips
containing them) and assembled televisions. Once a tuner is embedded into assembled
televisions, capabilities of a tuner might no longer be available, as, for example, if a
television is programmed to utilize only some of the functions of the tuner. See, e.g.,
Resp’ts Comm’n Reply Br. 10 (alleging that a specific accused Sharp television supports
only the “American TV Standard ATSC/NTSC system™); see also RX-1991C Q/A 125.
Thus, even if certain accused tuners support multiple input RF standards, there may still be
an issue whether accused televisions that are imported into the United States with such a
tuner actually support multiple input RF standards and process signals of such standards
differently.
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activated or utilized in any way in the televisions.” Cresta Comm’n Br. 5. In Fantasy Sports,
the accused product, Commissioner.com, was a website that users visited in order to organize
fantasy sports leagues; it was not downloadable software. 287 F.3d at 1119. The asserted
patent called for a “computer for playing football” and the defendant argued that the
Commissioner.com product was not a computer. Id. at 1118, The court rejected that argument
because Commissioner.com, of course, ran on a computer. Id. The defendant also argued that
Commissioner.com did not infringe because to practice the patent claims users creating sports
leagues would need to make selections to enable claimed features for a fantasy league. Id. at
1119 (discussing “bonus points™). The court found infringement because the software tool
enabled the creation of fantasy leagues without having to reconfigure any software. Id.

The difference between Fantasy Sports and the present case is that Cresta needs to, but
has not, demonstrated that the processing of 7 and 8 MHz signals is operable—i.e., capable of
operation—in the accused tuners or accused televisions containing them. If that functionality
is inoperable, then there cannot be infringement. None of the cases relied upon by Cresta is to
the contrary.

The respondents in their briefing to the Commission rely heavily on Nazomi
Communications, Inc. v. Nokia Corp., 739 F.3d 1339 (Fed. Cir. 2014). In that case, the
asserted patent claims called for a “central processing unit (CPU) capable of executing a
plurality of instruction sets.” Id. at 1343-44. The Federal Circuit found that “specific claim
functionalities . . . cannot be practiced in hardware alone,” id. at 1343, and thereby that the
plaintiff had “claimed a combination of hardware and software capable of performing [the
claimed] function,” id. at 1344. To the extent that the respondents argue here that all hardware

cannot operate without implementing software, the respondents extend Nazomi too far, and do
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so in a way that risks being irreconcilable with Silicon Graphics, Inc. v. ATI Technologies.,
Inc., 607 F.3d 784, 794 (Fed. Cir. 2010). In Silicon Graphics, the patent claims called for “a
rasterization circuit . . . that rasterizes the primitive according to a rasterization process,” and
the Federal Circuit found that the claim language merely required circuitry with the ability to
rasterize. Silicon Graphics, 607 F.3d at 795. Silicon Graphics, however, does not support
Cresta for the same reason as Fantasy Sports: the capabilities of the systems there were not at
issue, whereas here Cresta failed to offer evidence as to capabilities of the accused televisions,
the accused tuners, and the relationship between the two.

Accordingly, we find that Cresta’s arguments based on bandwidth-specific processing
by Silicon Labs fail for three reasons. First, in order meet its burden to demonstrate
infringement, Cresta has relied upon evidence and arguments that are waived by failure to raise
them to the ALJ. Second, Cresta did not demonstrate that accused televisions incorporating
accused Silicon Labs [ tuncrs are capable of processing 7 or 8 MHz signals
without modification. Third, even if Cresta could have so demonstrated, it failed to show
format-specific processing by virtue of the accused -, i.e., Cresta failed to explain
how the accused [T Opcrate in connection with its infringement theory.

(B)  Analog versus digital television signals

Cresta also offered several different infringement theories for format-specific
processing, each of which relies upon differences in how the accused Silicon Labs tuners
process analog versus digital television input RF signals. Cresta Post-Hearing Br. 66-68.

Cresta’s contentions regarding the manner in which Silicon Labs’ tuners process
analog and digital input RF signals was set forth in a chart on pages 49-50 of the respondents’

post-hearing reply brief:
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[CHART REDACTED FROM PUBLIC VERSION)]

Resp’ts Post-Hearing Reply Br. 49-50; see also Resp’ts Comm’n Br. 10-11.%° The ID relied, in

part, upon this chart. ID at 59-60. The chart illustrates four different infringement theories:

% As noted earlier, these six categories of Silicon Labs tuners correspond to the
seven categories laid out earlier in this Opinion with one exception: we have separately
addressed the [ERREM tuner from the [ tuners because it alone contains a

, pertinent to other infringement issues. For purposes of the infringement
analysis in this section, the [l operates in the same manner as the [ tuners. See
Resp’ts Comm’n Br. 17; CX-2024C Q/A 230.
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First, the second and third columns address the [ S
B Sccond, the fourth column addresses the accused B

this column represents the foreign formats and 6 MHz bandwidth that we have already
addressed, and does not deal with analog versus digital TV signals. Third, the fifth column
moesy . @ - = = |
Fourth, the sixth (last) column addresses the ordering of certain processing in the accused
Silicon Labs tuners for analog versus digital TV signals. We will address these arguments in
e following order: R Rl E e
B We will not revisit the _, which we have already discussed.

1. Ordering of processing

Crestaaceused the EERRERER D R ]
B o neeting e

“in accordance with” claim limitation as a result of the different order in which analog and

digital TV signals are processed.*’ More specifically, for analog signals, the
p gsig

. hccos for digital signals, the [
B 1he ID finds that Cresta demonstrated that the [ funcrs

satisfy the claim limitation in view of such different processing. ID at 60. We affirm that

determination.

3% The second and third columns are effectively linked because the

. See, e.g.,
Cresta Comm’n Br. 15.
. See, e.g., id.

31 No other tuners (i.e., the _) were accused of

infringing based upon this theory.
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oy =
Cresta also alleged that the accused Silicon Labs tuners (s
e el I
These differences are reflected in the second and third columns of the chart reprinted above.

The TD agreed with Cresta that for the [

- satisfies the “in accordance with” claim limitation.*® ID at 59. We affirm the ID’s
finding concerning the SRS 11c1s; the respondents have failed to
demonstrate error in the ID’s infringement determination. See Resp’ts Comm’n Br. 14-15;
Silicon Labs Pet. 9; see also Resp’ts Post-Hearing Br. 78-79; Resp’ts Post-Hearing Reply Br.
49-50.

As to the RS tuncrs, the respondents’ briefing took the position that

B Resp'ts Post-Hearing Reply Br. 49 (emphasis added); see

also Resp’ts Post-Hearing Br. 80. Should the accused [T {111 c1s operate in the

32 More specifically, the
because they

were not accused of infringing under this theory

. This is reflected in the
second and third columns in the chait in the rows for the

. Resp’ts

Post-Hearing Reply Br. 49-50.

>3 The ID appears to treat as interchangeable the RIS {11115, and
the [ ] tuncrs. 1D at 51. We find that they are not interchangeable for

purposes of our discussion of this limitation.
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italicized manner, they would operate just as they do for analog TV signals. Id. The parties
dispute the operation of the [ t1ners.

In its post-hearing brief, Cresta’s only support for this theory of infringement was
Professor McNair’s witness statement. Cresta Post-Hearing Br. 66 (citing RX-1911C [sic RX-
1991C] at Q/A 128, 164). Professor McNair testified in the cited passages, however, only as to
B tuners (Q/A 128) and [B tuners (Q/A 164). For the [ESue /1101, Silicon
Labs asserted that it was unable to ascertain whether its tuners were capable of [
e = =
B hich was beyond Silicon Labs’ control. Resp’ts Post-
Hearing Br. 66 (citing RX-1991C Q/A 130 and RX-1994C Q/A 38-56). In particular, [
L. - = =
Id. Cresta did not analyze RIS 10 ascertain whether television manufacturers
take advantage of the — Cresta Post-
Hearing Br. 65-70; see also Resp’ts Post-Hearing Br. 66. Cresta’s post-hearing reply brief did
not address these arguments, but instead assumed certain operation of the [
tuners. Cresta Post-Hearing Reply Br. 38.

In its petition for review, Silicon Labs argued that the format-specific processing
concerning the — tuners was error. Silicon Labs Pet. 5
(“[TThe record is clear that there is no evidence that - in any Silicon Labs tuner (other
than the l Tuners) performs format-specific processing.”). In response, Cresta argued
(notwithstanding its burdens of proof and persuasion for infringement) that to the extent that

Silicon Lab tuners were configured to (Rl N Silicon Labs should have

offered “rebuttal evidence that any of its accused tuners do that.” Cresta Pet. Reply 20.
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Cresta’s opening brief in response to the Commission’s notice of review likewise
assumed the operation of [ | without acknowledging or
responding to the previous arguments made by Silicon Labs regarding _ Cresta
Comm’n Br. 10-12, 14-15, 18. In its opening brief, Silicon Labs reiterated its arguments that
Cresta failed to demonstrate infringement by the RS t\ners because of Cresta’s
failure to examine _ Resp’ts Comm’n Br. 7. In its reply brief, Cresta argues,
including based on the guiding Federal Circuit caselaw, that capability of the tuners is enough
to demonstrate infringement. Cresta Comm’n Reply Br. 12-13. While Cresta contends that
Silicon Labs’ arguments are “unsupported hypothetical theory,” Cresta Comm’n Reply Br. 12,
Cresta’s failure of proof makes its own arguments both unsupported and hypothetical.

Cresta’s arguments fail here for substantially the same reasons as they did earlier in
connection with different bandwidths. First, Cresta’s evidence that purports to substantiate
what it offered in its post-hearing brief came too late, in violation of the ground rules of the
investigation. Order No. 2 § 11.1 (Ground Rules). Second, Cresta failed to demonstrate that
accused televisions incorporating the accused Silicon Labs [ 11015 arc
capable of processing analog and digital TV signals différently without modification.

B

As shown in the chart reprinted earlier, Cresta alleged that the _ in the
| practices the “in accordance with” limitation. Cresta’s
arguments regarding the _ are based upon the use of _
I [0 ot 15-17. That infringement contention is the same as

for the application of “one of a plurality of finite impulse response filters . . . corresponding to

a format of” the “input RF signal.” Id. at 17. As we discuss below, we find that Cresta failed
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to demonstrate that the accused Silicon Labs [t ractices

this claim limitation.
3. Summary
As aresult of the foregoing discussion, we have found that the [
tuners practice the “in accordance with” claim limitation because of the [
e ] We have foond that e B
B practice the “in accordance with” claim limitation because of the
_.34 We affirm the ID’s finding that

the BRI tuner does not practice this claim limitation. ID at 60. We reverse the ID’s
finding that the BB tuner does practice this limitation. Id. at 59.
(i)  Infringement by the accused MaxLinear tuners

For MaxLinear’s products, the ID finds that all of the accused MaxLinear tuners
practice this claim limitation, based upon format-specific processing of different bandwidths of
input RF signals, id. at 73-74, and also based upon format-specific processing of digital versus
analog input RF signals, id. at 73-75. MaxLinear did not petition for review of these
determinations. On review, we have determined to afﬁlm the ID’s findings at pages 73-75 as
to the accused MaxLinear tuners. With respect to the accused televisions incorporating
MaxLinear’s tuners, we affirm the ID’s finding that the accused televisions containing
MaxLinear tuners practice this limitation, and clarify the basis of that affirmance. Specifically,

as described below we find that the televisions practice the “in accordance with” limitation on

3 Thus, there are two independent bases for the -’s practice of the “in
accordance with” limitation.
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the basis of how they process analog and digital RF signals, and not on an alleged
configuration for foreign transmission standards.

We find that Cresta has failed to demonstrate that any accused television incorporating
the MaxLinear tuners are configured for foreign transmission standards. Before the ALJ,
Cresta never provided evidence regarding the capabilities of accused televisions containing
MaxLinear products based upon the operation of the accused “signal processor” in connection
with those televisions’ processing of foreign-formatted signals. As a result, Cresta, in
hindsight, presents to the Commission cobbled-together evidence that it could have and should
have presented to the ALJ. Cresta Comm’n Br. 8. By way of example, Cresta points to its
expert’s, Dr. Snelgrove’s, testimony at CX-2024C at Q/A 385-88. This testimony, however,
concerns the “plurality of demodulators” limitation of claim 1 of the *585 patent, and not the
“signal processor” limitation. Dr. Snelgrove was silent as to the operation of any televisions
with respect to the “signal processor” limitations of claim 1 of the 585 patent. Id. at Q/A 384.
Cresta presented no testimony interpreting or explaining the litany of documents that it now
purports to present to the Commission concerning the operation of the accused televisions for
foreign-formatted signals. Compare Cresta Comm’n‘Br. 8 with Cresta Post-Hearing Br. 85.
These arguments, having not been timely presented to the ALJ, have been waived. Order No.
2 9 11.1 (Ground Rules) (“All other issues” not presented in the opening post-hearing briefs
“shall be deemed waived.”).

In its post-hearing brief, Cresta argued that the accused televisions containing the

accused MaxLinear tuners practice the “signal processor” claim limitation by virtue of
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processing analog and digital RF signals.3 > Cresta Post-Hearing Br. 85. The respondents,
while advancing other non-infringement arguments concerning the “signal processor” claim
limitation, did not dispute that to the extent that MaxLinear’s tuners meet this claim limitation
based upon the processing of analog and digital signals, that the accused televisions containing
those MaxLinear tuners practice this claim limitation as well. Accordingly, we find that the
accused televisions containing the accused MaxLinear tuners practice this claim limitation.

b) Applying “one of a plurality of finite impulse response filters . . .
corresponding to a format of” the “input RF signal”

1) Silicon Labs

For the second of the two limitations at issue on Commission review, the ID finds that
Cresta failed to prove infringement of this limitation by Silicon Labs’ products. ID at. at 67-
68. As for the earlier “in accordance with” limitation, Cresta alleged that the filter application
in the Silicon Labs products was based upon input RF signal bandwidth and, separately, based
upon whether the input RF signal was analog or digital. Cresta Post-Hearing Br. 79-81.
Cresta’s expert offered no testimony to support Cresta’s allegations based upon bandwidth
differences. CX-2024C at Q/A 350. Cresta’s briefing to the Commission offers no support in
the evidentiary record for allegations concerning _ in the accused Silicon Labs
products. Cresta Comm’n Br. 17-18. As to analog versus digital signals, Cresta relied in part
upon certain testimony of Silicon Labs employee Alan Hendrickson. Id. We determined not to
review the ID’s exclusion of that testimony. 80 Fed. Reg. at 26092. Cresta also relied upon a

programming guide for Silicon Labs tuners. CX-2024C at Q/A 350 (citing JX-54C.112). We

3 It is not genuinely disputed that the Federal Communications Commission requires
televisions to support both analog and digital input RF signals. See Cresta Post-Hearing Br.
57 n.54 (citing FCC Pub. No. 218634 (Dec. 19, 2009)).
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find that the fact that the tuners may be capable of ‘[ I
B id, is insufficient to demonstrate that the tuners are capable of

applying a filter based upon a format without modification; indeed the “custom” nature
presumes modification. Cresta’s argument here, which assumes the contribution of custom-
designed filters, is indistinguishable from Nazomi Communications, Inc. v. Nokia Corp., 739
F.3d 1339, 1346 (Fed. Cir. 2014). We therefore affirm the ID’s finding that Cresta failed to
demonstrate that Silicon Labs tuners practice this claim limitation.”® ID at 67-68.
(i)  MaxLinear

The ID finds that MaxLinear’s application of one of several finite impulse response
filters practices the disputed limitation of claims 10, 12 and 13 of the 585 patent. ID at 79-80.
On review, we afﬁrm the ID. We reject MaxLinear’s contentions that MaxLinear’s tuners do
not apply filters based upon a format of an incoming signal. Resp’ts Comm’n Br, 25-27
(arguing that its tuners do not process “in accordance with” format, but instead based on
“bandwidth, source, and clock rate”); see supra note 27 (discussing formats and
characteristics). The respondents did not dispute that, should the MaxLinear tuners be found to
infringe, that the accused televisions containing MaxLinear tuners infringe based upon the
filters used to process analog and digital signals. See ID at 80 (NTSC and ATSC); Resp’ts

Post-Hearing Reply Br. 72-73; MaxLinear Pet. 19-24. As noted earlier, however, Cresta failed

36 As noted above, see supra note 35, it is not genuinely disputed that the Federal
Communications Commission requires televisions to support both analog and digital input
RF signals. But even if Cresta demonstrated that televisions must support analog and digital
input RF signals, Cresta has failed to show that any accused televisions containing Silicon
Labs tuners do so in the manner required by the claims, specifically with regard to the
application of “one of a plurality of finite impulse response filters . . . corresponding to a
format of” the “input RF signal.”
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to demonstrate that the accused televisions containing MaxLinear tuners are capable of
processing foreign-formatted signals.

5. Contributory Infringement

All of the asserted claims of the *585 patent call for a “plurality of demodulators.”

Claim 8 of the *792 patent calls for “a demodulator circuit for demodulating the first output
signal and second output signal according to the television signal format of the input RF
signal,” Except for the Silicon Labs [ tuner (which contains [
), the accused tuners do not contain these claimed demodulators;
accordingly Cresta’s allegations of infringement by Silicon Labs’ and MaxLinear’s tuners as to
these claims was based upon contributory infringement under 35 U.S.C. § 271(c). Section
271(c) provides:

Whoever offers to sell or sells within the United States or imports into the

United States a component of a patented machine, manufacture,

combination or composition, or a material or apparatus for use in

practicing a patented process, constituting a material part of the

invention, knowing the same to be especially made or especially adapted

for use in an infringement of such patent, and not a staple article or

commodity of commerce suitable for substantial noninfringing use, shall

be liable as a contributory infringer.
Id.

In its complaint, Cresta pleaded that the respondents contributorily infringe the asserted

patents in part because the respondents “know such devices to be especially made or especially
adapted for uses that infringe the” asserted paten‘[s.3 7 First Amended Compl. of Cresta Tech.

Corp. Under Section 337 of the Tariff Act of 1930, as Amended § 90 (Apr. 21, 2014); accord

Verified Compl. of Cresta Tech. Corp. Under Section 337 of the Tariff Act of 1930, as

37 We find, as did the ID, that the accused tuners are a material part of the invention,
as required for contributory infringement, 35 U.S.C. § 271(c). See ID at 69, 82, 90, 97.
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Amended 84 (Jan, 28, 2014); see also id. Exs. 44-45 & 47-48 (infringement claim charts for
claim 1 of the *585 patent and claim 1 of the *792 patent). In proceedings before the ALJ,
Cresta argued that the “knowledge requirement” for contributory infringement was “satisfied,
at a minimum, by service of the complaint on all Respondents.” Cresta Post-Hearing Br. 54,
57. The respondents’ only rebuttal to Cresta’s allegations of contributory infringement before
the ALJ concerned certain allegedly substantial noninfringing uses of the accused produc’cs.38
See, e.g., Resp’ts Post-Hearing Br. 73 n.22, 96-97, 145-46 (hypothetical uses of accused
products); Resp’ts Post-Hearing Reply Br. 57-59, 93 (same). OUII did not raise any issues
regarding contributéry infringement, including substantial noninfringing uses. OUII Post-
Hearing Br. 39-43, 52; OUII Reply Post-Hearing Br. 3-5, 7-8. We find that Silicon Labs,
MaxLinear, and OUII waived all arguments concerning the respondents’ knowledge for
purposes of contributory infringement.

A finding of contributory infringement requires, inter alia, the accused infringer’s
“knowledge of the existence of the patent that is infringed.” Global-Tech Appliances, Inc. v.
SEB SA4, 131 S. Ct. 2060, 2068 (2011). In the ID, the ALJ stated that this knowledge was
provided “at least as of the filing of the Complaint.” ID at 69, 82, 90, 97. The ID relies upon
the Commission opinion in Certain Inkjet Ink Cartridges with Printheads & Components
Thereof, Inv. No. 337-TA-723, Comm’n Op. at 8, 18-19 (Dec. 1,2011). OUII petitioned for
review of this determination, based on an alleged inconsistency in Commission opinions
regarding whether such knowledge may be proven by service of the complaint or whether pre-

complaint knowledge of the patent is required. OUII Pet. 9-10. The respondents did not

38 As will be discussed, infrra, for the Si2185 tuner, Silicon Labs also argued that no
acts of direct infringement had been demonstrated. See Resp’ts Post-Hearing Br. 97.
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petition for review on this point, nor did they respond to, much less support, OUII’s position in
their reply to the other petitions. Resp’ts Pet. Reply 27-28 (discussion of the OUII petition
limited to support of OUID’s arguments regarding the technical prong of the domestic industry
requirement).

While the respondents and OUII have waived any challenge to contributory
infringement other than alleging substantial non-infringing uses, Order No. 2 § 11.1 (Ground
Rules), we granted review solely to clarify any inconsistency in our precedent with regard to
knowledge of the patent and to address respondents’ challenge to the ID’s determination as to
whether the accused products had substantial non-infringing uses.

On review, the Commission notes that there is no guiding Federal Circuit case on
point,*® and there is a lack of uniformity in the district courts as to what is sufficient to provide
knowledge of the asserted patents.*’ In the context of section 337, we conclude that service of
a section 337 complaint can be adequate to provide knowledge of the asserted patents. The
Commission’s Rules of Practice and Procedure dictate that complaints provide highly detailed

information concerning the asserted patents and complainant’s infringement allegations. 4

39 We do not agree with Cresta that the Federal Circuit endorsed any position in In re
Bill of Lading Transmission & Processing System Patent Litig., 681 F.3d 1323 (Fed. Cir.
2012). See Cresta Comm’n Br. 29. Bill of Lading instead turned on pleading requirements
concerning substantial noninfringing uses (contributory infringement) and knowledge that
induced acts cause patent infringement (inducement). Bill of Lading, 681 F.3d at 1339-40.

40 According to one district court decision, “a majority of district courts considering
this issue” have held that a complaint can provide the requisite knowledge of the asserted
patents. Rembrandt Social Media, LP v. Facebook, Inc., 950 F. Supp. 2d 876, 881 (E.D. Va.
2013). Other district courts, taking what Rembrandt characterizes as the “minority view,”
id. at 881, find that knowledge of the patents cannot come from the complaint, id. at 881 &
n.4.

4l Beyond providing knowledge of the patent, section 337 complaints are required by
the Commission’s Rules of Practice and Procedure to provide the complainant’s

[Footnote continued on next page|
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Moreover, remedies available under Section 337 are wholly prospective. 19 U.S.C. § 1337(d),
(f). Consequently, policies supporting a requirement that a pleading aver pre-complaint

knowledge differ in important respects at the Commission than in the district courts.?

[Footnote continued firom previous page]

infringement contentions. See 19 C.F.R. § 210.12(a)(9)(vii) (identification in the complaint
of the specific claims alleged to be infringed); id. § 210.12(a)(9)(viii) (patent infringement
contention charts to be included in the complaint); id. § 210.12(a)(9)(x) (requiring in the
complaint drawings, photographs, or other visual representations of the accused articles).
Commission rules also require complaints to include certified copies of the prosecution
history for each asserted patent as well as copies of all patents and technical references cited
in the prosecution history. Id. § 210.12(c). Nonetheless, respondents sometimes argue that
they lack the mens rea to be liable for indirect infringement despite the allegations of the
complaint. See, e.g., Certain Electronic Digital Media Devices and Components Thereof,
Inv. No. 337-TA-796, Comm’n Op. 51-52 (Sept. 6, 2013) (the belief of the existence of
substantial noninfringing uses may preclude knowledge of infringement); Certain Mobile
Devices, Associated Software, and Components Thereof, Inv. No. 337-TA-744, Comm’n
Op. at 18-19 (June 5, 2012) (respondents’ reasonable belief of noninfringement or invalidity
after service of the complaint). See generally Commil USA, LLC v. Cisco Sys., Inc., 135 S.
Ct. 1920, 1926-27 (2015). Neither the respondents nor OUII raised such timely arguments
in this investigation in response to Cresta’s argument before the ALJ that the “knowledge
requirement” for contributory infringement was “satisfied, at a minimum, by service of the
complaint on all Respondents,” Cresta Post-Hearing Br. 54.

2 Rembrandt, among other district court decisions, has held that pre-complaint
knowledge need not be pleaded in a civil action. Rembrandt, 950 F. Supp. 2d at 881.
Respondents note that some district courts have interpreted the operation of the Federal
Rules of Civil Procedure differently with regard to the pleading requirements for a civil
action. See Resp’ts Comm’n Br, 28 n.7. Neither the respondents nor OUII presented such
arguments or case law to the ALJ, in violation of the Ground Rules. Order No. 2 § 11.1
(Ground Rules). While we are bound by our own pleading requirements, as opposed to the
Federal Rules of Civil Procedure, we do not, in any event, find such cases persuasive. Nor
do we find that our decision “would ‘vitiate the Supreme Court’s holding in Global-Tech
that an allegation of knowledge of a patent is required to state a claim for induced
infringement.”” Resp’ts Comm’n Br. 28 n.7 (quoting Brandywine Comm 'n Techs. v. T-
Mobile US4, Inc., 904 F. Supp. 2d 1260, 1268-69 (M.D. Fla. 2012)). In Global-Tech, which
involved inducement, infringement was alleged to occur before the filing of the complaint,
and damages were assessed for that infringement. See SEB S.A. v. Montgomery Ward &
Co., 594 F.3d 1360, 1365 (Fed. Cir. 2010), aff’d sub nom., Global-Tech Appliances, Inc. v.
SEB S.A., 563 U.S. 754 (2011).
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OUII’s petition for review suggests that Certain Video Game Systems and Wireless
Controllers and Components Thereof, Inv. No. 337-TA-770, Comm’n Op. at 31-32 (Oct. 28,
2013), runs contrary to the Commission’s precedent regarding when the complaint can serve as
knowledge of the patent. To the extent that Video Games is read in a way that is inconsistent
with this Opinion, the Commission, on review, clarifies that this Opinion governs.

The only arguments against contributory infringement that have been preserved by the
respondents involve substantial non-infringing uses.* For the *585 patent, the ID found that
there are no substantial noninfringing uses for MaxLinear’s tuners because only the tuners put
to specific uses fall within the scope of the investigation. ID at 82 (“Cresta is not accusing any
cable or satellite TV set-top boxes in this Investigation, however, and my infringement findings
are limited to the SoCs where Cresta has identified a ‘plurality of demodulators’ infringing
claim 1 of the *585 patent.”). The Commission solicited further briefing on this issue. 80 Fed.
Reg. at 26093 (briefing topic “e”). We find the ID erred in concluding that accused uses of a
component preclude consideration of substantial non-infringing uses of the component that are

not accused.*

# Respondents, for the first time in this investigation, contend that Cresta should
have, but did not, “present evidence of post-complaint acts of alleged contributory
infringement (where the complaint serves as the purported evidence of knowledge) in order
to prove a contributory infringement claim.” Resp’ts Comm’n Br. 28-29. Respondents
never made this argument before the ALJ and it is now clearly waived. The ALJ reasonably
relied upon Cresta’s evidence and arguments in the post-hearing brief with regard to the
knowledge requirement of contributory infringement under Inkjet Ink Cartridges, Comm’n
Op. at 8, 18-19 (Dec. 1, 2011), inasmuch as neither the respondents nor OUII offered any
argument or evidence to the contrary on this point. In any event, the record reflects that
respondents have admitted the continuing importation of the accused articles. See Resp’ts
Post-Hearing Br. 231; see also Resp’ts Comm’n Br. 53.

# Cresta does not defend the ID’s statement on page 82, but deems it “superfluous.”
Cresta Comm’n Br. 35.
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The proper test for substantial noninfringing uses for contributory infringement is set
forth in Ricoh Co. v. Quanta Computer Inc., 550 F.3d 1325 (Fed. Cir. 2008). In that case, the
Federal Circuit held that if a subcomponent (in that case, a microcontroller) contributes to
infringement, the fact that the subcomponent is part of a larger component (an optical disc
drive) does not negate contributory liability solely on the ground that the larger component is
capable of substantial noninfringing uses. Id. at 1337-38. Thus, in considering substantial
noninfringing uses in this case, we focus on the components accused of contributory
infringement, the tuners. That a television (which directly infringes) might have noninfringing
uses—e. g., using a video input in the television for which the tuner is not utilized, see, e.g.
Resp’ts Comm’n Br. 32 (connection of the television to a set-top box)—is immaterial.

As to the component at issue for substantial noninfringing uses in this investigation—
the tuner—we find that Cresta met its burden to demonstrate that there are no substantial
noninfringing uses of Silicon Labs’ or MaxLinear’s tuners.* This is not because only certain
uses are accused in this investigation, but because Cresta met its burden to demonstrate the
lack of substantial noninfringing uses. For the accused Silicon Labs tuners, our

noninfringement determinations above concerning foreign-formatted signals (i.e., the [

), intermediate frequencies of digital and analog TV signals (i.e., —

) and the _ moot some of the alleged substantial

noninfringing uses argued by Silicon Labs here. We thereby do not reach whether, had we

found direct infringement by the [N t.ncrs, there would have been substantial

¥ See generally Golden Blount, Inc. v. Robert H. Peterson Co., 438 F.3d 1354,
1363-64 (Fed. Cir. 2006) (explaining that the patentee bears the burden of persuasion to
show no substantial noninfringing uses, but the burden of production can shift to the
accused infringer).
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noninfringing uses.** We also do not consider whether the [ElEaa tuner contributes to
infringement because Cresta has failed to identify any act of direct infringement by a television
containing it. Resp’ts Post-Hearing Br. 97.

The respondents argued in their briefing to the ALJ that, hypothetically, Silicon Labs
tuners could be programmed by certain host software so as not to infringe the asserted patent
claims. Resp’ts Post-Hearing Br. 145-46; Resp’ts Post-Hearing Reply Br. 58-59, 93. This is
not enough. See Toshiba Corp. v. Imation Corp., 681 F.3d 1358, 1362 (Fed. Cir. 2012)
(noninfringing uses are substantial “when they are not unusual, far-fetched, illusory,
impractical, occasional, aberrant, or experimental”). We have reviewed Professor McNair’s
testimony, RX-1991C Q/A 435-38 (585 patent) and Q/A 531-546 (°792 patent). We reject his
assertions that his hypothetical uses for Silicon Labs products refute Cresta’s demonstration of
no substantial noninfringing uses.

The ALJ, reviewing all of the testimony presented to her, nonetheless identified a
different possible noninfringing use as combination of a MaxLinear tuner with cable or satellite
television set-top boxes that contain one demodulator, and not the “plurality of demodulators”
required by the *585 patent claims. ID at 82 (citing Hasf.xemi, RX-1996C at Q/A 181 & 182).
This argument was not raised by MaxLinear in the post-hearing briefs. We find MaxLinear’s
arguments to have been waived for failure to have raised them in a timely fashion, and in

violation of the Ground Rules of the investigation. In addition, Dr. Hashemi offered nothing

6 For example, the respondents argue that
. Resp’ts Post-

Hearing Br. 72-73 n.22. We found that Cresta failed to demonstrate direct infringement as
to these products under that infringement theory. Accordingly, the respondents’ argument
that “it would be a substantial noninfringing use” to use these tuners with certain host
software, id., is moot.
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cognizable as to substantial noninfringing uses, such as actual uses of MaxLinear’s accused
tuners in cable boxes. Nor did either of Dr. Vander Veen’s witness statements, RX-1676C and
RX-1999C, to which Dr. Hashemi points in his witness statement. In contrast to Dr.
Hashemi’s conclusory and unsupported statement, Cresta’s expert Dr. Snelgrove explained in
detail why there are no substantial noninfringing uses for the accused Silicon Labs and
MaxLinear tuners. CX-2024C Q/A 415-427.

MaxLinear purports to offer more in its brief to the Commission, but it is a hindsight
cobbling together of evidence that it could have and should have presented to the ALJ. Résp’ts
Comm’n Br. 31-34, Silicon Labs, which did not petition for review as to the ID’s finding of no
substantial noninfringing uses of its tuners, also presents newfound arguments in its briefing to
the Commission, and they too have been waived. See Cresta Comm’n Br. 33-34; Cresta
Comm’n Reply Br. 28-30; ¢f OUII Comm’n Br. 10. In any event, these arguments, based
upon the Silicon Labs [, 21c moot because there was no finding of
direct infringement based upon them. Accordingly, we find that Cresta has demonstrated that
there are no substantial noninfringing uses for the accused Silicon Labs and MaxLinear tuners
for which direct infringement has been demonstrated. We thus further affirm the ID’s finding

of contributory infringement with respect to these same tuners.47

7 While we have found that the ALJ did not err in determining that the knowledge
requirement for contributory infringement is satisfied in this investigation for the reasons set
forth earlier, the respondents’ knowledge of the asserted patents combined with the lack of

substantial noninfiinging uses provides an alternative basis for finding the knowledge
requirement to have been met. Spansion, Inc. v. ITC, 629 F.3d 1331, 1355 (Fed. Cir. 2010).
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C. Invalidity

In our notice of review, we determined not to review the ID’s finding that claims 1-4
and 25-26 of the *792 patent are anticipated by the 585 patent; and not to review the ID’s
finding that claims 1 and 2 of the *585 patent are anticipated by the Boie patent application
(RX-10). 80 Fed. Reg. at 26092. We determined to review and affirm certain findings in the
ID concerning invalidity under 35 U.S.C. § 112. 80 Fed. Reg. at 26092. We also determined
to review the ID’s findings concerning an on-sale bar that invalidates claims 1-4, 7-8, and 26-
27 of the *792 patent. On review, we affirm the ID’s findings concerning the on-sale bar and
adopt its reasoning. 1D at 142-47.

We also determined to review certain findings regarding obviousness that involved one
or both of Boie and the Van de Plassche patent (RX-30) (“VDP”).*® 80 Fed. Reg. at 26092.
On review, we affirm the ID’s finding that claim 3 of the 585 patent is obvious in view of
Boie combined with the Kerth patent (RX-33). The ALJ found that “it would have been
obvious to one of ordinary skill in the art to modify Boie to use a well-known digital-to-analog
converter coupled to a well-known demodulator receiving analog inputs.” ID at 115. We
agree. Professor McNair explained that because industr& standard demodulators had analog
inputs, it would have been obvious to a person of ordinary skill in the art to include a digital-to-

analog converter in between the output of Boie’s channel filter and a demodulator, in order to

* We have determined to affirm the ID’s findings concerning secondary
considerations of obviousness as to the *585 patent, ID at 122-25, and we find that those
same findings regarding secondary considerations apply to the 792 patent.
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use those standard demodulators. RX-1677C Q/A 285. Kerth provides one such example.*
1d. at Q/A 286. Accordingly, we affirm the ID’s finding of obviousness of claim 3 of the *585
patent,

Our review also encompasses the combination of Boie and the VDP patent (RX-30) for
claims 10, 12, and 13 of the 585 patent. The ID finds these claims not obvious, ID at 117
(Boie alone), 132-34 (VDP). We sought further briefing on this issue. 80 Fed. Reg. at 26093
(briefing topic “f). Cresta has admitted that the validity of claims 1-4 and 26 of the >792
patent rise and fall with claims 10, 12, and 13 of the 585 patent. Cresta Pet. Reply 41, 43.

As discussed below, we find that the ID erred in finding claim 10 of the 585 patent

(and thereby claims 1-4 of the *792 patent)™® not invalid.

Claim 10 discloses and claims:

The receiver of claim 1, wherein said signal processor applies one of a plurality of finite

impulse response filters to said digital representation of said intermediate signal, each

of said plurality of finite impulse response corresponding to a format of said input RF

signal.
The ID found that the “only limitation of claim 10 not disclosed in Boie is the implementation
of the band-pass filter 8 as a plurality of FIR filters wherein ‘each of said plurality of finite

impulse response [filters] corresponding to a format of said input RF signal.” ID at 117

(modification in the ID). The ID found that the testimony of Professor McNair concerning the

9 In their briefing, the respondents have improperly gone beyond the scope of
Commission review by arguing invalidity of claim 3 of the *585 patent based upon Boie in
view of prior art other than Kerth. Resp’ts Comm’n Br, 54,

30 As noted earlier, claim 1 of the *792 patent is substantially similar to claim 10 of
the *585 patent. While claims 2-4 of the *792 patent include limitations not found in claim
10 of the *585 patent, Cresta has not argued that any of those additional limitations are
absent in the prior art. See Cresta Pet. Reply 41. Respondents have established that these
additional limitations are disclosed in the prior art. ID at 135-36, 150-152.
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knowledge of one skilled in the art only cited examples of “single filters with multiple
coefficients stored in memory” and that this was insufficient to render claim 10 with the
plurality of FIR filters obvious. ID at 118.

In the prior art, as taught by the *585 patent, a bank of filters (i.e., multiple filters) was
used, because the filters were preprogrammed for each format of a television signal. *585
patent col. 2 lines 3-8, 12-14. The multiple filters are shown in Figure 1 of the *585 patent
(channel filters 18a-18¢). In contrast, the invention in the *585 patent is for a programmable
device that can process any television format. ’585 patent col. 3 lines 25-35. The digital signal
processor performs the filtering, as opposed to the discrete filters of the prior art. ’585 patent
col. 4 line 53 —col. 5 line 1. In particular, the DSP obtains the “coefficients” of filters’
functions “stored in a look-up table” in memory, and then applies a filter with those
coefficients “to the incoming digital signals.” 585 patent col. 4 lines 61-64.

We agree with the respondents that the patent teaches that the filters can be
programmable.’ ' See Resp’ts Comm’n Br. 35; RX-1677C Q/A 184. In so finding, we reverse
the ID’s finding that “single filters with multiple coefficients stored in memory,” ID at 118,

cannot satisfy the claim, id. at 117, which requires application of “one of a plurality of finite

3! MaxLinear now suggests that the filters must be programmable because its
products use the filter bank shown in the *585 patent’s illustration of the prior art. Resp’ts
Comm’n Br. 36-37. MaxLinear’s argument, however, goes beyond the scope of
Commission review. In any event, the claim constructions properly impose no such
requirement. The claims can be practiced by programmable filters, but nothing in the
intrinsic record imposes such a requirement that they must be practiced by programmable
filters.
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impulse response filters,” each of which corresponds “to a format of said input RF signal,”
’585 patent claim 10.%

Furthermore, although Boie did not explicitly disclose the use of a FIR filter, the
experts agreed that the FIR filter was the most natural choice for a filter.”®> RX-1677C at Q/A
296; Hr’g Tr. 1232:5-24 (Cresta’s expert) (“a person of ordinary skill at the time of the patent
would be inclined to use a FIR filter”). See generally KSR Int’l Co. v. Teleflex Inc., 550 U.S.
398, 417 (2007). Accordingly, claim 10 of the *585 patent is invalid in view of Boie and the
knowledge of a person of ordinary skill.

We have also reviewed whether Boie in combination with VDP renders claim 10
obvious. In their petitions for review, the respondents argued in favor of this combination.
MaxLinear Pet. 22-24; Silicon Labs Pet. 38-39. The motivation to combine the two references
is strong: VDP is expressly an improvement upon Boie. VDP col. 1 line 15 — col. 2 line 3.
VDP teaches a programmable filter that we find falls within the scope of claim 10 of the *585
patent. VDP col. 8 lines 38-49. RX-1677C Q/A 297, 466, 511-13. Claim 10 is obvious in

view of Boie and VDP combined. In VDP, there are a number of filters DF4-DF10, which

32 Cresta argues that the coefficients used in Boie’s filter are “adaptive, meaning that
its coefficients must change on-the-fly in order to adapt to the reception conditions,” which
“stands in contrast with the ‘cast-in-stone’ flavor of coefficients stored in memory,” and
thus that Boie’s filters are “not programmable.” Cresta Comm’n Br. 37. Cresta asserts that
“programmable filters are programmed by some external entity to a programmed (fixed) set
of coefficients.” Id. Thus, Cresta now attempts to construe the patent claim as requiring a
“’cast-in-stone’ flavor of coefficients stored in memory,” challenging the now-accepted
claim constructions. The respondents properly attack Cresta’s arguments as being both
waived and incorrect. Resp’ts Comm’n Br. 30-32. The respondents are correct that the
patent claims do not (and should not) be construed to be limited to Cresta’s “‘cast-in-stone’
flavor” of filters.

53 We find that use of an FIR filter, a well-known filter with well-understood
benefits, would have predictable results when used with the Boie patent. See RX-1677C at
Q/A 296; Hr’g Tr. 1232:5-24.
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ordinarily process demodulated signals, VDP col. 6 lines 52-56, but which can be placed
before the demodulator if the filters are digital, id. col. 9 lines 3-9. The effect of these seven
filters (DF4-DF10) is to “provide various frequency responses IIfill, IIfil2 associated with
different transmission standards.” VDP col. 3 lines 5-8; id. col. 8 lines 59-61; Abstract. The
use of DF4-DF10 is illustrated in Figure 5. DF4 is used for terrestrial TV transmissions. Id.
col. 6 line 60. DF5-DF6 are used in connection with certain satellite transmission standards.
Id. col. 7 lines 6-8. For another satellite standard, an additional filter DF7 is used too. Id. col.
7 lines 15-16. DF8 does not appear to be standard-based. Id. col. 7 lines 21-23. “Digital
filters DF9 and DF10 filter the stream of symbols in accordance with standards for European
and American digital cable TV transmissions, respectively.” Id. col. 7 lines 36-38. Figures
6A-15A recite preferred coefficients for each filtering operation. Col. 7 lines 63-65.

There is no dispute that the effect of the VDP filtering is to enable reception of
television signals of different standards, through the application of different combinations of
DF4-DF10. In its analysis of VDP standing alone, however, the ID finds that VDP’s cascade
of filters does not correspond to the plurality of filters of claim 10 of the *585 patent. In
particular, the ID finds that “signal processor FIL, rather‘ than applying one of a plurality of
filters, applies multiple filters in sequence.” ID at 1133 (citing RX-0030 at Fig. 5). But some
of the filters correspond to different formats, for example, DF9 and DF10, which filter the
closed-caption information in U.S. and European signals, respectively. See RX-1677C Q/A
446, 511; see also RX-1663C Q/A 200. The respondents so demonstrated clearly and -
convincingly.

As further support for the conclusion that Boie in combination with VDP renders claim

10 obvious, we observe that VDP refers to a patent application that issued as U.S. Patent
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5,784,414 (RX-25) to Bruekers. VDP col. 5 lines 58-60 (“WO-A 96/8078 . . . describes a
suitable manner of achieving anti-aliasing by means of a digital filter which carries out a
scalar-vectorial conversion.”). That patent, in turn, explains: “Filters may be in the form of a
general purpose digital signal processor with filter coefficients stored in a memory inside or
outside this processor.” RX-25 col. 13 lines 2-7. This is precisely what claim 10 purports to
claim.

Claim 12 of the *585 patent calls for the signal processor of claim 1 to comprise “a first
computing unit and a second computing unit, said first computing unit processing a real part of
said finite impulse response filter operation while said second computing unit processing an
imaginary part of said finite impulse response filter operation.” 585 patent claim 12; accord
’792 patent claim 25. We find that the respondents did not provide clear and convincing
evidence of obviousness in view of VDP alone or Boie and VDP combined.”* We affirm and
adopt the ALJ’s findings concerning the additional limitation of claim 12 (but not the ID’s
reliance upon the nonobviousness of claim 10). ID at 119-120. We further find that the
respondents’ arguments were too scant and conclusory to demonstrate invalidity clearly and
convincingly., RX-1677C Q/A 305-06; Resp’ts Post—Hearing Br. 134-35; Cresta Post-Hearing

Reply Br. 79-80.

> We determined to review the obviousness of claim 25 of the *792 patent in view of
VDP alone. For purposes of invalidity, that claim is admitted to be identical to claim 12 of
the *585 patent. See Cresta Pet. Reply 42-43. Accordingly, our obviousness findings apply
to both claims.
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The respondents now argue that several filters in VDP contain the two computing units
required by claim 12 of the *585 patent and claim 25 of the *792 patent.”> Resp’ts Comm’n Br.
41; see VDP Fig. 5 (DF1, DF4 and DF8). Only the first filter (DF1), however, has been shown
to have a real and imaginary part, ID at 120; see MaxLinear Pet. 29-30, and we find that the
respondents failed to demonstrate that DF1°s filtering operation is format-specific. See VDP
col. 5 lines 33-60 (DF1 corrects transmission problems in the satellite signal prior to the
processing of DF4-10). The respondents argue that the ID errs in finding that VDP lacks two
separate computing units. Resp’ts Comm’n Br. 42. Such bare attorney argument cannot
overcome the respondents’ failure to explain the operation of VDP with respect to the
additional limitation of claim 12. Accordingly, we find that the respondents failed to carry
their burden to demonstrate the invalidity of claim 12 of the 585 patent and claim 25 of the
*792 patent.

Claim 13 of the ’585 patent adds to claim 10, infer alia, a limitation that the channel
filter include a “standard selection circuit” that generates a “signal indicative of the format of”

the input signal.” We affirm and adopt the ID’s findings concerning the additional limitation

> Cresta and OUII do not address the limitations of claims 12 and 13 of the *585
patent. While those claims fall within the scope of Commission review, see 80 Fed. Reg. at
26092 (review of Boie and VDP for all claims; review of Boie and Micronas for claim 26 of
the *792 patent), the limitations in claims 12 and 13 of the *585 patent did not fall within the
scope of requested briefing. For that reason, instead of responding to the arguments raised
by the respondents, Cresta purports to rely upon its arguments to the ALJ and in its petition-
stage submissions to the Commission regarding those claims. See Cresta Comm’n Reply
Br. 31 n.12. To the extent Cresta argues that the issues are not under review by virtue of the
scope of requested briefing, id., Cresta errs. As noted earlier, parties were not limited to the
issues recited in the requested briefing questions. Indeed, Cresta itself has gone beyond the
requested questions in its own briefing. Cresta Comm’n Br. 49-50.

*% In so concluding, we find that Dr. Caloyannides did not admit that VDP discloses
the limitation of claim 12. Resp’ts Post-Hearing Br. 134-35; Hr’g Tr. 1246-48.
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of claim 13 (but not the ID’s reliance upon the nonobviousness of claim 10). ID at 122. Inits
petition for review, Silicon Labs argued that claim 13 is obvious in view of Boie or in view of
Boie combined with Micronas, Silicon Labs Pet. 39-41, while MaxLinear argued that the claim
is obvious in view of Boie combined with VDP, MaxLinear Pet. 24-25. The Commission
granted review as to Boie and VDP generally, and as to Boie and Micronas (RX-38) for claim
26 of the *792 patent. >’ Claim 26 of the *792 patent and claim 13 of the *585 patent,
necessarily rise and fall together. Cresta Pet. Reply 43.

The respondents’ arguments for the invalidity of claim 13 of the *585 patent and claim
26 of the *792 patent are conclusory and insufficient to demonstrate obviousness clearly and
convincingly. For Boie, they argue that a person of ordinary skill “would understand that there
must be a TV selection circuit coupled to the band-pass filter 8 to generate a signal that enables
selection of the proper coefficients for the band-pass filter 8 in response to the format of the
input RF signal.” Resp’ts Comm’n Br. 44; see RX-1677C Q/A 308-09. Respondents’ mere
recitation that a personal of ordinary skill would include the feature of claim 13 is not enough
to demonstrate invalidity clearly and convincingly. See, e.g., ActiveVideo Networks, Inc. v.
Verizon Commc 'ns, Inc., 694 F.3d 1312, 1327 (Fed. Cir. 2012). The respondents also
presented the combination of Boie and Micronas. Micronas (RX-38) is relied upon to fill in a
gap by providing an example of a standard selection circuit. See RX-1677C Q/A 309-10. The
respondents’ testimony, however, is too conclusory to demonstrate obviousness clearly and

convincingly.

97 Because claim 26 of the *792 patent is admitted to be identical to claim 13 of the
’585 patent for purposes of invalidity, Cresta Pet. Reply 43, our obviousness findings apply
to both claims.
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For the foregoing reasons, we find the following patent claims obvious: claim 3 of the
’585 patent (Boie and Kerth); claim 10 of the *585 patent (Boie as well as Boie and VDP); and
claims 1-4 of the *792 patent (Boie, as well as Boie and VDP, for the same reasons as claim 10
of the *585 patent). We find that the respondents failed to meet their burden to show invalidity
clearly and convincingly as to claim 12 of the *585 patent and corresponding claim 25 of the
’792 patent (VDP alone, or VDP and Boie) and as to claim 13 of the 585 patent and
corresponding claim 26 of the *792 patent (Boie alone, or Boie and Micronas).

D. The Domestic Industry Requirement

A complainant must establish that an industry “relating to the articles protected by the
patent . . . exists or is in the process of being established” in the United States. 19 U.S.C. §
1337(a)(2). Under Cémmission precedent, the domestic industry requirement of section 337
consists of an “economic prong” and a “technical prong.” See, e.g., Alloc, Inc. v. ITC, 342
F.3d 1361, 1375 (Fed. Cir. 2003).

To meet the technical prong, the complainant must establish that it practices at least one
claim of the asserted patent. See Certain Microsphere Adhesives, Process for Making Same,
and Products Containing Same, Including Self-Stick Repositionable Notes, Inv. No. 337-TA-
366, Comm’n Op., 1996 WL 1056095, at *7-8 (Jan. 16, 1996). “The test for satisfying the
‘technical prong’ of the industry requirement is essentially the same as that for infringement,
i.e., a comparison of domestic products to the asserted claims.” Alloc, 342 F.3d at 1375.

The “economic prong” of the domestic industry requirement is satisfied when it is
determined that sufficient economic activities and investments set forth in subsections (A), (B),
and/or (C) of subsection 337(a)(3) demonstrate that a domestic industry exists or is in the

process of being established. Certain Variable Speed Wind Turbines & Components Thereof,
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Inv. No. 337-TA-376, USITC Pub. No. 3003, Comm’n Op. 21 (Nov. 1996). With respect to
the “economic prong,” 19 U.S.C. § 1337(a)(2) and (3) provide, in full:
(2) Subparagraphs (B), (C), (D), and (E) of paragraph (1) apply only if an
industry in the United States, relating to the articles protected by the
patent, copyright, trademark, mask work, or design concerned, exists or is
in the process of being established.
(3) For purposes of paragraph (2), an industry in the United States shall
be considered to exist if there is in the United States, with respect to the
articles protected by the patent, copyright, trademark, mask work, or
design concerned-
(A) significant investment in plant and equipment;
(B) significant employment of labor or capital; or
(C) substantial investment in its exploitation, including
engineering, research and development, or licensing,
Given that these criteria are listed in the disjunctive, satisfaction of any one of them is
sufficient to meet the economic prong of the domestic industry requirement. Wind Turbines,
Comm’n Op. at 21.

In general, a domestic industry must exist or be in the process of being established at
the time of the filing of the complaint. Motiva, LLC v. ITC, 716 F.3d 596, 601 n.6 (Fed. Cir.
2013). The Commission has considered evidence subsequent to the filing of the complaint
only in very specific circumstances, i.e., “when a significant and unusual development has
occurred after the complaint has been filed.” Certain Video Game Systems and Controllers,
Inv. No. 337-TA-743, Comm’n Op. at 5 (Jan. 20, 2012). Extraordinary developments
prompting a post-complaint analysis have included bankruptcy, a change in patent ownership,

manufacturing, or licensing activity. Id. at 5-6; see Electronic Imaging Devices, Inv. No. 337-

TA-726, Order No. 18 at 8-11 (Feb. 7,2011) (unreviewed) (licensing activity); Cerfain

- 56 -



PUBLIC VERSION

Semiconductor Integrated Circuits and Products Containing Same, Inv. No. 337-TA-665,
Final Initial Determination at 229-30 (Oct. 19, 2009) (unreviewed in relevant part)
(bankruptcy); Certain Video Graphics Display Controllers, and Products Containing Same,
Inv. No. 337-TA-412, Final Initial Determination at 12-13 (May 17, 1999) (unreviewed in
relevant part) (manufacturing and licensing); Wind Turbines, Inv. No. 337-TA-376 (Remand),
Comm’n Op. 4, 10-13 (Aug. 21, 1997) (manufacturing and licensing activity); Wind Turbines,
Inv. No. 337-TA-376, Comm’n Op. 22-26 (Sept. 23, 1996) (licensing).
L. The Technical Prong of the Domestic Industry Requirement

The ALJ found that Cresta had demonstrated the existence of articles practicing the
’792 patent. ID at 201-07. We determined not to review those findings. 80 Fed. Reg. at
26092-93. The ALJ also found that the Cresta XC5000A series tuner, incorporated into certain
- televisions, practices claims 1-3, 5-6, 10, 13, 16-19, and 21 of the *585 patent. Id. at 193-
201. OUID’s petition for review questioned whether Cresta had demonstrated the existence of
any televisions in the United States that practiced the asserted *585 patent claims. OUII Pet.
11. We determined to review the ID’s finding that the technical prong had been met as to the
XC5000A product for the *585 patent.”® Id,

In proceedings before the ALJ, the respondents argued that Cresta had not
demonstrated the existence of any specific . televisions in the United States with a plurality

of demodulators that included Cresta’s tuner. Resp’ts Post-Hearing Br. 121. They note that

%8 To the extent that our grant of review is read to encompass the technical prong for
the *792 patent as it concerns the XC5000A tuner, we affirm the ID’s findings as to the
technical prong for the 792 patent. ID at 201-07 (finding that Cresta practices all of the
domestic-industry patent claims of the 792 patent except claim 27). The *792 patent claims
upon which Cresta relied for domestic industry do not call for the demodulators recited in
the claims of the 585 patent.
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Cresta’s evidence is from 2009 and that Cresta offered no evidence as to any televisions more
recent, and that ] had not been a Cresta customer since approximately P 1d Inthe
alternative, the respondents observed that to the extent that Cresta demonstrated any protected
articles, those articles would have incorporated the XC5000A, as opposed to Cresta’s other
tuners. The ID relied upon that alternative argument. 1D at 194-95.

Section 337 requires that a domestic industry exist “with respect to articles protected by
the patent.” 19 U.S.C. § 1337(a)(3). The question here is whether Cresta adequately identified
any articles protected by the *585 patent, in this case televisions with Cresta tuners and with a
plurality of demodulators.

On review, we find that the ALJ erred in crediting Cresta’s showing as to the [
televisions that incorporate the XC5000A tuner. Before the ALJ, Cresta offered schematics of
two [ televisions that omit model numbers. CX-1167C; CX-1398C. Cresta asserted that
these schematics are those of domestic industry products, without demonstrating the existence
of - televisions made in accordance with those schematics. See, e.g., Cresta Post-Hearing
Br. 112-14; Cresta Post-Hearing Reply Br. 69-70; CX-2024C Q/A 169 (citing CX-1167C and
CX-1398C). We conclude that Cresta failed to meet its 1t’)urden to establish the existence of
protected articles as to the *585 patent, in which each claim calls for a “plurality of
demodulators.” That conclusion is consistent with the ID’s infringement-related
determinations, which we determined not to review, that Cresta’s showing about representative

products fails.”

% Had Cresta demonstrated the existence of protected articles with respect to the
’585 patent, we agree with the ID that Cresta’s demonstration would have concerned only
the XC5000A tuner. See ID at 194-95.
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2. The Economic Prong of the Domestic Industry Requirement

Cresta alleged the existence of a domestic industry under subparagraphs (A), (B),
and (C) of section 337(a)(3). See ID at 168 n.22. Under subparagraphs (A) and (B), Cresta
relied upon the development and support of its television tuners. Cresta Post-Hearing B.
192-94. Cresta’s showing under subparagraph (C) was based upon engineering and research
and development, as opposed to licensing. Id. at 209-12. The ID held that the evidence
relied upon by Cresta to establish its investments in a domestic industry was unreliable. ID
at 168-78, 188-90. As aresult, Cresta failed to carry its burden of proof as to the economic
prong of the domestic industry requirement. Id. Further, the ID found that Cresta’s claimed
domestic industry ceased to exist at least six months prior to the filing of the complaint; and,
therefore, Cresta did not prove that a domestic industry existed at the time the complaint
was filed. Id at 179-87. Cresta pétitioned for review, and we determined to review the ID’s
findings regarding the economic prong of the domestic industry requirement. On review, as
discussed below, we affirm the ID’s determination that the economic prong was not met,”
both because of the unreliability of Cresta’s evidence, and independently, because Cresta’s

claimed domestic industry did not exist at the time the complaint was filed.®*

%0 We find it unnecessary to rely upon the ID’s statements in footnotes 30 and 41 of
the ID in order to affirm the ID’s determination that the economic prong was not satisfied,
and we therefore vacate the findings in those footnotes.

81 Commissioner Schmidtlein agrees that Cresta failed to demonstrate the existence
of a domestic industry based upon the unreliability of Cresta’s evidence and therefore joins
the Commission in affirming the ALLJ on this basis. Commissioner Schmidtlein, however,
does not join the Commission in its alternative basis for affirming the ALJ and writes
separately to explain her views.
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a) Overview of Cresta’s Business Activities

On January 28, 2014, Cresta filed a complaint alleging a domestic industry based
upon its TV-tuner business under subparagraphs (A), (B), or (C). Cresta’s alleged
investment and activities spanned from October 2011-September 2012 (“Year 17) to
October 2012-September 2013 (“Year 27).52 These activities consisted primarily of the
design, engineering and support of the XC5000 and CTC70X series tuners.”® ID at 169.
Cresta’s involvement with the tuners at issue began in September 2011 when Cresta
purchased the assets of Xceive Corp, including the two patents asserted in this investigation.
Id. at 171-72. Cresta acknowledges that the XC5000 series products were actually designed
by Xceive. ID at 169, n.24. Cresta’s activities related to the XC5000 series consisted of
“product support activities on those products.” Id. With respect to the CTC70X tuners,
Cresta furthered development work on those products after their acquisition from Xceive in
addition to providing product support. Id.

Beginning in early 2012, Cresta’s business model began to shift away from its tuner

usiness. R C RS R T

62 Cresta filed an amended complaint on June 12, 2014

5 In the witness statement of Cresta’s Chief Financial Officer (Mr. Lewis), Cresta
belatedly attempted to expand its domestic industry to cover its investments related to the
CTC71X series tuners. Aside from Cresta’s failure to rely on those investments in a timely
manner, the Commission agrees with the ALJ that evidence set forth by Cresta does not
demonstrate cognizable investment in the domestic industry. ID at 172-73. Cresta’s
investment in those tuners, therefore, do not form part of its domestic industry relevant to
this investigation.
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' 1D ot 150-52. R in 12c 2012,
Cresta hired a new CEO and added a new board member [
—.65 Id. at 182-83. In February 2013, Cresta’s managing board [l
= . @
_ RX-1097C, at 147045. Cresta and the respondents
dispute whether the Cresta board ] Cresta Pet, 22;
Resp’ts Pet. Reply 10. The ID finds that although Cresta may have [
R - it subscquently shifted — |

RX-1689C at 107:20-24.

’ | HrgTr. 77:15-20; see also id.
at 715:11-717:25; RX-1259C; RX-1123C; RX-1158C; RX-1306C.

85 See also RX-1695C (Bose) at 46:9-47:12, 111:14-1 12:5, 134:1-135:7; RX-1688C
(Folkebrant) at 39:5-12, 181:2-23, 267:13-271:21; RX-1155C; RX-1691C (Hughes) at 37:1-
4; RX-1683 (Hoffman) at 44:18-23.

% RX-1097C at CRESTA00147044-45 (
); Hr’g Tr. at 733:4-16.

RX-0780C.
67

, Cresta offered no evidence of any licenses, or the investment in
obtaining licenses. Nor did Cresta argue that it was in the process of establishing a

licensing-based domestic industry. 19 U.S.C. § 1337(a)(2), (a)(3)(C). Rather, as will be
discussed, infra,

[Footnote continued on next page]
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? Dt 191,
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B * Cresta ceased next generation development of the [ by .

[Footnote continued from previous page]

rather than to support the establishment of a licensing-based domestic industry. See
generally John Mezzalingua Assocs. v. ITC, 660 F.3d 1322, 1328 (Fed. Cir. 2011).

68 See also id. at 184 1n.36

% See also Hr'g Tr. 719:7-16; RX-1683C at 8056-14. :
7 See also RX-1689C (Zien) at 91:1-23.

! See also RX-1684C (Murgulescu) at 44:8-23, 154:3-155:8; RX-1685C (Lewis) at
94:7-10, 288:6-25; RX-1342C. '

2 RX-1216C; RX1683C (Hoffman) at 81:23-82:7; Hr’g Tr. 715:11-716:5, 718:1-24.

7 RX-1683C (Hoffman) at 200:14-201:4; RX-1684C (Murgulescu) at 57:4-12; RX-
1685C (Lewis) at 94:20-95:15; RX-1688C (Folkebrant) at 142:10-25; RX-1694C (Lewis) at
469:13-473:14; RX-0780C; CX-1706C (Lewis) Q/A 16; Hr’g Tr. at 565:19-22, 566:7-
567:3.
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g e e e
ID at 186. [, Cresta filed the complaint in this investigation
on January 28, 2014.”

b) Cresta Failed to Present Credible Evidence of Its Investments

In its petition for review, Cresta argued the evidence shows that, in the 24 months

between October 2011 and September 2013, Cresta expended [ in
salaries and benefits for its employees, — in plant and equipment, and

| in payments to domestic suppliers regarding its domestic industry

products.76 Cresta Pet. 11.
Cresta’s evidence of payments to domestic suppliers is insufficient to meet the
requirements set out by the Federal Circuit in Lelo Inc. v. ITC, 786 F.3d 879 (Fed. Cir. 2015).

In Lelo, the Federal Circuit found that it was necessary for the complainant to demonstrate the

™ At the same time Cresta pursued this investigation, it was named as a respondent
in Certain Silicon Tuners and Products Containing Same, Including Television Tuners, 337-
TA-917 (“the 917 investigation™). In July 2014, just one month after the case was instituted,
Cresta accepted a Consent Order in the 917 investigation (RX-1535) that prohibits it from
importing into the United States, selling for importation into the United States, or selling
after importation Cresta’s domestic industry products.

at 87.

7 RX-0954C; RX-0955C; RX-1377C; RX-1378C; RX-1381C; RX-1382C; RX-
1384C; RX-1683C (Hoffman) at 79:21-80:1; RX-1685C (Lewis) at 86:7-87:2; RX-1694C
(Lewis) at 410:4-420:19; RX-1699C (Folkebrant) at 49:23-58:20; Hr’g Tr. at 722:1-3,
729:2-18.

78 Of the labor and capital and plant and equipment expenditures, Cresta allocated

to its XC5000 domestic industry product. /d. _
payments to domestic suppliers are allocated to the XC5000 product. Id. at 12. Cresta

contends that these figures are undisputed. The respondents disagree with that contention.
Resp’ts Pet. Reply 18-19.
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“share of labor or capital cost attributable solely to purchases made by” the complainant. Id. at
884-85. Moreover, the Court required that the complainant “account for the value expended on
relevant domestic activities, as opposed to total profit or total general administrative costs.” Id.
at 884 n.4 (emphasis in original). In this investigation, Cresta offered no evidence concerning
its suppliers’ relevant investments in Cresta’s products.

As to Cresta’s own investments—as opposed to the alleged investment by its
suppliers—Cresta’s originally submitted figures were challenged extensively by the
respondents. Ultimately, the ID determined that the evidence submitted by Cresta was
unreliable and, therefore, was insufficient to meet its burden of establishing the economic
prong requirement. The ID recognized that the calculations performed by Matthew Lewis,
Cresta’s Chief Financial Officer, were inconsistent. The ALJ determined that “given Mr.
Lewis’s mistakes, conflicting evidence, and questionable allocation of time and resources, his
testimony cannot be relied upon.”’’ ID at 177.

These inconsistencies pervaded not only Cresta’s evidence concerning its investments
in Year 1 and Year 2 but also its evidence regarding ongoing activities that Cresta engaged in

until the filing of the complaint and beyond. 1D at 162, 169, 171, 173. For example, Cresta

[
wn
)
e
=
[¢]
o,

T Respondents’ extensively cross-examined Mr. Lewis at pages 740-63 of the
confidential trial transcript.
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N 1o the cxtent that these statements

may be reconcilable, Cresta has failed to reconcile them in its submissions to the ALJ and the
Commission.

Nor was Cresta able to demonstrate investment in product support at the time of the

complaint. Weighing the evidence of the record, the ID fairly found that —

A eSS AR G
B T D o 181 (citing Hr’g Tr. 716:7-717:20). As
discussed above, the [ .. T o o the filing
of the complaint here. Meanwhile, also as discussed above, [
R vriov 1o the [Tling of the

complaint. Mr. Lewis, testifying as to Cresta’s domestic industry, did “not specify the nature
or extent of the [alleged] testing and product support” performed by Cresta thus to demonstrate
ongoing product support. ID at 169. Similarly, Mihai Murgulescu, Cresta’s Chief Technology
Officer, failed to explain the product support for the domestic industry products, other than
through vague statements about responding to customer inquiries. See Hr’g Tr. 555-56.
Lacking any reliable evidence of record, the 1D properly concluded that Cresta did not
demonstrate an ongoing investment in product support at the time of the filing of the
complaint. ID at 180-82.

Inconsistencies, contradictions and unsupported assertions, such as those discussed by

the ALJ, militate against reliance on Cresta’s testimony in regard to the alleged investments
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and allocations. Indeed, upon review of the evidentiary record, the Commission determines
that the record warrants the ALJ’s finding that there is a lack of credible evidence to assess the
domestic industry requirement.”® The Commission has therefore determined to affirm and
adopt the ALJ’s finding that the figures Cresta has provided for its domestic industry
investments in its tuner-based business, which changed each time the figures were challenged,
are unreliable.” Cresta has, thereby failed to satisfy its burden to demonstrate the existence of
a domestic indust1y.80 Cf. Certain Sofi-Edged Trampolines and Components Thereof, Inv. No.
337-TA-908, Comm’n Op. 56-57 (May 1, 2015) (“The Commission supports the ALJ’s
determination that there was a lack of credible evidence presented by” the complainant and that
the complainant “failed to meet its burden of proof in establishing the significance of its

investments in terms of this industry or in general.”).

7 These inconsistencies are discussed extensively at pages 174-178 of the ID, at
pages 15-18 of the respondents’ response to Cresta’s petition for review, and at pages 125-
128 of the respondents’ post-hearing reply brief.

7 In making this determination, the Commission does not opine on whether the
investments would have been significant or substantial if the evidence had been reliable.

% Our finding that Cresta’s evidence is unreliable applies to subparagraphs (A), (B),
and (C) of section 337(a)(3). We discussed the requirements for subparagraph (a)(3)(C) in
Certain Computers and Computer Peripheral Devices, and Components Thereof, and
Products Containing Same, Inv. No. 337-TA-841, Comm’n Op. at 40 (Jan. 9, 2014); see
also LSI Corp. v. USITC, 604 Fed. App’x 924, 928 (Fed. Cir. Mar. 20, 2015) (agreeing with
the Commission’s analysis in Peripheral Devices) (nonprecedential); Certain Integrated
Circuit Chips and Products Containing the Same, Inv. No. 337-TA-859, Comm’n Op. 36-44
(Aug. 22, 2014) (explaining that research and development under subparagraph (C) must
relate to the patented features of the protected articles). While qualifying investments under
subparagraph (C) are in the exploitation of the patent, Cresta did not rely upon Xceive’s
expenditures, and its own showing under subparagraph (C) was only product-related, see
Cresta Post-Hearing Br. 209-12, as opposed to patent- or technology-focused. Accordingly,
Cresta’s showing fails under subparagraph (C) at least for the same reasons as under (A) and

(B).
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c) Cresta’s Investments and Activities Related to Protected Articles

Failed to Establish That a Domestic Industry Existed at the Time of

the Complaint

Before the ALJ, Cresta relied upon its investments in plant, equipment, and labor as
well as research and development related to its TV-tuners to support its allegations of a
domestic industry. Cresta alleged that its domestic industry was based on the fabless design,
engineering, and support of silicon tuners using the patented technology. ID at 168.

As discussed above, we affirm the ID’s conclusion that Cresta’s evidence regarding its
TV-tuner-based investments in Years 1 and 2 was unreliable. In addition, the ID found that
any such industry predicated on those investments did not exist at the time of the complaint.
The ID found that Cresta was operating under a new business model (monetization of the
patents at issue), ID at 182-87, but Cresta did not claim any investments in this new business to
establish a domestic industry in this investigation. Cresta Post-Hearing Br. 192-95. See
generally 19 U.S.C. § 1337(a)(3)(C) (licensing). The Commission finds that Cresta failed to
demonstrate the existence of a domestic industry based upon investments in Cresta’s protected
articles at the time the complaint was filed.

In its petition for review, Cresta contends the ID erred in finding that Cresta’s business
no longer existed. Specifically, Cresta argues that its domestic industry as a domestic fabless
producer of tuners continued until the time of the original complaint. Cresta Pet. 15-24; see
Compl. 99 15, 57-61. As discussed below, the Commission finds that the record does not
support Cresta’s position. To the contrary, the record contains no reliable evidence that
Cresta’s activities and investments at the time of the Complaint involved ongoing, qualifying

domestic activities stemming from investments in the protected articles.
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Section 337 requires that “an industry in the United States, relating to the articles
protected by the patent, copyright, trademark, mask work, or design concerned, exiss. . !
The Federal Circuit has affirmed the Commission’s practice of using the complaint filing date
as “the relevant date at which to determine if the domestic industry requirement of Section 337
was satisfied.” Motiva, 716 F.3d at 601 n.6. Past expenditures may be considered to support a
domestic industry claim so long as those investments pertain to the complainant’s industry with
respect to the articles protected by the asserted IP rights and the complainant is continuing to
make qualifying investments at the time the complaint is filed. For subsection 337(a)(3)(C),
the claimed R&D and engineering investments must be in exploitation of the patent. 19
U.S.C.§ 1337(2)(3)(C).

As detailed above, Cresta was, and still purports to be, a fabless semiconductor
manufacturer engaged in design and engineering of silicon tuners that are protected by the
asserted patents. ID at 169; Cresta Pet. 7-8. Cresta contends that its domestic industry
activities and investments in its TV-tuner development and software/firmware support
continued until the time of the original complaint. Cresta Pet. 15-24. The evidence, however,
does not support Cresta’s contention. As articulated by the extensive factfinding in the ID,
Cresta’s tuner business was in rapid decline - and Cresta undertook to end operations

and investments in the protected articles. ID at 179-87. By the time of the complaint, Cresta

had decided to fund this investigation, and all that remained of the tuner-based business was at

best a modicum of sales for products — 1d. at 188-90.

119 U.S.C. § 1337(a)(2) (emphasis added). Cresta did not rely upon evidence that
its domestic industry was in the process of being established.
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The present facts—involving Cresta’s pre-complaint repudiation of its tuner business,
without any ongoing activities cognizable under section 337(a)(3)—are distinguishable from
those of our previous investigations. Commission precedent indicates that where production,
development or sales of protected articles have declined or even ceased entirely, a domestic
industry may nevertheless be established based on past significant or substantial investments
relating to the protected articles provided that complainant continues to maintain ongoing
qualifying activities under section 337(a)(3) at the time the complaint is filed. In Toy Vehicles,
the Commission held that when a complainant continues its operations and improves its
products, past expenditures linked to these products are considered for purposes of a domestic
industry. Certain Battery-Powered Ride-On Toy Vehicles and Components Thereof, Inv. No.
337-TA-314, Order No. 6 at 18-21 (Dec. 5, 1990) (unreviewed in relevant part) (domestic
industry found to exist, where manufacturing of protected articles had ceased in favor of an
improved model before the complaint was filed, based on substantial past investments in
equipment, labor and capital in development and exploitation of the patent combined with
continued activities supplying patented replacement units, which are a safety feature of the
vehicles);* see also Certain Electronic Digital Mediq Devices and Components Thereof, Inv.
No. 337-TA-796, Comm’n Op. at 99-102 (Sept. 6, 2013) (finding domestic industry exists
where complainant had substantial past investments in engineering and R&D related to
discontinued protected articles and continued to exploit the patent through further development
of existing products at the time of the complaint); Certain Electronic Devices, Including

Mobile Phones, Portable Music Players, and Computers, Inv, No. 337-TA-701, Order No. 58

82 Unlike Toy Vehicles, Cresta here did not move on to newer or improved products.

Rather, its newer product, , was abandoned in [
1D at 166; see also id. at 180 n.35, 184, 187.
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at 16-17 (Nov. 18, 2010) (unreviewed) (domestic industry satisfied based on past substantial
investments in R&D for protected articles and undisputed facts showing ongoing activities
with respect to protected articles including development, warranty repairs, sales, and/or
maintenance of inventories in the United States at the time the complaint was filed).

Similarly, when post-complaint developments have prompted an examination of the
facts concerning the viability of complainant’s domestic industry, the Commission has likewise
credited past significant or substantial investments where complainant had ongoing qualifying
activities, albeit more limited, pertaining to protected articles. For example, in Wind Turbines,
the Commission held that the complainant’s own post-bankruptcy operations were still
substantial, as were those activities resumed by a U.S. licensee, and thus sufficient to preserve
the existence of the domestic industry. Wind Turbines, Comm’n Op. at 22-26 (Sept. 23, 1996);
see also Video Graphics, Final Initial Determination at 11-13 (finding domestic industry exists
where complainant ceased manufacturing after the complaint was filed, based on past
significant investments in plant and equipment for the development and manufacture of
protected articles, coupled with credible evidence of continued sales, payments for R&D
activities for protected articles, and licensing of the patent to a third party); Semiconductor
Integrated Circuits, Final Initial Determination at 232-36 (finding a domestic industry based on
continued operation of one semiconductor-fabrication plant notwithstanding the abandonment

of most of complainant’s U.S. operations).*> The facts of the present investigation are unusual

8 A complainant may also be able to rely upon past expenditures if its industry was
destroyed by the unfair competition at issue in the investigation. See Bally/Midway Mfg. v.
USITC, 714 F.3d 1117, 1121 (Fed. Cir. 1983). While Bally/Midway involves post-
complaint destruction of a domestic industry (thereby relying upon the date of the
complaint, as opposed to the industry that remained at the time of issuance of remedial
orders), the ID here considered Bally/Midway possibly to apply to pre-complaint destruction

[Footnote continued on next page]
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and involve more than a mere decline in investments or transition to newer products as in such

past Commission investigations.

In its petition for review, Cresta Pet. 17-18, Cresta points to [ (0
support its post-Year-2 pre-complaint domestic industry. CX-635C
e . = yeesny..
- Jeexgy: - - -
cx-oxsc EERERRE R o
B arc unexplained in the record.®* Indeed, while they are offered for
B e
—. Cresta’s petition also points to certain “additional evidence showing the

continuation” of engineering activity. Cresta Pet. 18 (citing CX-1710C at Q/A 112-16). What
Cresta cites is Dr. Murgulescu’s testimony, which in turn refers to [

_. CX-1137C. In any event, Dr. Murgulescu specifically, and Cresta generally,

[Footnote continued from previous page]

of a domestic industry. Whether Bally/Midway applies to pre-complaint events is
immaterial, because the ALJ properly concluded that Cresta did not demonstrate that its
business was destroyed by the unfair competition alleged in this investigation. 1D at 167-68
n.21; id at 190-91.

8 Elsewhere in its petition for Commission review, Cresta purports to cite
. Cresta Pet. 22 (citing CX-

1176C). Cresta has failed to explain

investments in
. Itis even unclear to which product these de minimis

activities pertain. Compare CX-1252C
N 1 1g Tr. 822 S

Tr. 813-15, Cresta failed to explain
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failed to explain the nature of the engineering or support work purportedly carried out in the
context of these emails and the scope of the investment other than the time spent typing those
emails. Moreover, as the ALJ properly found, Cresta failed to demonstrate its investment in
firmware updates after August 2013.%° ID at 185. As such, Cresta provided no reliable
evidence sufficient to show that at the time of the complaint, it was engaged in qualified
activities under Section 337(a)(3) involving continued investments in its claimed domestic
industry.

As noted above, Cresta raised funds from investors before the complaint was filed here,
but it was not to reinvigorate Cresta’s tuner design business, [ e
| 1D at 185-87. The ID found, based on the record evidence, that Cresta’s
claimed domestic industry based on the fabless design of silicon tuners was no longer in
existence when the complaint was filed on January 28, 2014,

Cresta now contends that its expenditures in its tuner business continued after the
complaint was filed, particularly as to “support” activities for its products, such as
software/firmware updates. Cresta Pet. 2, 16-17 (citing Certajn Airtight Cast-Iron Stoves, Inv.
No. 337-TA-69, Comm’n Op. 10 (Jan. 1981)). As nqted earlier, the Commission will consider
post-complaint evidence regarding domestic industry only in very specific circumstances, i.e.,
“when a significant and unusual development has occurred after the complaint has been filed.”
Video Game Sys., Inv. No. 337-TA-743, Comm’n Op. at 5. We find that there has been no

significant and unusual development here after the complaint was filed. Instead, as discussed

% In its petition for Commission review, Cresta cites Dr. Murgulescw’s testimony in
support of Cresta’s ongoing firmware updates for Cresta’s customers. Cresta Pet. 16 (citing
CX-1710C at Q/A 32-33, 80-83). Cresta failed to demonstrate the existence of any such
firmware updates much less Cresta’s investment in those updates for purposes of section
337(a)(3).
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extensively above and in the ID, the significant and unusual development here occurred prior
to the complaint, when Cresta phased out its tuners, shifted its business focus to patent
monetization, laid off most of its staff, and discontinued investments in developing and
supporting protected articles.

Beyond demonstrating no substantial change post-complaint, the post-complaint
activities to which Cresta points are de minimis and the évidence supporting them is unreliable,
for the reasons already set forth. See also, e.g., ID at 188-90; Hr’g Tr. 813-821, Resp’ts Pet.
Reply 11-12; OUII Pet. Reply 5-7, 10. With respect to any allegedly ongoing activity related
to a very small number of products Cresta purportedly continues to 861186——- see ID at
189—such sales alone are insufficient to establish a domestic industry. Hr’g Tr. at 820; see,
e.g., HR. Rep. No. 100-40, Pt. 1, at 157 (1988) (“Marketing and sales in the United States
alone would not, however, be enough to meet this test.”); S. Rep. 100-71, at 29 (1988) (same);
Certain Stringed Musical Instritments and Components Thereof, Inv. No. 337-TA-586,
Comm’n Op. 14-16 (May 16, 2008) (discussing the 1988 legislative history); Certain
Integrated Circuits, Processes for Making Same, and Products Containing Same, Inv. No. 337-

TA-450, Final ID at 150 (May 6, 2002), (“[ TThe mere marketing and sale of products in the

8 Cresta maintained inventory of wafers for its tuners, RX-1689C at 92-98, 103-04,
107-09, as well as overseas inventory of certain finished tuners, id. at 104. Cresta argues
that there was a post-complaint sale

. Cresta Post-Hearing Br. 214; Hr’g Tr. 797; CX-1250C. The record is
far from clear as to the nature of that transaction, which came six months after the filing of
the complaint here. Cresta did not argue that it itself maintained investment in its protected
articles as a result of its sale. Rather, it relied upon the cost it paid to its U.S.-based supplier
T for that transaction. CX-1250C. As discussed earlier, that showing of
cost, absent more, is insufficient under Lelo, 786 F.3d at 884, to be creditable toward a
domestic industry. Moreover, even if the investment were creditable in some manner, it is

de minimis. CX-1250C (.
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United States is insufficient to constitute a domestic industry.”), not reviewed Notice (June 21,
2002).

Indeed, Cresta cites no Commission precedent supporting the proposition that past
investments in protected articles suffice to satisfy the requirement that “an industry in the
United States, relating to the articles protected by the patent ...exists” at the time of the
complaint based upon de minimis ongoing sales. 19 U.S.C. § 1337(a)(2) (emphasis added). To
the contrary, where the complainant relies upon past investments relating to protected articles
but its ongoing activities at the time of the complaint are not cognizable under Section
337(a)(3), such as patent litigation that does not relate to exploitation of the patent, the
Commission has found that a domestic industry does not exist. See Certain Video Game
Systems and Controllers, Inv. No. 337-TA-743, ID at 167 (Nov. 2, 2011) (unreviewed in
relevant part). Accordingly, Cresta’s reliance on post-complaint sales or profit and loss
statements, Cresta Pet. 18 (relying upon JX-152C), is insufficient to demonstrate cognizable
investments under section 337. Moreover, as discussed earlier, Cresta’s sales, whatever they
may be, are substantially unexplained in the record; Cresta further fails to explain how those
sales constitute i‘elevant investments in protected artiqles or exploitation of the asserted patents
under the language of section 337(a)(3).

What is at issue in this investigation is not merely a decline in an ailing business or
discontinued products, but the lack of evidence that a cognizable domestic industry exists at the
time the complaint was filed. Cresta’s claimed domestic industry predicated on design and
support of protected articles ceased to exist. Its U.S. business shifted toward patent
monetization and away from any research and development, or engineering related to its tuner

products. In so changing its business, Cresta ceased making investments in plant and
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equipment, as well as labor and capital, related to protected articles it may have previously
made, i.e., investments in the activities upon which it attempted to rely before the ALJ to prove
a domestic industry exists. Nor did Cresta continue to invest in development and engineering

in exploitation of the asserted patents.®” Cresta’s business now hinges on the results of this

invesicanon. R R
R oo

in TV-tuners or support thereof. ID at 185; see also RX-1271C; Hr’g Tr. 489-90. Such
investments and activities, as described in this record, are not cognizable as domestic industry
investments, Accordingly, we conclude that due to the lack of credible evidence of any
ongoing activities and investments at time of the filing of the complaint related to the protected
tuners, other than a handful of sales that are inadequately explained in the record, Cresta has
failed to prove that a domestic industry exists with respect to articles protected by the asserted

paten’[s.88

87 As noted above, see supra note 74, Cresta has agreed, by consent order at the
Commission, not to import its tuners into the United States. Certain Silicon Tuners and
Products Containing the Same, Including Television Tuners, Inv. No. 337-TA-917, Consent
Order (July 1, 2014). While the consent order permits Cresta to manufacture tuners in the
United States, the effect of the consent order was to shutdown Cresta’s overseas production.
Hr’g Tr. 739, 813-14; RX-1999C Q/A 116-123 (Rebuttal Witness Statement of Dr. Vander

Hr’g Tr. 815, 822. Cresta has
failed adequately to explain those activities. Indeed, it is unclear to which product these
activities pertain. Compare CX-1252C (
) with Hr’g Tr. 822 (

).

8 patent licensing activities and investments are cognizable under section 337. See
InterDigital Commc 'ns, LLC v. ITC, 707 F.3d 1295, 1303-04 (Fed. Cir. 2013); Certain

[Footnote continued on next page)
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Iv. CONCLUSION

For the foregoing reasons, we terminate the investigation with a finding of no violation
of section 337.

By order of the Commission.

e

Lisa R. Barton
Secretary to the Commission

Issued: October 30, 2015

[Footnote continued from previous page]

Computers and Computer Peripheral Devices, and Components Thereof, and Products
Containing Same, Inv. No. 337-TA-841, Comm’n Op. at 37 (Jan. 9, 2014) (“We reject the
respondents’ invitation to impose a production-driven requirement on licensing-based domestic
industries.”); id. at 37-40. But Cresta offered no licensing expenditures nor did argue or
demonstrate that it was in the process of establishing a licensing-oriented domestic industry.
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Separate Views of Commissioner Rhonda K. Schmidtlein
on the Economic Prong of the Domestic Industry Requirement

I agree with the Commission’s decision to affirm the ALJ on the economic prong of the
domestic industry requirement based on the ALJ’s credibility findings. I see no basis in the
record to disturb the ALJ’s findings that certain testimony regarding the amount and allocation of
Cresta’s domestic industry investments was unreliable. I do not, however, join the
Commission’s decision to affirm the ALJ on the separate and independent basis that Cresta’s
sales of domestic industry products at the time of the complaint are not “qualifying activities,”
which would allow consideration of Cresta’s pre-complaint domestic industry investments. In
- my view, Cresta’s activities at the time of the complaint, including Cresta’s sales of domestic
industry products, are sufficient activities to allow the Commission to consider the domestic
industry investments made prior to the filing of the complaint.

Section 337(a)(3), in defining the domestic industry requirement, states that “an industry
in the United States shall be considered to exist if there is in the United States, with respect to the
articles protected by the patent . . . (A) significant investment in plant and equipment; (B)
significant employment of labor or capital; or (C) substantial investment in its exploitation,
including engineering, research and development, or licensing.” 19 U.S.C. § 1337(a)(3). The
Commission assesses this statutory domestic industry requirement from the perspective of the
time of the filing of the complaint. See Certain Video Game Systems and Controllers, Inv. No.
337-TA-743, Comm’n Op. at 5 (Jan. 20, 2012), aff’d, Motiva, LLC v. U.S. International Trade
Comm’n, 716 F.3d 596, 601 n.6 (Fed. Cir. 2013). This does not mean, however, that section 337
requires that investments that makeup a domestic industry must be incurred or ongoing at the
" exact moment the complaint is filed. Indeed, the Commission has expressly rejected such a
view. See, e.g., Certain Electronic Digital Media Devices and Components Thereof, Inv. No.
337-TA-796, Comm’n Op. at 99 (Sept. 6, 2013) (“Commission precedent also establishes that a
domestic industry can be found based on complainant’s past activities in exploiting the [asserted]
patent.”) (emphasis in original); Certain Kinesiotherapy Devices and Components Thereof, Inv.
No. 337-TA-823, Comm’n Op. at 30 (July 12, 2013), rev’d on other grounds, Lelo Inc. v. U.S.
International Trade Comm’n, 786 F.3d 879 (Fed. Cir. 2015); Certain Variable Speed Wind
Turbines and Components Thereof, Inv. No. 337-TA-376, Comm’n Op. at 25-26 (Sept. 23,
1996); Certain Integrated Circuit Devices and Products Containing the Same, Inv. No. 337-TA-
873, Order No. 32 at 6 (Oct. 21, 2013) (unreviewed). Instead, whien investments that are no
longer taking place are asserted, the Commission has determined that “a domestic industry [may
be] found to exist based on a combination of prior activities and some type of current activity
related to the domestic industry.” Certain Video Game Systems and Controllers, Inv. No. 337-
TA-743, Final ID at 167 (Dec. 8, 2011) (aff’d by Commission).

In this investigation, Cresta filed its complaint in January 2014, Cresta alleges that from
October 2011 to September 2013 it invested _,in design, engineering and

manufacturing related activities in the United States, which yielded technology incorporated into
existing domestic industry products. Specifically, Cresta alleges during that time frame it
invested [EERENE in salaries and benefits for engineering labor, in plant and
equipment, and more than RS in payments to domestic manufacturers related to its
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domestic industry products.” With regard to activity at the time of the complaint, Cresta asserts
continued domestic production and sales of Cresta’s tuners based on

-.2 Although the sales may have been declining, OUII acknowledges that during the
period from June 2013 to December 2013, Cresta

. Moreover, Cresta
asserts that at the time of the complaint Cresta continued to employ engineers in the United
States for technical support and maintenance of domestic industry products.*

While I join, as noted above, the Commission in its determination to affirm the ALJ’s
findings that the evidence put forward by Cresta was not reliable, the Commission today also
- offers a separate and independent basis for affirming the ALJ. Specifically, the Commission
finds that it cannot properly consider the [iRE ] Cresta invested in design,
engineering, and manufacturing related activities when assessing the economic prong of the
domestic industry requirement because those investments pre-date the filing of the complaint and
Cresta’s sales of domestic industry products at the time of the complaint are not “qualifying
activities,” which would allow consideration of past investments.” With regard to this basis, I
respectfully disagree. In my view, the continued sales of the domestic industry products are
sufficient activities to permit the Commission to consider Cresta’s past, cognizable investments
under section 337. Moreover, as described above, the activities asserted to be taking place at the
time of the complaint include more than sales of domestic industry products. They also include
the continued employment of engineers engaged in technical support of domestic industry
products. The employment of these engineers (even if not precisely quantified or allocated) are
additional current activities permitting the Commission to consider Cresta’s past investments.
Furthermore, the activities asserted to be taking place at the time of the complaint include
domestic production related to the domestic industry products.

! Cresta Post-Hearing Br. at 206-208; Cresta Pet. at 11 (citing CX-1706C (Lewis WS) at Q/A 54-
75).
2 Cresta Pre-Hearing Br. at 444; Cresta Post-Hearing Br. at 185, 213-214; see CX-1706C (Lewis

WS) at Q/A 77, 81; CX-1710C (Murgulescu WS) at Q/A 55-56; Hr, Tr. 766:25-769:20;, CX-0635C
EE ), RX-1689C a1 86-92, 98:10-20,
106:7-106:13; 106:18-108:5; see also ID at 189 (citing RX-1683C at 70:18-21, 71:3-74:14: 75:20-76:12).

} OUII Resp. to Pet. at 6 (citing Cresta Pre-Hearing Br. at 444); see CX-1706C (Lewis WS) at Q/A
86, CX-1171C.

4 Cresta’s Pre-Hearing Br. at 420, 452, 454-455; Cresta Post-Hearing Br. at 213; see CX-1710C
(Murgulescu WS) at Q/A 25, 80-84, 112-113, 123-126; Hr. Tr. 553:7-25, 555:16-556:7, 766:25-769:20;
CX-560C; CX-1107C and CX-1111C (emails from October 2013 involving Cresta engineers); CX-1137C
(email from February 2013 involving Cresta engineer).
> The Commission describes Cresta’s ongoing sales as de minimis. As noted above, OUII
acknowledges that during the period from June 2013 to December 2013, Cresta averaged sales -

. As such, I cannot agree that sales of this volume are de

minimis for purposes of considering past investments. Moreover, I cannot ignore these sales simply
because the XC5000 series products
_ or because CTC70X series products .
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To be clear, I am not finding or advocating that ongoing sales by themselves are
sufficient to establish a domestic industry. Rather, it is that these sales constitute current
activities with respect to domestic industry articles that allow the Commission to consider past,
cognizable domestic industry investments when assessing the domestic industry requirement.
See Video Game Systems, Final ID at 167 (“In each of these cases, there is a common
theme: while the primary domestic industry activities are no longer taking place, a domestic
industry was found to exist based on a combination of prior activities and some type of current
activity related to the domestic industry.”). Indeed, Cresta alleges that its products for sale are
the result of its earlier design, engineering, and manufacturing related investments. And, in this
investigation, as noted earlier, more activities than sales were asserted to be occurring at the time

- of the complaint.

My view is supported by Commission precedent. For example, in Toy Vehicles, the
Commission was presented with the issue of whether “current sales” of patented toys out of
existing inventory permitted the Commission to consider the past costs relating to the
development and exploitation of the patent. Certain Battery-Powered Ride-On Toy Vehicles,
Inv. No. 337-TA-314, Order No. 6, at 18-21 (Dec. 5, 1990) (unreviewed in relevant part). In that
investigation, despite complainant Kransco “not us[ing] [the] patent in any” toy for over a year
before the complaint was filed and “admit[ting] that it has no plans to manufacture any more” of
the patented toys, the Commission concluded that ongoing but limited sales of the toys from
inventory still allowed “all of the prior costs relating to the development and exploitation of the
patent” to be considered. Id. The Commission explained its reasoning in 7oy Vehicles as
follows:

Kansco still has an inventory of the dual control power pedal unit that is the
subject of the patent, and some of these units are still sold as replacement
parts to stores or individual purchasers when the warranties on their toys have
expired. The dual control unit is a safety feature on the toy. Furnishing
replacement parts would be significant to the complainant even if it did not
bring in substantial income. Making replacement parts available generates
good will for the company. The toys are expensive, and parents who spend
this much for a toy would expect a U.S. company to make replacement parts
available for repairs. Section 337 should protect small industries as well as
large ones. The current sales of the unit may be few, and the costs of
replacing these parts free may not be large, but they meet the criteria of the
statute.

As long as Kransco is still replacing any of these units, all of the prior costs
relating to the development and exploitation of the patent should be
considered along with the current expenditures relating to replacement parts
when determining whether there is a domestic industry,

Id. at 20-21.

Similarly, in Video Graphics Display Controllers, the Commission concluded that
offering for sale domestic industry products from existing inventory in addition to payments
made to a third party for continuing research and development activities allowed the



PUBLIC VERSION

Commission to credit prior investments in developing and manufacturing the product. Certain
Video Graphics Display Controllers and Products Containing Same, Inv. No. 337-TA-412, Final
ID, at 13 (May 14, 1999) (unreviewed); see also Certain Electronic Devices, Including Mobile
Phones, Portable Music Players, and Computers, Inv. No. 337-TA-701, Order No. 58 at 16-17
(Nov. 18, 2010) (unreviewed) (finding the domestic industry satisfied based on past substantial
investments in R&D for protected articles and undisputed facts showing ongoing activities with
respect to protected articles including sales and/or maintenance of inventories in the United
States at the time the complaint was filed).®

The Commission also dismisses Cresta’s current sales and other ongoing activities on the
- basis that Cresta undertook affirmative actions to shift its business to patent monetization and
away from any research and development. Even if Cresta shifted its business model going
forward, a changed business model should not void or undercut what is taking place at the time
of the complaint. To hold otherwise would effectively inject into the domestic industry
requirement an inquiry into the motivations or intent of a business as it evolves over time. As
the Commission explained in Computer and Computer Peripheral Devices, an inquiry into the
complainant’s motivations when assessing the domestic industry requirement is “needlessly
burdensome and costly to the complainant, its licensees, and the Commission; unreasonably
subjective; and unwarranted in view of the statutory language and legislative history.” Certain
Computer and Computer Peripheral Devices, Inv. No. 337-TA-841, Comm’n Op. at 39 (Jan. 9,
2014). If there is current activity with regard to articles protected by the patent at the time the
complaint is filed and there are significant/substantial past investments, the intention of the
management to take the business in a different direction in the future is irrelevant. In other
words, I do not find that a shift in business model breaks the link between the current activity
related to the domestic industry and the past investments. See Toy Vehicles, Order No. 6, at 18-
21 (finding the domestic industry requirement satisfied even though the complainant had
effectively taken its business in a new direction and “stopped practicing the patent™).

In my view, a complainant should not be denied relief simply because the importation of
infringing articles happens to take place after a domestic industry product is developed but when
that product is produced, sold to customers, and/or supported by the complainant. Development
and engineering costs are frequently incurred at an early stage of a product’s development. Were
complainants to be denied relief in such circumstances, it would enable evasion of the protection
intended by Congress under section 337. '

6 The Commission’s decision in Certain Video Game Systems and Controllers, Investigation 743,

does not compel a different result. In that investigation, the asserted engineering and R&D activities had
ceased over three and a half years before the complaint was filed. See Final ID at 167 (Dec. 8, 2011)
(aff’d by Commission). And “[t]he invention was never produced and was never close to being
‘production-ready’” as a result of those activities. Jd. The Commission therefore determined that
complainant’s ongoing litigation, which was not directed toward establishment of a licensing program,
did not constitute “a continuing domestic industry activity.” Id. In contrast, in the current investigation
the asserted primary design, engineering, and manufacturing activities ceased a few months before the
complaint was filed and those activities yielded domestic industry products, which were still being
produced and sold at the time of the filing of the complaint.
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In short, I would affirm the ALJ on the economic prong of the domestic industry
requirement based on the ALJ’s credibility findings. I cannot otherwise join the Commission’s
opinion on the economic prong for the reasons explained above, '
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