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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of
Investigation No. 337-TA-692
CERTAIN CERAMIC CAPACITORS AND
PRODUCTS CONTAINING SAME

NOTICE OF THE COMMISSION’S FINAL DETERMINATION OF NO
VIOLATION OF SECTION 337; TERMINATION OF THE INVESTIGATION

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined that there has been no violation of section 337 of the Tariff Act of 1930, 19
U.S.C. § 1337, in this investigation, and has terminated the investigation.

FOR FURTHER INFORMATION CONTACT: Panyin A. Hughes, Esq., Office of the
General Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington,
D.C. 20436, telephone (202) 205-3042. Copies of non-confidential documents filed in
connection with this investigation are or will be available for inspection during official
business hours (8:45 a.m. to 5:15 p.m.) in the Office of the Secretary, U.S. International
Trade Commission, 500 E Street, S.W., Washington, D.C. 20436, telephone (202) 205-
2000. General information concerning the Commission may also be obtained by
accessing its Internet server at Attp.//www.usitc.gov. The public record for this
investigation may be viewed on the Commission’s electronic docket (EDIS) at
http://edis. usitc. gov. Hearing-impaired persons are advised that information on this
matter can be obtained by contacting the Commission’s TDD terminal on (202) 205-
1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation
on November 4, 2009, based on a complaint filed by Murata Manufacturing Co., Ltd. of
Kyoto, Japan and Murata Electronics North America, Inc. of Smyrna, Georgia
(collectively, “Murata”™). 74 Fed. Reg. 57193-94 (Nov. 4, 2009). The complaint alleged
violations of section 337 of the Tariff Act of 1930 (19 U.S.C. § 1337) in the importation
into the United States, the sale for importation, and the sale within the United States after
importation of certain ceramic capacitors and products containing the same by reason of
infringement of various claims of United States Patent Nos. 6,266,229 (“the *229
patent”); 6,014,309 (“the *309 patent”); 6,243,254 (“the *254 patent™); and 6,377,439
(subsequently terminated from the investigation). The complaint named Samsung
Electro-Mechanics Co., Ltd. of Suwon City, Korea and Samsung Electro-Mechanics
America, Inc. of Irvine, California (collectively, “Samsung”) as respondents.
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On December 22, 2010, the ALJ issued his final ID, finding no violation of
section 337 by Respondents with respect to any of the asserted claims of the asserted
patents. Specifically, the ALJ found that the accused products do not infringe the
asserted claims of the *254 patent. The ALJ also found that none of the cited references
anticipates the asserted claims and that none of the cited references renders the asserted
claims obvious. The ALJ further found that the asserted claims are not rendered g
unenforceable due to inequitable conduct. The ALJ, however, found that asserted claims
11-14, 19, and 20 of the 254 patent fail to satisfy the requirements of 35 U.S.C. § 112 for
lack of written description. Regarding the *309 patent, the ALJ found that the accused
products do not infringe asserted claim 3 and that none of the cited references anticipates
or renders obvious asserted claim 3. The ALJ further found that the asserted claim is not
rendered unenforceable due to inequitable conduct. With respect to the *229 patent, the
ALJ found that the accused products meet all the limitations of the asserted claims and
that the asserted claims are not rendered unenforceable due to inequitable conduct. The
ALJ further found that the cited references do not anticipate the asserted claims but found
that the prior art renders the asserted claims obvious. The ALJ concluded that an industry
exists within the United States that practices the *254 patent and the *229 patent but that a
domestic industry that practices the *309 patent does not exist as required by 19 U.S.C. §
1337(a)(2) and (3).

On January 4, 2011, Murata and the Commission investigative attorney filed
petitions for review of the ID. That same day, Samsung filed a contingent petition for
review of the ID. On January 12, 2011, the parties filed responses to the various petitions
and contingent petition for review.

On February 23, 2011, the Commission determined to review the final ID in part
and requested briefing on several issues it determined to review, and on remedy, the
public interest and bonding. 76 Fed. Reg. 11275 (Mar. 1, 2011). The Commission
determined to review the findings related to the 229 patent and in particular the finding
that the AAPA (Applicant Admitted Prior Art) does not invalidate the asserted claims of
the *229 patent. The Commission determined not to review any issues related to the *309
patent and the *254 patent and terminated those patents from the investigation.

On March 8, 2011, the parties filed written submissions on the issues under
review, remedy, the public interest, and bonding. On March 15, 2011, the parties filed
reply submissions on the issues on review, remedy, the public interest and bonding.

Having examined the record of this investigation, including the ALJ’s final ID,
the Commission has determined that there is no violation of section 337. Specifically, the
Commission has determined to (1) reverse the ALJ’s finding to the extent that it suggests
that the AAPA cannot constitute prior art and (2) find that the asserted claims of the *229
patent are obvious in light of a combination of (i) the AAPA and the knowledge in the art
at the time of filing the patent’s priority document, (ii) the AAPA and Nagakari (Japanese
unexamined patent application H11-21429), or (iii) the AAPA and the deNeuf product
(product samples sold by Murata and provided by Mr. deNeuf). The Commission vacates
the ALJ’s finding that the AAPA does not anticipate the asserted claims of the *229



patent; however, given the Commission’s finding that the asserted claims of the 229
patent are invalid for obviousness, the Commission does not reach the issue of
anticipation. The Commission adopts the ALJ’s findings regarding the *229 patent in all
other respects.

The authority for the Commission’s determination is contained in section 337 of
the Tariff Act of 1930, as amended (19 U.S.C. § 1337), and in sections 210.42-46 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. §§ 210.42-46).

By order of the Commission.

James R. Hoibein
Acting Secretary to the Commission

Issued: April 22,2011
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
Investigation No. 337-TA-692
CERTAIN CERAMIC CAPACITORS AND
PRODUCTS CONTAINING SAME

COMMISSION OPINION

This investigation is before the Commission for a final disposition. The Commission has
determined to affirm the presiding administrative law judge’s (“ALJ”) determination that
Respondents did not violate section 337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337,
in connection with claims 1-4, 7, 17, 18, 23, 28-31, 34, and 51-53 of United States Patent No.
6,266,229 (“the *229 patent”)." The ALJ found that the Applicant Admitted Prior Art (‘“AAPA™)
cannot constitute a “single allegedly anticipatory reference pursuant to Section 102.” ID at 139.
Specifically, the AAPA refers to characterizations of figures 15 through 17 of Japanese
Unexamined Patent Publication No. H2-256216 in the specification of the 229 patent. See, e.g.,
’229 patent (JX-1) Background of the Invention. To the extent that the ALJ’s findings suggest
that the AAPA is not prior art, the Commission reverses that finding. As a result, the
Commission finds that the asserted claims of the 229 patent are obvious in light of a

combination of (1) the AAPA and the knowledge in the art at the time of filing the *229 patent’s

! The Commission adopted the ALJ’s findings that Respondents did not violate section
337 of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, in connection with claims 1, 2, 9,
11-14, and 19-20 of United States Patent No. 6,243,254 and claim 3 of United States Patent No.
6,014,309 and terminated those patents from the investigation in its Notice issued on February
23,2011 to review the final ID in part. 76 Fed. Reg 11275 (Mar. 1,2011).
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priority document, (2) the AAPA and Nagakari, or (3) the AAPA and the deNeuf product. The

Commission vacates the ALJ’s finding that the AAPA does not anticipate the asserted claims of
the 229 patent; and given the Commission’s finding that the asserted claims are invalid for
obviousness, the Commission does not reach the issue of anticipation. The Commission adopts
the ALJ’s findings regarding the 229 patent in all other respects.
I. BACKGROUND

A. Procedural History

The Commission instituted this investigation on November 4, 2009, based on a complaint
filed by Murata Manufacturing Co., Ltd. of Kyoto, Japan and Murata Electronics North America,
Inc. of Smyrna, Georgia (collectively, “Murata”). 74 Fed. Reg. 57193-94 (Nov. 4, 2009). The
complaint alleged violations of section 337 of the Tariff Act of 1930 (19 U.S.C. § 1337) in the
importation into the United States, the sale for importation, and the sale within the United States
after importation of certain ceramic capacitors and products containing the same by reason of
infringement of various claims of the *229 patent and United States Patent Nos. 6,243,254 (“the

"254 patent™); 6,014,309 (“the *309 patent™); and 6,377,439 (“the *439 patent”). The complaint
named Samsung Electro-Mechanics Co., Ltd. of Suwon City, Korea and Samsung Electro-
Mechanics America, Inc. of Irvine, California (collectively, “Samsung”) as respondents. The
’439 patent was subsequently terminated from the investigation.

On December 22, 2010, after a hearing and briefing from the parties, the ALJ issued his

final ID, finding no violation of section 337 by Respondents with respect to any of the asserted
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claims of the’254 patent, the 309 patent, and the "229 patent. With respect to the *229 patent,
the ALJ found that the accused products meet all the limitations of the asserted claims, that a
domestic industry that practices the patent exists, and that the asserted claims are not rendered
unenforceable due to inequitable conduct. The ALJ further found that the cited references do not
anticipate the asserted claims but found that the prior art rendered the asserted claims obvious.
Thus, he found no violation with respect to the 229 patent.

On January 4, 2011, Murata filed a petition for review of the ID challenging several of the
ALJ’s findings. See Complainants’ Petition for Review of the Initial Determination on Violation

of Section 337 (“Murata Pet.””). With respect to the asserted claims of the 229 patent, Murata
challenged the ALJ’s finding that the prior art renders the asserted claims of the patent obvious.

Murata Pet. at 18.

Also on January 4, 2011, the Commission investigative attorney (“[A”) filed a petition for
review of the ID. See Petition of the Office of Unfair Import Investigations for Review of the

Initial Determination on Violation of Section 337 (“IA Pet.”). Specifically, the 1A asked the

Commission to review, among other things, the ALJ’s finding that the asserted claims of the *229
patent are not rendered obvious by the AAPA. Id at 28.

Further on January 4, 2010, Samsung filed a contingent petition for review.? See

? Under the Commission’s Rules, contingent petitions for review are treated as petitions
for review. 19 C.F.R. § 210.42(b)(3).
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Respondents’ Contingent Petition for Review (“Samsung Pet.”). In the event that the
Commission granted Murata’s or the IA’s petition for review, Samsung requested that the
Commission review certain issues in the ID, including the ALJ’s finding that the asserted claims
of the *229 patent are not anticipated and/or rendered obvious by the AAPA.

On January 12, 2011, Samsung filed a reply to Murata’s petition for review. See
Respondents’ Response to Complainants’ Petition for Review. Also on January 12, 2011,
Murata filed a consolidated response to the [A’s petition for review and Samsung’s contingent
petition for review. See Complainants’ Consolidated Response to Respondents’ Contingent

Petition for Review and the Staff’s Petition for Review of the Initial Determination on Violation
of Section 337. That same day, the IA also filed a response to the petitions for review. See
Response of the Office of Unfair Import Investigation to Complainants’ and Respondents’
Petitions for Review of the Initial Determination on Violation of Section 337.

On February 23, 2011, the Commission determined to review the final ID in part and
requested briefing on several issues it determined to review, and on remedy, the public interest
and bonding. 76 Fed. Reg. 11275 (Mar. 1, 2011). Specifically, the Commission determined to

review the findings related to the 229 patent and in particular the finding that the AAPA does
not invalidate the asserted claims of the *229 patent. The Commission determined not to review

any issues related to the 309 patent and the *254 patent and, therefore, terminated those patents

from the investigation. In its notice of review, the Commission asked the parties to brief the
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following questions:

1. Can characterizations of the prior art that patent applicants make in the
specification constitute the “single allegedly anticipatory reference
pursuant to Section 102”? See ID at 139. Even if those characterizations
cannot constitute such a reference, are applicants bound by
characterizations of the prior art contained in the specification? In your
response, please consider Pharmastem Therapeutics, Inc. v. Viacell, Inc.,
491 F.3d 1342, 1362 (Fed. Cir. 2007) and Constant v. Advanced Micro-
Devices, Inc., 848 F.2d 1560, 1570 (Fed. Cir. 1988).

2. Assume that patent applicants are bound by their characterizations as
described above. Have the *229 applicants made concessions showing that
the asserted claims of the *229 patent are anticipated or obvious? Please
specify how the alleged applicant admissions disclose that a single prior
art reference discloses each limitation of the asserted claims and/or that a
combination of prior art references render the claims obvious. Please cite
only record evidence and relevant legal authority to support your position.

3. Assume that the specification can constitute a single allegedly anticipatory
reference pursuant to Section 102. Please provide an analysis as to
anticipation and obviousness. Please cite only record evidence and
relevant legal authority to support your position.

On March 8, 2011, the parties filed written submissions on the issues under review,
remedy, the public interest, and bonding. See Complainant’s Response to Notice of Commission

Determination to Review in Part a Final Initial Determination Finding No Violation of Section

337 (“Murata Br.”); OUII’s Submission on the Issues Under Review and on Remedy, the Public
Interest and Bonding (“IA Br.”); Respondents’ Brief in Response to the Commission’s Notice to
Review in Part the ALJ’s Final Initial Determination (“Samsung Br.”). On March 15, 2011, the

parties filed reply briefs.
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B. Patents and Technology at Issue

The technology at issue in this investigation covers certain multi-layer ceramic capacitors
(“MLCCs”). ID at 3-4. Capacitors are “passive” electronic devices that consist of one or more
pairs of parallel, conducting electrode plates separated by an insulating material (i.e., dielectric).
Id. at 3. Multi-layer capacitors contain more than one pair of electrode plates, or internal (inner)
electrodes, embedded in a ceramic block with a dielectric layer between each pair of electrodes.

1d. at 3-4. The internal electrodes are electrically connected, either directly or with a lead
electrode, to external (outer) electrodes. Id. at 4. In an electrical circuit, when a voltage is

applied to the external electrodes of a multilayer capacitor, the parallel internal electrodes in each
pair acquire equal but opposite (positive and negative) charges, and energy is stored in the
dielectric between the internal electrodes. Id.

The °229 patent, entitled “Multilayer Capacitor,” resulted from U.S. Patent Application
No. 09/501,084, filed on February 9, 2000, which is a continuation-in-part of Application No.
09/042,379, filed on March 13, 1998, now U.S. Patent No. 6,072,687. The 229 patent issued on
July 24, 2001 and claims priority to (JP) 9-306717, dated November 10, 1997, and (JP) 11-
370803, dated December 27, 1999. The *229 patent names Yasuyuki Naito, Masaaki Taniguchi,
Yoichi Kuroda, Takanori Kondo, Michihiro Murata, and Yoshitaka Tanino as the inventors, and

lists Murata Manufacturing Co., Ltd. as the assignee.

The *229 patent discloses a “multi-layer capacitor device” that includes a capacitor body

including “first electrode plates and a plurality of second electrode plates,” and the asserted
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claims are generally directed to a multilayer capacitor where the lead portion of the electrodes
have a specified arrangement with a length-to-width (L/W) ratio falling between a certain range.
See Abstract. Murata has asserted independent claims 1, 28, and 51 together with dependent
claims 2-4, 7,17, 18, 23, 29-31, 34, 52, and 53 in this investigation. See ID at 7-8.
C. Products at Issue

The accused products in this investigation are MLCCs, including high capacitance
MLCCs and low equivalent series induction (“ESL”) MLCCs. Murata accuses Samsung of
importing and selling the products accused in this investigation. 1D at 12.°

IV. VIOLATION ISSUES UNDER REVIEW

A. Applicable Law

1. Anticipation

“Claimed subject matter is ‘anticipated’ when it is not new; that is, when it was
previously known.” Sanofi-Synthelabo v. Apotex, Inc., 550 F.3d 1075, 1082 (Fed. Cir. 2008).

“Invalidation on this ground requires that every element and limitation of the claim was
previously described in a single prior art reference, either expressly or inherently, so as to place a
person of ordinary skill in possession of the invention.” Id. A prior art reference that does not
expressly set forth a particular claim element, may still anticipate the claim if the missing
element is inherently disclosed by the reference. Trintec Indus., Inc. v. Top-U.S.A. Corp., 295

F.3d 1292, 1295 (Fed. Cir. 2002); In re Robertson, 169 F.3d 743, 745 (Fed. Cir. 1999). Inherent

? For a detailed listing of accused products, see pages 12-14 of the final ID.
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anticipation occurs when “the missing descriptive material is ‘necessarily present,” not merely
probably or possibly present, in the prior art.” Id.

2. Obviousness

Under 35 U.S.C. § 103(a), a patent is valid unless “the differences between the subject
matter sought to be patented and the prior art are such that the subject matter as a whole would
have been obvious at the time the invention was made to a person having ordinary skill in the art

to which said subject matter pertains.” 35 U.S.C. § 103(a). Obviousness is a question of law,

but “it is well understood that there are factual issues underlying the ultimate obviousness
decision.” Richardson-Vicks Inc. v. Upjohn Co., 122 F.3d 1476, 1479 (Fed. Cir. 1997) (citing
Graham v. John Deere Co. of Kansas City, 383 U.S. 1, 17 (1966)).

After claim construction, “[t]he second step in an obviousness inquiry is to determine
whether the claimed invention would have been obvious as a legal matter, based on underlying
factual inquiries including: (1) the scope and content of the prior art, (2) the level of ordinary
skill in the art, (3) the differences between the claimed invention and the prior art, and (4)
secondary considerations of non-obviousness.” Smiths Indus. Med. Sys., Inc. v. Vital Signs, Inc.,
183 F.3d 1347, 1354 (Fed. Cir. 1999) (citing Graham, 383 U.S. at 17). The existence of
secondary considerations of non-obviousness does not control the obviousness determination.
Richardson-Vicks, 122 F.3d at 1483. Rather, a court must consider “the totality of the evidence”
before reaching a decision on obviousness. /d.

The Suprerﬁe Court considered the obviousness inquiry in KSR International Co. v.
Teleflex Inc., 550 U.S. 389 (2007) (“KSR”). The Court explained:

8
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When a work is available in one field of endeavor, design incentives
and other market forces can prompt variations of it, either in the same
field or a different one. If a person of ordinary skill can implement
a predictable variation, § 103 likely bars its patentability. For the
same reason, if a technique has been used to improve one device, and
a person of ordinary skill in the art would recognize that it would
improve similar devices in the same way, using the technique is
obvious unless its actual application is beyond his or her skill.
Sakraida and Anderson’s-Black Rock are illustrative—a court must
ask whether the improvement is more than the predictable use of prior
art elements according to their established functions.

Following these principles may be more difficult in other cases than
it is here because the claimed subject matter may involve more than
the simple substitution of one known element for another or the mere
application of a known technique to a piece of prior art ready for the
improvement. Often, it will be necessary for a court to look to
interrelated teachings of multiple patents; the effects of demands
known to the design community or present in the marketplace; and
the background knowledge possessed by a person having ordinary
skill in the art, all in order to determine whether there was an apparent
reason to combine the known elements in the fashion claimed by the
patent at issue. To facilitate review, this analysis should be made
explicit.

k %k ok
The obviousness analysis cannot be confined by a formalistic
conception of the words teaching, suggestion, and motivation, or by
overemphasis on the importance of published articles and the explicit
content of issued patents. The diversity of inventive pursuits and of
modern technology counsels against limiting the analysis in this way.
In many fields it may be that there is little discussion of obvious
techniques or combinations, and it often may be the case that market
demand, rather than scientific literature, will drive design trends.
Granting patent protection to advances that would occur in the
ordinary course without real innovation retards progress and may, in
the case of patents combining previously known elements, deprive
prior inventions of their value or utility.

KSR, 550 U.S. at 417-19.

The Federal Circuit has since held that when a patent challenger contends that a patent is
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invalid for obviousness based on a combination of several prior art references, “the burden falls
on the patent challenger to show by clear and convincing evidence that a person of ordinary skill
in the art would have had reason to attempt to make the composition or device, or carry out the
claimed process, and would have had a reasonable expectation of success in doing so.”
PharmaStem Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d 1342, 1360 (Fed. Cir. 2007) (citations

omitted). Regarding the Federal Circuit’s TSM test,* the Court has explained that

[t]he TSM test, flexibly applied, merely assures that the obviousness
test proceeds on the basis of evidence—teachings, suggestions (a

tellingly broad term), or motivations (an equally broad term)—that

arise before the time of invention as the statute requires. As KSR

requires, those teachings, suggestions, or motivations need not always

be written references but may be found within the knowledge and

creativity of ordinarily skilled artisans.
Ortho-McNeil Pharmaceutical, Inc. v. Mylan Laboratories, Inc., 520 F.3d 1358, 1365 (Fed. Cir.
2008).

B. Whether the AAPA Anticipates or Renders Obvious the Asserted Claims of the *229
Patent

The Commission determined to review the findings related to the *229 patent and in
particular the ALJ’s finding that the AAPA does not invalidate the asserted claims of the *229
patent. Claim 1 of the *229 patent, with the key claim term emphasized for clarity, is reproduced
below:

Asserted independent claim 1 recites:

1. A multi-layer capacitor device comprising:

* TSM test refers to teaching, suggestion, or motivation to combine references.

10
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a capacitor body including top and bottom surfaces and opposed
side surfaces which have continuously flat surfaces and are
disposed between the top and bottom surfaces and opposed
end surfaces disposed between the top and bottom surfaces
and the opposed side surfaces, the capacitor body including
a plurality of first electrode plates and a plurality of second
electrode plates, the first and second electrode plates being
interleaved with each other in opposed and spaced apart
relation;

a dielectric material located between each opposed set of the first
and second electrode plates;

the first and second electrode plates each including a main
electrode portion and a plurality of spaced apart lead
structures extending therefrom, respective lead structures of
the first electrodes plates being located adjacent respective
lead structures of the second electrode plates in an
interdigitated arrangement; and

a plurality of electrical terminals located on each of the opposed side
surfaces of the capacitor body, corresponding lead structures of the
first electrode plates and corresponding lead structures of the
second electrode plates being electrically connected together by
respective ones of the electrical terminals to define a plurality of
first polarity electrical terminals and a plurality of second polarity
electrical terminals, respectively, located on the capacitor body;
wherein

each of the first polarity terminals is disposed opposite to another
of the first polarity terminals across the capacitor body and
each of the second polarity terminals is disposed opposite
to another of the second polarity terminals across the
capacitor body; and

at least one of the lead structures of the first and second
electrode plates have a length L. and a width W and a
ratio L/W is equal to about 3 or less.

The ALJ found that the AAPA failed to anticipate or render obvious the asserted claims

of the °229 patent because the AAPA cannot constitute a “single allegedly anticipatory

11
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reference.” 1D at 138-142. Samsung relied on representations of the prior art, particularly those
referring to Japanese Unexamined Patent Publication No. H2-256216 (“H2 application™), that the
patentees made in the background section of the 229 patent and argued that those

representations either anticipated or rendered obvious the asserted claims of the patent. /d. The
ALIJ found that Samsung’s argument presented “some difficulty as to what is considered the
single alleged anticipatory reference pursuant to Section 102" and added that “[s]urely Samsung
is not attempting to argue that the *229 patent specification itself is this anticipatory reference.”

Id. at 139. The ALJ further stated that “[i]f Samsung means the H2 application, it is unclear why

Samsung indirectly approaches this reference through the *229 patent specification.” Id. The
ALIJ then compared the prior art drawings in the *229 patent with the drawings in the H2
application and noted that “[i]t is apparent that the *229 patentees have added something to the
description and drawings of the H2 application that is not contained within the four corners of
that reference,” concluding that “it is clear that Samsung has not met its burden of showing by
clear and convincing evidence that the AAPA, as disclosed in the *229 patent rather than in the

H2 application, meets the requirements of a single prior art reference pursuant to Section 102.”

Id. at 141.

We find that the ALJ erred in finding that the AAPA cannot be used to invalidate the

asserted claims of the *229 patent. ID at 138-142. Indeed Murata agrees that Federal Circuit
precedent establishes that the characterizations of the prior art in the asserted patent itself can

constitute prior art. Murata Br. at 3-4. For example, in In re Nomiya, the specification of the

12
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asserted patent included two figures depicted as “prior art.” In re Nomiya, 509 F.2d 566, 567
(CCPA 1975). The United States Patent and Trademark Office (“PTO”) examiner combined
those figures with another reference and rejected the claims as being obvious. The applicants
challenged the PTO’s consideration of the figures as prior art. The Federal Circuit’s predecessor,
the Court of Customs and Patent Appeals rejected the challenge, stating:

We see no reason why appellants’ representations in their

application should not be accepted at face value as admissions that

Figs. 1 and 2 be considered ‘prior art’ for any purpose, including

use as evidence of obviousness under 103. . . . By filing an

application containing Figs. 1 and 2 labeled prior art, ipsissimis

verbis, and statements explanatory thereof, appellants have

conceded what is to be considered as prior art in determining

obviousness of their improvement.

Id. at 570-571; Manual of Patent Examination and Procedure §§ 2129 (I), 706.02 (8th ed. 2010).

The Federal Circuit has followed this reasoning and concluded that “a statement by an applicant
during prosecution identifying certain matter not the work of the inventor as ‘prior art’ is an
admission that the matter is prior art.” Riverwood Int’l Corp. v. R.A. Jones & Co., Inc., 324 F.3d
1346, 1354 (Fed. Cir. 2003). That is, characterizations of the prior art that applicants make can
constitute prior art. Id. (“Valid prior art may be created by the admissions of the parties,” citing
Inre Fout, 675 F.2d 297, 300 (CCPA 1982)); see also Pharmastem Therapeutics, Inc. v. Viacell,
Inc., 491 F.3d 1342, 1362 (Fed. Cir. 2007); Constant v. Advanced Micro-Devices, Inc., 848 F.2d

1560, 1570 (Fed. Cir. 1988). As in In re Nomiya, the *229 applicants admitted in the
specification that certain figures, specifically figures 15 through 17, represent prior art. *229

patent (JX-1), col. 1, 1. 13 - col. 2, 1. 50; col. 5, 11. 65-68. Thus, based on Federal Circuit

13
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precedent, the applicants’ characterization of figures 15 through 17 as capacitors well known in

the art can be considered “prior art.” We therefore reverse the ALJI’s finding to the extent it
suggests that the AAPA cannot constitute prior art.

We find that the asserted claims of the *229 patent are obvious in light of the AAPA and
fhe knowledge in the art at the time of filing the patent’s priority document, or alternatively are
rendered obvious by a combination of the AAPA with Japanese unexamined patent application
H11-21429 (“Nagakari”) or a combination of the AAPA with product samples sold by Murata
and provided by Mr. deNeuf (“deNeuf product”). Murata states in its brief that “the AAPA is not
materially different from DuPré [U.S. Patent No. 5,880,925 to DuPré et al.] ” (Murata Br. at 1),
and has not challenged the ALJ’s finding that DuPré discloses all the limitations of the asserted
independent claims except for the recited L/W ratios. ID at 171, Moreover, Murata concedes
that figures 15 through 17 disclose all the limitations of the asserted claims except for the L/'W
ratio. Murata’s Post Hearing Brief at 119-120. The only question remaining therefore is whether

the recited L/W ratios were within the knowledge of one of ordinary skill in the art at the time of

filing the priority document for the 229 patent. We find that the record evidence contains ample
documentation corroborating Dr. Randall’s testimony that the claimed invention, including L/'W
ratios, would have been obvious to one of ordinary skill in the art. Randall Tr. at 1611-14.

Papers written by AVX® engineers prior to the filing of the priority document for the

> AVX refers to AVX Corporation, an entity in the MLCC arena that has (or had)
licensing agreements with Murata. AVX Corporation is not a party to the investigation.
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patent show that the L/W ratio was relevant to inductance. See RX-532, RX-538, CX-569.
These publications teach that reducing the L/W ratio leads to a reduction in the effective series
inductance (“ESL”), a goal of the recited L/W ratio in the asserted claims. See, e.g., *229 patent,

col. 14, 11. 62-64. One of the papers states that “[t]he effective series inductance (ESL) defines
that loss element which must be overcome as current flow is constricted within a given envelope.
The tighter the restriction (high aspect ratio or L/W), the higher the ESL, and vice versa.” RX-
532 at SEMC000263240; Randall Tr. at 1631:12-20. Another paper includes a chart that

illustrates the reduction in inductance that arises directly from a reduction in the L/W ratio. RX-
538; Randall Tr. at 1630:12-1631:2. Murata disputes the relevance of these publications, arguing

that they are directed to conventional, end terminated capacitors and thus not applicable. Murata
Pet. at 22-23. Murata, however, fails to present any evidence to substantiate its allegation that
because those papers are directed to conventional, end terminated capacitors, an ordinarily skilled
artisan would not have consulted them or known about them. Murata merely relies on its own
attorney arguments, despite testimony that an ordinarily skilled artisan would have known of this

relationship. Randall Tr. at 1632:6-10 (“Q. Dr. Randall, this relationship between the length and
the width and the reductions in inductance, would that be known to a person of skill in the art in
1999? A. Absolutely. It would be known.”).

In addition, as the ALJ found, Murata’s own expert, Dr. Ulrich, confirmed that a person
of skill in the art would have understood that lowering the L/W ratio would result in reduced
inductance, the objective of the recited L/W ratio in the asserted claims. See, e.g., 229 patent,

15



PUBLIC VERSION

col. 14, 11. 62-64. He testified that an ordinarily skilled artisan “would have known that
shortening the current path by widening the lead electrode tabs [W] would have reduced
inductance” and that “shortening lead electrodes [L] would also result in a reduction of

inductance.” ID at 171 (citing Ulrich Tr. at 1288, 1294-96, 1300-01); see also Ulrich Tr. at

1004:13-1005:5; 1290:3-12 (“[ Y Jou can reduce the path length of the current in the device [to
reduce inductance]. And that’s well known.”). Murata accuses the ALJ of misunderstanding Dr.

Ulrich’s testimony. Murata Pet. at 28. According to Murata, “Prof. Ulrich testified that a person
of skill in the art would have known not only that a wider lead would reduce the current path
between adjacent leads but also that changing the lead dimension would not reduce the much
longer path lengths for current travels across a MLCC” and that this means that there would be
no impact on inductance. Id. at 29 (citing its findings of fact CFF5.547-550; CRFF6.40). Dr.

Ulrich’s testimony on this point, however, is clear, and Murata’s interpretation of his testimony
does not negate the fact that he testified that an ordinarily skilled artisan would have known that

“shortening lead electrodes” would reduce inductance and that “increasing the width of a lead
electrode would ‘also reduce inductance.” Ulrich Tr. at 1004:13-1005:5; 1290:3-12.

As the ALJ correctly found, Dr. Randall’s testimony was also corroborated by the
unrebutted testimonies of Mr. Galvagni, a designer of “interdigitated low inductance products in
the 1980°s through the mid-1990’s, who testified that he never designed general purpose

interdigitated capacitors with tabs having a L/W ratio greater than 3 because that would ‘violate
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some of the first principles,”” and Mr. deNeuf, “who designed and manufactured multilayer
capacitor devices for a Murata U.S. subsidiary until 1995 and who testified that “one of the
considerations for determining the width of the lead electrodes for the capacitor he designed was
‘to improve the ESR inductance properties of the products.”” Galvagni Tr. at 1474-77; deNeuf
Tr. at 1485-87, 1489, 1492-93, 1500-01. Murata does not present any evidence to rebut these
testimonies. Rather, Murata argues that Mr. Galvagni has more than just ordinary skill in the art
and that Mr. deNeuf’s testimony is “garbled.” Murata Pet. at 24-27. The simple fact that Mr.

Galvagni has extensive experience in the art does not mean that he cannot testify as a fact witness
to what the knowledge of an ordinarily skilled artisan would have been, and Murata cites no

authority for that proposition. The allegation that Mr. deNeuf’s testimony is “garbled” is just
that—an allegation, and not substantiated by any evidence other than attorney argument. Thus,
we find that clear and convincing evidence establishes that combining the AAPA with the
knowledge in the art as of the date of the priority document for the *229 patent renders the

asserted claims obvious.

Clear and convincing evidence also supports a finding that the AAPA in combination
with either Nagakari or the deNeuf product renders the asserted claims obvious. We find that an

ordinarily skilled artisan would combine the AAPA with either Nagakari or the deNeuf product
because all three are in the same field of endeavor and reducing inductance is a well understood

goal in the field. See Randall Tr. at 1632:6-10. In particular, Nagakari discloses a design for low
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inductance MLCC having first and second electrode plates including at least one lead electrode

on each plate and describes three mechanisms for reducing inductance: (1) short current paths,
(2) increased magnetic field cancellation, and (3) use of lead electrodes or tabs to create multiple
current paths. Randall Tr. at 1646:10-1647:3; Nagakari (RX-413) at §9 0010, 0021, 0043, 0053,
Figs. 1 and 6. Nagakari specifically discloses dimensions of the lead electrode as 0.1 mm long
and 0.15 mm wide, resulting in a L/W ratio of 0.667, which is within the narrowest L/W range
claimed in the asserted claims. Id. As noted above, the only limitation that Murata argues is

missing from the AAPA is the recited L/W ratio. Thus, the AAPA in combination with Nagakari
renders the asserted claims obvious.

With respect to the deNeuf product, no dispute exists that they have electrode tabs with a
L/W ratio between 1.59 and 2.9, well within the range of the asserted claims. 1D at 172-173.
Murata argues that one of ordinary skill in the art would not combine them because “the deNeuf
product is a product, not a writing, and so it does not provide any guidance or teaching
whatsoever.” Murata Pet. at 33. Murata, however, points to no authority for the proposition that
one cannot combine a product with a publication in an obviousness inquiry, but relies exclusively
on its attorneys’ argument. See Dippin’ Dots, Inc. v. Mosey, 476 F.3d 1337, 1344 (Fed. Cir.

2007) (indicating that a prior art product can be combined with other references to render claims

obvious).® As noted above, the AAPA discloses all the claim limitations except for the range of

5 We note that there is no dispute that the deNeuf product is prior art to the *229 patent.
deNeuf Tr. at 1490:7-18, 1492:16-25, 1493:1-6; CRFF 6.742-6.747; ID at 172. Specifically, the
deNeuf products were manufactured and sold in the United States between 1993 and 1995, more
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the L/W ratio, and the deNeuf product discloses L/W ratios within the claimed range. Moreover,

both the AAPA and the deNeuf product are in the same field of endeavor. Thus, an ordinarily
skilled artisan would combine the AAPA with the deNeuf product, rendering the asserted claims
obvious.

Because the Commission finds that the asserted claims of the *229 patent are invalid for
obviousness, the Commission does not reach the issue of anticipation.” The Commission thus
vacates the ALJ’s finding that the AAPA does not anticipate the asserted claims of the 229
patent.

VIII. CONCLUSION

For the reasons set forth above, to the extent the ALJ’s finding that the AAPA cannot
constitute a “single allegedly anticipatory reference pursuant to Section 102” suggests that the
AAPA is not prior art, the Commission reverses that finding. The Commission finds that the
asserted claims of the "229 patent are obvious in light of a combination of (1) the AAPA and the

knowledge in the art at the time of filing the patent’s priority document, (2) the AAPA and
Nagakari or (3) the AAPA and the deNeuf product. Given our determination that the asserted

claims are invalid for obviousness, we do not reach the issue of anticipation. We adopt the

ALJ’s findings regarding the *229 patent in all other respects, including his finding that DuPré

than a year before the earliest priority date of November, 1997 for the ’229 patent.

7 See Beloit Corp. v. Valmet Oy, 742 F.2d 1421, 1423 (Fed. Cir. 1984) (“The Commission
... is at perfect liberty to reach a ‘no violation’ determination on a single dispositive issue. That
approach may often save the Commission, the parties, and this court substantial unnecessary
effort.”).
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either alone or in combination with Nagakari or the deNeuf product renders the asserted claims
obvious.
By order of the Commission.

James R. Holbein
Secretary to the Commission
Issued: May 16, 2011
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of Investigation No. 337-TA-692

CERTAIN CERAMIC CAPACITORS AND
PRODUCTS CONTAINING SAME

NOTICE OF COMMISSION DETERMINATION TO REVIEW IN PART A FINAL
INITIAL DETERMINATION FINDING NO VIOLATION OF SECTION 337;
SCHEDULE FOR FILING WRITTEN SUBMISSIONS ON THE ISSUES UNDER
REVIEW AND ON REMEDY, THE PUBLIC INTEREST AND BONDING

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to review in part the final initial determination (“ID”) issued by the presiding

administrative law judge (“ALJ”) on December 22, 2010, finding no violation of section 337 of
the Tariff Act of 1930, 19 U.S.C. § 1337, in this investigation.

FOR FURTHER INFORMATION CONTACT: Panyin A. Hughes, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 205-3042. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
S.W., Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server (http.//www.usitc.gov). The
public record for this investigation may be viewed on the Commission's electronic docket (EDIS)
at http.//edis.usitc. gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
November 4, 2009, based on a complaint filed by Murata Manufacturing Co., Ltd. of Kyoto,
Japan and Murata Electronics North America, Inc. of Smyrna, Georgia (collectively, “Murata’).
74 Fed. Reg. 57193-94 (Nov. 4, 2009). The complaint alleged violations of section 337 of the
Tariff Act of 1930 (19 U.S.C. § 1337) in the importation into the United States, the sale for
importation, and the sale within the United States after importation of certain ceramic capacitors
and products containing the same by reason of infringement of various claims of United States
Patent Nos. 6,266,229 (“the *229 patent”); 6,014,309 (“the *309 patent™); 6,243,254 (“the 254
patent”); and 6,377,439 (subsequently terminated from the investigation). The complaint named
Samsung Electro-Mechanics Co., Ltd. of Suwon City, Korea and Samsung Electro-Mechanics
America, Inc. of Irvine, California (collectively, “Samsung”) as respondents.



On December 22, 2010, the ALJ issued his final ID, finding no violation of section 337
by Respondents with respect to any of the asserted claims of the asserted patents. Specifically,
the ALJ found that the accused products do not infringe the asserted claims of the *254 patent.
The ALJ also found that none of the cited references anticipated the asserted claims and that
none of the cited references rendered the asserted claims obvious. The ALJ further found that the
asserted claims were not rendered unenforceable due to inequitable conduct. The ALJ, however,
found that asserted claims 11-14, 19, and 20 of the *254 patent failed to satisfy the requirements
of 35 U.S.C. § 112 for lack of written description. Likewise, the ALJ found that the accused
products do not infringe asserted claim 3 of the 309 patent and that none of the cited references
anticipated or rendered obvious the asserted claims. The ALJ further found that the asserted
claim was not rendered unenforceable due to inequitable conduct. Similarly, the ALJ found that
the accused products meet all the limitations of the asserted claims of the 229 patent and that the
claims are not rendered unenforceable due to inequitable conduct. The ALJ further found that
the cited references do not anticipate the asserted claims but found that the prior art rendered the
asserted claims obvious. The ALJ concluded that an industry exists within the United States that
practices the *254 and 229 patents but that a domestic industry does not exist with respect to the
’309 patent as required by 19 U.S.C. § 1337(a)(2) and (3).

On January 4, 2011, Murata and the Commission investigative attorney filed petitions for
review of the ID. That same day, Samsung filed a contingent petition for review of the ID. On
January 12, 2011, the parties filed responses to the various petitions and contingent petition for
review.

Having examined the record of this invéstigation, including the ALJ’s final ID, the
petitions for review, and the responses thereto, the Commission has determined to review the
final ID in part. Specifically, the Commission has determined to review the findings related to
the 229 patent and in particular the finding that AAPA (Applicant Admitted Prior Art) does not
invalidate the asserted claims of the "229 patent. With respect to the *309 patent, it is unclear
whether the ALJ made a specific finding that Nakano discloses a thickness ratio of 0.01 to 10.
ID at 167. To the extent that the ALJ made such a finding, the Commission reverses and does
not adopt such a finding as its own. The Commission has determined not to review the issues
related to the *309 patent and °254 patent raised by the petitions for review and terminates the
’309 and 254 patents from the investigation.

The parties are requested to brief their positions on the issues under review with reference
to the applicable law and the evidentiary record. In connection with its review, the Commission
is particularly interested in responses to the following questions:



1. Can characterizations of the prior art that patent applicants make in the
specification constitute the “single allegedly anticipatory reference
pursuant to Section 102”7 See ID at 139. Even if those characterizations
cannot constitute such a reference, are applicants bound by
characterizations of the prior art contained in the specification? In your
response, please consider Pharmastem Therapeutics, Inc. v. Viacell, Inc.,
491 F.3d 1342, 1362 (Fed. Cir. 2007) and Constant v. Advanced Micro-
Devices, Inc., 848 F.2d 1560, 1570 (Fed. Cir. 1988).

2. Assume that patent applicants are bound by their characterizations as
described above. Have the *229 applicants made concessions showing that
the asserted claims of the *229 patent are anticipated or obvious? Please
specify how the alleged applicant admissions disclose that a single prior
art reference discloses each limitation of the asserted claims and/or that a
combination of prior art references render the claims obvious. Please cite
only record evidence and relevant legal authority to support your position.

3. Assume that the specification can constitute a single allegedly anticipatory
' reference pursuant to Section 102. Please provide an analysis as to
anticipation and obviousness. Please cite only record evidence and
relevant legal authority to support your position.

In connection with the final disposition of this investigation, the Commission may (1)
issue an order that could result in the exclusion of the subject articles from entry into the United
States, and/or (2) issue one or more cease and desist orders that could result in the respondent(s)
being required to cease and desist from engaging in unfair acts in the importation and sale of
such articles. Accordingly, the Commission is interested in receiving written submissions that
address the form of remedy, if any, that should be ordered. If a party seeks exclusion of an article
from entry into the United States for purposes other than entry for consumption, the party should
so indicate and provide information establishing that activities involving other types of entry
either are adversely affecting it or likely to do so. For background, see In the Matter of Certain
Devices for Connecting Computers via Telephone Lines, Inv. No. 337-TA-360, USITC Pub. No.
2843 (December 1994) (Commission Opinion).

If the Commission contemplates some form of remedy, it must consider the effects of that
remedy upon the public interest. The factors the Commission will consider include the effect
that an exclusion order and/or cease and desist orders would have on (1) the public health and
welfare, (2) competitive conditions in the U.S. economy, (3) U.S. production of articles that are
like or directly competitive with those that are subject to investigation, and (4) U.S. consumers.
The Commission is therefore interested in receiving written submissions that address the
aforementioned public interest factors in the context of this investigation.



If the Commission orders some form of remedy, the U.S. Trade Representative, as
delegated by the President, has 60 days to approve or disapprove the Commission’s action. See
Presidential Memorandum of July 21, 2005, 70 Fed. Reg. 43251 (July 26, 2005). During this
period, the subject articles would be entitled to enter the United States under bond, in an amount
determined by the Commission. The Commission is therefore interested in receiving
submissions concerning the amount of the bond that should be imposed if a remedy is ordered.

WRITTEN SUBMISSIONS: The parties to the investigation are requested to file written
submissions on the issues identified in this notice. Parties to the investigation, interested
government agencies, and any other interested parties are encouraged to file written submissions
on the issues of remedy, the public interest, and bonding. Such submissions should address the
recommended determination by the ALJ on remedy and bonding with respect to the 229 patent.
‘Complainants and the IA are also requested to submit proposed remedial orders for the
Commission’s consideration. Complainants are also requested to state the date that the patent
expires and the HTSUS numbers under which the accused products are imported. The written
submissions and proposed remedial orders must be filed no later than close of business on
Tuesday, March 8§, 2011. Reply submissions must be filed no later than the close of business on
Tuesday, March 15, 2011. No further submissions on these issues will be permitted unless
otherwise ordered by the Commission.

Persons filing written submissions must file the original document and 12 true copies
thereof on or before the deadlines stated above with the Office of the Secretary. Any person
desiring to submit a document to the Commission in confidence must request confidential
treatment unless the information has already been granted such treatment during the proceedings.
All such requests should be directed to the Secretary of the Commission and must include a full
statement of the reasons why the Commission should grant such treatment. See 19 C.F.R.

§ 210.6. Documents for which confidential treatment by the Commission is sought will be
treated accordingly. All nonconfidential written submissions will be available for public
inspection at the Office of the Secretary.

The authority for the Commission’s determination is contained in section 337 of the
Tariff Act of 1930, as amended (19 U.S.C. § 1337), and in sections 210.42-46 and 210.50 of the
Commission’s Rules of Practice and Procedure (l w10 42-46 and 210.50).

By order of the Commission.
i {' 7 -
{ i 4
/ 5// ’:f /é’// o

William R. Bishop
Hearings and Meetings Coordinator

Issued: February 23, 2011
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- UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN CERAMIC CAPACITORS AND Inv. No. 337-TA-692
PRODUCTS CONTAINING SAME

NOTICE RE CORRECTION OF ERROR IN FINAL INITIAL DETERMINATION
(January 11, 2011)

One of the parties has brought it to the attention of the Administrative Law Judge that
there is an error on page 192 of the Final Initial Determination, dated December 22, 2010 (“Final
1D”), with respect to the initial identification of the domestic industry products asserted by
Complainants. While the error does not affect the analysis or conclusions in the Final Initial
- Determination (the evidence and arguments with respect to the correct products were analyzed),
in order to reduce any confusion the Administrative Law Judge makes the following corrections
to the initial identification of the products asserted by Complainants to support their assertions
with respect to technical domestic industry, appearing on page 192 of the Final ID.

Thus, in this Investigation Murata must show that it satisfies both the technical
and economic prongs of the domestic industry requirement with respect to the 254,
309, and ‘229 patents. For the ‘254 patent, Murata has identified hundreds of
Murata products (collectively, the “Murata ‘254 Products”) that it alleges practice the
‘254 patent in order to show that Murata meets the domestic industry requirement.
(CX-15C; SFF 100 (undisputed).) The private parties have stipulated that
GRM155B30J10SKE18D is representative of the Murata ‘254 Products
manufactured using compositions { }
and { }. (CBr. at 40; CFF 3.649 (undisputed).) Staff relies on Murata product
GRM32CR72A105KA35, representative of Murata MLCCs using compositions
{ +, and Murata product
GRM32CR72A105KA35, which Staff says “is representative of Murata MLCCs
using compositions { }and { } butusescomposition{ }.” (SBr.at33.) Forthe
309 patent, Murata selected dozens of MLCCs (the “DI Products™) that it alleges
practices the ‘309 patent in order to show that Murata meets the domestic industry
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requirement. (CX-8C; SFF 175; COSFF 175.) For the ‘229 patent, Murata selected

two representative products, LLM315R70J225MA11 and LLA215CG105MA14

(collectively, the “Murata 229 Products™) that it alleges practice the ‘229 patent in

order to show that Murata meets the domestic industry requirement. (CBr. at 116;

SBr. at 109.)

Within seven days of the date of this document, each party shall submit to the Office of
the Administrative Law Judges a statement as to whether or not it seeks to have any portion of
this document deleted from the public version. The parties’ submissions may be made by
facsimile and/or hard copy by the aforementioned date.

Any party seeking to have any portion of this document deleted from the public version
thereof must submit to this office a copy of this document with red brackets indicating any

portion asserted to contain confidential business information. The parties’ submissions

concerning the public version of this document need not be filed with the Commission Secretary.

SO ORDERED. é

dministrative Law Judge
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Pursuant to the Notice of Investigation, 74 Fed. Reg. 57194 (November 4, 2009), this is
the Initial Determination of the Investigation in the Matter of Certain Ceramic Capacitors and
Products Containing Same, United States International Trade Commission Investigation No.
337-TA-692. See 19 C.F.R. § 210.42(a).

With respect to Respondents Samsung Electro-Mechanics Co., Ltd. and Samsung
Electro-Mechanics America, Inc., it is held that no violation of Section 337 of the Tariff Act of
1930, as amended (19 U.S.C. § 1337), has occurred in the importation into the United States, the
sale for importation, or the sale within the United States after importation, of certain multi-layer
ceramic capacitors by reason of infringement of one or more of claims 1, 2, 9, 11-14, and 19-20
of United States Patent No. 6,243,254,

With respect to Respondents Samsung Electro-Mechanics Co., Ltd. and Samsung
Electro-Mechanics America, Inc., it held that no violation of Séction 337 of the Tariff Act of
1930, as amended, has occurred in the importation into the United States, the sale for importation,
or the sale within the United States after importation, of certain multi-layer ceramic capacitors by
reason of infringement of claim 3 of United States Patent No. 6,014,309.

With respect to Respondents Samsung Electro-Mechanics Co., Ltd. and Samsung
Electro-Mechanics America, Inc., it is held that no violation of Section 337 of the Tariff Act of
1930, as amended (19 U.S.C. § 1337), has occurred in the importation into the United States, the
sale for importation, or the sale within the United States after importation, of certain multi-layer
ceramic capacitors by reason of infringement of one or more of claims 1-4, 7, 17-18, 23, 28-31,
34, 51-53 of United States Patent No. 6,266,229.

It is further held that a domestic industry exists that practices U.S. Patent Nos. 6,243,254

and 6,266,229, bu‘t not U.S. Patent No. 6,014,309.
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I. BACKGROUND.

A. Institution and Procedural History of this Investigation.

By publication of a Notice of Investigation in the Federal Register on September 16,
2009, pursuant to subsection (b) of Section 337 of the Tariff Act of 1930, as amended, the
Commission instituted Investigation No. 337-TA-692 with respect to U.S. Patent No. 6,266,229
(the ““229 patent™), U.S. Patent No. 6,014,309 (the “*309 patent™), U.S. Patent No. 6,377,439
(the “*439 patent”) and U.S. Patent No. 6,243,254 (the ““254 patent™) to determine the following:

whether there is a violation of subsection (a)(1)(B) of section 337 in the

importation into the United States, the sale for importation, or the sale within the

United States after importation of certain ceramic capacitors or products

containing same that infringe one or more of claims 1-4, 7-9, 11-14, 17-24, 28—

31, 3447, 51-53, 55, and 56 of U.S. Patent No. 6,266,229; claim 3 of U.S. Patent

No. 6,014,309; claims 1-3, and 5 of U.S. Patent No. 6,377,439; and claims 1, 2,

9-14, 19, and 20 of U.S. Patent No. 6,243,254, and whether an industry in the

United States exists as required by subsection (a)(2) of section 337][.]

74 Fed. Reg. 57194 (2009).

Murata Manufacturing Co., L.td. and Murata Electronics North America, Inc. are named
in the Notice of Investigation as the Complainants. /d The Respondents named in the Notice of
Investigation are Samsung Electro-Mechanics Co., Ltd. of Suwon City, Korea and Samsung
Electro-Mechanics America, Inc., of Irvine, California. /d The Commission Investigative Staff
of the Commission’s Office of Unfair Import Investigations is also a party in this [nvestigation.
Id.

A pre-hearing conference was held on March 24, 2010. (See Order Nos. 10, 14.)

Respondents Samsung Electro-Mechanics Co., L.td. and Samsung Electro-Mechanics America,

Inc. (collectively, “Samsung’); Complainants Murata Manufacturing Co., Ltd. and Murata
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Electronics North America, Inc. (“collectively, Murata™); and Commission Investigative Staff
(“Staff), were represented by counsel at the pre-hearing conference.

On June 17, 2010, the Administrative Law Judge issued an initial determination granting
Murata’s unopposed motion to partially terminafe the Investigation with respect to U.S. Patent
No. 6,377,439. (See Order No. 35.) The Commission determined not to review the order. (See
Notice of Commission Decision Not to Review an Initial Determination Granting Complainants’
Unopposed Motion to Terminate the Investigation in Part as to United States Patent No.
6,377,439 (July 7,2010).)

The evidentiary hearing on the question of violation of Section 337 began on July 22,
2010, and ended on July 30, 2010. Samsung, Murata, and Staff were represented by counsel at

the hearing.

B. The Parties.

1. Complainants Murata Manufacturing Co., Ltd. and Murata Electronics
North America, Inc.

Murata Manufacturing Co., Ltd. is a Japanese corporation having its principal place of
business in Kyoto, Japan. (See Complaint Under Section 337 of the Tariff Act of 1930, as
Amended (“Complaint”) at 3; CFF 1.13 (undisputed).) Murata Manufacturing Co., Ltd.
manufactures capacitors, filters, sensors, modules, circuit components, and other electronics
products. (Complaint at 3; CFF 1.22 (undisputed).) It is also engaged in the research and
development of new technology and products, including research and development activities
relating to multi-layer ceramic capacitors. (CFF 1.28 (undisputed); CFF 1.30; ROCFF 1.30-1.)

Murata Electronics North America, Inc. is a corporation organized under the laws of
Texas, having its principal place of business in Smyrna, Georgia. (See Complaint at 4; CFF 1.39

(undisputed).) Murata Electronics North America, Inc. is a wholly-owned subsidiary of Murata
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Manufacturing Co., Ltd. (Complaint at4; CFF 1.36 (undisputed).) Murata Electronics North
America, Inc. provides quality assurance services, technical engineering functions, technical
assistance, sales and marketing, and other services relating to multi-layer ceramic capacitors.
(CFF 1.44-45; CFF 1.48-49.)

2. Respondents Samsung Electro-Mechanics Co., Ltd. and Samsung
Electro-Mechanics America, Inc.

Samsung Electro-Mechanics Co., Ltd. is a South Korean corporation with its principal
place of business in Suwon City, South Korea. (Complaint at 5; CFF 1.182 (undisputed).)
Samsung Electro-Mechanics Co., Ltd. manufactures, imports, and sells ceramic capacitors
accused of infringing the asserted patents. (Complaint at 5; CFF 1.183-84 (undisputed); CFF
1.186-190 (undisputed).)

Samsung Electro-Mechanics America, Inc. is a California corporation with its principal
place of business in Irvine, California. (Complaint at 5; CFF 1.205 (undisputed).) Samsung
Electro-Mechanics America, Inc. is a wholly owned subsidiary of Samsung Electro-Mechanics
Co., Ltd. (/d.) Samsung Electro-Mechanics America, Inc. purchases ceramic capacitors accused
of infringing the asserted patents from Samsung Electro-Mechanics Co., L.td., stores them in

inventory, and then sells them. (Complaint at 5; CFF 1.209-10 (undisputed).)

C. Overview of the Technology.

At issue are certain multi-layer ceramic capacitors (“MLCCs”). (CFF 1.271 (undisputed);
CFF 1.274 (undisputed).) Capacitors are “passive” electronic devices consisting of “one or more
pairs of parallel, conducting electrode plates which are separated by a ‘dielectric’—i.e.,
insulating material.” (CFF1.271 (undisputed).) Multi-layer capacitors‘ contain more than one

pair of electrode plates, or internal (inner) electrodes, embedded in a ceramic block with a
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dielectric layer between each pair of electrodes. (CFF 1.276 (undisputed); CFF 1.278
(undisputed).) The internal electrodes are electrically connected, either directly or with a lead
electrode, to external (outer) electrodes. (CFF 1.280 (undisputed).) In an electrical circuit, when
a voltage is applied to the external electrodes of a multilayer capacitor, the parallel internal
electrodes in each pair acquire equal but opposite (positive and negative) charges, and energy is

stored in the dielectric between the internal electrodes. (CFF 1.281 (undisputed).)

D. The Patents at Issue.

U.S. Patent No. 6,243,254,

This Investigation concerns U.S. Patent No. 6,243,254 (the “*254 patent”), entitled
“Dielectric Ceramic Composition and Laminated Ceramic Capacitor Using the Same,” which
resulted from U.S. Patent Application No. 09/369,988, filed on August 6, 1999, and claims
priority to (JP) 10-227202 and 10-227203, both dated August 11, 1998. (See JX-4 at JX-04.002.)
The ‘254 patent issued on June 5, 2001. (Id) The ‘254 patent names Nobuyuki Wada,
Masamitsu Shibata, Takashi Hiramatsu, and Yukio Hamaji as the inventors. (Jd.) The ‘254
patent was assigned to Murata Manufacturing Co., Ltd. (JX-8.)

The ‘254 patent discloses a composition for a dielectric ceramic and a laminated ceramic
capacitor of that composition. |

The ‘254 patent has nine asserted claims, one of which is independent. Asserted claims 1,
2,9, 11-14, and 19-20 read as follows:
1. A dielectric ceramic comprising
(Ba,,Ca,0),,TiO;+aRe; 05 +MgO+yMnO
in which Re is at least one member selected from the group consisting of Y, Gd,

Tb, Dy, Ho, Er and Yb; o, p vy, m and x are molar ratios; 0.001<a<0.10;
0.001<B<0.12; 0.001<y<0.12; 1.000<m<1.035; and 0.005 <x<0.22, and
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about 0.2 to 5.0 parts by weight of either a first sub-component or a second
sub-component or a third sub-component relative to 100 parts by
weight of (Ba;.Ca,0),,110,, wherein

[a] the (Ba;_..Ca0),Ti0, contains about 0.02% by weight or less of alkali
metal oxides, '

[b] the first sub-component is a Li,O—(Si, T1)O,—MO oxide in which M
is at least one of Al and Zr,

[c] the second sub-component is a SiO,—Ti10,—XO oxide in which X is
at least one selected from the group consisting of Ba, Ca, Sr, Mg, Zn
and Mn, and the third sub-component is SiO;.

2. A dielectric ceramic according to claim 1, wherein the (Ba;.,Ca,0),,TiO; has a
mean particle size of about 0.1 to 0.7 pm.

9. A dielectric ceramic according to claim 1 in which the third sub-component is
present.

11. A laminated ceramic capacitor having:

[a] a plurality of dielectric layers containing the dielectric ceramic according
to claim 1;

[b] a plurality of inner dielectric layers comprising Ni or a Ni alloy and
existing among a plurality of said dielectric layers; and

[c] external electrodes in electrical continuity to a plurality of said inner
dielectric layers and being on the surface of said ceramic capacitor.

12. A laminated ceramic capacitor according to claim 11, wherein said external
electrodes comprise a sintered layer of conductive metal powder or conductive
metal powder and glass frit.

13. A laminated ceramic capacitor having:

[a] a plurality of dielectric layers containing the dielectric ceramic according
to claim 2;

[b] a plurality of inner dielectric layers comprising Ni or a Ni alloy and
existing among a plurality of said dielectric layers; and

[c] external electrodes in electrical continuity to a plurality of said inner
dielectric layers and being on the surface of said ceramic capacitor.

14. A laminated ceramic capacitor according to claim 13, wherein said external
electrodes comprise a sintered layer of conductive metal powder or conductive
metal powder and glass frit.

19. A laminated ceramic capacitor having:
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[a] a plurality of dielectric layers containing the dielectric ceramic according
to claim 9;

[b] a plurality of inner dielectric layers comprising Ni or a Ni alloy and
existing among a plurality of said dielectric layers; and

[c] external electrodes in electrical continuity to a plurality of said inner
dielectric layers and being on the surface of said ceramic capacitor.

20. A laminated ceramic capacitor according to claim 19, wherein said external
electrodes comprise a sintered layer of conductive metal powder or conductive
metal powder and glass frit.

(IX-4 at 32:67-33:9, 33:51-34:19, 34:48-62.)

U.S. Patent No. 6,014,309.

This Investigation concerns U.S. Patent No. 6,014,309 (the “*309 patent™), entitled
“Laminated Ceramic Electronic Parts,” which resulted from U.S. Patent Application No.
09/075,668, filed on May 11,1998, and claims priority to (JP) 9-135823, dated May 9, 1997.
(See JX-2 at 2.) The ‘309 patent issued on January 11, 2000. (/d.) The ‘309 patent names
Yasushi Ueno, Yoshikazu Takagi, Kazuaki Kawabata, and Nagato Omori as the inventors. (/d.)
The 309 patent was assigned to Murata Manufacturing Co., Ltd. (JX-6.)

The 309 patent discloses a laminated ceramic electronic part in which the thickness of
the individual ceramic layers does not exceed 10 microns, the number of internal electrodes is
not less than 200, the ratio of thickness of an internal electrode to the thickness of a ceramic
layer is 0.10 to 0.40, and the ratio of a volume of the internal electrode to a volume of the
ceramic element 1s 0.10 to 0.30. (JX-2, Abstract.)

The 309 patent has one asserted claim, which is independent. Asserted claim 3 reads as

follows:

3. A laminated ceramic electronic part, comprising:
(a) a ceramic element including:

(1) a plurality of overlapping internal electrodes;
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(2) a plurality of internal ceramic layers located between respective pairs
of said overlapping internal electrodes;

(3) upper and lower ceramic layers located ‘above and below the
uppermost and lowermost ones of said overlapping internal electrodes,
respectively;

(b) a pair of external electrodes formed on at least one outer surface of said
ceramic element, each of said overlapping internal electrodes being
electrically coupled to a respective external electrode;

(c) said ceramic element satisfying the requirements:
(1) the thickness of each said internal ceramic layer is 10 pm or less;
(2) the number of said internal electrodes is 200 or moré;

(3) the ratio of the average thickness of each said internal electrode to the
average thickness of each said internal ceramic layer is 0.10 to 0.40;
and

(4) the ratio of the combined volume of said internal electrodes to the
combined volume of said ceramic element is 0.10 to 0.30.

(JX-2 at 6:15-37.)
U.S. Patent No. 6,266,229.

This Investigation concerns U.S. Patent No. 6,266,229 (the ““229 patent”), entitled
“Multilayer Capacitor,” which resulted from U.S. Patent Application No. 09/501,084, filed on
February 9, 2000, which is a continuation-in-part of Application No. 09/042,379, filed on March
13, 1998, now U.S. Patent No. 6,072,687. (See JX-1 at JX-01.002.) The 229 patent issued on
July 24, 2001 and claims priority to (JP) 9-306717, dated November 10, 1997, and (JP) 11-
370803, dated December 27, 1999. (Id.) The ‘229 patent names Yasuyuki Naito, Masaaki
Taniguchi, Yoichi Kuroda, Takanori Kondo, Michihiro Murata, and Y oshitaka Tanino as the
inventors. (/d.) The ‘229 patent was assigned to Murata Manufacturing Co., Ltd. (JX-5.)

The 229 patent discloses a “multi-layer capacitor device” that includes a capacitor body
including “first electrode plates and a plurality of second electrode plates.” (JX-1 at Abstract.)

The ‘229 patent discloses preferred embodiments of a multi-layer capacitor that is designed to
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reduce equivalent series induction (“ESL”). (/d. at 2:53-55.) One such embodiment is a multi-
layer capacitor 31 that includes a plurality of generally planar dielectric layers 39 with a pair of
internal electrodes (40, 41) in a “face-to-face relationship with each other with a dielectric

material layer 39 interposed therebetween. . . .” (Id. at 6:28-54.)

FIG. 1
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The ‘229 patent has sixteen asserted claims, three of which are independent. Asserted
claims 1-4, 7, 17, 18, 23, 28-31, 34, and 51-53 read as follows:

1. A multi-layer capacitor device comprising:

[a] a capacitor body including top and bottom surfaces and opposed side
surfaces which have continuously flat surfaces and are disposed
between the top and bottom surfaces and opposed end surfaces
disposed between the top and bottom surfaces and the opposed side
surfaces, the capacitor body including a plurality of first electrode
plates and a plurality of second electrode plates, the first and second
electrode plates being interleaved with each other in opposed and
spaced apart relation;

[b] a dielectric material located between each opposed set of the first and
second electrode plates;

[c] the first and second electrode plates each including a main electrode
portion and a plurality of spaced apart lead structures extending
therefrom, respective lead structures of the first electrodes plates being
located adjacent respective lead structures of the second electrode
plates in an interdigitated arrangement; and

[d] a plurality of electrical terminals located on each of the opposed side
surfaces of the capacitor body, corresponding lead structures of the
first electrode plates and corresponding lead structures of the second
electrode plates being electrically connected together by respective
ones of the electrical terminals to define a plurality of first polarity
electrical terminals and a plurality of second polarity electrical
terminals, respectively, located on the capacitor body; wherein

[e] each of the first polarity terminals is disposed opposite to another of the
first polarity terminals across the capacitor body and each of the
second polarity terminals is disposed opposite to another of the second
polarity terminals across the capacitor body; and

[f] at least one of the lead structures of the first and second electrode plates
have a length L and a width W and a ratio L/W is equal to about 3 or
less.

2. The multi-layer capacitor according to claim 1, wherein the ratio L/W is equal
to about 1.3 or less.

3. The multi-layer capacitor according to claim 1, wherein the ratio I/W is equal
to about 0.4 or greater.

4. The multi-layer capacitor according to claim 1, wherein the ratio L/W is equal
to or less than about 1.3 and greater than or equal to about 0.4.

-10 -
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7. The multi-layer capacitor according to claim 1, wherein the lengths L of all of
the lead electrodes are substantially equal to each other.

17. The multi-layer capacitor device according to claim 1, wherein each of the
first polarity terminals is adjacent to one of the second polarity terminals and each
of the second polarity terminals is adjacent to one of the first polarity terminals
along each of the opposed side surfaces of the capacitor body.

18. The multi-layer capacitor device according to claim 1, wherein the electrical
terminals extend to portions of the top and bottom surfaces.

23. The multi-layer capacitor device according to claim 1, wherein each of the
pair of opposed side surfaces of the capacitor body includes at least four of the
electrical terminals disposed thereon.

28. A multi-layer capacitor device comprising:

[a] a capacitor body including a pair of opposed side surfaces having
continuously smooth surfaces and a pair of opposed end surfaces
disposed between the pair of opposed side surfaces;

[b] at least four electrical terminals disposed on each of the opposed side
surfaces;

[c] the capacitor body also including at least one first electrode plate having a
substantially rectangular first main electrode portion with a plurality of
first lead structures extending therefrom and at least one second
electrode plate situated in opposed and spaced apart relation to the first
electrode plate, the second electrode plate having a substantially
rectangular second main electrode portion with a plurality of second
lead structures extending therefrom, respective ones of the first lead
structures being located adjacent respective ones of the second lead
structures in an interdigitated arrangement and extending to respective
ones of the electrical terminals; dielectric material disposed between
each opposing set of first and second electrode plates; wherein

[d] each of the lead terminals of the at least one first electrode plate being
disposed opposite to another of the lead terminals of the at least one
first electrode plate across the capacitor body and each of the lead
terminals of the at least one second electrode plate being disposed
opposite to another of the lead terminals of the at least one second
electrode plate across the capacitor body; and

[e] at least one of the lead structures of the first and second electrode plates
have a length [. and a width W and a ratio L/W is equal to about 3 or
less.

-11-
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29. The multi-layer capacitor device according to claim 28, wherein the ratio
L/W is equal to about 1.3 or less.

30. The multi-layer capacitor device according to claim 28, wherein the ratio
L/W is equal to about 0.4 or greater.

31. The multi-layer capacitor device according to claim 28, wherein the ratio
L/W is equal to or less than about 1.3 and greater than or equal to about 0.4.

34. The multi-layer capacitor device according to claim 28, wherein the lengths L
of all of the lead electrodes are substantially equal to each other.

51. A monolithic capacifor comprising:

[a] a capacitor body having two opposed main surfaces and four side surfaces
connected between the two main surfaces, said capacitor body
including a plurality of dielectric layers extending in the direction in
which the two opposed main surfaces extend, and at least one pair of
first and second internal electrodes opposed to each other through one
of the dielectric layers so as to define a capacitor unit, said capacitor
body further including at least two first lead electrodes extending from
one of the first internal electrodes to at least two positions on at least
one of the side surfaces, and at least one second lead electrode
extending from the second internal electrode to a position located
between the positions to which the first lead electrodes extend;

[b] first and second external terminal electrodes provided on the side surfaces
onto which the first and second lead electrodes extend, and electrically
connected to the first and second lead electrodes, respectively; wherein
the ratio L/W of the length L to the width W of at least one of the first
and second lead electrodes is within the range of about 0.4 to about 3.0

52. A monolithic capacitor according to claim 51, wherein the ratio /W is in the
range of about 0.4 to about 1.3.

53. A monolithic capacitor according to claim 51, wherein the first and second
lead electrodes extend onto at least two of the side surfaces opposed to each other,

respectively.

(JX-1 at 18:2-44, 18:57-59, 19:28-36, 19:53-56, 20:1-41, 20:54-56, 22:1-29.)

E. The Products at Issue.

The products at issue in this Investigation are multi-layer ceramic capacitors (“MLCCs”),

including high capacitance MLCCs and low equivalent series induction (“ESL”) MLCCs.

12 -
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Murata accuses Samsung of importing and selling the products accused in this Investigation.
(CBr. at 3.) Murata accuses the products identified in CFF 1.417-428 of infringing the ‘254
patent (the “Accused ‘254 Products™), the products identified in CFF 1.432 of infringing the ‘309
patent (the “Accused ‘309 Products™), and the products identified in CFF 1.433 of infringing the
‘229 patent (the “Accused ‘229 Products”). (CBr. at 4.)

The 1,045 Accused 254 Products discussed in CFF 1.417-428 are identified in
Attachment C of CX-594C, attached hereto as Appendix A. (CFF 1.417-428; CX-594C at

Attachment C.)

The products identified in CFF 1.432 (Accused ‘309 Products) are listed below.

21A225KPENNN, 21AZ25KQFNNN, 21A475KAQNNN, 21A475KOQNNI,
21A475KQOQNNI, 31AI06KAHNNKNN, 31A106KOHNN]J, 31A106KPHNN],
31A106MOHNNN, 32A106KAJNNN., 32AT106KAULNN, 32A106KLULNN,
32A106KOINNI, 32ZA106KOINNKN, 32ZA106KPINNN, 32A106MOJINNN,
32A226KAINNN, 32A226KOINNIJ, 32A226KOINNN, 32A226KPINNN,
32A226KQINNN, 32A226MAJNNN, 32A226MOJNNN, 32ZA226MPINNN,
32A226MQINNN, 21B225KAFNNN, 21B225KOFNFN, 21B225KOFNNN,
21B225KPFNNN, 31BI06KAHNNN, 31BI106KQHNNN, 31B225KAH4PN,
31B225KAHSFEN, 31B225K0H4PN, 31B475K0OHNNN, 32B106KAULNN,
32B106KLULNN, 32B106KOJNNN, 32B106KPINNN, 43B226KPINNN,
31CIO4JAHNNN, 31F226ZPHNNN, 35F107ZPINNN, 2Z1XT06KAYNNN,
21X4T5KAQNNN, 21X475KQFNNN, 21 X475MAQNNN, 31X 106 KAHNNN.

(CDX-290C; CX-183C; CX-187C; CX-IB8C; CX-189(C; CX-193C; Murata’s

Final List of Accused Products at 13-16 (May 26, 2010).)

(CFF 1.432.) The products identified in CFF 1.433 (Accused ‘229 Products) are listed below.

-13 -
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CL21BIO4MOSNIN, CLZIB474MQSNIN, CL21Y I05SMRSNIN,
CL21Y225MRSNIN, CLIOY I04MRSNIN, CLI0Y105MRSNIN,
CLI0OY155MRSNIN, CLIOY474MRSNIN, CL21B684MOSNIN,
CL21B684MQSNIN, CLIOY225MRSNIN, CLI0Z475MSS5NIN,
CL21A475KQ35NIN.

(Murata’s Final List of Accused Products at 15-16 (May 26, 2010).)

(CFF 1.433.) The parties have stipulated that certain products are representative of the Accused
254 Products and Accused ‘229 Products, but not the Accused ‘309 Products. (JX-29C at 2-3;

Order No. 29.")

II. JURISDICTION AND IMPORTATION.

In order to have the power to decide a case, a court or agency must have both subject
matter jurisdiction, and jurisdiction over either the parties or the property involved. See Certain
Steel Rod Treating Apparatus and Components Thereof, Inv. No. 337-TA-97, Commission
Memorandum Opinion, 215 U.S.P.Q. 229,231 (U.S.I.T.C., 1981). For the reasons discussed
below, the Administrative Law Judge finds the Commission has jurisdiction over this
Investigation.

Samsung has responded to the Complaint and Notice of Investigation and has fully
participated in the Investigation by, among other things, participating in discovery, participating
in the hearing, and filing pre-hearing and post-hearing briefs. (Tr. at 125-26; RBr. at 1-151.)
Accordingly, the Administrative Law Judge finds that Respondents Samsung Electro-Mechanics
Co., Ltd. and Samsung Electro-Mechanics America, Inc. have submitted to the personal

jurisdiction of the Commission and that the Commission has in rem jurisdiction over the

' Order No. 29 only allows Sections I.A. through 1.D. of the stipulation marked as JX-29C. (See Order No. 29.)
Section 11 of JX-29C, which was not agreed to by all parties and refers to products not accused in this Investigation,
is not in effect and should be disregarded. (/d.)

-14 -
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Accused Products. Certain Cloisonné Jewelry, Inv. No. 337-TA-195, Initial Determination at
40-43 (U.S.I.T.C., March, 1985) (unreviewed).

Section 337 declares to be unlawful “[t]he importation into the United States, the sale for
importation, or the sale within the United States after importation by the owner, importer, or
consignee, of articles” that infringe a valid and enforceable United States patent if an industry
relating to the articles protected by the patent exists or is in the process of being established in
the United States. See 19 U.S.C. §§ 1337(a)(1)XB)(i) and (a)(2). Pursuant to Section 337, the
Commission shall investigate alleged violations of the Section and hear and decide actions
involving those alleged violations.

With respect to the ‘254, 309, and ‘229 patents, it is undisputed that the importation or
sale requirement of Section 337 establishing subject matter jurisdiction as to Samsung has been
met. (RBr. at 5; SFF 18-19 (undisputed).) Accordingly, the Administrative Law Judge finds that
Samsung sells for importation, imports, or sells after importation into the United States, articles

that are accused in this Investigation.

1. CLAIM CONSTRUCTION.

A. Applicable Law.

At this stage, the Investigation concerns three utility patents. (See 74 Fed. Reg. 57194
(2009); Order No. 35.)

Any finding of infringement requires a two-step analysis. First, the asserted patent
claims must be construed as a matter of law to determine their proper scope.” Second, a factual

determination must be made whether the properly construed claims read on the accused devices.

7 Only claim terms in controversy need to be construed, and then only to the extent necessary to resolve the
controversy. Vanderlande Indus. Nederland BV v. Int’l Trade Comm., 366 F.3d 1311, 1323 (Fed. Cir. 2004); Vivid
Tech., Inc. v. American Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).

- 15~
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See Markman v. Westview Instruments, Inc., 52 F.3d 967, 976 (Fed. Cir. 1995) (en banc), aff’d,
517 U.S. 370 (1996).

Claim construction begins with the language of the claims themselves. Claims should be
given their ordinary and customary meaning as understood by a person of ordinary skill in the art,
viewing the claim terms in the context of the entire patent. Phillips v. AWH Corp., 415 F.3d
1303, 1312-13 (Fed. Cir. 2005). In some cases, the ordinary meaning of claim language is
readily apparent and claim construction will involve little more than “the application of the
widely accepted meaning of commonly understood words.” Id. at 1314. In other cases, claim
terms have a specialized meaning and it is necessary to determine what a person of ordinary skill
in the art would have understood disputed claim language to mean by analyzing “the words of
the claims themselves, the remainder of the specification, the prosecution history, and extrinsic
evidence concerning relevant scientific principles, as well as the meaning of technical terms, and
the state of the art.” Id. (quoting Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc.,
381 F3d 1111, 1116 (Fed. Cir. 2004)).

The claims themselves provide substantial guidance as to the meaning of disputed claim
language. Id at 1314. “[T]he context in which a term is used in the asserted claim can be highly
instructive.” Id. Likewise, other claims of the patent at issue, regardless of whether they have
been asserted against respondents, may show the scope and meaning of disputed claim language.
Id

With respect to claim preambles, a preamble may limit a claimed invention if it (1) recites
essential structure or steps, or (ii) is “necessary to give life, meaning, and vitality” to the claim.
Eaton Corp. v. Rockwell Int’l Corp., 323 F.3d 1332, 1339 (Fed. Cir. 2003) (citattons omitted).

The Federal Circuit has explained that a “claim preamble has the import that the claim as a

-16 -
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whole suggests for it. In other words, when the claim drafter chooses to use both the preainble
and the body to define the subject matter of the claimed invention, the invention so defined, and
not some other, is the one the patent protects.” Id. (quoting Bell Communications Research, Inc.
v. Vitalink Communications Corp., 55 F.3d 615, 620 (Fed. Cir. 1995)). When used in a patent
preamble, the term “comprising” is well understood to mean “including but not limited to,” and
thus, the claim is open-ended. CIAS, Inc. v. Alliance Gaming Corp., 504 F.3d 1356, 1360 (Fed.
Cir. 2007). The patent term “comprising” permits the inclusion of other unrecited steps, |
elements, or materials in addition to those elements or components specified in the claims. Id.

In cases where the meaning of a disputed claim term in the context of the patent’s claims
remains uncertain, the specification is the “single best guide to the meaning of a disputed term.”
Phillips, 415 F.3d at 1321. Moreover, “[t]he construction that stays true to the claim language
and most naturally aligns with the patent’s description of the invention will be, in the end, the
correct constructioﬁ.” Id. at 1316. As a general rule, however, the particular examples or
embodiments discussed in the specification are not to be read into the claims as limitations. Id.
at 1323.

The prosecution history may also explain the meaning of claim language, although “it
often lacks the clarity of the specification and thus is less useful for claim construction
purposes.” Id. at 1317. The prosecution history cbnsists of the complete record of the patent
examination proceedings before the U.S. Patent and Trademark Office, including cited prior art.
Id. Tt may reveal “how the inventor understood the invention and whether the inventor limited
the invention in the course of prosecution, making the claim scope narrower than it would

otherwise be.” Id.
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If the intrinsic evidence is insufficient to establish the clear meaning of a claim, a court
may resort’ to an examination of the extrinsic evidence. Zodiac Pool Care, Inc. v. Hoffinger
Industries, Inc.,206 F.3d 1408, 1414 (Fed. Cir. 2000). Extrinsic evidence may shed light on the
relevant art, and consists of all evidence external to the patent and the prosecution history,
“including expert and inventor testimony, dictionaries, and learned treatises.” Phillips, 415 F.3d
at 1317. In evaluating expert testimony, a court should disregard any expert testimony that is
conclusory or “clearly at odds with the claim construction mandated by the claims themselves,
the written description, and the prosecution history, in other words, with the written record of the
patenf.” Id. at 1318. Furthermore, expert testimony is only of assistance if, with respect to the
disputed claim language, it identifies what the accepted meaning in the field would be to one
skilled in the art. Symantec Corp. v. Computer Associates International, Inc., 522 F.3d 1279,
1290-91 (Fed. Cir. 2008). Testimony that recites how each expert would construe the term
should be accorded little or no weight. /d. An inventor’s subjective understanding of the
invention is irrelevant to claim construction. Howmedica Osteonics Corp. v. Wright Medical
Technology, Inc., 540 F.3d 1337, 1346-47 (Fed. Cir. 2008). Extrinsic evidence is inherently
“less reliable” than intrinsic evidence, and “is unlikely to result in a reliable interpretation of
patent claim scope unless considered in the context of the intrinsic evidence.” Phillips, 415 F.3d

at 1318-19.

® “In those cases where the public record unambiguously describes the scope of the patented invention, reliance on
any extrinsic evidence is improper.” Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 1583 (Fed. Cir. 1996).
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B. 254 patent.

1. Level of Skill in the Art.

Claims should be given their ordinary and customary meaning as uhderstood by a person
of ordinary skill in the art. Phillips, 415 F.3d at 1312-13.

Murata does not include a description of a person of ordinary skill in the art related to the
‘254 patent in its opening post-hearing brief (see CBr. at 5-54), but according to the hearing
testimony of its expert on the ‘254 patent, Dr. lan Burn, such a person would have possessed at
least a bachelor’s degree in materials science or a related technical discipline and more than three
years’ experience in the development or manufacture of dielectric powders for use in multilayer
capacitors. (Ir.at376 (Burn).) In its reply brief, Murata takes exception to the description
proposed by Samsung. (CRBr. at 9.) Samsung proposes that a person of ordinary skill in the art
at the time of the 254 invention would have possessed a doctorate in materials science, chemical
engineering, inorganic chemistry, or electrical engineering, or a master’s degree in one of those
fields plus three or more years’ experience in designing and developing dielectric materials for a
multilayer ceramic capacitor (“MLCC”). (RBr.at 11.)

Staff believes that the differences between the private parties’ positions are not so
significant that they would affect the analysis of claim construct or validity. (SBr. at 11.)

The Administrative Law Judge concludes that an individual would have had at least a
bachelor’s degree or comparable technical training and preparation in materials science or a
related technical discipline and at least three years’ academic- or work-related experience in
research, development, or production bf dielectric ceramic materials for multilayer capacitors in

order to meet the standard of a person of ordinary skill in the art of the ‘254 patent.
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2. The Disputed Claim Terms of the ‘254 patent and Their Proper
Construction.

Clain} 1, an independent claim, reads as follows:
1. A dielectric ceramic comprising
(Ba,_,Ca0),,TiOy+aRe, O3 +fMgO+yMnO
in which Re is at least one member selected from the group consisting of Y, Gd,

Tb, Dy, Ho, Er and Yb; o, B vy, m and x are molar ratios; 0.001<a<0.10;
0.001<p<0.12; 0.001<y<0.12; 1.000<m<1.035; and 0.005 <x<0.22, and

about 0.2 to 5.0 parts by weight of either a first sub-component or a second
sub-component or a third sub-component relative to 100 parts by
weight of (Ba;..Ca,0),,Ti0,, wherein

[a] the (Ba;,Ca,0),,TiO, contains about 0.02% by weight or less of alkali
metal oxides,

[b] the first sub-component is a Li,O—(Si, T1)O,—MO oxide in which M
is at least one of Al and Zr,

[c] the second sub-component is a Si0;—Ti0,—XO oxide in which X is
at least one selected from the group consisting of Ba, Ca, Sr, Mg, Zn
and Mn, and the third sub-component is SiO;.

(TX-4 at 32:55-33:6.)

a) Claims 1, 2: “dielectric ceramic”

Murata contends that “dielectﬁc ceramic” as mentioned in the preamble of claim 1, is
understood by persons of ordinary skill in the relevant art to refer to “sintered material that has
been densified into ceramic by the sintering process”™ and is the “final product that is created after
firing[.]” (CBr. at 7.) In support of this interpretation, Murata points to the testimony of its
expert regarding the ‘254 patent, Dr. lan Burn, who said that a person of ordinary skill would
understand this term to mean sintered materials. (/d. (citing Tr. at 383 (Bﬁm)).) Murata points
to claims 11 through 20 that disclose, among other things, external electrodes, which, Murata

argues, are attached to the capacitor only after the material for the dielectric ceramic has been
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sintered. (/d. at 8.) Murata also points to a document authored by some of Samsung’s engineers
(CX-20C at 00059850), which, Murata argues, discloses that these engineers themselves
recognized that external electrodes can only be attached to a capacitor after sintering. (/d.)
Murata believes that this Samsung document fortifies its contention that “dielectric ceramic” is
sintered material; ({d)) Thus, argues Murata, the plain language of claims 1 and 2 demonstrates
that “dielectric ceramic” means sintered material. (/d.)

Murata additionally argues that the ‘254 patent’s specification reveals that “dielectric
material” means material that has been sintered, citing the title of the patent itself, “Dielectric
Ceramic Composition and Laminated Ceramic Capacitor Using Same” which, Murata says,
makes clear that “dielectric ceramic” is material contained in a fully formed capacitor, not pre-
sintered slurry, green sheet, or other pre-sintered forms of material. (/d. at 8-9.) Murata points
to the Abstracf, Field of Invention, Summary of Invention, Figures, description of invention, and
preferred embodiments included in the patent, all of which, Murata says (without citing any
particular portions thereof), support its argument. (/d.) Further, according to Murata, Samsung’s
expert Dr. Dougherty supports Dr. Burn’s opinion about how a person of ordinary skill would
understand the term “dielectric ceramic,” because he acknowledged that the patent’s use of the
letter “m” to identify the adjusted molar ratio of Ba + Ca/Ti pertains to sintered materials, as does
the “dielectric ceramic” of claims 1 and 2, in contrast to the use of the letter “#” to identify the
molar ratio in pre-sintered starﬁng material. (I/d at9.)

Samsung argues that the term “dielectric ceramic” means materials before being -

sintered.* (RBr. at 19.) Samsung notes that the patent’s specification recites that, after the

* The word “sinter” is defined in one general dictionary: “to cause to become a coherent mass by heating without
melting.” (Merriam-Webster’s Collegiate Dictionary (11th Ed. 2009)). It is defined in another: “a bonded mass of
metal particles shaped and partially fused by pressure and heating below the melting point.” (Webster’s New World
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powdered starting materials are weighed for their prescribed molar ratios, “the mixed powder is
turned into slurry by adding an organic binder to obtain a green sheet (the dielectric layers 2a

and 2b).” (Id. (citing the patent specification, JX-4 at 32:55).) Therefore, Samsung argues, the
specification equates “dielectric ceramic layers” with pre-sintered “green sheets.” {RBr. at 19.)

Samsung says that evidence at the hearing, including testimony by Murata’s general
manager of intellectual property, Dr. Yoshino, who said that “green ceramic sheet” refers to a
pre-sintered composition, supports this construction. (/d. (citing Tr. at 268 (Yoshino)).)
Samsung points to testimony previously given in another proceeding by Murata’s product
development manager, Mr. Kawaguchi, who in connection with a 1999 technical paper he had
authored, referred to “ceramic material” as “raw materials” before sintering. (Id.)

Staff believes that “dielectric c¢ramic” refers to “material within a sintered, completed
capacitor.” (SBr. at 12.) Staff believes that the intrinsic evidence supports this view because
“dielectric ceramic” is most commonly/ applied to materials that have been fired, citing testimony
given by Murata’s expert Dr. lan Burn (1Tr. at 383 (Burn)). (SBr. at 13.) Staff argues that the
specification uses terms such as “slurry” or “ceramic slurry” rather than “dielectric ceramic”
when referring to starting materials. (/d.) Staff also believes that the inventors drew a
distinction between dielectric ceramics and barium calcium titanate starting materials when they
commented in the specification that “it was found from scanning electron microscope
observation of the grain size in the dielectric ceramics that the grain size was almoSt equal to the

particle size of the barium calcium titanate starting materials in the samples.” (/d. (citing JX-4 at

9:35-40).)

College Dictionary (4th Ed. 2008)). The parties to this Investigation have not suggested any meaning at variance
with these definitions, which are consistent with the language of the ‘254 patent. (See e.g. JX-4 at 7:36-44.)
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Claim 1 does not explicitly define “dielectric ceramic.” Nor is the term generally
recognized, understood, and used by lay persons, according to current general dictionaries.” Dr.
Burn’s testimony that the term is understood by persons of ordinary skill to be sintered material,
upon which both Murata and Staff rely, at least in part, for their proposed claim constructions is
extrinsic evidence and should be credited only if the intrinsic evidence itself is not adequate for
understanding the disputed claim term and even then only if the extrinsic evidence does not
contradict the intrinsic evidence. Phillips, 415 F. 3d at 1339-40. It is noted that the testimony of
Samsung’s expert Dr. Dougherty is essentially contradictory of Dr. Burn’s testimony on this
point. (See Tr. at 1795-96 (Dougherty).)

The specification for the ‘254 patent says, in the section entitled Background of the
Invention, that the “invention relates to a dielectric ceramic composition and a laminated ceramic
capacitor using the same....” (JX-4 at 1:8-10 (italics added).) Thus, there are two aspects to the
invention: 1) a composition of materials (dielectric ceramic); and 2) a manufacture (i.e., a
laminated ceramic capacitor). The composition of materials (dielectric ceramic) is the subject of
claims 1 through 10, and the manufacture (dielectric ceramic capacitor) is the subject of claims
11 through 20. (JX-4 at 32:54-34:62.)

The “dielectric ceramic composition” used to make the capacitor, according to
independent claim 1, comprises the following principal materials: Ba;_Ca,0),,T10, + aRe;O3 +
BMgO + yMnO (within prescribed ranges of molar ratios) and some additional subcomponents.
(JX-4 at 32:55-33:6.) The Summary of the Invention section confirms this formula:

In one aspect, the present invention provides a laminated ceramic capacitor
provided with a plurality of dielectric ceramic layers, inner electrodes formed

* There is no mention of it in Merriam-Webster’s Collegiate Dictionary (11th Ed. 2009) or in Webster’s New World
Dictionary (4th Ed. 2008), for example. Based on a review of the current dictionaries, the Administrative Law
Judge assumes that the term was also not in 1998 editions.
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between the dielectric ceramic layers and external electrodes being in electrical
continuity with the inner electrodes, the dielectric ceramic layer being represented
by the following formula:

(Ba;.Ca0),,Ti0; + aRe, O3 + pPMgO + yMnO

(ReyO3 is at least one or more of the compounds selected from Y,0;, Gd,0s,

Tby03, Dy,03, Hy03, EryOs, and Yb,0s, a, B, v, m and x representing molar ratio

in the range of...), and containing about 0.2 to 5.0 parts by weight of either a first

sub-component or a second sub-component relative to 100 parts by weight of a

principal component containing about 0.02% by weight or less of alkali-metal

oxides in (Ba;.Ca,0),,TiO, as starting material to be used for the dielectric

ceramic layer.. .. '

The material (Ba;..Ca,0),,110; to be used for the dielectric ceramic layer

preferably has a mean particle size of about 0.1 to 0.7 um.
(JX-4 at 2:11-39.) The phrases “(Ba;..Ca,0),,Ti0; as starting material to be used for the
dielectric ceramic layer” and “[t|he material (Ba;_,Ca,0),,T10; to be used for the dielectric
ceramic layer” in the section of the specification just cited describe a composition of materials
that have not been sintered, inclusive of (Ba,;.,Ca,0),,110,. The words, “starting material” and
“to be used for,” signal material preparatory to sintering a dielectric ceramic composition.
Elsewhere in the patent’s specification is the phrase “(Ba;xCaxO)n 110, as starting material,”
used in a similar context to the first quotation, but in reference to another aspect of the invention
(improving the plating resistance of the capacitor). (fd. at 3:22-23.)

The specification’s summary of the invention states that “[t]he material ‘(Ba;.
+Ca,0),,Ti07’ to be used for the dielectric ceramic layer preferably has a mean particle size of
about 0.1 to 0.7 um.” (JX-4 at 2:37-39.) The phrase “[t]o be used for” is prescriptive and
formulaic, as well as prospective, and the term “particle,” as generally used in chemical formulas
refers to powder material before sintering. (Tr. at 1794-95 (Dougherty); Tr. at 572 (Burn).)

Claim 2 specifically states, by way of limitation, that “the (Ba;..Ca,0),,TiO, has a mean particle

size of about 0.1 to 0.7 um.” (Id. at 33:7-9.)
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The specification, in its description of the preferred embodiment, also refers to (Ba,.
xC2a,0),, Ti0; + aRe, 05 + fMgO + yMnO as starting, rather than sintered, material:
The laminated ceramic capacitor according to the present invention will now be
explained in more detail with reference to the accompanying drawings.
FIG. 1 is a cross section showing one example of the laminated ceramic
capacitor according to the present invention, FIG. 2 is a plane view showing the
dielectric ceramic layer part having the inner electrodes in the laminated ceramic
capacitor shown in FIG. 1 and FIG. 3 is a disassembled perspective view
showing the laminated ceramic part in the laminated ceramic capacitor shown in
FIG. 1. In the laminated ceramic capacitor 1 according to the present invention
as shown in FIG. 1, outer electrodes S, and first plating layers 6 and second
plating layers 7 if necessary, are formed on both ends of a ceramic laminated
body 3 obtained by laminating a plurality of dielectric ceramic layers 2a and 2b
via inner electrodes 4.
(JX-4 at 4:13-30.) The last sentence of the second paragraph states that the outer electrodes 5
and first plating layers 6 (and second plating layers 7 if necessary) are formed on both ends of a
ceramic laminated body that is obtained by laminating a plurality of dielectric ceramic layers.
According to this description, the laminated body is obtained by laminating dielectric ceramic
layers, and does not require sintering. Since it is “dielectric ceramic” layers that are laminated,
together with electrodes, in the process of constructing the “ceramic laminated body,” which
occurs before sintering, as we will see shortly, the term “dielectric ceramic” as used in this
passage and the previously cited passages from the specification, does not support Murata’s and
Staff’s arguments that a person of ordinary skill in the art would understand (Bal-xCaxO),,,TiO;_' +
aRe,05 + PMgO + yMnO, or any portion, as claimed in claims 1 and 2 of the ‘254 patent, to
mean sintered material.

The portion of the specification just cited continues as follows:

The dielectric ceramic layers 2a and 2b are composed of a dielectric ceramic
composition having as principal components barium calcium titanate (Ba,.
Ca,0),,Ti, at least one compound selected from Y,0s, GdyOs, Tb,03, Dy,0s,

Ho,0s, Er;03, and Yb,O3, MgO and MnO, and containing as sub-components
either a Li,O—(Si, Ti)O—MnO based oxide (MO is at least one of the
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compounds selected from Al,O3 and 7ZrQO;) or a Si0;—Ti0,—XO based oxide
(XO is at least one of the compounds selected from BaO, CaO, SrO, MgO, ZnO
and Mno [sic]). The composition described above allows a laminated ceramic
capacitor with high reliability and excellent insulating strength to be obtained,
wherein the ceramic capacitor can be fired without endowing it with
semiconductive properties even by firing in a reducing atmosphere, the
temperature characteristics of the electrostatic capacitance satisfy the B-grade
characteristics prescribed in the JIS standard and the X7R-grade characteristics
prescribed in the EIA standard and the ceramic capacitor has a high insulation
resistance at room temperature and at high temperatures.
(JX-4 at 4:31-51.) “The composition described above[,]” which is mentioned in the second
sentence of the just-quoted paragraph, refers to “[t]he dielectric ceramic layers 2a and 2b ...
composed of a dielectric ceramic composition” mentioned in the first sentence of that paragraph.
That “composition,” according to the cited section of the specification, can be fired, that is
sintered®, without endowing the composition with semiconductive properties. Furthermore, this
paragraph says that the described composition “allows a laminated ceramic capacitor with high
reliability and excellent insulating strength to be obtained|.]” The use of the word “allows” in
this passage, in conjunction with the words “to be obtained,” denotes a prospective transitional
relationship between the composing of materials to be used for, and the manufacture of, the
- laminated ceramic capacitor, in contrast to “[t]he laminated ceramic capacitor thus obtained”’
(JX-4 at 7:51 [emphasis added]) “[a]fter firing” (id. at 7:46), as recited elsewhere in the
specification. In sum, according to the above quoted section of the specification the dielectric
ceramic layers, denominated 2a and 2b in Figures 1, 2, and 3, are a composition, the principal
components of which, as therein stated, are pre-sintered. This is owing to the fact that, according

to the quoted passage, the stated composition can be fired, even in a reducing atmosphere. This

is additional evidence that a person of ordinary skill in the art would understand that the term

® Firing is used synonymously for sintering in the language of the patent. (See, for example, JX-4 at 7:45-50.)
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“(Ba;Ca0),,TiO; + aRe;03 + PMgO + yMnO” as claimed in claims 1 and 2 of the ‘254 patent
constitutes pre-sintered, or starting, materials.

The specification also describes a “method for producing the laminated ceramic capacitor
according to the present invention...in the order of its production steps with reference to FIGS. 1
to 3.7 (JX-4 at 5:31-34.) It is noted initially that structures depicted in Figures 1-3 are referred
to in the course of describing the method for “producing the laminated ceramic capacitor” and,
therefore, references in the specification to items 2a and 2b, in designated Figures 1-3, do not in
all instances denote a sintered capacitor. The prescribed steps first recite that powdered
materials are prepared as starting materials of the dielectric ceramic (id. at 5:35-40), and after
being weighed for their prescribed composition ratios and mixed, the resulting powder is turned
into a slurry by adding a binder “to obtain a green sheet (the dielectric ceramic layers 2a and 25)
by molding the slurry into a sheet.” (Id. at 5:44-48.) Inner electrodes 4 of nickel or nickel alloy
“are then formed on one face of the green sheet (the dielectric ceramic layers 2b)[.]” (Id. at 5:48-
52.) “Then, a required number of the green sheets (the dielectric ceramic layers 2b) having the
inner electrodes...are laminated, which are inserted between the green sheets having no inner
electrodes (the dielectric ceramic layers 2a) to form a laminated body after pressing. (Id. at 5:53-
58.) “A ceramic laminated body ... is obtained by firing the laminated body at a given
temperature in a reducing atmosphere.” (Id. at 5:58-60.)

As just quoted from the patent specification, what is referred to as “dielectric ceramic

layers,” is pre-sintered up to the point when it is fired. This is in agreement with the statement
elsewhere in the specification that “[t]he dielectric ceramic layers 2a and 2b are composed of a
dielectric ceramic composition having as principal components barium calcium titanate (Ba,.

+Ca,0),, Ti0, ...” which “allows a laminated ceramic capacitor with high reliability and excellent
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insulating strength to be obtained,” (JX-4 at 4:31-43), a statement in contrast to the post-sintering
language “thus obtained” and “after firing” referred to elsewhere in the specification. (See JX-4
at 7:45-57.)

The specification includes several explanations why the dielectric ceramic compositions
taught in the patent are limited (JX-4 at 21:55); among them is the following:

A MgO content (B) of exceeding about 0.12 as in the sample No. 1006 [Tables 8

and 9] is also not preferable...since the sintering temperature becomes so high

that the mean lifetime is extremely shortened. Accordingly, the preferable MgO

content (B) is in the range of 0.001<p<0.12.
(JX-4 at 22:47-53.) The adverse effect produced by MgO with molar ratios in excess of 0.12,
because that amount or more requires higher temperatures for sintering the composition, is
additional evidence that the claimed formula for the composition refers to pre-sintered, or
starting, materials. This explains why the molar ratio in claim 1 does not exceed 0.12. (Id. at
32:60.)

The specification also includes the following comment:

[t is also not preferable...that the ratio (m) of (Ba, ca [sic])/Ti exceeds about

1.035 as in the sample No. 1011 [Tables 8 and 9] because sintering becomes

insufficient to extremely shorten the mean lifetime. Accordingly, the preferable

ratio (m) of (Ba, ca [sic])/Ti is in the range of 1.000<m<1.035.
(Id. at 22:67-23:5.) This, likewise, explains why the molar ratio in claim 1 does not exceed
1.035 (id at 32:61) and offers an add\itional reason for concluding that the (Ba;..Ca,0),,TiO; +
aRe;O3 + BMgO + yMnO expressed in claim 1 is pre-sintered material.

For these reasons, the Administrative Law Judge concludes that a person of ordinary skill

in the art would understand that the term “dielectric ceramic” in the preamble of claim 1 refers to

- “starting materials.”
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b) Claims 1, 2: “(Ba; .Ca0),TiO, + aRe,03 + fMgO + yMnO”

The parties, in proposing their respective claim constructions, analyze the term “(Ba;.
a,0),, 110, + aRe;O5 + fMgO + yMnO” differently. Murata and Staff divide the term as
follows: 1) (Ba;..Ca,0),TiO,; and 2) aRe,O; + MgO + yMnO. (CBr. at 6; SBr. at 14-17.)

Samsung proposes that the term be construed as an entire unit. (RBr. at 13.)

Murata argues that “(Ba;.,Ca,0),,T10,” is understood by persons of ordinary skill to
mean a barium calcium titanate solid solution with the stated composition. (/d. at 14.) Murata
says that, because this type of structure is complex and non-uniform, it cannot be described in a
precise chemical formula. (/d.) Murata, therefore, proposes the following construction for the
term “(Ba;.,Ca,0),,T10,”: “A barium and calcium titanate solid solution having the stated
composition.” (Id.)

Staff suggests that the term “(Ba;xCax0),T10;” be construed in this manner: “a solid
having the stated composition, wherein the ratio of Ba:Ca = 1-x:x; Ba and Ca in a subcomponent
cannot contribute to x.” (SBr. at 14.)

One problem with Murata’s and Staff’s proposed bifurcation is it omits the integral plus
sign (+) between the divided components. The plus sign after TiO, is just as significant as the
ones after aRe,O3 and fMgO that Murata and Staff include in their respective proposed
constructions, yet Murata and Staff do not explain why it is not included in either of their
proposed constructions. The omission has consequences or implications, as noted in the next
paragraph. The actual term expressed in claim 1 is “(Ba;..Ca,0),, 110, + aRe,03 + fMgO +
YMnOJ,]” representing a unit, the plus signs signifying the addition of what follows it to what
precedes it. It also signifies an integral combination of materials, without mention of any

disparateness with respect to sintering. For this reason, the Administrative Law Judge concludes
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that the term “(Ba;.,Ca,0),, 110, + aRe;,03 + fMgO + yMnO” should be construed as a unit and
should not bifurcated for purposes of claim construction.

‘Samsung proposes that the term “(Ba;..Ca,0),,Ti0; + aRe,03 + fMgO + yMnO” be
construed as follows: “(Ba;.xCa,0), TiO; + aRe;O; + BMgO + yMnO starting materials (i.e.,
materials before sintering)[.]” (RBr. at 13.) The term “(Ba;..Ca,0),,TiO, + aRe,03 + fMgO +
yMnO” directly follows the preamble of claim 1, and constitutes the principal component of the
dielectric ceramic (as distinguished from the subcomponents that are elsewhere mentioned in
claim 1). (JX-4 at 32:56, 33:1-6.) Samsung argues that the “aRe;O; + fMgO + yMnO” portion
of this term has to mean starting compounds, because none of these stated compounds, in the
form stated, is present in the ceramic material after it has been sintered. (/d. at 14.) Samsung,
for support of this statement, points to the testimony of its expert Dr. Dougherty (Tr. at 1775-76)
and to that of Murata’s expert Dr. Burn, the latter of whom testified that the dielectric material
after sintering could not be in the form Re,O;, but would be “a reaction product...of { }

{ 4 and the additives” (RBr. at 15 (citing Tr. at 558-59)). (/d. at 15.) Samsung also argues
that one of Dr. Burn’ professional papers teaches that Mn (manganese) “either substitutes for { }
{ | } during sintering to form { } or else is retained in
‘a segregated intergranular phase’ i.e., in grain boundaries, where it forms compounds with silica
and other impurities.” (/d.) In either case, Samsung argues, “the Mn is present in a form that is
not MnO[,]” and the Mg substitutes for { +to form “magnesium doped { K
{ | } a compound which is “chemically different” from MgO (magnesium oxide). (I/d.)

Murata argues that Samsung has ignored the testimony of Drs. Burn and Dougherty, who
testified that within the scientific fraternity it is a recognized convention to describe sintered

ceramic by including a list of additives as simple oxides, as in the case of the ‘254 patent, even
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when those additives may, in the process of sintering, take on other forms, such as carbonates.
(CRBr. at 10.) Murata argues that listing basic oxides is a “standard way” of describing
additives that are included in a sintered material, and this makes particular sense when the
material is a core-shell structure, because that kind of structure makes it impossible to describe
the precise composition of the materials within the shell portion of the core-shell structure. (/d.
at 10-11.) Murata argues that the metal components of the additives included as starting
materials, such as Mg and Mn, will be found in sintered materials in the same amounts as were
included in the pre-sintered composition, and, therefore, the listing of simple oxides (such as
MnO and MgO) in a composition formula for sintered material is understood by persons of skill
in the art to denote the amount of those components in the sintered mate?ial. (/d at11.) Murata
further argues that the ‘254 patent specification explicitly states that the additives to be included
in the chemical materials may be both “oxides and carbonates” as well as other types of solutions.
({d. (citing JX-4 at 5:35-43).)

Murata says that it is not inconsistent to argue that the term “aRe,O3; + pMgO + yMnO”
does not mean that fhese oxides themselves must be present in the sintered material, while
arguing at the same time that compounds that make up (Ba;.,Ca,0),,TiO; have to be present. (Id.
at 11-12.) Murata says that if there is an inconsistency in this, it is owing to conventions used by
persons skilled to describe sintered dielectric materials, and Murata’s dichotomous stance is
consistent with these conventions. (/d. at 12.)

Samsung rejoins that Murata’s argument in its post-hearing brief diverges from the
position it took before the Hearing, which was that “aRe,O3 + BMgO” has to represent the |

compositions as stated and is not merely a list of concentrations of atomic elements without any
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chemical bonding or formula relationships. (RRBr. at 9.) Murata made the following statement
in its Pre-Hearing Brief:

The 254 patent also explains that calcium occupies the same “site” as barium

does by writing a portion of the claim 1 composition as (Ba; 4Cay0),TiO;. That

is, the patent’s statement that the barium calcium titanate is chemically

represented as (Baix [sic] CayO)yTi0,, ‘254 patent col. 4 11. 31-34, indicates that

barium and calcium exist at equivalent sites within the material. Thus, the (Ba;.

xCay0)nTi0; is best described as a solid solution of barium titanate and calcium

titanate.
(Murata Pre-Hearing Brief, dated June 25, 2010, at 45.)

Samsung also remarks that, at the Hearing, both Murata’s and Samsung’s experts testified
that, as regards (Ba;.Ca,0),,Ti0,, barium titanate forms an “ABQO;” structure in which the “A
site” is occupied by titanium and “O” represents oxygen. (/d. at 10.) Samsung says that Murata
has insisted throughout this Investigation that (Ba;.,Ca,0),,Ti0O; requires the stated composition,
described as a substance in which calcium occupies some of the barium sites in the barium
titanate structure, citing language taken directly from Murata’s Pre-Hearing Brief; whereas,
Murata, in its Post-Hearing Brief, for the first time, argues that the term (Ba;.,Ca,0),,Ti0; should
be interpreted so as to encompass a substance in which calcium occupies “A sites, B sites, both,
or neither. (/d.) The Ground Rules prevent a party from making such a change in position by
warning that issues that are not included in the pre-hearing brief are “deemed waived.” (See
Order No. 2, Ground Rule 10.1.) Murata may not change its stance now.

The Administrative Law Judge concludes that a person of ordinary skill in the art would
find that the term “(Ba;..Ca,0),,Ti0; + aRe,O3 + fMgO + yMnO” as expressed in claim 1 of the

‘254 patent means the following: “(Ba;.,Ca,0),,TiO; + aRe;,05 + fMgO + yMnO starting

materials (i.e., materials before sintering).”
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¢) Claims 1,2: “(Ba; Ca,0),TiOy”

Murata proposes that the term “(Ba;.,Ca,0),, T10,” be construed as follows: “A barium
and calcium titanate solid solution having the stated composition.” (CBr. at 14.) Samsung
proposes a different construction: “(Ba;Ca0),Ti0; represents a perovskite lattice, wherein the
ratio of Ba:Ca = 1-x:x; Ba and Ca in a subcomponent cannot contribute to x.” (RBr. at 27.)
Staff proposes still another construction: “A solid having the stated composition, wherein the
ratio of Ba:Ca = 1-x:x; Ba and Ca in subcomponent cannot contribute to x.” (SBr. at 14.)

According to Murata, the ‘254 patent teaches that the barium calcium titanate material
(“BCT™) in the “dielectric ceramic” mentioned in claims 1 and 2 assumes a complex and non-
uniform core-shell structure that cannot be described in a precise chemical formula. (CBr. at 14.)
Murata says that a “convention in the industry” is to describe such material using a formula such
as in claims 1 and 2, which are sufficient to inform a person of ordinary skill in the art “of the
composition of the BCT component of the claimed dielectric ceramic.” (Id. at 15.) In an effort
to provide “English language content and context for understanding the BC'T formula” Murata
says that it included a “solid solution” which Murata says is an accurate description of the
material. (Id)

Samsung argues that the term (Ba; 1CaO), 110 requires specific chemical bonding
stated according to its precise terms. (RBr. at 27.) Samsung quotes from Murata’s P?e—Hearing
Brief a portion of the same quotation recited above in Section II1.B.2.b), as evidence that Murata
shared in that statement. (/d. at 27-28.) Samsung argues that Murata previously had explained
that { | Y to form
BCT [barium calcium titanate] in order to meet the (Ba;.,Ca,0),,Ti0O; limitation of the claims.

(Id. at 27-28.)

-33 -



PUBLIC VERSION

Samsung also maintains, as part of its analysis of the disputed term, that the chemical
formula (Ba,Ca,0),,Ti0, represents a compound héving a perovskite lattice wherein the ratio of
Ba to Ca equals the ratio of 1-x to x. Samsung references the testimony of Dr. Dougherty that a
person skilled in the art would recognize (Ba;.,Ca,0),,TiO; to be a perovskite structure. (I/d. at

28.)

(Id. (showing perovskite structure).) Samsung says that calcium ions must replace barium ions
in the barium calcium titanate crystal structure that constitutes the claimed (Ba,..Ca,0),,TiO,,
quoting Murata’s Prehearing Brief (at page 45, the words previously quoted above in Section
I11.B.2.b)) and citing the testimony of Drs. Burn and Dougherty, both of whom said that the
formula (Ba;_,Ca,0),,TiO; requires that calcium occupy the barium site in a barium titanate
lattice. (/d. at 28-30.)

Samsung says Staff and it agree that the ratio of barium to calcium is equal to the ratio of
“1-x:x,” but for purposes of calculating “x,” the calcium that may be included in one of the
subcomponents elsewhere mentioned in claim 1 is not a component of (Ba,.,Ca,0),,Ti0O,. (/d. at
29.) Therefore, according to Samsung, { } does not contribute
to “x.” (/d.) This means that { } that might be found in { } does not
constitute any part of (Bal_xCaxO)mTiOz. (1d)

According to Staff, the specification of the ‘254 patent is silent about whether the

structure of (Ba;,Ca,0),,Ti0; is crystalline or, if so, what are the specific characteristics of that
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structure. (SBr. at 15.) Therefore, Staff disagrees with Samsuﬁg that a person of ordinary skill
in the art would understand the structure at issue to be a perovskite lattice. (Id.) But Staff agrees
with Samsung that one of skill in the art would understand that barium, calcium, oxygen, and
titanium wbuld have to be chemically bonded in order to form a defined structure. (/d.) Staff
points to Dr. Burn’s testimony that a solid solution is uniform throughout but the composition of
a core-shell structure is non-uniform. (/d. at 15 (citing Tr. at 577-78 (Burn)).) Staff agrees with
Samsung that calcium that is not part of the compound barium calcium titanate (such as {

} should not be considered in determining whether the “x”
value mentioned in (Ba;..Ca,0),,T10> is within the range prescribed in claim 1 (see JX-4 at
32:61). (Id at 16.)

The Administrative Law Judge finds that Samsung’s proposed construction is too broad
because of its inclusion of “perovskite lattice” and a negative limitation. Staff’s proposed
construction also improperly introduces a negative limitation. Furthermore, Murata’s proposed
construction adds unnecessary descriptive language with respect to the stated composition.

The Administrative Law Judge éoncludes that a person of ordinary skill in the art would
understand the term (Ba;_.Ca,0),,T10, to mean the following: “A solid solution having the stated

composition.”
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d) Claim 2: “mean particle size”

Murata, in its initial Post-Hearing Brief, does not propose a construction for this term.
(See CBr. at 5-16.) Samsung proposes that this term be construed as follows: “Mean particle size
of the (Ba; \Ca,0),TiO, starting material (i.e., material before sintering).” (RBr. at 30.) Staff
proposes that the term be construed as follows: “arithmetic average of particle size.” (SBr. at 14.)
Samsung’s proposed construction does not define the term “mean particle size” and adds
language that adds restrictions not recited in the claims; therefore it is rejected. Staff’s proposed
construction is consistent with a general understanding of the term “mean” and is consistent with
the specification, which indicates that arithmetic averages were calculated from various particle
samples that were examined. (See, e.g., JX-4 at 6:11-16.)

The Administrative Law Judge concludes that the term “mean particle size” means the

following: “an arithmetic average of particle sizes.”
C. ‘309 patent.

1. Level of Skill in the Art.

Murata says that a person of ordinary skill in the art relating to the ‘309 patent would
have had at least a bachelor’s of science degree in electrical, mechanical or mechanical
engineering or in chemistry, materials science, physics or equivalent education and at least two
years’” work or research experience involving capacitor design, process development,
manufacturing or related areas during the early 1990s. (Murata’s Pre-Hearing Brief at 119.)
Sémsung says that a person of ordinary skill in the art would have possessed a bachelor’s degree
in electrical engineering, material science, ceramic engineering or equivalent engineering degree,

and at least two years’ experience in designing MLCCs. (RBr. at 82.) Staff says that any
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differences between Murata’s and Samsung’s proposed definitions would not be determinative of
any issue in this case. (SBr. at 51.)

The Administrative Law Judge concludes that a person of ordinary skill in the art relating
to the ‘309 patent would have had at least a bachelor’s degree in electrical or mechanical
engineering, chemistry or materials science or an equivalent education and at least two years’
work or academic experience involving capacitor design, process development, or manufacturing

or related experience.

2. The Disputed Claim Terms of the ‘309 patent and Their Proper
Construction.

Claim 3, an independent claim, reads as follows:

3. A laminated ceramic electronic part, comprising:
(a) a ceramic element including:
(1) a plurality of overlapping internal electrodes;

(2) a plurality of internal ceramic layers located between respective pairs
of said overlapping internal electrodes;

(3) upper and lower ceramic layers located above and below the
uppermost and lowermost ones of said overlapping internal electrodes,
respectively;

(b) a pair of external electrodes formed on at least one outer surface of said
ceramic element, each of said overlapping internal electrodes being
electrically coupled to a respective external electrode;

(c) said ceramic element satisfying the requirements:
(1) the thickness of each said internal ceramic layer is 10 pm or less;
(2) the number of said internal electrodes is 200 or more;

(3) the ratio of the average thickness of each said internal electrode to the
average thickness of each said internal ceramic layer is 0.10 to 0.40;
and ’

(4) the ratio of the combined volume of said internal electrodes to the
combined volume of said ceramic element is 0.10-to 0.30.

(JX-2 at 6:15-37.)
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a) Claim 3, “the thickness of each said internal ceramic layer”

Murata says that this term does not need to be construed and that the ordinary meaning of
the words controls. (CBr. at 57-58.) Samsung says this term should be construed as follows:
“The thickness of each said ceramic layer as measured at every location.” (RBr. at 83.) Staff
proposes this construction: “for each individual internal ceramic layer, the sum of a sufficient
number of measurements of the thickness of the said layer divided by said number of
measurements.” (SBr. at 51-52.)

Samsung argues that the subject term is part of limitation 3(c)(1) of claim 3, which reads,
“the thickness of each said internal ceramic layer is 10 pm or less.” (RBr. at 83.) Samsung
contends that this claim element means that at no location does the layer thickness exceed 10 pm
and therefore the thickness of each ceramic layer has to be measured at every location. (/d.)
Samsung notes that during the prosecution of the patent, Murata amended the claims to require
that each ceramic layer have the desired thickness, reflecting Murata’s intent to limit the scope of
the claimed invention to devices having a plurality of ceramic layers, each of which does not
exceed 10 um at any location. (/d.) Samsung says that repeated additions of the word “each”
during the course of the prosecution of the patent emphasizes that the thickness value applies to
every ceramic layer. (/d at 83-84.) Samsung says the specification confirms that the “thickness
of each said internal ceramic layer” requires a determination for every individual ceramic layer,
because by amending the specification to make it more restrictive, patentees showed that they
considered their invention as claimed in claim 3 of the ‘309 patent to be limited to a laminated
ceramic electronic part in which each of the internal ceramic layers has a thickness that is 10 um
or less. (/d at 84.) Samsung, in response to the testimony of Murata’s expert Dr. Ulrich, that

Samsung’s construction would require an infinite number of measurements, points to the
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testimony of its own expert Dr. Randall who said that one could easily determine whether each
ceramic layer exceeded 10 um by using an aperture having a 10 um wide slot to inspect a portion
single ceramic layer. (/d. (citing RFF 5.33).)

Staff says that Samsung’s construction is impossible to carry out and therefore should not
be adopted. (SBr. at 52.) Staff says that Murata’s “non-construction” does not address the issue
whether a layer whose average thickness is less that 10 um will meet the limitation. (/d) Staff
argues that Staff’s proposed construction has the merit of requiring that every ceramic layer must
meet the stated thickness limitation in accordance with the literal language of the claim, and that
the evidence shows that the ceramic layers are non-uniform in thickness. (/d.)

Murata responds that nothing in claim 3 or in the specification of the ‘309 patent requires
a particular measurement method for determining the thickness of the ceramic layers, and that
arguments regarding proper measurement techniques are a matter of infringement proof and not
claim construction. (CRBr. at 35.) Murata says that Staff’s construction is errant because it
requires measurements be taken of every layer, which is not required in order for a person of
ordinary skill to determine whether every ceramic layer in a given device is thinner than 10pum,
and that Staff’s use of the word “sufficient” renders its proposed construction ambiguous. (/d.)

Samsung argues in its reply brief that claim construction opinions offered by Murata’s
expert Dr. Ulrich should be rejected because he does not qualify as an expert in MLCCs, in
contrast to Samsung’s expert Dr. Randall. (RRBr. at 42-43.) Samsung says that it and Staff are
in agreement that the word “each” as used in the disputed claim term requires that every ceramic
layer have a thickness that is less than 10 um. (/d. at 43.) Samsung rejects Murata’s argument

that there is nothing in the claims or specification that requires measurements of every layer in
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order to satisfy the thickness limitation of the ‘309 patent, saying the literal language of claim 3
requires that the thickness limitation applies to “each” ceramic layer. (Id.)

The Administrative Law Judge notes that none of the parties has proposed a construction
for the phrase “internal ceramic layer(s)” as mentioned or referred to in claim 3 and, therefore,
concludes that phrase does not require construction. As for the rest of the disputed term, the
Administrative Law Judge finds that each of the words would be understood by persons of
ordinary skill in the art according to its plain and ordinary meaning. The words “thickness” and
“each” are well understood, and as used in the context in which they appear in claim 3, do not
denote that something different than their ordinary meanings was intended by the inventors.
Therefore, the Administrative Law Judge finds that the quoted term would be have been
understood by a person of ordinary skill in the art at the time of the ‘309 patent invention
according to the plain and ordinary meaning of the words used.

As for the proposed constructions offered by Samsung and Staff, the Administrative Law
Judge finds that they are not necessary for an understanding of the term and, further, that each is
objectionable because it attempts to engraft limitations that go beyond the plain and ordinary

meaning of the term at issue.

b) Claim 3, “the average thickness of each said internal ceramic layer”

Murata contends that this term does not need to be construed either. (CBr. at 59-61.)
Samsung proposes that this term be construed as follows: “The sum of a sufficient number of
measurements of the thickness of each said ceramic layer divided by said number of
measurements.” (RBr. at 84-86.) Staff recommends that this term be construed as follows: “the

sum of the thicknesses of each internal ceramic layer divided by the number of layers.” (SBr. at

53-54.)
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The claim term reads as follows: “the ratio of the average thickness of each said internal
electrode to the average thickness of each said internal ceramic layer 1s 0.10 to 0.40[.]” (Id. at
6:32-34 (emphasis added).) The “average thickness of each said internal ceramic layer” cienotes
that the “average™ in question pertains to each internal ceramic layer. This does not support
Staff’s proposed construction, as Staff has proposed that the sum of the thicknesses of all of the
internal ceramic layers is to be divided by the number of layers to calculate the average. Staff’s
method for calculating average thickness does not involve the average thickness of each internal
layer as required by the claim but, instead, the average of the total thickness of all of the internal
ceramic layers. If each internal ceramic layer is not of uniform thickness, Staff’s proposal would
yield a result that deviates from the literal language of the claim, because it would simply sum
the maximum thickness of each of those layers and divide that sum by the number of layers to
obtain a total thickness average. A different result would follow if the internal ceramic layers are
not uniform in thickness and, therefore, have lesser average thicknesses than their maximum
thickness measurements. Assuming the maximum thickness measured for a given layer is
constant throughout, the average thickness would be equal to any point where a measurement is
taken, since every point represents the maximum thickness of that layer (as well as the
minimum) and there are no deviations from that measurement anywhere else within that layer.
However, if the measurements of thickness at different points throughout the internal ceramic
layer are not uniform, there will be a combination of maximum, minimum, and intermediate
measurements of thickness, the average of which will be less than the individual maximum
measurement.

Samsung’s proposed construction is defective because of its inclusion of the word

“sufficient,” which is subjective and renders the construction ambiguous.
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Therefore, the Administrative Law Judge concludes that the term “the average thickness
of each said internal ceramic layer” would have been understood by a person of ordinary skill in

the art at the time of the ‘309 patent invention to have its plain and ordinary meaning.

¢) Claim 3, “ratio of the average thickness of each said internal
electrode to the average thickness of each said internal ceramic layer”

Murata believes that this term does not need to be construed and that the ordinary
meaning controls. (CBr. at 61-62.) Samsung proposes the following construction: “The average
thickness of each said intemal electrode divided by the average thickness of each said internal
ceramic layer.” (RBr. at 87-88.) Staff suggests this construction: “the ratio of the average of the
thicknesses of the internal electrodes to the average of the thicknesses of the internal ceramic
layers.” (SBr. at 54.)

Staff’s proposed construction is defective because it deviates from the language of the
claim which relates average thickness to the individual electrodes and individual ceramic layers,
rather than the averages of their aggregations. Samsung’s proposed construction, while accurate,
does not add more clarity to what is already clearly expressed by the words of the term as written
in the ciaim.

The Administrative Law Judge concludes that the term, “ratio of the average thickness of
each said internal electrode to the average thickness of each said internal ceramic layer” is
understood by a person of ordinary skill in the art at the time of the ‘309 patent invention

according to its plain and ordinary meaning and requires no construction.
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d) Claim 3, “each”

Murata denies that this word needs any construction. (CBr. at 62.) Samsung proposes
this construction: “every one of two or more considered individually.” (RBr. at 88.) Staff agrees
with Murata that there is no need to construe the word “each.”

The Administrative Law Judge concludes that the word “each” as used in claim 3 of the
‘309 patent would be understood by a person of ordinary skill in the art at the time of the patent
according to its plain and ordinary meaning, which is every one of two or more things considered

separately. This corresponds to Samsung’s proposed construction.
D. ‘229 patent.

1. Level of Skill in the Art.

Murata proposes that a person skilled in the art relating to the ‘229 patent would have had
a bachelor’s or master’s degree in engineering, physics, chemistry, or a related field, and two or
three years of practical work in the industry. (CkBr. at 57, 91; CFF 5.3 (citing Tr. at 995:9-14
(Ulrich)).) Murata also proposes that such a person would have had “at least a bachelor’s degree
in electrical, mechanical, chemical engineering, chemistry, material science, physics or an
equivalent formal education, and would have had at least two years of work or research
experience involving capacitor design, process development, manufacturing or related areas
during the early 1990s.” (CFF 5.5 (citing Tr. at 1314:10 -1315:7 (Ulrich)).)

Samsung’s expert, Dr. Randall, testified that a person of ordinary skill in the art of the
‘229 patent would have been someone with (i) a bachelor’s degree in electrical engineering,
material sciences, ceramic engineering, or some equivalent type of engineering degree, and also

would have had at least two years of experience in designing multilayer ceramic capacitors; or (il)
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a master’s degree in the subject area of multilayer ceramic capacitor design. (ROCFF 4.14
(referring to Tr. at 1608:17-1609:9 (Randall)); RBr. at 118.)

It is Staff’s position that the two skill levels proposed by the parties would not be
outcome determinative. (SBr. at 78-79.)

The Administrative Law Judge concludes that a person of ordinary skill in the art of the
229 patent would have had either (i) a bachelor’s degree in electrical engineering, material
sciences, ceramic engineering, or an equivalent area, plus two years of experience in capacitor
design, or experience in related areas such as capacitor manufacturing, or (i1) a master’s degree
with a similar course of study.

Therefore, the Administrative Law Judge finds that the disputed claim terms of the ‘229
patent are to be construed in this Investigation in accordance with this definition of a person of

ordinary skill.

2. The Disputed Claim Terms of the ‘229 patent and Their Proper
Construction.

a) Claim 1: “first and second electrode plates being interleaved with
each other in opposed and spaced apart relation”

Murata proposes that for the claim language “first and second electrode plates being
interleaved with each other in opposed and spaced apart relation,” the word “interleaved” should
mean “the first and second electrode plates are arranged so that the first electrode plates are

| positioned between the second electrode plates and second electrode plates are positioned
between first electrode plates, except at the top and bottom of the stack,” and the phrase
“opposed and spaced apart relation” should mean “the first and second electrode plates are
positioned next to each other so that each‘ first electrode plate is separated from a second

electrode plate by a dielectric layer.” (CBr. at 91.) Staff agrees. (SBr. at 79.) Murata and Staff
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diverge at Murata’s addition that “first electrode plates ’do not need to be identical and second
electrode plates do not need to be identical,” as Staft finds that this further proposed construction
is improper. (CBr. at 92; SBr. at 79-80.)

Samsung contends that “interleaved with each other in opposed and spaced apart
relation” means that the first electrode plates and second electrode plates alternate without any
intervening electrode plates. (RBr. at 121.) Samsung further argues that the first and second
electrode plates must each be of a single design and a single polarity. (RBr. at 119.)

The disputed language “first and second electrode plates being interleaved with each
other in opposed and spaced apart relation” appears in independent claim 1 as follows:

1. A multi-layer capacitor device comprising:

[a] a capacitor body including top and bottom surfaces and opposed side
surfaces which have continuously flat surfaces and are disposed
between the top and bottom surfaces and opposed end surfaces
disposed between the top and bottom surfaces and the opposed side
surfaces, the capacitor body including a plurality of first electrode
plates and a plurality of second electrode plates, the first and second
electrode plates being interleaved with each other in opposed and
spaced apart relation;

[b] a dielectric material located between each opposed set of the first and
second electrode plates;

[c] the first and second electrode plates each including a main electrode
portion and a plurality of spaced apart lead structures extending
therefrom, respective lead structures of the first electrodes plates being
located adjacent respective lead structures of the second electrode
plates in an interdigitated arrangement; and

[d] a plurality of electrical terminals located on each of the opposed side
surfaces of the capacitor body, corresponding lead structures of the
first electrode plates and corresponding lead structures of the second
electrode plates being electrically connected together by respective
ones of the electrical terminals to define a plurality of first polarity
electrical terminals and a plurality of second polarity electrical
terminals, respectively, located on the capacitor body; wherein

[e] each of the first polarity terminals is disposed opposite to another of the
first polarity terminals across the capacitor body and each of the
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second polarity terminals is disposed opposite to another of the second
polarity terminals across the capacitor body; and

[f] at least one of the lead structures of the first and second electrode plates

have a length L and a width W and a ratio L/W is equal to about 3 or

less.
(JX-1 at 18:2-37 (emphasis added).) A person of ordinary skill in the art reading the disputed
phrase in the context of claim 1 as a whole would understand that the capacitor device has
multiple layers, including top and bottom surfaces, a plurality of opposed first and second
electrode plates, and dielectric material. Between the top and bottom surfaces are the alternating
first and second electrode plates that are separated from each other by the dielectric material.
Because the claim preamble uses the word “comprising,” the claim is open ended. CJA4S, 504
F.3d at 1360. Thus the claim permits the inclusion of other unrecited elements or materials such
as additional internal electrode plates. /d. The Administrative Law Judge finds that a person of
skill in the art would understand the language the “first and second electrode plates being
interleaved with each other in opposed and spaced apart relation” to mean “the first and second
electrode plates are arranged so that the first electrode plates are positioned between the second
electrode plates and second electrode plates are positioned between first electrode plates, except
at the top and bottom of the stack, and each first electrode plate is separated from each second
electrode plate by a dielectric layer.”

The specification is consistent with this finding. The specification explains generally and
also with respect to several embodiments that the layering of the first and second internal |
electrodes with a “respective dielectric layer located therebetween” forms a capacitor unit, and
that a multilayer capacitor may have a‘plurality of capacitor units. (JX-1 at 4:45-48, 6:51-55,

7:37-44, 9:18-24, 12:45-50.) For example, the first preferred embodiment discloses “first and

second internal electrodes 40 and 41 . . . in a face-to-face relationship with each other with a
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dielectric material layer 39 interposed therebetween, each such pair of internal electrodes
forming a respective capacitor unit.” (/d.-at 6:51-55.) In this embodiment the first and second
electrode plates face, or oppose, each other and are spaced apart by the dielectric material layer.
The specification also describes a third preferred embodiment which, in contrast to the other
embodiments, has a third form of internal electrode plate as follows:

the multi-layer capacitor 81 can be formed by locating the third internal electrode
82. the first internal electrode 40b and the second internal -electrode 41b, one
above the other with respective dielectric layers being located therebetween.
Irrespective of the relative locations of the internal electrodes, the external
terminal electrodes are arranged such that each of the third external terminal
electrodes 87 through 90 is followed by one of the first external terminal
electrodes 48b through 53 and then followed by one of the second external
terminal electrodes 60b through 65. This alternating arrangement is repeated
throughout the four side surfaces 34 through 37. The above-described order of
stacking the internal electrodes 82, 40b and 41b may be changed arbitrarily.

(Id. at 10:52-65 (emphasis added.) The internal electrode plates of the third embodiment are also
configured to form capacitor units. (/d. at 10:67-11:13.) The disclosure of a third form of
internal electrode plate shows that patentees contemplated capacitor devices with configurations
that included more than just capacitor units with opposed sets of the first and second internal
electrode plates, and further supports a finding that claim 1 is open ended. The specification
additionally teaches that when both the two electrode and three electrode embodiments were
manifested in sample devices, the layering arrangement for these was described in the
specification as repeated “stacking” of the two or three kinds of internal electrodes respectively.
(Id at 16:54-63.) The Administrative Law Judge finds that a person of skill in the art reading the
specification would understand the language the “first and second electrode plates being
interleaved with each other in opposed and spaced apaft relation” to mean “the first and second
electrode plates are arranged so that the first electrode plates are positioned between the second

electrode plates and second electrode plates are positioned between first electrode plates, except
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at the top and bottom of the stack, and each first electrode plate is separated from each second
electrode plate by a dielectric layer.”

The file history does not contradict this finding. Indeed, the file history consists of little
more than the application, some information disclosure statements with attached copies of prior
art, an examiner interview summary, and a notice of alloWability that contains the examiner’s
amendments (none of which are directed to claim 1) and reasons for allowance. (JX-9.)
According to the examiner,

Regarding claims 1-50, the allowability in combination with the other claimed

features is because nowhere in the prior art is there a multilayer capacitor device

having at least one of the lead structures of the first and second electrode plates

that have a [ratio] L/W is equal to about 3 or less.

(Id. at MM_000501.) There is no discussion of the claim language the “first and second
electrode plates being interleaved with each other in opposed énd spaced apart relation.” (JX-9.)

Samsung argues that U.S. Patent No. 5,880,925 (the “DuPré patent™) supports a
determination that first and second electrode plates that are interleaved in opposed and spaced

apart relation do not have intervening electrode plates. (RBr. at 122.) Samsung relies in

particular on DuPré figures 2 and 5, reproduced below.

20

2

PRIOR ART
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(JX-9 at MM_000342-43.) Samsung argues that this DuPré reference should be “the primary

guide” for claim construction of the ‘229 patent because Samsung alleges that patentees copied
language from the DuPré patent. (/d. at 118-119 (citing V-Formation, Inc. v. Benetton Group
SpA, 401 F.3d 1307, 1311 (Fed. Cir. 2005)).) According to Samsung, the DuPré patent provides
“‘particular value as a guide to the proper construction of the term[s], because it may indicate not
only the meaning of the term to persons skilled in the art, but also that the patentee intended to
adopt that meaning.”” (Id. (quoting Arthur A. Collins, Inc. v. Northern Telecom Ltd., 216 F.3d
1042, 1045 (Fed. Cir. 2000)).) |

Murata responds that Samsung cannot trump the specification with a reference cited in
the file wrapper. (CRBr. at 54-55 (citing Phillips, 415 F. 3d at 1315 (specification is the single
best guide to claim interpretation).) Murata further notes that even if the DuPré patent should be
‘a guide for the disputed language of claim 1 of the <229 patent, Samsung improperly limits its

proposed constructions to DuPré’s embodiments. (CRBr. at 56.)
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The Administrative Law Judge finds that Samsung has placed undue emphasis on the
DuPré patent. The DuPré patent is part of the file history (JX-9 at MM 000341-351) and thus
under Phillips may provide guidance as to the understanding of one of skill in the art at the time
the <229 patent was filed. However, it is also noted that the DuPré patent is not referred to’ or
incorporated by reference in the ‘229 patent specification or discussed by the examiner during
prosecution.8 (JX-1; JX-9 at MM_ 000494, MM_ 000499, MM_OOOSOI .) In contrast, patentees
specifically discussed Japanese Unexamined Patent Publication No. H2-256216 and reproduced
several of its figures in the specification, yet Samsung does not look to this publication for
assistance in construing the disputed claim language. (JX-1 at 1:15-19, Figs. 15-17.) Nor does
Samsung discuss what one of skill in the art would havé understood based on the other prior art
references cited in the file history, even though these references also use such ’language as
“interleaved layers” and “interdigitated leads.” (See e.g., JX-9 at MM 000237, MM_000278.)
While the Administratiye Law Judge agrees that the DuPré patent, as part of the file history, may
be informative to the issue of claim construction, the Administrative Law Judge declines to use it
as “the primary guide” for resolving claim disputes for the 229 patent and declines to remove it
from the context of the other prior art references disclosed in the intrinsic record.

A review of the DuPré patent shows that (1) its patentees did not provide any special
definition for the overlapping portions of the language disputed in claim 1 of the ‘229 patent and
(i1) it does not support Samsung’s argument that first and second electrode plates that are

“interleaved . . . in opposed and spaced apart relation” do not have intervening electrode plates.

" Collins, 216 F.3d at 1045 (“we adopt the meaning of TST switch that is used in the patents referred to in the
written description, which appears to be the meaning given the term by a person skilled in the art.”).

8 Kumar v. Ovonic Battery Co., Inc., 351 F.3d 1364, 1368 (Fed. Cir. 2003) (“In the present case, the Polk patent is
not simply cited in the ‘686 patent as pertinent prior art; nor is there any showing that the Polk patent adopted a
special definition at variance with that prevailing in the art. Rather the Polk patent was considered by both the
applicant and the examiner to be highly pertinent prior art . . .”).
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Claim 1 of the DuPré patent refers to a multilayer capacitor device “comprising|[,]” among other
things, “a plurality of first and second electrode plates interleaved in opposed and spaced apart
relation.” (JX-9 at MM_ 000350, 7:54-56.) It is noted that this language is not identical to the
disputed phrase of claim 1 of the ‘229 patent, although it uses similar terminology, and that the
claimed device is open ended like claim 1 of the ‘229 patent. Thus claim 1 of the DuPré patent
is broad enough to include other unclaimed electrode plates. Furthermore, there is nothing in the
language of claim 1 of the Dupré patent as a whole that would prevent other intervening
electrode plates.

A review of the DuPré specification shows that the DuPré patentees did not specially
define “first and second electrode plates interleaved in opposed and spaced apart relation” or
otherwise limit claim 1 to only first and second electrode plates. (JX-9 at MM 000347, 1:43-49
(repeating the open ended term “comprises™). See also id. at 2:17-20, 2:53-3:25, 4:55-64, Fig 2.)
Therefore the Administrative Law Judge rejects Samsung’s argument (RBr. at 122) that because
the embodiments in the DuPré patent only disclose two electrode plate designs, DuPré claim 1
should be understood to exclude other intervening electrode plates. Phillips, 415 F.3d at 1323
(embodiments are generally not to be read into the claims as limitations); Gemstar-TV Guide
Intern., Inc. v. International Trade Comm’n, 383 F.3d 1352, 1368-69 (Fed. Cir. 2004) (finding
no basis to import “regular movement” limitation from preferred embodiment into a claim absent
an express disavowal of “irregular movement” in the specification). Furthermore, the DuPré
figure 5 confirms that one of skill in the art at the time the ‘229 patent was filed would have
understood that in an embodiment with first and second electrode plates “interleaved in opposed
and spaced apart relation,” the first and second electrode plates are arranged so that the first

electrode plates are positioned between the second electrode plates and second electrode plates
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are positioned between first electrode plates, and each first electrode plate is separated from each
second electrode plate by a dielectric layer. (JX-9 at MM _000343.) |

Other prior art references in the file history confirm that this is what one of skill in the art
would have understood. For example, U.S. Patent No. 4,706,162 (the “Hernandez” patent)

claims a “multilayer capacitive element” with “interleaved layers of conductive material and

dielectric material with alternating layers of conductive material being electrically connected and

defining first and second groups of conductive layers.” (JX-9 at MM 000278, 10:46-55
(emphasis added).) Thus prior aﬁ describing dielectric material sandwiched between metal
conductors, such as in the Hernandez patent specification, and showing embodiments of the
multilayer capacitor with “a series of stacked ceramic layers interleaved with conductive
electrodes; with alternating electrodes being electrically connected . . .” were available to persons
of skill in the art. (/d. at MM_000265, Fig. 13, MM 000273, 5:24-65, MM_ 000277, 7:52-56.)
As another example, U.S Patent No. 4,814,940 claims a capacitor with “a plurality of internal

capacitor plates positioned and maintained in spaced relation with dielectric material.” (JX-9 at

MM 000287, 4:25-29 (emphasis‘ added).) Thus it was known to one of skill in the art that
electrode plates in spaced apart relation had dielectric material separating them. It is further
noted that Samsung does not cite to, and the Administrative Law Judge does not find, anything in
these other disclosed references to support Samsung’s argument that one of skill would have
understood the language the “first and second electrode plates being interleaved with each other
in opposed and spaced apart relation” of claim 1 of the ‘229 patent to mean there could be no
intervening layers.

Turning to the extrinsic evidence, the Administrative Law Judge declines to consider the

Oxford English Dictionary Online definition of “interleave” quoted by Murata. (CBr. at 92.)
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Murata fails to cite to any admitted exhibit containing such a definition, and the Administrative
Law Judge cannot take judicial notice of a definition found in a subscription-only online
dictionary. (See http://www.oed.com.) Murata also relies on the expert’ testimony of Professor
Ulrich (CBr. at 94; CFF 5.10; Tr. at 1018-20 (Ulrich)), which the Administrative Law Judge also
declines to consider. In the cited portions of the transcript,‘Professor Ulrich does nothing more
than set forth his subjective understanding'® with respect to claim construction. General
Protecht Group, Inc. v. International Trade Comm'n, 619 F.3d 1303, 1310-11 (Fed. Cir. 2010)
(expert’s subjective understanding irrelevant).

The Administrative Law Judge rejects Murata’s proposed language the “first electrode
plates do not need to be identical and second electrode plates do not need to be identical.” (CBr.
at 92.) There is nothing in the plain language of claim 1 of the ‘229 patent or in the specification
that suggests that the plurality of first electrode plates or the plurality of second electrode plates
are varied plates. As Staff and Samsung point out (SBr. at 80; RBr. at 120), if all the first
internal electrode plates did not need to be identical to each other and all the second internal
electrode plates did not need to be identical to each other, then there would be no need to
disclose a third preferred embodiment with a third internal electrode plate. (JX-1 at 9:44-56,
10:52-65, Figs. 8-11.) “If the first and second electrodes did not have a consistent shape, the
third electrode would be described as yet another second electrode rather than as a third
electrode.” (SBr. at 80.) Murata counters that this would lead to an absurd result because “a

capacitor with three different plate designs necessarily requires that two of the designs use the

® Samsung’s litany of objections that Professor Ulrich does not qualify as an expert (see e.g., ROCFF 5.7, 5.8, 5.9
etc.) fail to take the Administrative Law Judge’s express finding on this matter into account. (Tr. at 994 (“I think it's
sufficient to qualify him to give expert testimony with respect to the two patents that he would be testifying about
based upon the reports that he's prepared. Therefore, I'm going to recogmze him as an expert with respect to the
areas that he will be testifying in this case.”).)

' Indeed, there is testimony to show that Professor Ulrich’s claim construction positions were glven” to him. (Tr.
at 1306:2-8.)
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same polarity.” (CBr. at 94; CFF 5.10.) Murata ignores the language of the specification,
however, that explains that—

[a]lthough the arrangement of the third preferred embodiment is different from
that in the first preferred embodiment in that external terminal electrodes having
different polarities are not necessarily adjacent to each other in all locations, the
directions of the current flows on the internal electrodes 40b and 415 is more
diverse than those in the conventional multi-layer capacitor 1 shown in FIGS. 15
through 17 and the lengths of the current paths are shorter.

(JX-1 at 11:34-41 (emphasis added).) From this passage it can be inferred that patentees
understood that having a third type of internal electrode plate with the same polarity as one of the
other two types of plates would result in some lead structures (electrically connected to external
terminal electrodes) of the same polarity being positioned adjacent to each other. Based on the
intrinsic record, the Administrative Law Judge finds that a person of ordinary skill in the art
would understand that all the “first electrode plates,” as claimed in claim 1 of the ‘229 patent,
have the same design, and that all the “second electrode plates,” as claimed in claim 1 of the ‘229
patent, have the same design.

Claim 28.

Claim 28 of the 229 patent also contains the disputed language, “in opposed and spaced
apart relation,” found in claim 1. ‘For the reasons discussed above with respect to claim 1, the
Administrative Law Judge finds that the claim language “at least one second electrode plate
situated in opposed and spaced apart relation to the first electrode plate . . . dielectric material
disposed between each opposing set of first and second electrode plates” means that the first and
second electrode plates are arranged so that each first electrode plate is separated' from each
opposing secoﬁd electrode plate by a dielectric layer. Just as with claim 1, claim 28 is open-

ended and permits the inclusion of other unrecited internal electrode plates.
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b) Claims 1, 28: “in an interdigitated arrangement”

Murata and Staff argue that the disputed language “in an interdigitated arrangement”

. means “‘projecting alternately between each other.” (CBr. at 95; SBr. at 81.) They further argue
that within the context of the ‘229 patent, “interdigitated leads do not have to be on the same
level.” (Id.)

Samsung argues that “in an interdigitated arrangement” means “with at least two lead
structures of each polarity on a single side arranged in an alternating manner.” (RBr. at 122.)
Samsung does not argue that interdigitated leads have to be on the same level. (Id. at 122-124;
RRBr. at 59-61.)

None of the parties argues that the disputed language of the two claims should have
differing constructions.

The disputed language appears in independent claims 1 and 28 as follows:

1. A multi-layer capacitor device comprising:

[a] a capacitor body including top and bottom surfaces and opposed side
surfaces which have continuously flat surfaces and are disposed
between the top and bottom surfaces and opposed end surfaces
disposed between the top and bottom surfaces and the opposed side
surfaces, the capacitor body including a plurality of first electrode
plates and a plurality of second electrode plates, the first and second
electrode plates being interleaved with each other in opposed and
spaced apart relation;

[b] a dielectric material located between each opposed set of the first and
second electrode plates;

[c] the first and second electrode plates each including a main electrode
portion and a plurality of spaced apart lead structures extending
- therefrom, respective lead structures of the first electrodes plates being
located adjacent respective lead structures of the second electrode

plates in an interdigitated arrangement; and

[d] a plurality of electrical terminals located on each of the opposed side
surfaces of the capacitor body, corresponding lead structures of the
first electrode plates and corresponding lead structures of the second
electrode plates being electrically connected together by respective
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ones of the electrical terminals to define a plurality of first polarity
electrical terminals and a plurality of second polarity electrical
terminals, respectively, located on the capacitor body; wherein

[e] each of the first polarity terminals is disposed opposite to another of the
first polarity terminals across the capacitor body and each of the
second polarity terminals is disposed opposite to another of the second
polarity terminals across the capacitor body; and

[f] at least one of the lead structures of the first and second electrode plates
have a length [. and a width W and a ratio L/W is equal to about 3 or
less.

28. A multi-layer capacitor device comprising:

[a] a capacitor body including a pair of opposed side surfaces having
continuously smooth surfaces and a pair of opposed end surfaces
disposed between the pair of opposed side surfaces;

[b] at least four electrical terminals disposed on each of the opposed side
surfaces;

[c] the capacitor body also including at least one first electrode plate having a
substantially rectangular first main electrode portion with a plurality of
first lead structures extending therefrom and at least one second
electrode plate situated in opposed and spaced apart relation to the first
electrode plate, the second electrode plate having a substantially
rectangular second main electrode portion with a plurality of second
lead structures extending therefrom, respective ones of the first lead
structures being located adjacent respective ones of the second lead
structures in an interdigitated arrangement and extending to respective
‘ones of the electrical terminals; dielectric material disposed between
each opposing set of first and second electrode plates; wherein

[d] each of the lead terminals of the at least one first electrode plate being
disposed opposite to another of the lead terminals of the at least one
first electrode plate across the capacitor body and each of the lead
terminals of the at least one second electrode plate being disposed
opposite to another of the lead terminals of the at least one second
electrode plate across the capacitor body; and

[e] at least one of the lead structures of the first and second electrode plates
have a length L. and a width W and a ratio I/W is equal to about 3 or
less.
(JX-1 at 18:2-37, 20:1-34 (emphasis added).) A review of the claim language at issue within the

context of claims 1 and 28 shows that the respective lead structure of each first electrode plate is

located adjacent to the respective lead structure of each second electrode plate (and extend to the
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respective lead terminals) so that all the lead sfructures for the two types of electrode plates are
alternately arranged. The Administrative Law Judge finds that a person of ordinary skill in the
art of the ‘229 patent would understand the claim language “in an interdigitated arrangement” as
used in claims 1 and 28 to mean “projecting alternately between each other.” The
Administrative further finds that as the respective lead structures are located on the first and
second plates, the interdigitated arrangement of leads cannot be on the same level within each -
stack comprising a first internal electrode, dielectric material, and second internal electrode.

The specification supports this finding. Figures 2 and 3 show examples of first and
second electrode plates in the first preferred embodiment. Leads 42 through 47 (attached to
terminal electrodes 48 through 53 respectively) of the first electrode plate 40 are arranged to
alternate with leads 54 through 59 (attached to terminal electrodes 60 through 65 respectively) of

the second electrode plate 41.

FIG. 2
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FIG. 3
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(JX-1 at Figs. 2, 3.) Figure 1 is a plan view of the first preferred embodiment (shown on
opposed principal surface 32) that shows the interdigitated or alternating arrangement of leads 42
through 47 (reflected in the respective external electrodes 48 through 53) of the first electrode
plate 40 and leads 54 through 59 (reflected in the respective external electrodes 60 through 65) of

the second electrode plate 41:
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FIG. 1
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(Id. at Fig. 1.) For example, sides 37 and 34 show how leads 47, 42, and 43 (reflected in the
respective external electrodes 53, 48, and 49) of the first electrode plate 40 project alternately
with leads 59, 54, and 55 (reflected in the respective external electrodes 65, 60 and 61) of the
second electrode plate 41. (/d.) This alternating arrangement continues all the way around the
two plates. (Id.) The specification, without limiting claims 1 and 28, explains with respect to
this embodiment that “[t]he external terminal electrodes 48 through 53 are arranged in an
interleaved manner such that no two external electrodes which are electrically coupled to the
same internal electrode 40 or 41 are adjacent one another. In operation the polarizations of the
first and second internal electrodes 40, 41 are preferably opposite to one another.” (/d. at 7:32-
37.) A person of ordinary skill in the art reviewing the specification would understand “in an
interdigitated arrangement” to mean “projecting alternately between each other.”

The Administrative Law Judge rejects Samsung’s proposed language “with at least two

lead structures of each polarity on a single side arranged in an alternating manner” (RBr at 122)
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as ambiguous and unsupported by the intrinsic evidence. As an initial matter, the language
probosed by Samsung does not make sense when inserted into claims 1 and 28 because “single
side” could refer to either a side of an internal electrode plate or to a side of the capacitor device
as a whole. Samsung’s briefing shows Samsung is referring to internal electrode plate sides, but
the proposed language does not reflect this. (RBr. at 124.) Furthermore, does Samsung mean
that each internal electrode plate side must have at least two lead structures of a single polarity or
that each internal plate must have at least one side that has at least two lead structures of a single
polarity? In the former case, Samsung’s proposed language would exclude all preferred
embodiments, which is rarely if ever'' correct. (See e.g., JX-1 at Figs. 1-3, 6-7, 9-11, 13-14, 20-
21.) In the latter case, there is no language in claims 1 and 28 of the ‘229 patent that suggests
that at least one side of each of the first and second internal electrode plates must have at least
two lead structures of each polarity.

Claim 1 of the ‘229 patent requires the capacitor device to have a plurality (two or more)
of electrode terminals on each of the opposed surfaces of the capacitor, but these correspond to
lead structures of both the first and second electrode plates. (/d. at 18:21-29.) Thus the claim is
broad enough that each type of electrode plate could have one lead structure on any given side
and when the two plates are stacked, the capacitor on that side would have two electrode
terminals corresponding to the alternating lead structures of the first and second internal plates.
Claim 28 claims “at least four electrical terminals disposed on each of the opposed side
surfaces.” (/d. at 20:1-34.) This language is ambiguous and could be interpreted to mean that
the four terminals be disposed on each side surface (and the side surfaces are opposed) or that the

four terminals are disposed among the paired (opposed) side surfaces and thus could be

W MBO Laboratories, Inc. v. Becton, Dickinson & Co., 474 F.3d 1323, 1333 (Fed. Cir. 2007).
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apportioned e.g., two to an opposed side. Dependent claim 46, which claims that “each of the
- pair of opposed side surfaces of the capacitor body includes at least four of the electrical
terminals disposed thereon,” gives rise to the presumption under the doctrine of claim
differentiation that claims 28 and 46 have different scope. SunRace Roots Enterprise Co., Ltd. v.
SRAM Corp., 336 F.3d 1298, 1302-3 (Fed. Cir. 2003) (doctrine of claim differentiation creates
presumption that different claims have a different scope—a presumption that is “especially
strong when the limitation in dispute is the only meaningful difference between an independent
and dependent claim, and one party is urging that the limitation in the dependent claim should be
read into the independent claim™). Samsung does not identify, and the Administrative Law
Judge does not find, any suggestion in the intrinsic or extrinsic record that this presumption
should not apply. Thus a narrower claim 46 would mean that the four terminals claimed in
broader claim 28 are disposed among the paired (opposed) side surfaces and could be
apportioned e.g., two to an opposed side. (Compare JX-1 at 20:1-34 with id. at 21:38-41.) Even
if this were not the case, claim 28 does not require that all of these terminals correspond to lead
structures on the first and second electrode plates. (Id. at 20:1-34.) Claim 28 is open ended, and
for the reasons discussed previously in Section 1I1.D.2.a), may contain more types of electrode»
plates than just first and second internal electrode plates. It is also noted that claim 28 claims a
plurality of lead structures without requiring that any particular number be placed on a given side
of the first or second electrode plates. (Id. at 20:10-30.)

Furthermore, the third embodiment of the ‘229 patent supports a finding that the disputed

language of claims 1 and 28 is broader than Samsung submits. The specification discloses first
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and second internal electrode plates 405, 415" in the third preferred embodiment that do not
have two lead structures on at least one side. (/d. at Figs. 10-11.) Samsung does not point to any
portion in the specification that suggests that this preferred embodiment should be overlooked,
but instead Samsung relies on the DuPré prior art referred to in the file history. As noted above
in Section 111.D.2.a), Samsung has placed undue weight on the DuPré reference. Although
DuPré¢ has some relevance in demonstrating how one of skill in the art would have understood
“in an interdigitated arrangement,” as claimed in claims 1 and 28 of the ‘229 patent, this single
reference cannot be removed from the context of the ‘229 patent claims, specification, and file
history. Furthermore, the DuPré reference actually contradicts Samsung’s argument that “in an
interdigitated arrangement” requires at least two lead structures on at least one side. Claim 1 of
DuPré’ specifically claims first and second electrode plates each including a main electrode
portion “and at least two spaced apart lead structures extending therefrom. . ..” (JX-9 at
MM 000350, 7:61-63.) If Samsung’s allegations that patentees had modeled some of the
language of claims 1 and 28 of the ‘229 patent on the DuPré patent’s claim language are valid,
then patentees were aware of, and could have chosen, the phrase “at least two spaced apart lead
structures extending therefrom” for implementation with respect to each of the first and second
internal electrode plates claimed in claims 1 and 28 of the 229 patent. It is significant that
patentees did not.

The Administrative Law Judge further notes that in other prior art references contained in

the file history, the term “interdigitated” has meaning in the art that accords with the language

"2 Tt is noted that for the third preferred embodiment the specification initially refers to internal electrode 82 as the
first internal electrode, 405 as the second internal electrode, and 415 as the third internal electrode. (JX-1 at 9:44-
54.) However this appears to be an error: for the remainder of the description of the third embodiment, internal
electrode 82 is consistently referred to as the third internal electrode, internal electrode 405 is consistently referred
to as the first internal electrode, and internal electrode 415 is consistently referred to as the second internal electrode.
(Id. at 9:60-11:49.)
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proposed by Murata and Staff—not Samsung. For example, the Prymak article teaches with
respect to “Interdigitated Leads” that “[t]his is an arrangement of the pins in a larger capacitor

such that the adjacent pins are of opposite polarity (Figure 23).” (JX-9 at MM_000237.)

A5 ABABA B

Figore 23, Interdigitated leads.
(Id)) Prymak shows that these interdigitated arrangements are not limited to a “side” of a plate

but may occur on a circular shaped unit. (Id. at MM 000238.)
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Figure 24. Circular capacitor with interdigitated leads,

(Id.) The interdigitated leads in both figures 23 and 24 project alternately between each other,
although it should be noted here that these diagrams show significantly more leads than the
minimum claimed in claims 1 and 28 of the 229 patent. Therefore they have a different
appearance than a capacitor device that has a repeated series of first and second electrode plates
with a smaller number of leads on a side pursuant to claims 1 or 28 of the ‘229 patent. This is
because Claims 1 and 28 merely require that each lead from each first internal electrode plate be
located adjacent to the respective lead from each second internal electrode plate, projecting
alternately between each other; they do not claim an interdigitated arrangement that extends
symmetrically along a side of the capacitor device (Figure 23) or around all of it (Figure 24).
Accordingly, the Administrative Law Judge finds that a person of ordinary skill in the art of the

‘229 patent would understand, based on the intrinsic record, that the claim language “in an
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interdigitated arrangement” as used in claims 1 and 28 means “projecting alternately between
each other.”

The extrinsic evidence does not support a different finding. The Administrative Law
Judge declines to consider the Oxford English Dictionary Online definition of “interdigitate”
quoted by Murata. (CBr. at 95-96.) Murata fails to cite to any admitted exhibit containing such
a definition, and the Administrative Law Judge cannot take judicial notice of a definition found
in a subscription-only online dictionary. (See http://www.oed.com.) Samsung also provides a
definition from an online dictionary (RRBr. at 60), not in evidence, although this definition is
publicly available. (See http://www.merriam-webster.com/dictionary/interdigitate (“to become
interlocked like the fingers of folded hands”).) It is noted that this definition provided by
Samsung is consistent with Murata and Staff’s proposed claim language “projecting alternately
between each other” and does not support Samsung’s proposed laﬁguage “with at least two lead
structures of each polarity on a single side arranged in an alternating manner.” The
Administrative Law Judge concludes that one of ordinary skill in the art of the ‘229 patent would
understand, based on the intrinsic and extrinsic evidence, that the claim language “in an
interdigitated arrangement” as used in claims 1 and 28 means “projecting alternately between

each other.”

¢) Claims 1, 28: “opposite to”

Murata and Staff argue that the claim language “opposite to,” as it relates to terminals in
claims 1 and 28 of the ‘229 patent, means the terminals‘are positioned on opposite sides without
requiring that they be directly across from each other. (CBr. at 98; SBr. at 94.) Samsung does
not dispute this position in the posthearing briefing (RBr. at 119-125; RRBr. at 57-62), and thus

any arguments disputing Murata and Staff’s proposed construction are deemed waived or
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abandoned. (Ground Rule 10.1.) As this claim language is no longer in dispute, no construction
is necessary. Vanderlande, 366 F.3d at 1323 (“[o]nly claim terms in controversy need to be

construed”).

d) Claim 51, “position located between the positions to which the first
lead electrodes extend” :

Murata argues that after reconsidering its position, it now agrees with Staff that the claim
language “position located between the positions to which the first lead electrodes extend” of
claim 51 of the “229 patent should mean “position on the shorter of the two peripheral paths
connecting two of the first lead electrodes.” (CBr. at 99; SBr. at 84.)

Samsung argues that the disputed language should mean “position on the shorter of the
two peripheral paths connecting two of the first lead electrodes, where said first lead electrodes
are either on the same side or adjacent sides.” (RBr. at 124.)

The parties all agree to the language “position on the shorter of the two peripheral paths
connecting two of the first lead electrodes.” At issue is wﬁether Samsung’s additional proposed
limitation, “where said first lead electrodes are either on the same side or adjacent sides,” also
applies.

As an initial matter, Murata’s original proposed claim construction is deemed waived.
(Ground Rule 10.1.) The Administrative LLaw Judge finds, however, that because Murata’s new
position is duplicative of Staff’s there is no prejudice to Samsung. Even if every single new
Murata argument relating to this disputed language were t<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>