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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

March 13, 1975

In the matter of an investigation ) Docket No. 337-37

with regard to the importation ) Section 337 .
and domestic sale of certain ) Tariff Act of 1930, as amended
golf gloves )

INTRODUCTION

On November 8, 1972, the U.S. International Trade Commission
(formerly the U.S. Tariff Commission) received a complaint under section
337 of the Tariff Act of 1930; as amended (19 U.S.C. 1337), with regard
to the importation into the United States of certaiﬁ golf gloves. 1/ The
complaint was filed by complainants 2/3/ Anthony J. Antonious and the Ajac
Glove Corp. Antonious is the inventor of an éthletic glove for which he

received a U.S. patent (U.S. Patent No. 3,588,917) hereinafter referred

1/ The pertinent parts of sec. 337 read as follows:

- (a) Unfair Methods of Competiton Declared Unlawful.--Unfair
methods of competition and unfair acts in the importation of articles
into the United States, or in their sale by the owner, importer,
consignee, or agent of either, the effect or tendency of which is
to destroy or substantially injure an industry, efficiently and
economically operated, in the United States, or to prevent the
establishment of such an industry, or to restrain or monopolize
trade and commerce in the United States, are hereby declared unlaw-
ful, and when found by the President to exist shall be dealt with,
in addition to any other provisions of law, as hereinafter provided.

(b) Investigations of Violations by Commission.--To assist the
President in making any decisions under this section the commission
is hereby authorized to investigate any alleged violation hereof on
complaint under oath or upon its initiative.

2/ The terms 'complainant" and ‘'respondent" frequently appear in this
report. The Commission wishes to enter the following: The use of these
terms is limited to serving as a convenient means of identifying certain
parties before the Commission.

3/ Commissioner Leonard wishes to enter further: The use of the terms
"complainant" and "respondent' is not to be construed, by implication or
otherwise, as an indication that the Commission proceedings are adjudicatory
as opposed to fact-finding.



to as the Antonious patent, and is also the owner of that patent. Ajac,
whose president and principal stockholder is Antonious, ié a distributor
of golf gloves made in accordance with the Antonious patent.

The complaint is based upon the Antonious patent. 1/ In the complaint
it is alleged that the Spalding Division of the Questor Corp., Chicopee,
Mass.; Leonard Cecil (Tecil International Co.), Bethesda, Md.;

0.F. Mossberg & Sons, Inc., North Haven, Conn.; and other unnamed parties
2/ import and sell golf gloves made in accordance with the Antonious
patent without authorization from complainants. These gloves are alleged
in the complaint to be manufactured in various foréign jurisdictions,
including Spain, England, Republic of Korea, Portugal, Hong Kong, and
Japan. 3/ It is further alleged in the complaiﬁt that the above importa-
tion and sale of gloves substantially injures the efficiently and
économically operated domestic golf glove industry operating under the
Antonious patent. A request for the institution of a full investigation,
along with a request for a recommendation for a temporary and a permanent

exclusion order, is made in the complaint.

1/ The patent is reproduced in hearing exhibit (hereinafter "exhibit'")
1, attachment A thereof, and in appendix A of this report.

2/ By submission received by the Commission on May 16, 1973 (exhibit
4), complainants further named the following as importers and sellers of
allegedly infringing gloves: Lordon Co., Yonkers, N.Y.; Mario Herrero,
S.L., New York, N.Y.; Charles A. Eaton Co., Brockton, Mass.; Clover Co.,
Inc., Brooklyn, N.Y.

3/ The allegation concerning the source of the imported gloves is
unsupported in the complaint. From the inspection of the imports avail-
able to the Commission, only Spain and Republic of Korea can be identified
as sources of the allegedly infringing imports, and the public hearing held
in investigation No. 337-37 resulted in no information contrary to that
derived from inspection. (See transcript of the hearing (hereinafter
"transcript''), pp.185-194.) :



OnJanuéry 18; 1973, the Commission instituted preliminary inquiry
No. 337-L-56 with regard to the allegations made in the complaint to
determine whether a full investigation was warranted, and, if so, whether
to recommend to the President that a temporary exclusion order be issued
against the subject imported golf gloves pursuant to section 337(f) of
the Tariff Act of 1930, as amended. 1/ On January 22, 1973, the Commission
issued a notice of complaint‘received; and interested persons were given
until Februéry 20, 1973, to spbmit pertinent information regarding the
inquiry (38 F. R. 2502, Jan. 26, 1973). As a result of the fequeSt
of all known parties to the inquiry, the Commission, on February 15,
1973, extended the time for responses to April 6, 1973 (38 F. R.
4738, Feb. 21, 1973). Copies of the complaint, notice of complaint
received, and notice of the extension of time were served by mail on all
fespondents named by complainant as’allegedly engaging in unfair methods
or acts.

Upon'conclusion of its preliminary inquiry, the Commis- '
sion, on May 21, 1974, ordered a full investigation and scheduled a
hearing on the matter for July 1, 1974. Due notice of the investigation

and hearing was given in the Federal Register of May 29, 1974 (39 F.R.

18724), and copies of the notice of investigation and hearing were served

by mail on complainants and all respondents named by complainants (topies

1/ 19.U.S.C. 1337(f) Sec. 337(f) reads as.follows: - 1

(f) Entry Under Bond.--Whenever the President has reason to
believe that any article is offered or sought to be offered for entry into
the United States in violation of this section but has not information
sufficient to satisfy him thereof, the Secretary of the Treasury shall,
upon his request in writing, forbid entry thereof until such investigation
as the President may deem necessary shall be completed; except that such
articles shall be entitled to entry under bond prescribed by the Secretary
of the Treasury.



of the complaint were previously served by mail). The Commission did
vnot récommend at the conclusion of its preliminary inquirf that the
President issue a temporary exclusion order pursuant to section 337(f)
of the Tariff Act of 1930, as amended.

The scheduled public hearing was held July 1, 2, and 17, 1974.
Appearances of record were made by the complainants, Anthony J. Antonious
and Ajac Glove Corp., and respondent Spalding Division of Questor Corp.
The hearing was recessed until August 23, 1974, at the conclusion of
the testimony on July 17, 1974.

Notice of resumption of the hearing was:given in the*Federal Register

on July 30, 1974 (39 F.R. 27614), and such notice was served by mail on
complainants and all respondents named by the complainants. .The'hearing
was resumed on August 23, 1974, for the purpose of receiving additional
information to complete the record, and the hearing was adjourned the

same day.



FINDING, CONELUSION, AND RECOMMENDATION OF THE COMMISSION

Thé Commiésion does not find unfair methods of competition or
unfair acts in the importation into the United States of cerfain golf
gloves or in their sale by the owner, ihporter, consignee, or agent
of either, the effect or tendency of which is to destroy or substan-
tially-injure an indﬁétry,.efficiently and economically operated, in
the United States.

The Commission therefore concludes that there is no violation
of section 337 of the Tariff Act of 1930 and recommends that the
President not issue an exclusion order to forbid entry into the United

States of such golf gloves.
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FINDINGS OF FACT AND STATEMENT OF REASONS OF CHAIRMAN

BEDELL, VICE CHAIRMAN PARKER, l/ AND COMMISSIONER MOORE

We agree with our colleagues that thé statutory requirements for
finding a violation of section 337 are not met in this case, On the basis
of the record in this proceeding we find that claim 1 of ﬁ.S. Patent No.
3,588,917 is invalid for the purposes of séttion 337. Therefore, the
unfair method of compe;ition or unfair aét in the importation into the
United States or in the sale . of the imported golf gloves required under
section 337 haé not been establishéd.

We do not intend our findings to be construed as an in&ication that
we believe it is necessary for the Commission to establish the validity
of a patent (or claim therein) in each section 337 case inﬁestigated by
the Commission.

In general we support the.Court's decision in the Von Clemm case 2/
which held that the Commission should consider a patent vaiid in the
absence of a finding of invalidity by a court of competent furisdiction.
However, in cases such as this, where there is clear and convincing
evidence, uncontroverted by any party, with respect to the invalidity of
a patent, we believé the Commission-should consider such evidence in

making its findings.

1/ Vice Chairman Parker concurs in the result and in the first paragraph

of this statement.
2/ In re Von Clemm, 229 F. 2d 441, 43 C.C.P.A. 56 (1955).




EINDINGS OF FACT AND STATEMENT OF REASONS OF
COMMISSIONERS LEONARD AND ABLONDI

Section 337 of the Tariff Act of 1930, as amended,deélarqs unlawful
unfair methods of competition and unfair acts in the importation of
articles into the United States, or in their sale by the owner, impor-
ter, consignee, or agent of either, the effect or tendency of whiéh is
(a) to destroy or substantially injure an efficiently and economically
operated'domestic industry, or (b) to prevent the establishment of such
an industry, or (c) to restrain or monopolize trade and commerce in the
United States. The U.S. Intefnational Trade Commission investigates
alleged violations of this section, and reports ité findings and recom-
mendations to the President, who may then exclude from entry into the
United States the articles which are the subject of the investigation
if he finds that the statute is being violated.

The basic issue to be faced by the Commission in investigation
No. 337-37 at this time is whether to recommend to the President the
issuance of an exclusion order‘against the imported golf gloves which
are the subject of this investigation. In making this determination
the Commission would normally consider whether an unfair method of
c&mpetition or unfair act is being practiced in the importation or
sale of the subject golf gloves, and, if so, whether the effect or
tendency of such unfair method of competition or unfair act is to

substantiaily*injumé'an'efficiently‘and~economically operated domestic



industryf 1/ For the Commission to recommend the issuance of an exclusion |
order, both an unfair method of competition or unfair act and the requi-
site injury must be found to exist by the Commission. In our opinion,
however, in this investigation the only question that in fact need be
considered by the Commission is whether aﬁ unfair method of competition
or unfair act is being practiced in the importation or sale of the
subject golf gloves, since our determination with respect to this question
iS-dispositive'of the basic issue before the Commission.

In the instant investigation, we find that the criteria of section
337 are not met because we do not find the existence of the requisite
unfair method of competition or unfair act in the importation or sale
of the subject golf gloves. The only unfair method of competition or
unfair act alleged is the impdrtation and sale, without complainant's
authorization, of golf glqves which are covered by claim 1 2/ of U.S.
Patent No. 3,588,917 (hereinafter referred to as patent '917) which is
owned by complainant. The patent is described and: the specific allega-

tions of complainant are found at pages A9-Al3 and A2-AS, respectively..

1/ The effect or tendency of unfair practices to prevent the estab-
lishment of such an industry or to restrain or monopolize trade and:
commerce in the United States is not in issue in this investigation.

2/ Claim 1 of U.S. Patent No. 3, 588,917 is the only claim in issue
in this investigation. See p. AlO.



The issue of the '"validity" 1/ of claim 1 of patent '917 was raised
during the course of the investigation, and on the basis of the evidence
and submissions presented during the investigation with réspect thereto,
we have concluded that claim 1 of patent '917 is "invalid" for the
purposes of section 337. Since the unfair method of competition or
unfair act alleged in this investigation is infringement of claim 1 of
patent '917, and since there can be no infringement of an invalid claim,
we have therefpre also concluded that no unfair method of competition or

unfair act within the meaning of section 337 is being practiced.

Consideration of validity in section 337 investigations involving
patents

In past investigations, the Commission has consistently held (and

has been upheld upon court reyiew) that the unauthorized importation of
articles into the United States, or the sale of such articles, which

are covered by one or more claims of a valid U.S. patent, is an unfair
method of competition or unfair act within the meaning of section 337. 2/
In making a finding for the purposes of section 337 as to whether a

product is covered by the claims of a valid U.S. patent, the Commission has

always referred to the patent laws of the United States and considered

1/ The terms 'validity' and "invalidity' are used in this statement for
convenience only. The terms validity and invalidity are words of art
which are used in the patent laws of the United States. (See 35 U.S.C.
282 (1970).) Any determination of ours in this statement with respect to
the "validity" or "invalidity" of claim 1 of patent '917 does mnot consti-
tute a trial of the validity of said claim or an ascertainment of validity
or invalidity, such as is the case where such issue arises in one of the
Federal district courts, but rather the ascertainment of a fact which is
relevant to determining whether there exist unfair methods of competition
or unfair acts. Our use of such terms is not, unless the context reveals
otherwise, as words of art.

2/ For example, U.S. Tariff Commission, Convertible Game Tables and
Parts Thereof: Report on Investigation No. 337-34 . . ., TC Publication
705, 1974, p. 15, and cases cited therein. '
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such laws in making the finding for the purposes of section 337. Thus,
the Commission has given, and will in the future continue to give, effect
to the requirement of 35 U.S.C. 282 that a patent shall be presumed
valid and that the burden of establishing the invalidity of a patent
(or claim therein) shall rest on the party asserting it. Indeed, in
the past, the Commissidn has consistently followed the course of conclu-
sively presuming a patent (or claim therein) in issue before it to be
valid for the purposes of section 337, unless such patent (or claim
therein) has been held invalid under the patent laws by a Federal court,
believing itself bound to this course by court decisions. 1/

A primary issue which has arisen and upon which relevant evidence
was obtained during the course of this investigation is whether claiﬁ
1 of patent '917 is valid. In our opinion, the Commission should reverse
its policy of conclusively‘presuming a patent (or claim therein) in
issue before it as valid unless held otherwise by a Federal court, and
in the instant investigation should question the validity of claim 1
of patent '917 for the purpose of determining whether an unfair method
of competition or unfair act is being practiced with respect to the
importation or sale of the subject golf gloves.

While there have been several Court of Customs and Patent Appeals
(C;C.P.A.) cases 2/ which have stated that the Tariff (International Trade)

Commission should treat a duly issued patent as valid and not inquire

1/ For example, U.S. Tariff Commission, Ampicillin: Report to the
President . . ., TC Publication 345, 1970, pp. 8 and 9.

2/ In re Frischer § Co., Inc., 39 F.2d 247, 17 C.C.P.A. 494 (1930);
In re Orion Co., 71 F.2d 458, 22 C.C.P.A. 149 (1934); In re Northern
Pigment Co., 71 F.2d 447, 22 C.C.P.A. 166 (1934); and In re Von Clemm,
229 F.2d 441, 43 C.C.P.A. 56 (1955).
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into whether it was improvidently issﬁed by the Patent Office, these cases,
in our oﬁinion, are not controlling in this investigation nor are they
immutable. Since Commission precedent is based on these cases, Commission
precedent should not control the Commission's decision in this investiga-
tion and is not immutable.

It appears that the basis for the holding in the C.C.P.A. cases is
the Court's belief thafACongress did not intend to confer jurisdiction
upon the Commission to pass upon the validity of patents--matters which
were ''cases or controversies'. to be determined by the Federal courts. 1/
The Commission, however, does not resolve issues under the pafent laws,
nor does it determine validity. In patent-based section 337 cases, it
determines whether activities with respect to the patent in question
constitute unfair methods of competition or unfair acts. It is noted that
the patent laws are based upon article 1, section 8, clause 8 of the Con-
stitution, g/ while sectién 337 is based primarily, if not solely, on arti-
cle l,secpion 8, clause 3. 3/ Therefore, any finding of the Commission as
to whether a patent is valid in a section 337 case, by reference to the
principles of the patent laws, is for the purposes of section 337 alone.
Such finding has no other effect, and does not constitute a finding
of validity in a judicial ''case or controversy' sense, ﬁor withdraw a

matter properly for the judicial branch from judicial cognizance, nor

1/ In re Orion Co., footnote 2 at p. 10, at 159.

2/ Clause 8 provides that Congress shall have power 'To promote the
Progress of Science and useful Arts, by securing for limited times to
Authors and Inventors the exclusive Right to their inventive Writings and
Discoveries."

3/ Clause 3 provides that Congress shall have power ''To regulate Commerce
with foreign Nations, and among the several states, and with the Indian
Tribes." '
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resolve issues under the patent laws. It is interesting to note that the
very court which éaid that the issue of the validity of a patent was not
a proper consideration for the Commission apparently determined that the
Commission could consider the issue of whether a product was éovered by
the claim of a patent (infringement); 1/ fhe reason for treating a
validity determination by the Commission differently than an infringement
determination was not éxplained.

/There would appear to be no basis in the legislative history of
section 337, or in the statute itself, for the Court's decision that
Congress does not intend for the Commission to consider the validity
of a patent before it in determining whether an unfair method of
competition or unfair act is being practiced. The legislative history
of section 337 and the statute itself are silent with respect to the
issue of how Congress intended for the Commission to regard the issue
vof validity. Indeed the best interpretation to be made from the silence
of the statutory language and legislative history is that Congress
intended for the Commission to consider the issue of validity in patent-
based section 337 cases. There appears to be no question that Congress
intended that patent infringement be considered an unfair method of
competition or unfair act within the meaning of section 337. g/'Uhder
the patent laws there can be no infringement of a patent which is invalid,

‘and this was clearly the rule at the time section 337 was enacted. If

1/ In re Orion Co., footnote 2 at p. 10, at 159 and 160-
2/ Ibid., and footnote 2 at p.9.
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Congress. intended for the Commission to consider patent infringement to

be within‘the strictures of section 337, the implication, absent specific
language to the contrary, is that every question bearing on the issue of
infringement is also within the purview of Commission authorify, including
the validity of the patent for the purposesiof section 337,

Moreover, to the extent that the C.C.P.A. cases which are the founda-
tion of present Commiséion practice with respect to considering validity
are based on jﬁdicial policy considerétions, theyiare no longer control-
ling. These cases were decided in the 1930's, with the Von Clemm case,
decided in 1955, merely citing the previous decisions. Since that time,
the Federal policy, as enunciated by the Federal courts with regard to
the questioning of the validity of a patent in particular circumstances,

has undergone a significant change. As stated by the Supreme Court in

the case of Lear v. Adkins, 395 U.S. 653 (1969), there is a ''strong
'federal policy favoring free competition in ideas which do not merit
patent protection,'" 1/ and "federal law requires that all ideas in

general circulation be dedicated to the common good unless they are
protected by a valid patent." 2/ The Court also stated that theré is an
"important public interest in permitting fuli and free competition in

the use of ideas which are in reality a part of the public domain." 3/
ThevCourt's opinion of the validity of a patent owing to its mere issuance

is revealed in the.following excerpt from the Lear decision:

1/ 395 U.5. 635, at 674.
2/ Ibid., at 668.
3/ Ibid., at 670.
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A patent, in the last analysis, simply represents
a legal conclusion reached by the Patent Office.
Moreover, the legal conclusion is predicated on: ‘
- factors as to which reasonable men can differ widely.
Yet the Patent Office is often obligated to reach
its decision in an ex parte proceeding, without the
aid of the arguments which could be advanced by
parties interested in proving patent invalidity. 1/

In the Lear case, the Court determined that the prior policy of not
permitting a licensee to challenge the validity of his licensor-
patentee's patent should be changed to permit such a challenge.
‘Another recent case clearly showing a change in Federal policy in
an area of law closely associated with patents, and a case very much

analogous to the situation before the Commission in this investi-

gation, is Knickerbocker Toy Co. v. Faultless Starch Co., 467 F. 2d

561 (1972). In that case, the issue before the C.C.P.A. was whefher the
Patent Office's Trademark Trial and Appeal Board had jurisdiction

to determine copyright validity or infringement as a collateral matter
to the question of damages within the meaning of the Trademark Act

of 1946. In its decision, the court held that the Board may well

have to pass on copyright yalidity in the case before it in exercise

of its jurisdiction to determine daﬁages. The rationale was essen-

tially that the Patent Office could not grant registration of a

1/ 395 U.S. 653, at 670.
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trademark or permit its retention if there had been a prior use of a
similar representation and a likelihood of damage from confusion of
such prior representation with the trademark in issue. The party
cqntesting the registration of a trademark and claiming damages before
the Board was entitled to introduce the prior use into evidence to
establish prior use and damages, and, even though the Board had no
jurisdiction to determine the validity of the copyright registration
as such, it could pass on the validity of the copyright collaterally to
determinining &amages, "if it [was] necessary to do so in the course
of exercising its statutory jurisdiction.'" 1/

It seems that the above cases reveal a change in policy and
attitude regarding the deference to be accorded a determinétion by the
PatentVOffice that a party is entitled to intellectual property. The
courts appear .to be moving to é position of requiring a holder of
intellectual property to defend his right to hold such property at any
time that issue arises during the course of litigation in the Federél
courts, or before an administrative agency where for the purposes of
the agency's jurisdiction a determination of such right is necessary for

the agency to exercise its jurisdiction fairly and properly. It is our

opinion that a reversal of Commission practice with respect to the validity

of a patent would be well founded in law.

17 467 F.2d 501, at 509.
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There are se?eral other factors which have a bearing on our recom-
mendation that the Commisson consider the validity of a patent in issue
before it. The first of these is the recent passage of the Tfade Act of
1974. 1/ 1In determining the meaning to bé given to a statute, it has
been held appropriate to refer to subsequent legislative enactment as
an aid to interpretatisn. g/ In the Trade Act of 1974, Congress made it
clear that patent based cases were wifhin the Commission's section 337
jurisdiction §/, and that the Commission should consider '"all legal and
equitable defenses . . . in all cases.'" 4/ The report of the Committee
on Finance, U.S. Senate, on what was to become the Trade Act of 1974,
explained language which was the precursor of the language in the act in
the following manner:

The Committee believes the Commission may (and should

when presented) under existing law review the validity

and enforceability of patents, but Commission precedent

and certain court decisions have led to the need for
~the language of amended section 337(c). 5/

Finally, and perhaps most important, the ultimate issue of fairness
of compétition, to be determined by the President with the aid of the

findings and recommendation of the Commission, would seem to require a

consideration of validity in patent based cases. In cases

1/ Public Law 93-618, enacted Jan. 3, 1975.

2/ U.S. v. Bowling, 256 U.S. 484 (1921).

3/ See sec. 337(i), as amended by sec. 341 of the Trade Act of 1974
(Public Law 93-618).

4/ Sec. 337(c), as amended by sec. 341 of the Trade Act of 1974
(Public Law 93-618). :

5/ U.S. Senate, Committee on Flnance, Trade Reform Act of 1974: Report
of the Committee on Finance . . ., 93d Cong., 2d sess. 196 (1974)
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before the Commission such as the present case, the gravamen is the
alleged dinfringement of a U.S. patent, such infringement‘constituting
the unfair method of competition or unfair act which is requisite for
relief. Under the patent laws, there can be no infringement of an
invalid patent; we find that there can be no unfair practice asso;
ciated with importing products covered by a patent invalid for the
purposes of seqtion 337. There is no indication that Congress

intended that the Commission should treat a patent invalid for

the purposes of section 337 aﬂy differently than a patent would be
treated under the U.S. patent laws if a finding of invalidity were
made under such laws, and we know of no reason to treat it differently.
Not to deal with the issue of wvalidity in caées such as the present
one has the effect of depriving the President of our findings and
advice on an issue crucial to his determination of whether there

exists an unfair method of competition or unfair act, and could

lead to the exclusion of articlés from entry into the United States

when in fact no unfair practice exists.

Consideration of the validity of claim 1 of’pétent '917

During the course of the subject investigation, respondents

presented much evidence and made numerous arguments directed

at showing that claim 1 of the patent in issue is invalid if reference
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1s made to the patent laws of the United States, -We have examined
and considered evidence and arguments based upon sections 102(b)

and 103 of title 35 of the United States Code, as well as

allegations of fraud on the Patent Office in the procurement of the
patent in issue. 1In our opinion, the Commission should find claim 1
of patent '917 invalid for the purposes of section 337, and we

so find. The basis for this opinion and finding is that we consider
and find that the Commission has before it sufficient evidence.to"
establish for its purposes that, by reference to the patent laws,

a bar to claim 1 of the patent in issue, as expressed in tﬁe
requirements of 35 U.S.C. 102(b), has been met. In referring to the
patent laws we are not'dedidiné the question of the validity of claim 1
for the purpose of giving effect to the patent laws; our

decision refers to the patent laws for aid only in determining whethér
an unfair method of competition or unfair act is being précticed;

Our decision with réspect to invalidity, based on'35 U.S.C. 102(b),
.makes it unnecessary to consider the:other arguments of respondents
mentioned above. |

The patentglaws‘staterthat a person is not entitled to a patent

if the invention for which a patent is sought was patented or
described in a printed publication in the United States‘or any

foreign country, 1/ or was in public use- or sold in the United States,

1/ The respondents have not presented any allegations or evidence
of prior printed publications, and the Commission has discovered none .
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more thaﬁ 1 year'pfior to the date of the application for the
patent in the United States. 1l/ The issue, in the context of
this investigation, is whether a golf glove existed having allvthe
features of the golf glove recited in claiﬁ 1 of patent '917 and,
further whether such golf glove had been in public use or sold more
than 1 year prior tothévapplication for patent '917.

Respondent Spalding has asserted that its so-called Feather-
Fit éolf glove and the Champion model #195 golf glove were sold
in the United States more than 1 year before the filing date of
the application for patent '917, and that these golf gloves
anticipated the golf glove covered by claim 1 of patent '917 and,
hence, render this claim invalid. As a consequence of our finding with
respect to the Cecil gloves, discussed immediately below, it is unneces-
sary for us to consider thése assertions.

Respondent Spalding has also asserted that the so-called Cecil
golf gloves 2/ anticipate claim 1 of the patent and meet the use or
sale requirement of 35 U.S.C. 102(b). We concur in this assertion
based on the following. Stipulation 1 in_heafing exhibit 10 (see pp. A2l
and A25) indicates that complainants have agreed that the Cecil golf

gloves contain all the elements recited in claim 1 of patent '917, and

1/ 35 U.S.C. 102(b).. This statement applies equally to an individual
claim in a patent when it is not the patent as a whole, but rather a
claim therein, that is in issue.

2/ See p. A21. These gloves were not shown to, nor were they apparently
within the knowledge of, the patent examiner during the prosectuion of
the application for patent '917.
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our examination of the Cecil glovés leads us to agree, iThe only
issue is whether these golf gloves were in use or sold more than
1 year prior to the date of application for patent '917.

With respect to this issue, there are sworn depositions
from five persons to-the effect that the so-called Cecil golf gloves
were offered for sale more than 1 year prior to the date of the
'917 patent application; under the patent laws, for the purposes
of 35 U.S.C. 102(b), an offér for sale is as good a sale. 1/ Four
of the depositions support the statement of deponent Cecil in his
deposition (the fifth) that he offered the Cecil golf gloves
for sale during the relevant period.

While each deponent has some interest in seeing claim 1
of patent '917 held invalid, we do not believe nor find any
evidence to the effect that five individuals have independently
perjured themselves, and specifically there is no evidence of any
contact between deponents to make their testimony consistent. The
interest of some deponenfs in seeing claim 1 held invalid is no
ﬁore than that ofLany producer of golf gloves; if evidence from
all golf glove producers were to be disqualified for reasons of

interest, it is difficult to see how direct testimony .could ever

1/ For example, Amphenol v. General Tire, 397 F. 2d 431 (7th Cir.

1968), and Monogram Mfg. v. F&H Mfg., 144 F. 2d 412 (9th Cir. 1944).
Evidence was also presented in these depositions regarding the
ability to deliver commercial quantities of these gloves.
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be adduced on the issue of offer for sale. The complainant

had notice of each deposition and could have cross-examined each
deponent, although only deponent Cecil was cross-examinéd.

Moreover, the deposition testimony was detailed enough to demon-
strate a familiarity with the subject gloves, and was consistent
among deponents in relevant parts. In light of the well~known bprior
art regarding all elements of claim 1 of the patent, it cannot be

suggested that the offer for sale was improbable.

There is corroborative evidence with respect to the
deposition testimony. Documentary evidence has been received showing
that the deponents were dealing with Cecil in the golf gloves business
during the relevant period. Further, goif gloves which.are claimed
to have been the actual golf gloves offered for sale by Cecil -
were produced for Commissioﬁ inspection, and a photograph of such
golf gloves was submitted to the Commission. Upon inspection,
various features 1/ of these golf gloves lead to the conclusion
that they were made at the relevant time. Moreover, a close
inspection of these actual golf gloves reveals that they are indenti-
cal, in relevant respects, to the golf glove, or that in the
picture of the golf gloves,identified-as Cécil golf glove number 3,

a subject of the &epositiéns in question.

Complainants have attacked thé weight to be accorded this
evidence, but have not presented contradictory evidence. They have
offered alternative interpretations to some evidence and generally

asserted that all the deponents are partisan, interested parties.

1/ For example, the use of nonproduction logos and the general
condition of the gloves.
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We fiﬁd that the evidence demonstrates in a clear and
convincing manner that the Cecil golf gloves in question were
offered for sale in the United States more than 1 year priof to
the date for application for patent '917..l/ This fact, when
comBinea with stipulation 1 of hearing exhibit 10, with which we
agree, leads us to céncludg that claim 1 of patent '917 is
invalid for the purposes of sectionb337, and that therefore no
unfair method of competition or uhfair act is being practiced
in the importation of the golf gloves the subject of this investi-

gation.

1/ The evidence thus overcomes the presumption of validity required
by 35 U.S.C. 282. It is noted that the standard of proof we find
satisfied, i.e., clear and convincing, is in keeping with the standard
used by at least some of the Federal courts in cases under the patent
laws involving proof of invalidity. The courts are not unanimous
as to the appropriate standard, and for a discussion of this fact
and reference to cases using the clear and convincing standard, see
Stamicarbon, N.V. v. Escambia Chemical Corp., 430 F. 2d 920 (5th Cir.
1970). It is also noted- that the fact that the testimony relied on
to support a finding of invalidity in a patent case in a Federal
court is in the form of a deposition does not deprive such evidence
of probative weight. A.J. Industries, Inc. v. Dayton Steel Foundry
Corp., 394 F. 2d 357 (6th Cir. 1968).
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FINDINGS OF FACT AND STATEMENT OF REASONS
OF COMMISSIONER MINCHEW

I join with the other members of the Commission in finding that the
criteria of section 337 are not satisfied in investigation Nb. 337-37.

I find that, on the basis of the record in this investigation, claim 1
of U.S. Patent No. 3,588,917 is invalid for the purposes of section

337; this finding lea&svmeito conclude that there is no unfair method

of competition or unfair act being piacticed in the importation or sale
of £he golf gloves, the subject of this investigation, which.unfair prac-
tice is required by section 337 in order for relief to be given. I join
in the statement of reasons presented by Commissioners Leonard and
Ablondi with respect to the above findings.

I also concur in the statement of reasons of Commissioners Leonard
and Abiondi with respect to the Commission's jurisdiction to consider
the issue of the validity of a patent before it in a section 337 investi-
gation. I would add the following statement only as a matter of emphasis,
as it represents for me the most compelling reason with regard to the
position taken on this issue.

Under section 337, the President is to'Hetermine, inter alia,
whether an unfair method of competition or unfair act is being practiced
in the import trade with respect to certain articles. An integral part
of the President's,consideratioﬂ in making that determination in patent-
based cases, where the unfair method or act complained of is patent
infringement, must Be whether the patent in issue (or claims therein) is

valid. Since there can be no infringement of an invalid patent, for the
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President to ignore the issue of vaiidity could be very inequitable,
as thelissuance‘of an exclusion order based upon an invalid patent
could follow, which issuance would obviously be devastating to trade
in the articles, the subject of the President's determinatién.

Under the same statute, section 337, the Commission is to conduct
an investigation and make findings and recommendations in order, inter
alia, to aid the Pregident'in reaching his determination referred to
;bove. Thus, it follows that in order for the Commission to give the
Président t<ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>