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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
CERTAIN COMPUTERS AND COMPUTER Investigation No. 337-TA-841
PERIPHERAL DEVICES, AND COMPONENTS
THEREOF, AND PRODUCTS CONTAINING
SAME

NOTICE OF COMMISSION DETERMINATION
TERMINATING THE INVESTIGATION
WITH A FINDING OF NO VIOLATION OF SECTION 337

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to terminate the above-captioned investigation with a finding of no violation of section
337 of the Tariff Act of 1930, 19 U.S.C. § 1337.

FOR FURTHER INFORMATION CONTACT: Sidney A. Rosenzweig, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 708-2532. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street, S.W.,
Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server at http./www.usitc.gov. The
public record for this investigation may be viewed on the Commission's electronic docket (EDIS)
at http.//edis.usitc.gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on May
2,2012, based on a complaint filed by Technology Properties Limited, LLC (“TPL”) of Cupertino,
California. 77 Fed. Reg. 26041 (May 2, 2012). The complaint alleged violations of section 337
of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, by reason of infringement of certain
claims of U.S. Patent Nos. 6,976,623 (“the 623 patent™), 7,162,549 (“the 549 patent™), 7,295,443
(“the *443 patent™), 7,522,424 (“the *424 patent”), 6,438,638 (“the *638 patent™), and 7,719,847
(“the 847 patent”). The complaint further alleged the existence of a domestic industry. The
notice of investigation named twenty-one respondents, some of whom have since settled from the



investigation. As a result of these settlements, the 638 patent is no longer at issue, as it has not
been asserted against the remaining respondents. The remaining respondents are Acer Inc. of
New Taipei City, Taiwan; Canon Inc. of Toyko, Japan; Hewlett-Packard Company of Palo Alto,
California; HiTi Digital, Inc. of New Taipei City, Taiwan; Kingston Technology Company, Inc. of
Fountain Valley, California; Newegg, Inc. and Rosewill Inc., both of City of Industry, California;
and Seiko Epson Corporation of Nagano, Japan.

On October 4, 2012, the ALJ issued a Markman order construing disputed claim terms of the
asserted patents. Order No. 23. On January 7-11, 2013, the ALJ conducted an evidentiary
hearing, and on August 2, 2013, the ALJ issued the final ID. The ALJ found that TPL
demonstrated the existence of a domestic industry, as required by 19 U.S.C. § 1337(a)(2), through
TPL’s licensing investment under 19 U.S.C. § 1337(a)(3)(C). ID at 152-55. The ALJ rejected
TPL’s domestic-industry showing based upon OnSpec Electronic, Inc.’s research and
development, and engineering investments under section 337(a)(3)(C), as well as subsections
(A)(3)(A) and (a)(3)(B). Id. at 155-57.

The ALJ found that the respondents had not shown that any of the asserted patent claims are
invalid. However, the ALJ found that TPL demonstrated infringement of the *623 patent, and not
the other patents. With respect to the *623 patent, the ALJ found that TPL demonstrated direct
infringement of the asserted apparatus claims (claims 1-4 and 9-12). Accordingly, the ALJ found
a violation of section 337 by the four respondents accused of infringing these apparatus claims.

On August 19, 2013, the parties filed petitions for review, and on August 27, 2013, the parties filed
responses to each other’s petitions.

On October 24, 2013, the Commission issued a notice that determined to review the ID in its
entirety. The Commission notice invited briefing from the parties on five enumerated topics, and
briefing from the parties and written submissions on remedy, the public interest, and bonding. On
November 7, 2013, the parties filed opening briefs and written submissions, and non-party Intel
Corp. filed a submission on remedy and the public interest. On November 15, 2013, the parties
filed responses to each other’s filings.

On December 11,2013, TPL and Acer filed a joint motion to terminate the investigation as to Acer
on the basis of a settlement agreement. Having examined the record of this investigation,
including the December 11, 2013 motion and exhibits thereto, the Commission has determined to
grant the motion to terminate the investigation as to Acer. See 19 C.F.R. § 210.21. The
Commission finds that settlements are generally within the public interest and that terminating
Acer will not cause an adverse effect on the public health and welfare, competitive conditions in
the U.S. economy, the production of like or directly competitive articles in the United States, or
U.S. consumers. See 19 C.F.R. § 210.50(b)(2).

Having examined the record of this investigation, including the ALJ’s final ID, the petitions for
review, and the responses thereto, and the briefing in response to the notice of review, the



Commission has determined to terminate the investigation with a finding of no violation of section
337.

The Commission has determined to find no violation of section 337 for the following reasons.
For the *623 patent, the Commission adopts the respondents’ proposed construction of “accessible
in parallel.” The Commission therefore reverses the ID’s finding of infringement as to that
patent. Based upon that claim construction, the Commission also finds that TPL has not
demonstrated the existence of an article protected by the *623 patent. The Commission finds that
the Federal Circuit’s decisions in InterDigital Communications, LLC v. ITC, 690 F.3d 1318 (Fed.
Cir. 2012), 707 F.3d 1295 (Fed. Cir. 2013) and Microsoft Corp. v. ITC, 731 F.3d 1354 (Fed. Cir.
2013), require a complainant to make such a demonstration regardless of whether the domestic
industry is alleged to exist under 19 U.S.C. § 1337(a)(3)(A), (B), or (C).

For the 443, ‘424, and *847 patents, the Commission affirms the ID’s determination that TPL
failed to demonstrate that the accused products infringe the asserted claims. The Commission
also finds for these three patents that TPL failed to demonstrate the existence of a domestic
industry because it failed to demonstrate the existence of articles practicing these patents.

TPL did not raise the 549 patent in its petition for review. 19 C.F.R. § 210.43(b)(2). The
Commission affirms the ID’s noninfringement finding, and its finding that TPL failed to show that

its domestic industry products meet certain claim limitations.

The reasons for the Commission’s determinations will be set forth more fully in the Commission’s
opinion.

Commissioner Aranoff dissents from the Commission’s finding that TPL was required to
demonstrate the existence of articles practicing the asserted patents in order to show a domestic
industry based on licensing under 19 U.S.C. § 1337(a)(3)(C).

The authority for the Commission’s determination is contained in section 337 of the Tariff Act of
1930, as amended (19 U.S.C. § 1337), and in sections 210.42-46, and 210.50 of the Commission’s
Rules of Practice and Procedure (19 C.F.R. §§ 210.42-46, 210.50).

By order of the Commission.

CHZE=

Lisa R. Barton
Acting Secretary to the Commission

Issued: December 19, 2013
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of
CERTAIN COMPUTERS AND COMPUTER Investigation No. 337-TA-841
PERIPHERAL DEVICES, AND COMPONENTS
THEREOF, AND PRODUCTS CONTAINING
SAME

COMMISSION OPINION

L INTRODUCTION

The Commission instituted this investigation on May 2, 2012, based on a complaint
filed by Technology Properties Limited, LLC (“TPL”) of Cupertino, California. 77 Fed.
Reg. 26041 (May 2, 2012). The complaint alleged violations of section 337 of the Tariff Act
0f 1930, as amended, 19 U.S.C. § 1337, by reason of infringement of certain claims of U.S.
Patent Nos. 6,976,623 (“the *623 patent™), 7,162,549 (“the *549 patent™), 7,295,443 (“the
*443 patent™), 7,522,424 (“the *424 patent™), 6,438,638 (“the 638 patent™), and 7,719,847
(“the *847 patent”). The complaint further alleged the existence of a domestic industry. The
notice of investigation named twenty-one respondents, some of whom have since settled
from the investigation. As a result of these settlements, the 638 patent is no longer at issue,
as it has not been asserted against the remaining respondents. The Office of Unfair Import
Investigations did not participate in this investigation.

On October 4, 2012, the presiding Administrative Law Judge (“ALJ”) issued a
Markman order construing disputed claim terms of the asserted patents. Order No. 23. On

January 7-11, 2013, the ALJ conducted a hearing, and on August 2, 2013, the ALJ issued his
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final Initial Determination (“the ID”*). The ALJ found that TPL demonstrated the existence
of a domestic industry, as required by 19 U.S.C. § 1337(a)(2), through TPL’s licensing
investments under 19 U.S.C. § 1337(a)(3)(C). ID at 152-55. The ALIJ rejected TPL’s
domestic industry showing based upon OnSpec Electronic, Inc.’s expenses under section
337(a)(3)(A)-(C). Id. at 155-57. The ALJ found that TPL’s technical prong showing for
each patent was insufficient to demonstrate that the alleged domestic industry products
actually practice one or more claims of each asserted patent. ID at 134-138. Yet, because
the ALJ ruled that such a showing is not required under existing Commission precedent for
licensing industries under subsection (a)(3)(C), the ALJ found that TPL showed the existence
of a domestic industry in licensing the asserted patents.

The ALJ found that the respondents had not shown that any of the asserted patent
claims are invalid. However, the ALJ found that TPL demonstrated infringement only of the
’623 patent, and not the other patents. With respect to the 623 patent, the ALJ found that
TPL demonstrated direct infringement of the asserted apparatus claims (claims 1-4 and 9-
12).! Accordingly, the ALJ found a violation of section 337 only as to the 623 patent. TPL
asserted the *623 patent against only a subset of respondents (“the *623 respondents™),
specifically Acer, Inc. (“Acer”); Kingston Technology Co., Inc. (“Kingston™); Newegg, Inc.;
and Rosewill Inc. (collectively, “Newegg/Rosewill”). Thus, the ALJ found no violation of
section 337 as to the remaining respondents (“the non-’623 respondents™), specifically
Canon, Inc.; Hewlett-Packard Co. (“HP”); HiTi Digital, Inc. (“HiTi”); and Seiko Epson

Corporation (“Seiko Epson™).

! The ALJ also found that method claims 17-19 of the ‘623 patent were not infringed. The
Commission does not reach those claims, which TPL concedes are no longer within the scope of the
investigation, TPL Br. 12 n.3. The Commission vacates the ALJ’s findings with respect to those claims.
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On August 19, 2013, the parties filed petitions for review.? TPL’s petition
challenged the ALJ’s noninfringement determinations for the *443, *424, and *847 patents
(“the mapping patents”). TPL did not petition for review of the ALJ’s noninfringement
determination for the *549 patent. The respondents filed a petition for review, in which the
’623 respondents challenged one of the ALJ’s claim constructions, and independently
challenged the ALJ’s finding that the asserted claims of the *623 patent are not anticipated
by, or obvious in view of, certain prior art. The *623 respondents also challenged the ALJ’s
finding that TPL demonstrated the existence of a domestic industry.

The non-’623 respondents contingently challenged the ALJ’s determinations. They
challenged the ALJ’s domestic industry determination on the basis that “[t]here is no
evidence that TPL’s licensees’ efforts relate to ‘an article protected by’ any of the asserted
patents.” Resp’ts Pet. 42, 54-56. The petition relies on the Federal Circuit’s decision in
InterDigital Communications, LLC v. ITC, 707 F.3d 1295 (Fed. Cir. 2013), the Court’s
decision denying rehearing in the appeal from Commission Investigation No. 337-TA-613,
Certain 3G Mobile Handsets and Components Thereof. These respondents also challenged
the ALJ’s findings under the economic prong of the domestic industry requirement based on
TPL’s evidence of expenditures, as well as the nexus between those expenditures and the

asserted patents.

2 Complainant Technology Properties Limited LLC’s Petition for Review of the Initial Determination
(Aug. 19, 2013) (“TPL Pet.”); Respondents Acer, Inc., Kingston Technology Company, Inc., Newegg, Inc. and
Rosewill Inc.’s Petition for Review of Initial Determination Finding a Violation Based on U.S. Patent No.
6,976,623 and Respondents’ Conditional Petition for Review of Initial Determination of Finding of Validity and
Domestic Industry of the Remaining Patents in Suit (Aug. 19, 2013) (“Resp’ts Pet.”); Contingent Petition for
Review of Respondent Hewlett-Packard Company Relating to Domestic Industry (Aug. 19, 2013) (“HP Pet.”).
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The non-’623 respondents also argued that the four no-violation patents are invalid as
anticipated or obvious in view of the prior art, and made additional non-infringement
arguments for the three mapping patents, which were raised in TPL’s petition.
Respondent HP filed a short petition for review on its own behalf. HP argued for a
narrow interpretation of the domestic industry requirement, not only in which “articles
protected by” the patent must be found to exist, but in which “protected by” has a narrow
meaning:
“The articles protected by” the asserted IP are those which came to
market, or are coming to market, under the protective umbrella of the
asserted IP, which these articles commercialize. Articles
independently created, and then taxed by a patent owner, such as TPL,
are not “protected by” the IP by any reasonable interpretation of that
word, and thus fail to satisfy the plain language of the statute.

HP Pet. 5.

On August 27, 2013, the parties filed responses to each other’s petitions.> In response
to the domestic industry challenge lodged by the respondents collectively, TPL argued that
the respondents confuse the technical prong with the economic prong and that there is no
technical prong requirement for licensing under section 337(a)(3)(C). TPL Reply Pet. 28. In
a short reply to HP’s petition, TPL argues that HP never raised its theory of domestic

industry below, making it waived, and that, in any event, HP’s petition failed to satisfy

Commission rule 210.43, because HP failed to explain the basis for its petition under Rule

* Complainant Technology Properties Limited LLC’s Response to Respondents Acer, Inc., Kingston
Technology Company, Inc., Newegg, Inc., and Rosewill Inc.’s Petition for Review of Initial Determination
Finding a Violation Based on U.S. Patent No. 6,976,623 and Response to Respondents’ Conditional Petition for
Review of Initial Determination of Finding of Validity and Domestic Industry of the Remaining Patents in Suit
(Aug. 27, 2013) (“TPL Reply Pet.””); Complainant Technology Properties Limited LLC’s Response to
Respondent Hewlett-Packard Company’s Contingent Petition for Review Relating to Domestic Industry (Aug.
27,2013); Respondents’ Response to Complainant Technology Properties Limited, LLC’s Petition for Review
of the Initial Determination (Aug. 27, 2013) (“Resp’ts Reply Pet.”)
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210.43(b)(1) (factual findings “clearly erroneous,” legal conclusions “erroneous,” or that “the

determination is one affecting Commission policy”).

The Commission determined to review the ID in its entirety. The Commission notice

solicited briefing from the parties on remedy, the public interest, and bonding, as well as on

five specific questions:

1.

Discuss, in light of the statutory language, legislative history, the Commission’s
prior decisions, and relevant court decisions, including InterDigital
Communications, LLC v. ITC, 690 F.3d 1318 (Fed. Cir. 2012), 707 F.3d 1295
(Fed. Cir. 2013) and Microsoft Corp. v. ITC, Nos. 2012-1445 & -1535, 2013 WL
5479876 (Fed. Cir. Oct. 3, 2013), whether establishing a domestic industry based
on licensing under 19 U.S.C. § 1337(a)(3)(C) requires proof of “articles protected
by the patent” (i.e., a technical prong). If so, please identify and describe the
evidence in the record that establishes articles protected by the asserted patents.

Discuss the construction of “accessible in parallel” in view of the prosecution
history of the 623 patent (including the Examiner’s Statement of Reasons for
Allowance, see Salazar v. Proctor & Gamble Co., 414 F.3d 1342, 1347 (Fed. Cir.
2005)), and whether the asserted patent claims are infringed and not invalid based
upon that construction. Invalidity arguments not dependent on that claim
construction should not be briefed.

Comment on whether the respondents’ invalidity evidence and analysis as to the
Pro II system, the Uno Mas article, the Kaneshiro patent, and the 928
Publication, and TPL’s evidence and analysis as to the technical prong of the
domestic industry requirement, were undisputed. Please cite all evidence in the
record that supports your position.

Discuss whether TPL demonstrated that the products accused of infringing the
’443, °424, and *847 patents receive or interface with SD cards that operate in a
four-bit-bus mode, and if so, whether the accused products infringe the asserted
claims.

If the Commission were to find that the accused products infringe the *443, 424,
and 847 patents, discuss whether the SD specification invalidates the asserted
claims of those patents.

Notice (October 24, 2013). The notice also solicited briefing from the public on remedy and

the public interest.
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On November 7, 2013, the parties filed opening submissions in response to the
above-listed questions,”* as well as separate submissions on remedy the public interest, and
bonding. That same day, non-party Intel Corp. filed comments on remedy and the public
interest, supportive of the respondents. On November 15, 2013, the parties replied to each
other’s submissions.” On December 11, 2013, TPL and Acer filed a joint motion to terminate
the investigation as to Acer on the basis of a settlement agreement, which we granted in our
notice terminating the investigation.

IL. DISCUSSION

The respondents’ petitioﬁ for review and their subsequent briefing present a
substantial domestic industry question, specifically, whether TPL, in alleging the existence of
a domestic industry under section 337(a)(3)(C), must demonstrate the existence of articles
practicing the asserted patents.® We first address the patent issues in this investigation before

turning to domestic industry.

* Complainant Technology Properties Limited LLC’s Response to the Notice of Commission
Determination to Review in the Entirety a Final Initial Determination Finding a Violation of Section 337 (Nov.
7,2013) (“TPL Br.”); Respondents’ Written Submission Addressing Certain Issues Enumerated in the Notice of
Commission Determination to Review in the Entirety a Final Initial Determination Finding a Violation of
Section 337 (Nov. 7, 2013) (“Resp’ts Br.”).

’ Complainant Technology Properties Limited LLC’s Reply Submission to the Notice of Commission
Determination to Review in the Entirety a Final Initial Determination Finding a Violation of Section 337 (Nov.
15,2013) (“TPL Reply Br.”); Reply of Respondents to the Submission of Complainant on Review of the Final
Initial Determination (Nov. 15, 2013) (“Resp’ts Reply Br.”).

¢ Commissioner Aranoff dissents from the Commission’s determination that a complainant is required
to demonstrate the existence of articles practicing the asserted patents in order to show a domestic industry
based on licensing under section 337(a)(3)(C). She does not reach the question of whether there is a statutory
requirement that a complainant demonstrate the existence of articles practicing the asserted patents for
engineering and research and development industries under section 337(a)(3)(C). She otherwise joins the
Commission’s analysis to the extent that it is not inconsistent with her dissenting views.
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A. Patent-Related Issues Concerning the 623 Patent

The *623 patent is directed toward a device into which several types of memory cards
can be plugged at the same time, the memory cards being “accessible in parallel to transfer
data from the” first card to the second card. 623 patent claims 1, 9; accord claim 17. The
accused products, after accounting for respondent Acer’s recent termination from the
investigation, are memory card readers distributed by Kingston and Newegg/Rosewill. ID at
24-25. TPL asserted independent claims 1, 9, and 17 and dependent claims 2-4, 10-12, and
18-19. ID at 12. For domestic industry, TPL relied upon claim 1. ID at 137.

As noted earlier, the ALJ found a violation of section 337 as to the 623 patent. The
principal dispositive issue regarding this patent is whether the patentee’s amendments to the
claims, and explanations of those amendments, constitute disavowal as to patent scope with
regard to what is meant by “accessible in parallel.” The ALJ concluded that there was no
disavowal and found that the accused products infringe the claims. The ALJ then found that
the respondents failed to demonstrate that the asserted claims are invalid.

1. Claim Construction and Infringement: “Accessible in Parallel”

The ALJ’s finding of infringement was based on his claim construction of “accessible
in parallel to transfer data” from one type of memory card to another. ’623 patent claims 1,
9. Under guiding case law, the words of a claim are usually afforded their “ordinary and
customary meaning as understood by a person of ordinary skill in the art when read in the
context of the specification and prosecution history.” Thorner v. Sony Computer Entm’t Am.
LLC, 669 F.3d 1362, 1365 (Fed. Cir. 2012). An exception to this canon of construction
applies “when the patentee disavows the full scope of a claim term either in the specification

or during prosecution.” Id. Throughout proceedings, the respondents argued that, based
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upon prosecution history disavowal, “accessible in parallel” requires that the claimed system
be able to read from one type of memory card while writing to the other.
a) Recitation of the File History
Claim 1, which is illustrative, issued from application claim 1, which called, inter
alia, for “a plurality of memory card interfaces accessible in parallel.”” The patent examiner
rejected all of the application claims over a prior art patent application to Pua (U.S.
2002/0178307). Office Action (Aug. 22, 2003). Pua disclosed a memory card reader for
connecting different types of memory cards to a computer. Pua contains a “memory card
switching circuit” for controlling which memory card to access at any time. Pua 9§ 32.
In response to this rejection, the applicants explained (without amendment in this
regard):
Claim 1 requires a “memory card interface apparatus
comprising a plurality of memory card interfaces . . . the plurality of
memory card interfaces accessible in parallel.” (emphasis added). In
contrast, Pua does not teach or suggest that the multiple card adapter
10 can provide parallel access to the interfaces 30. Rather, Pua merely
teaches a multiple memory card adapter that provides an interface for

various types of memory cards. Nowhere does Pua teach or suggest
that these interfaces are accessible in parallel.

Amendment at 9 (Dec. 9, 2003) (emphasis in original).
The examiner rejected the claims again:

In response to applicant’s argument that Pua et al does not
teach or suggest that the multiple card adapter 10 can provide parallel
access to the interfaces 30 . . ., in Pua et al the interfaces 30 are
accessible in parallel in that they are connected to the memory card
control interface 20 in parallel. The memory card control interface 20
includes a memory card switching circuit for managing data and
command flow to the memory cards, and switches between card

7 Asserted independent claims 9 and 17 of the *623 patent issued from application claims 10 and 19,
respectively. As claim 17 is no longer at issue, we do not address it further, though throughout the prosecution
history, the amendments to issued claims 1, 9, and 17 were consistent and indistinguishable.
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interfaces depending on which type of card is being accessed (see
paragraphs 32, 37, and 38). Since the memory card control interface
20 is capable of accessing specific interfaces 30, the interfaces 30 are
connected to the memory card control interface 20 in parallel. If the
interfaces 30 were connected to the memory card control interface 20
in serial, the memory card control interface 20 would have to access
one interface type . . . while sending control signals through at least
one second interface type . . . . Thus, it is clear that the interfaces 30
are connected to the memory card control interface 20 in parallel.
Therefore, the teachings of Pua et al meet the claimed limitation that
the interfaces are accessible in parallel.

Final Office Action at 3 (Mar. 5, 2004).

In attempting to overcome the rejection, the applicanfs amended the claims from
“accessible in parallel” to “being accessible in parallel” (application claims 1 and 10), and
explained:

The above-emphasized limitation of claim 1 requires that the
plurality of memory card interfaces be accessible in parallel. The
Examiner’s above-quoted argument merely shows that the interface 30
for each type of memory card is connected to the memory card control
interface 20 in parallel. However, the fact that the interface 30 for
each type of memory card is connected in parallel does not mean that
access to the interfaces 30 occurs in parallel.

In fact, Pua describes that the memory card control interface 20
comprises a memory card switching circuit which is switched to one of
the interfaces 30 under control of a microprocessor. For example, in
paragraph 32, Pua states, “If, for example, the host reads from or
writes to a Compact Flash card, the microprocessor will switch this
circuit to the Compact Flash interface. If, for example, the host reads
from or to a Smart Media card, the microprocessor will switch this
circuit to the Smart Media interface.” Thus, in other words, depending
on the type of card being written to or read from, the microprocessor
switches the memory card switching circuit to the interface that
supports the card being written to or from. Since the memory card
switching circuit is switched between interfaces, it follows that no
more than one interface can be operative at a given point in time.
Thus, access to the interfaces does not occur in parallel.

Amendment at 7 (Apr. 29, 2004) (emphasis in original).
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In his next rejection, instead of relying solely on the Pua application, the examiner
relied for anticipation on U.S. Patent No. 6,381,513 to Takase.® Office Action (May 27,
2004). That patent discloses a computer terminal that accommodates several memory cards
at once. Takase explains that its “memory card interface 223 can simultaneously accept a
plurality of memory cards 1 so that it can read, erase and write the data in parallel.” Takase
patent col. 13 lines 9-12.

In response to this rejection, the applicants amended application claim 1 as follows,
with similar amendments to application claim 10:

& (Currently Amended) A memory card interface apparatus comprising:
a plurality of memory card interfaces, with at least a subset of the plurality of memory

card interfaces eonfigured being selectively operable to interface with a plurality of memory
cards of a first type;-#

ble in parallel.

Amendments (June 16, 2004). The applicants explained that the memory card system of
Takase was “not subject to selection.” Id. at 6-7; see Takase patent col. 14 line 34 — col. 15
line 18. The examiner disagreed, and again rejected the claims as anticipated by Takase.
Office Action 15 (Sept. 2, 2004).

The applicants amended the claims again, with the amendments to claim 1 shown

below:

¥ The examiner also found the claims obvious in view of Takase and Pua together.
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1. (Currently Amended) A memory card interface apparatus comprising:

a plurality of memory card interfaces

type comprising a first subset to interface with a memory card of a first type and a second subset

to int with a mem a second wherein the memory card of the first d

the memory card of the second type are accessible in parallel.

Amendment (Nov. 22, 2004). The applicants explained:

Takase describes a system in which a plurality of memory
cards of the same type may be accessed in parallel. For example, see
columns 15 and 16. However, Takase fails to teach or suggest that a
memory card of the first type and a memory card of a second type may
be accessed in parallel.

Pua (US 2002/0178307) describes a system which provides
serial access to a number of memory cards of different types (see
paragraph 37, column 2). However, Pua does not teach or suggest that

a memory card of a first type and a memory card of a second type may
be accessible in parallel.

Thus, the combination of Takase and Pua would provide a

system in which there would be parallel access for memory cards of

the same type, and serial access for memory cards of different types.

The combination of Takase and Pua would still fail to teach or suggest

that a memory card of the first type and a memory card of the second

type may be access [sic] in parallel, as recited in claim 1.
Id. at 5 (emphasis in original).

Another rejection followed, this time relying on the combination of Takase and Pua,

as opposed to each individually. Office Action (Feb. 5, 2005). The examiner argued that a
person of ordinary skill would have been motivated to combine the two references “in order
to provide the ability to interface with a plurality of memory cards as desired/required by
users, thereby increasing the versatility and appeal of the system to a greater number of

users.” Id. at9.

In response to this rejection, the applicants amended the claims again:
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1. (Currently Amended) A memory card interface apparatus comprising:
a plurality of memory card interfaces comprising a first subset to interface with a
memory card of a first type and a second subset to interface with a memory card of a
second type, wherein the memory card of the first type and the memory card of the

second type are accessible in parallel to transfer data from the memory card of the first
type to the memory card of the second type.

Amendments (Apr. 27, 2005). The applicants explained:

In contrast [to the newly added limitation], Takase discloses an
electronic information distributing terminal for writing electronic
information (such as text information and corresponding motion image
information) into a memory card. ... Takase’s terminal does not teach
or suggest transfer data [sic] from the memory card of the first type to
the memory card of the second type.

Also, Pua discloses a multiple memory card adapter that
comprises an interface for various types of memory cards, so that only
one adapter is needed to allow different types of memory cards to be
read from or written to by a host computer. Pua also does not teach or
suggest transfer data [sic] from the memory card of the first type to the
memory card of the second type.

Thus, Takase and Pua, individually or in combination, do not
teach or suggest transfer data [sic] from the memory card of the first
type to the memory card of the second type, as claimed in independent
claims 1, 10 and 19.
Id. at 6-7.
These amendments overcame the rejection, but the examiner issued a detailed notice
of allowability explaining the improvements over the prior art, including discussion of U.S.
Patent No. 6, 010,066 to Itou:’
Itou et al . . . teaches transferring data from a first memory card

to a second memory card (see column 1, lines 57-62, and column 2,
lines 9-14). However, Itou et al fails to teach or suggest that the first

? Until this point, the examiner had relied upon Itou in connection with claims 8 and 16 of the *623
patent (application claims 8 and 17), which call for a text display.
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memory card and the second memory card are different types or
accessible in parallel. Since the transfer of data from a first memory
card to a second memory card necessarily includes reading data from
the first memory card and then writing the data to the second memory
card, the examiner believes that this suggests accessing the first and
second memory cards serially, rather than in parallel.
It is also noted that applicants have made a distinction between
the memory cards being connected in parallel and the memory cards
being accessible in parallel. As applicants have stated, the fact that
interfaces are connected in parallel does not mean that access to the
interfaces occurs in parallel (see page 7 of the amendment filed on
5/3/2004).
Therefore, without the benefit of applicant’s teachings, there is
no motivation for one of ordinary skill in the art at the time of the
invention to combine the teachings of the prior art in a manner so as to
create the claimed invention.
Notice of Allowability at 3 (July 19, 2005).
b) Prosecution Disavowal Based Upon the File History
The respondents argued that the effect of this exhaustive file history is to disavow
switching between two memory cards from the scope of “accessible in parallel,” and
proposed to the ALJ a construction of “accessible in parallel” as “each transmitting or
receiving data simultaneously at a given point in time.” Order No. 23 at 60. TPL argued for
the plain and ordinary meaning of the term, and as an alternative also argued that “accessible
in parallel” means “capable of concurrent read/write access.” Id. While this appears to be
the same as the respondents’ position, it is based upon a loose usage of “concurrent” in which
fast switching back and forth between two memory cards is sufficient to practice the patent
claims. See, e.g., TPL Réply Pet. 11 n.1.
The ALJ found that the prosecution history does not disavow claim scope whereby

only one memory card is accessed at a time. To the ALJ, accessible in parallel meant that

any one of several inserted memory cards could be accessed at a time: “This language does
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not require that the cards function simultaneously, but rather that it be possible for them to be
in their respective slots simultaneously, so the operator of the system can access them
without taking them in and out.” Order No. 23 at 61.

We reverse the ALJ and adopt the respondents’ proposed claim construction. We
find that the above-quoted statement from Order No. 23 fails to take into account the
applicant’s statements in the prosecution history distinguishing Pua, as Pua accommodated
multiple cards as well. The respondents’ petition for review focuses on this point. Resp’ts
Pet. 8-19. We agree with the respondents that the ALJ’s construction reads the “in parallel”
language out of the claims. /d. at 11-12. We find the applicants’ statements in response to
the second rejection to be especially clear to disavow claim scope. The applicants there
explained: “that the interface 30 for each type of memory card is connected in parallel does
not mean that access to the interfaces 30 occurs in parallel.” Amendment at 7 (Apr. 29,
2004) (emphasis in original). The applicants continued (distinguishing Pua):

Pua states, “If, for example, the host reads from or writes to a
Compact Flash card, the microprocessor will switch this circuit to the
Compact Flash interface. If, for example, the host reads from or to a
Smart Media card, the microprocessor will switch this circuit to the
Smart Media interface.” Thus, in other words, depending on the type
of card being written to or read from, the microprocessor switches the
memory card switching circuit to the interface that supports the card
being written to or from. Since the memory card switching circuit is
switched between interfaces, it follows that no more than one interface
can be operative at a given point in time. Thus, access to the interfaces
does not occur in parallel.

Id.
In support of its argument against prosecution disavowal, TPL argues that the speed

with which the switching occurs constitutes parallel access. TPL Reply Pet. 14-16. This

argument misapprehends the prosecution history. The prosecution history surrounding the
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Pua reference does not have to do with slow switching versus fast switching, but rather with
whether switching is encompassed within the phrase “accessible in parallel.” Based on the
applicants’ representations to the PTO, switching back and forth is beyond the scope of
“accessible in parallel.”

TPL also argues that a finding of disavowal causes construction difficulties with
claim 17 of the *623 patent. TPL Br. 11. That claim, unlike claims 1 and 9, covers a method,
rather than an apparatus, and includes the step of “selectively operating the first and second
subsets to provide access to the memory cards of the first and second types in parallel to
transfer data from the memory card of the first type to the memory card of the second type.”
TPL takes the position that “selectively” in this claim means accessing one card at a time.
TPL Br. 11. TPL asserts that therefore, “the examiner (aware of the applicant’s remarks)
would not have allowed claim 17" based upon our construction of “accessible in parallel.”
Id at 11-12.

In response to TPL’s argument, the respondents assert that claim 17 “is no longer at
issue.” Resp’ts Reply Br. 10. They also observe that the “selectively” language was not at
issue during prosecution, and that there is no reason to conjecture what the examiner could
have done if such points had been raised during prosecution. /d. at 10-11. Moreover, they
argue that “the most natural . . . reading of this phrase in view of the claim language is that
the word ‘selectively’ denotes that it is the first and secbnd interface subsets that are selected
for operation . . . , not that the claim allows for — or requires — operating these interfaces one
at atime.” Id. We agree with the respondents’ arguments.

Based upon our claim construction, there is no dispute that the accused products use

“disclaimed prior art switching circuitry.” Resp’ts Pet. 14-18; TPL Reply Pet. 15-16.
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Accordingly, we find that the accused products do not infringe the asserted claims of the *623
patent.'

The respondents argued on petition that the asserted claims of the 623 patent are
invalid as anticipated or obvious only under the ALJ’s construction of “in parallel.” Resp’ts
Pet. 19-38. Because we reject the ALJ’s claim construction, we do not reach the
respondents’ validity arguments based upon that construction.

B. Patent-Related Issues Concerning the Mapping Patents
(the ’443, ’424 and ’847 Patents)

The *443 patent was filed on July 26, 2006. It claims priority to a patent application
filed in 2000. The 424 patent is a continuation of the application that issued as the *443
patent. In turn, the 847 patent is a continuation of the application that issued as the *424
patent. The three patents (“the mapping patents™), therefore, share a common specification
and are directed to “universal” memory card readers or adapters, i.e., devices that are capable
of interfacing with multiple types of memory cards."’

The following claims are asserted: from the *443 patent, independent claims 1 and 9,
and dependent claims 3, 4, 7, 11, 12, and 14; from the *424 patent, independent claims 25
and 28, and dependent claims 26 and 29; and from the *847 patent independent claim 1, and
dependent claims 2 and 3. ID at 12-16.

1. Infringement: “Mapping”
The asserted claims are substantially similar and the only dispute at the Commission

is with respect to the “mapping” limitations in each claim:

' Prosecution disavowal makes the doctrine of equivalents unavailable to TPL. See, e.g., American
Calcar, Inc. v. American Honda Motor Co. 651 F.3d 1318, 1340 (Fed. Cir. 2011); Southwall Techs., Inc. v.
Cardinal IG Co., 54 F.3d 1570, 1576 (Fed. Cir. 1995).

' Unless otherwise noted, we refer to the *443 specification for convenience.
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e “acontroller chip to map at least a subset of the at least one set of contact
pins to a set of signal lines or power lines, based on an identified type of a
memory media card.” ’443 patent claim 1; accord 443 patent claim 9.

e “means for mapping power, ground or data signals between said
interconnection pins and said one or more contact pins depending upon the
identification of the type of memory card inserted into said port.” *424 patent
claim 25; accord *424 patent claim 28 & ’847 patent claim 1.

The ALJ construed what it means “to map™:

Thus, the ALJ construes “to map at least a subset of the at least one set

of contact pins to a set of signal lines or power lines, based on an

identified type of the memory media card” [and the corresponding

claim from ’443 patent claim 9] to have its plain and ordinary meaning

as outlined above and with the caveat that the mapping must occur

based on the type of memory card inserted.
Order No. 23 at 32-33.'2 By “outlined above,” the ALJ references his explanation that
“mapping is a logical function and does not require some physical connection be changed in
the device in order to accomplish it.” /d. at 29. No party challenged the ALJ’s claim
construction to the Commission.'> On review by the Commission, then, is whether, based
upon the ALJ’s claim construction, the accused products and domestic industry products
meet this claim limitation.

Explained at the simplest level, memory cards have sets of contacts for
communication. The cards are read from or written to by connecting a pin to each contact (or
to at least some of the contacts). See, e.g., *443 patent col. 5 lines 22-24. The *443 patent
teaches that notwithstanding that different types of cards have different contacts, an adapter

can use the same pin for different cards. Figure 4, for instance, is a “table of pin mappings”

that shows how 21 pins could be used to service a “Smart Media” card, an “MMC/SD” card,

2 For the means-plus-function limitations, the ALJ found that the recited function is the same as for
the mapping in the non-means-plus-function claims, and that the corresponding structure is a controller. /d. at

35-37.
1 The respondents had urged a narrower definition based upon prosecution disclaimer, id. at 28-30, but
they chose not to advance that argument to the Commission.
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or a Memory Stick. Figure 5 is a “table of pin mappings” that shows how 18 pins could be
used to control an even greater variety of cards. When a pin is shared, it is said in the patent
to be “multiplexed.” The patent specification discusses Figure 5 in greater detail. ’443
patent col. 6 lines 25-47.

The accused products are memory card readers that are designed to accommodate SD
cards and MMC cards, and no others. The patent explains that these two types of cards
“have the same form factor but slightly different pin-out.” ’443 patent col. 2 lines 1-2. The
similarities are such that every further reference of these two types of memory cards in the
asserted patents is conflated as “MMC/SD,” including in Figures 4 and 5.

The respondents argued, and the ALJ found, that the claimed mapping does not occur
because the operation of MMC and SD cards is substantially the same. ID at 37-48. SD
cards can operate in one of two manners, with either a one-bit data bus (i.e., reading or
writing one bit of information at a time) or with a four-bit data bus (i.e., reading or writing
four bits in parallel, like a four-lane road instead of a one-lane road). In single-bit data bus
usage, there is no genuine dispute that the MMC and SD cards operate in essentially the same
manner. What remains is a theory of infringement reliant upon an SD card utilizing a four-
bit data bus. The only difference is that four-bit-bus operation of an SD card uses three more
pins than an MMC card (or than one-bit-bus operation of an SD card). ID at 45-46.

The parties’ petitions for review contended that the ALJ’s comparison of four-bit
data-bus SD versus MMC was inconsistent. In particular, the ID states as follows:

The ALIJ finds that Mr. Berg explained that distinguishing
between an SD and MMC cards does not show evidence of the
claimed “mapping” because, the evidence only shows that

according to the SD specification. (RX-2885C, Q/A 81-92; see also
id. at Q/A 103-05, 110, 112-13, 119-21 (as to Acer).) Specifically, the
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ALJ finds that a communication with an MMC card and
communication with an SD card occurs across a 1-bit wide data bus.
(Id. at 87.) The ALJ finds that Mr. Buscaino provided no evidence
that any device ever operates using a data bus wider than 1-bit when
an SD card is inserted, and Mr. Berg explained that such functionality
is optional. (/d. at 88, 91-92.) Thus, although the ALJ notes that TPL’s
arguments regarding mapping were eminently reasonable, the ALJ
finds that they have not proven that the “mapping” elements found in
all the asserted claims of the ’443, *424, and ’847 Patents.
Accordingly, the ALJ finds that because TPL has failed to prove the
presence of all of the elements of the asserted claims, TPL has failed to
prove infringement of the asserted claims of the *443, °424, and *847
Patents.

ID at 48. But the ALJ also addressed the operation of the accused products in a four-bit bus

mode. See, e.g., ID at 40-41 (NN
PR

On review, we reverse the ALJ’s determination that TPL failed to show that the
accused products can transfer data to or from SD cards with a four-bit-bus, and we vacate in
its entirety the paragraph reprinted in the block quotation above.'* We find that TPL
demonstrated, by a preponderance of the evidence, operation of the accused products in a
four-bit-bus mode."” TPL Br. 26-31; TPL Reply Br. 22-27. As discussed extensively in
TPL’s briefing, the evidence of record demonstrated the accused products all have
connectors with pins for the four bits of data and that the controllers in the accused products
are designed to process four bits of data. TPL Br. 26-31. We agree with TPL’s
characterization of the record that “neither Respondents nor Respondents’ experts or fact

witnesses dispute that the accused controllers operate in 4-bit SD mode when an SD card is

14 We give no weight to the ALJ’s statement in the block quotation that certain TPL arguments were
“eminently reasonable.” We do not adopt that statement.

" The respondents’ arguments in their briefs to the Commission regarding whether the accused
products operate in four-bit mode are inconsistent with the evidence of record.

-19 -



PUBLIC VERSION

inserted and in 1-bit MMC mode when an MMC card is inserted into the card connector.”
TPL Br. 41; see also id. at 31.

Moreover, we agree with TPL that its substantial showing went well beyond what is
necessary pursuant to the language of the asserted claims. We find that TPL showed that the
accused products are at least capable of operating in a four-bit bus mode, and that is all that is
ordinarily required for apparatus claims. The Commission most recently addressed this issue
in Certain Semiconductor Chips and Products Containing Same, Inv. No. 337-TA-753,
Comm’n Op. 37-39 (July 31, 2012). That case presented a factually analogous question.

The Commission considered the following Federal Circuit authorities in detail: Fantasy
Sports Properties, Inc. v. Sportsline.com, Inc., 287 F.3d 1108, 1118 (Fed. Cir. 2002); Silicon
Graphics, Inc. v. ATI Technologies., Inc., 607 F.3d 784, 794 (Fed. Cir. 2010); and ACCO
Brands, Inc. v. ABA Locks Manufacturer Co., 501 F.3d 1307, 1310 (Fed. Cir. 2007). The
claim language here is similar to that at issue in Silicon Graphics and Fantasy Sports.'®
Accordingly, it was not incumbent upon TPL to demonstrate actual use of the accused
products in four-bit-bus mode.!” Accordingly, we disagree with the first full paragraph of
page 48 of the ID, in which the ALJ limits TPL’s showing to one-bit-bus operation of the SD

card, for which reason it has been vacated. We note that this paragraph in the ID was in

1 In Silicon Graphics, the patent claims called for “a rasterization circuit . . . that rasterizes the
primitive according to a rasterization process,” and the Federal Circuit found that the claim language merely
required circuitry with the ability to rasterize. Silicon Graphics, 607 F.3d at 795. Fantasy Sports included
claim language calling for a computer that included “means for setting up individual football franchises™; and
other “means” for selecting rosters, trading players, and so forth. The court found that the infringing software
(apparatus) included these means “regardless whether that means is activated or utilized in any way.” Fantasy
Sports, 287 F.3d at 1118. The claims in ACCO, on the other hand, called for a computer lock with: “a pin,
coupled through said housing, for extending into said security slot proximate said slot engaging portion when
said slot engagement member is in said locked position to thereby inhibit rotation of said slot engagement
member to said unlocked position.” ACCO, 501 F.3d at 1310. The Federal Circuit there found that the lock
would only infringe after a user inserted the lock into a computer and turned the key to lock it. /d. at 1313-14.

17 As discussed earlier, in any event, we have also found that TPL demonstrated such operation.
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conflict with earlier passages of the ID, including from page 45 through the top of page 48,
which analyzed four-bit-bus SD operation.

While we vacate one paragraph of the ID, we affirm the remainder of the ALJ’s
analysis of the accused products. In so doing, we affirm the ALJ’s determination that a “card
reader does not need to perform the claimed ‘mapping’ to accommodate SD and MMC card
types in the same slot.” ID at 46. We disagree with TPL’s contention that the ALJ’s
reasoning was based solely on the SD Specification’s initialization processes. TPL Pet. 18-
25, 34-35; see ID at 47-48. Rather, the ALJ explained that the “only difference between”
SD and MMC “cards is that the data in the SD card is a four bit bus, which requires four pins

for data, and the MMC card only requires one.” ID at 45 (citing RX-2369.0019; RDX-0482).

The ALJ explained that the ||
R R TR S I SRR R L i s T
(citing RX-2888C, Q/A 56-60, 160-79; RX-22369.0019-20; JX-0068.0019-20; RDX-0412;
RDX-0480; RDX-0481). We agree with the ALJ that [ || G
B (d at 45 (citing CX-354C.18; CX-296C.27).

As the ALJ extensively and correctly discussed, in order to communicate with the SD and
MMC cards, no mapping is required. Similarly, the mere use of additional signal lines in
some circumstances but not others, based upon fixed assignments, does not constitute
mapping. ID at 45; Resp’ts Br. 45-46 (citing RX-2885C, Q/A 265, 313, 355, 414, 461, 522,
564; RX-2888C Q/A 589, 634-35 (HP); RX-2888C Q/A 92, 180-88, 926-27; RX-3418C;
RX3450 (Seiko Epson); RX-2888C Q/A 835-36, 864-65, CX-0322 (Newegg/Rosewill); RX-

2888C, Q/A 256-76, 285-94, 226-47, 250-53 (Canon); RX-2885C, Q/A 75-80 (HP); RX-
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2888C Q/A 761-62 (Kingston); RX-2888C, Q/A 453-64; RX-3481C, Q/A 30-36 (HiTi); Tr.
538-39).
2, Invalidity

On petition for review, the respondents contingently petitioned for review of the
ALJ’s determination that the asserted patent claims are not invalid as anticipated in view of
certain prior art references. Resp’ts Pet. 60-73. See Resp’ts Pet. 62 (SD Specification);
Resp’ts Summary of Pet. VI (“To the extent that the Commission reverses the ALJ’s finding
of non-infringement for the 443, 424, and *847 patents, the Commission should nonetheless
find no violation because the record evidence clearly shows that these patents are invalid.”).

We have determined to reach two of these arguments. In particular, Question No. 3
of the Commission notice of review asked the parties to brief whether TPL contested the
respondents’ invalidity arguments regarding Japanese patent publication JP H11-15928 (“the
’928 Publication™) (RX-817). The ALJ found that the *928 Publication is prior art to the
mapping patents under 35 U.S.C. § 102(b), but found that the respondents’ arguments in
support of invalidity were too cursory to be preserved. ID at 108. Question No. 3 in the
Commission notice asked whether invalidity in view of the *928 Publication was
uncontested, in which case the Commission might excuse the lack of detailed briefing as to
issues for which there was no genuine material dispute. See, e.g., Certain Mobile Devices,
Associated Software and Components Thereof, Inv. No. 337-TA-744, Comm’n Op. 11-16
(May 18, 2012).

The respondents here argued that the *928 Publication anticipates all the asserted

claims of the mapping patents, by describing the publication in only one paragraph, Resp’ts

Post-Hearing Br. 153-54, and then asserting anticipation based upon citation to expert
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testimony, id. at 154. Resp’ts Post-Hearing Br. 154. We affirm the ALJ’s application of his
ground rules because TPL challenged the respondents’ invalidity argument based upon the
’928 Publication. See TPL Post-Hearing Br. 254; CX-1205C at 157-169, Q/A 974-1035;
TPL Post-Hearing Reply Br. 73-75. We note that the respondents moved to strike some of
TPL’s arguments from TPL’s post-hearing reply brief, see Resp’ts Br. 34 & n.16, but they
did not petition for review of denial of their motion, Resp’ts Pet. 67-69. In view of the ALJ’s
evidentiary determination that TPL’s arguments for the *928 Publication were proper, we
sustain the ALJ’s application of his ground rules that the respondents’ briefing was too
cursory to demonstrate invalidity in view of the *928 Publication clearly and convincingly.
We also affirm the ALJ’s determination that the respondents failed to demonstrate
that the mapping patents are invalid in view of of European Patent 1 037 159 (RX-985)
(“Lipponen”) and its counterpart U.S. Patent No. 6,612,498 (RX-807). Respt’s Pet. 60.
These patents teach a memory card reader for reading an MMC card as well as a SIM card.
RX-0895 at 1. The only dispute is whether a SIM card — used inside a mobile telephone — is
a “memory card” or “memory media card” within the scope of the patent claims. The ALJ
concluded that the SIM card, which is used principally for subscriber identification as
opposed to data storage, is not a memory card. ID at 105. We find that the respondents have
not carried their burden to demonstrate that a person of skill in the art would have understood
the claimed “memory media card” to encompass a SIM card as used in Lipponen. In
Lipponen, the SIM card, while acknowledged to have memory on it, is used to enable a
mobile telephone to access a network. RX-985 at 2 q 4-6; see also TPL Reply Pet. 44-46.

We do not reach the respondents’ other invalidity arguments.
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C. Patent-Related Issues Concerning the 549 Patent

There had been a fifth patent asserted before the ALJ. The claims of the *549 patent
are all directed toward systems and methods in which a “controller chip” determines whether
the memory card itself has a controller, such that if the memory card does not, the “flash
adapter” (the memory card reader) uses “firmware” to “manage error correction” in the
memory card. ’549 asserted patent claims 7 and 11; see also unasserted claim 1. The
accused products were memory card readers that can read “xD” cards in addition to other
types of cards. See ID at 77-78; TPL Post-Hearing Br. 196-97. xD cards, unlike other
memory cards, lack an onboard controller. See id. The principal question before the ALJ
was whether detecting the presence of an xD card is sufficient to detect whether a memory
card contains a controller. The ALJ concluded that sensing an xD card was not detecting a
controller, and therefore found that TPL failed to demonstrate infringement. TPL did not
petition for review of that finding, and the Commission affirms the ALJ’s finding of
noninfringement as to the *549 patent for the reasons set forth in the ALJ’s discussion of
direct infringement on pages 73-81 of the ID. We do not reach, and vacate, the remainder of
the ALJ’s findings regarding the ’549 patent, including findings regarding invalidity, as well
as the ALJ’s interpretation (ID at 69-73) of the Commission opinion from Certain Electronic
Devices With Image Processing Systems, Components Thereof, and Associated Software, Inv.
No. 337-TA-724 (Dec. 11, 2011).

D. The Domestic Industry Requirement

The principal domestic industry question on review is whether a showing of articles
protected by the asserted patents is necessary in order for TPL to demonstrate the existence

of a domestic industry under section 337(a)(3)(C). Question No. 1 of the Commission notice
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of review sought briefing on this issue from the parties. To address this question, we discuss
the history of section 337(a)(3) and recent decisions of the Federal Circuit before turning to
the facts of this investigation.

| B The 1988 Amendments to Section 337 and
Commission Practice in Response Thereto

Under paragraph (a)(2) of section 337, a complainant must show that an industry
“relating to the articles protected by the patent . . . exists or is in the process of being
established” in the United States. 19 U.S.C. § 1337(a)(2). Paragraph (a)(3) expands upon
paragraph (a)(2) as follows:

(3) For purposes of paragraph (2), an industry in the United States
shall be considered to exist if there is in the United States, with respect
to the articles protected by the patent, copyright, trademark, mask
work, or design concerned—

(A) significant investment in plant and equipment;

(B)  significant employment of labor or capital; or

(C)  substantial investment in its exploitation, including
engineering, research and development, or licensing.

19 U.S.C. § 1337(a)(3).

Paragraph 337(a)(3) was added to the Tariff Act as part of the Omnibus Trade and
Competitiveness Act of 1988, Pub. L. No. 100-418, 102 Stat. 1107 (1988) (“1988 Act™). The
1988 Act effected significant changes in the requirements for intellectual-property-related
investigations under section 337, including patent-based investigations, which comprise the
bulk of section 337 investigations.'"® Commission precedent prior to 1988 “customarily
defined the domestic industry as consisting of the domestic operations of the patentee

devoted to the exploitation of the teachings of the patent at issue,” with “[e]xploitation of

'8 paragraph (a)(3) of section 337 applies to patents, registered copyrights, federally registered
trademarks, registered semiconductor mask works, and certain vessel designs. 19 U.S.C. § 1337(a)(1)(B)-

(@)(1)(E).

35 -



PUBLIC VERSION

patent rights” including “domestic production and manufacture, development and sale of
patented product[s].” Certain Foam Earplugs, Inv. No. 337-TA-184, Initial Determination,
0085 WL 1,127,231 at *56 (Nov. 30, 1984), not reviewed, 50 Fed. Reg. 4277 (Jan. 30, 1985).
The 1988 amendments codified such precedent by adding subparagraphs 337(a)(3)(A) and
(B) to the statute encompassing “significant investment in plant and equipment,” and
“significant employment of labor or capital.” In addition, domestic industry was broadened
to include new subparagraph 337(a)(3)(C), for “substantial investment in” the “exploitation”
of the asserted intellectual-property right. 1988 Act § 1342(a) (amending 19 U.S.C. § 1337).
The domestic industry requirement of Section 337, as amended in 1988, has been
interpreted by the Commission to consist of an “economic prong” and a “technical prong.”
See, e.g., Alloc, Inc. v. ITC, 342 F.3d 1361, 1375 (Fed. Cir. 2003). The “economic prong” of
the domestic industry requirement is satisfied when it is determined that significant or
substantial economic activities and investments set forth in subsections (A), (B), and/or (C)
of subsection 337(a)(3) have taken place or are taking place. Certain Variable Speed Wind
Turbines & Components Thereof, Inv. No. 337-TA-376, USITC Pub. No. 3003, Comm’n Op.
at 21 (Nov. 1996). “To determine whether an industry relates to the protected articles (the
‘technical prong’ of the domestic industry requirement), the Commission examines whether
the industry produces articles covered by the asserted claims.” Alloc, 342 F.3d at 1375. To
meet the technical prong, at least under section 337(a)(3)(A)-(B), it has been held that the
complainant must establish that it practices at least one claim of the asserted patent. See
Certain Microsphere Adhesives, Process for Making Same, and Products Containing Same,
Including Self-Stick Repositionable Notes, Inv. No. 337-TA-366, Comm’n Op., 1996 WL

1056095, at *7-8 (Jan. 16, 1996). “The test for satisfying the ‘technical prong’ of the

- 55 =



PUBLIC VERSION

industry requirement is essentially the same as that for infringement, i.e., a comparison of
domestic products to the asserted claims.” Alloc, 342 F.3d at 1375. Thus, the term
“technical prong” has been used to refer to a requirement that articles exist that are covered
by at least one claim of the asserted patent.

The Commission has established that the “its” in “substantial investment in its
exploitation” of subparagraph (a)(3)(C) refers to “the patent, copyright, trademark, mask
work, or design.”"? See Certain Microcomputer Memory Controllers, Components Thereof
and Products Containing Same, Inv. No. 337-TA-331, Order No. 6, 1992 WL 811,299, at *2
(Jan. 8, 1992), not reviewed, 57 Fed. Reg. 5710 (Feb. 12, 1992). This analysis comports with
the legislative history of the 1988 Act, in which an earlier version of subparagraph (C) called
for a “substantial investment in exploitation of the intellectual property right, including
engineering, research and development, or licensing.” H.R. Rep. No. 100-576 at 634 (Apr.
20, 1988) (Conference Report for H.R. 3, “Omnibus Trade and Competitiveness Act of
19887).2° See also InterDigital Comme 'ns, LLC v. ITC, 707 F.3d 1295, 1297 (Fed. Cir.
2013) (“The parties agree that the word ‘its’ in the last clause of paragraph 337(a)(3) refers to
the intellectual property at issue.”).

Until now, and relying substantially upon the legislative history of the 1988 Act, our

practice has been not to require a complainant to demonstrate for purposes of a licensing-

' The effect of such an interpretation of subparagraph (C) is to require the showing of a nexus between
investment and the asserted intellectual property right. That is to say that the investment must be in “its”
exploitation, and without the demonstration of such a nexus, the investment would not be cognizable under
subparagraph (C). The Commission’s most extensive analysis of the nexus issue, which collected Commission
determinations on the matter, is the Commission opinion in Navigation Devices. See Certain Multimedia
Display and Navigation Devices and Systems, Components Thereof, and Products Containing Same, Inv. No.
337-TA-694, Comm’n Op. at 7-13 (revised public version). We do not revisit those issues here.

2 This conference report was expressly incorporated as part of the legislative history of enacted H.R.
4848. Pub. L. 100-418 § 2 (H.R. 4848) (Aug. 23, 1988).
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based domestic industry the existence of protected articles practicing the asserted patents.”’
Although there may have been protected articles actually practicing the asserted patents in
our past investigations, such a showing was not mandatory. The decisions in these cases
instead focused on whether the complainants’ showings of licensing expenditures were tied
sufficiently closely to the patents asserted in each investigation.
2. The Federal Circuit’s InterDigital Decisions

InterDigital’ is the appeal of the Commission determination in Certain 3G Mobile
Handsets and Components Thereof, Inv. No. 337-TA-613. In that investigation, although the
Commission found no violation of section 337, the Commission found the domestic-industry
requirement to be satisfied, and respondent-intervenors Nokia, Inc. and Nokia Corp.
(collectively, “Nokia”) challenged that finding on appeal.

a) Commission Proceedings

In the course of the 3G Mobile Handsets investigation, the ALJ issued two summary
IDs regarding domestic industry. In Order No. 26, the ALJ granted complainant InterDigital
Communications LLC’s (“InterDigital””) motion for summary determination that it satisfied
the economic prong of the domestic industry requirement of section 337(a)(3)(C) through

InterDigital’s U.S.-based expenditures toward its own SlimChip product family (on which

2! Certain Semiconductor Chips with Minimized Chip Package Size and Products Containing Same,
Inv. No. 337-TA-432 (“Minimized Chip Packages”), Order No. 13 at 11-12, not reviewed, Notice, 66 Fed. Reg.
58424 (Nov. 21, 2001); Certain Digital Processors and Digital Processing Systems, Components Thereof, and
Products Containing Same, Inv. No. 337-TA-559 (“Digital Processors”), Initial Determination at 81-92 (May
11,2007), not reviewed in relevant part, Notice at 2 (Aug. 6, 2007); Certain Multimedia Display and
Navigation Devices and Systems, Components Thereof, and Products Containing Same, Inv. No. 337-TA-694,
Comm’n Op. 6-16 (Aug. 8, 2011) (Corrected Public Version) (portfolio licensing); Certain Liquid Crystal
Display Devices, Including Monitors, Televisions, and Modules, and Components Thereof, Inv. Nos. 337-TA-
741 & -749, Comm’n Op. 108-15 (June 14, 2012) (portfolio licensing); Certain Semiconductor Chips and
Products Containing Same, Inv. No. 337-TA-753, Comm’n Op. 44-51 (Aug. 17, 2012) (Public Version).

2 InterDigital Commc’ns, LLC v. ITC, 690 F.3d 1318 (Aug. 1, 2012) (“InterDigital I'’), reh’g denied,
707 F.3d 1295 (Jan. 10, 2013) (“InterDigital IT”).
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InterDigital intended to rely to satisfy the technical prong). Order No. 26 at 2 n.2 (Mar. 26,
2008) (public version). No petitions for review were filed, and the Commission determined
not to review the ID. Notice at 2 (May 5, 2008).

In Order No. 42, the ALJ issued an ID granting complainant InterDigital’s motion for
summary determination that its licensing activities satisfied the economic prong of the
domestic industry requirement of section 337(a)(3)(C). Order No. 42 (March 10, 2009)
(public version). In that ID, the ALJ relied upon the Minimized Chip Packages and Digital
Processors investigations we discussed above. /d. at 4-5. He found that InterDigital had
invested a substantial amount of money in its licensing program and that InterDigital had
demonstrated a nexus between the asserted patents and its licensing expenditures. Id. at 5-
17. There was no dispute that “InterDigital licenses its wireless technology and patents to
significant handset and device manufacturers throughout the world,” and that through “its
ongoing research and development, InterDigital developed proprietary technology that was
ultimately incorporated into the wireless communications standards referred to generally as
3G.” Id. at 6. Left unsaid, at least expressly, was that these licensees import and sell such
handsets in the United States. Nokia filed a petition for review, but we determined not to
review the ID. Notice at 2 (Apr. 9, 2009).

In view of Commission precedent that there was no separate technical prong for
licensing, there was no need for InterDigital to present evidence at the hearing as to its
licensing activities, the subject of Order No. 42. Consequently, InterDigital did not pursue
such a showing at the hearing, and its post-hearing brief (unlike its pre-hearing brief) relied
entirely on licensing. In his final ID, the ALJ found no violation of section 337 because the

accused Nokia mobile handsets did not infringe the asserted claims. See Notice, 74 Fed. Reg.
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55068 (Oct. 26, 2009). The ID only devoted one sentence to domestic industry: “The
domestic industry requirement has been satisfied based upon complainants’ licensing

activities, see Order No. 42 (March 10, 2009) (unreviewed).” Final Initial and

Recommended Determinations 225 (Aug. 14, 2009). There was no analysis in the ID
concerning the previous Order No. 26, regarding a domestic industry founded upon, inter
alia, InterDigital’s research and development expenses.

On review, the Commission clarified certain claim constructions, but terminated the
investigation with a finding of no violation owing to noninfringement. 74 Fed. Reg. 55068.
InterDigital took an appeal and Nokia intervened to defend the Commission’s finding of no
violation of section 337 on the additional basis that InterDigital failed to demonstrate a
domestic industry through its licensing. InterDigital I, 690 F.3d at 1329.

b) The Federal Circuit’s Decision in InterDigital 1

On appeal, the Federal Circuit reversed certain claim constructions that undergirded
the finding of noninfringement, remanding the investigation to the Commission. Id. at 1320.
The court rejected Nokia’s challenge to the Commission’s domestic industry determinations.
The court agreed with the Commission’s finding that “the required United States industry can
be based on patent licensing alone; it does not require that the articles that are the object of
the licensing activities (i.e., the ‘articles protected by the patent’) be made in this country.”
Id. at 1329. The Court noted that the Commission had been consistent in reaching this
conclusion and that the Commission has not “required that the licensed product be

manufactured in this country.”? Id. at 1330.

3 The Federal Circuit’s focus on “made in this country” was based upon the legislative history of the
1988 Act. See, e.g., 132 Cong. Rec. 30811 (Oct. 14, 1986) (subparagraph (C) “does not require actual
(Footnote continued on the next page)
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c) The Federal Circuit’s Decision in InterDigital IT

Nokia filed a combined petition for rehearing and rehearing en banc.>* Nokia argued
that the Commission and the court had improperly construed section 337 to read out the
requirement for “articles” in connection with subpart (C) domestic industries. Nokia argued
that the statute’s requirement of articles is supported by past Federal Circuit decisions and by
the 1988 legislative history. Nokia Reh’g Pet. 3-5 (Sept. 17, 2012). According to Nokia,
“there must be articles protected by the patent actually in the United States.” Id. at 9 n.1.

On January 10, 2013, the Federal Circuit denied rehearing and rehearing en banc, but
issued a supplemental panel opinion in support of the earlier panel decision. The court
explained that because “Nokia made a much more detailed argument” on domestic industry
“on rehearing than it did in its brief on the merits, a response to Nokia’s expanded
submission is appropriate.” InterDigital II, 707 F.3d at 1297. In that opinion, the Federal
Circuit provides a comprehensive discussion of the legislative history of the 1988
amendments. Id. at 1300-04.

After endorsing the Commission’s longstanding interpretation that the word “its” in
subparagraph 337(a)(3)(C) refers “to the intellectual property at issue,” the Federal Circuit
explained as follows:

The Commission and the court construed those phrases to define the
subject matter that is within the statute's protection. With respect to
subparagraph (A) of paragraph 337(a)(3), the “significant investment
in plant or equipment” that is required to show the existence of a

domestic industry must exist “with respect to the articles protected by
the patent” in question. That requirement will typically be met if the

production of the article in the United States if it can be demonstrated that significant investment and activities
of the type enumerated are taking place in the United States) (emphasis added).

* Combined Pet. for Panel Reh’g and Reh’g En Banc of Intervenors Nokia Inc. and Nokia

Corporation, InterDigital Commc’ns, LLC v. ITC, No.2010-1093 (Fed. Cir. Sept. 17, 2012) (“Nokia Reh’g
Pet.”). '
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investment in plant and equipment is directed at production of articles
protected by the patent. Similarly, with respect to subparagraph (B) of
paragraph 337(a)(3), the “significant employment of labor or capital”
that is required to show the existence of a domestic industry must exist
“with respect to the articles protected by the patent.” That requirement
will likewise typically be met by a showing that significant labor or
capital is being expended in the production of articles protected by the
patent. Applying the same analysis to subparagraph (C) of paragraph
337(a)(3) produces a parallel result that is consistent with the
Commission's and this court's statutory construction: The “substantial
investment in [the patent's] exploitation, including engineering,
research and development, or licensing” must be “with respect to the
articles protected by the patent,” which means that the engineering,
research and development, or licensing activities must pertain to
products that are covered by the patent that is being asserted. Thus,
just as the “plant or equipment” referred to in subparagraph (A) must
exist with respect to articles protected by the patent, such as by
producing protected goods, the research and development or
licensing activities referred to in subparagraph (C) must also exist
with respect to articles protected by the patent, such as by licensing
protected products. This accords with the common description of the
domestic industry requirement as having two “prongs”: the “economic
prong,” which requires that there be an industry in the United States,
and the “technical prong,” which requires that the industry relate to
articles protected by the patent. [Citing the Commission opinions in
Stringed Musical Instruments and Variable Speed Wind Turbines. ]

Id. at 1297-98 (emphasis added).

The highlighted passages in the block quotation expressly hold that there is an
“articles” requirement for subparagraph (C), in addition to (A) and (B). That interpretation is
reiterated later in the opinion as well. Id. at 1299 (“The only question is whether the [sic]
InterDigital’s concededly substantial investment in exploitation of its intellectual property is
‘with respect to the articles protected by the patent.”””). We find that the only plausible
interpretation of the opinion is to impose an “articles” requirement for subparagraph (C)

domestic industries, including licensing-based domestic industries.?

% In view of the record of the underlying investigation in 3G Mobile Handsets, the Commission does
not find its interpretation of InterDigital II to conflict with the Court’s disposition of the appeal before it. In
(Footnote continued on the next page)
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There are several statements in the Court’s opinion that we view as susceptible to
being misconstrued. The sentence in InterDigital I1 that the articles are “found in the
products that™ InterDigital has licensed or “is attempting to exclude,” id. at 1299, read out of
context, might be construed to suggest that a complainant can rely on the accused products to
satisfy the domestic industry requirement. Such a reading wpuld make the “articles”
requirement illusory because every investigation is founded upon a respondent’s
“importation into the United States, . . . sale for importation, or . . . sale within the United
States after importation,” of “articles.” 19 U.S.C. § 1337(a)(1)(B). We reject such an
interpretation, and conclude that, given the context of the InferDigital facts, the Court
recognized merely that the licensed domestic industry products and the accused products
practiced the same standards and thus practiced the patents, if at all, in the same way.

Similarly, another sentence that might be taken out of context is: “As long as the
patent covers the article that is the subject of the exclusion proceeding, and as long as the
party seeking relief can show that it has a sufficiently substantial investment in the
exploitation of the intellectual property to satisfy the domestic industry requirement of the
statute, that party is entitled to seek relief under section 337.” Id. at 1304. We do not view
that sentence as eliminating or excusing the demonstration of articles protected by the

asserted patents. The preceding sentence in the Federal Circuit’s opinion explains that it “is

particular, there appears to have been no genuine dispute that InterDigital’s many licensees practice the asserted
patents in the United States in the same manner that the accused infringers do, see InterDigital I, 707 F.3d at
1299; 3G Mobile Handsets, Final ID at 85-94 (WCDMA standard requirements); 3G Mobile Handsets, Order
No. 42 at 6 (incorporation into 3G standards), and therefore specific identification of those products was not
required in Commission proceedings prior to the Federal Circuit’s review. In addition, although InterDigital did
not rely upon engineering and research and development investment in Commission proceedings, the Federal
Circuit does not strictly apply waiver in all appeals, and there appears to have been no genuine dispute about the
existence of InterDigital’s investment. InterDigital 11, 707 F.3d at 1299 (finding “substantial investment by
InterDigital in the research and development that led to the patents in suit”); id.. at 1298-99 (“The evidence
before the Commission showed that InterDigital is a large, publicly traded company” that “has been engaged in
research, development, engineering, and licensing of [CDMA] technology in the United States which work later
transitioned into research, development, engineering, and licensing of [WCDMA].”).
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not necessary that the party manufacture the product that is protected by the patent, and it is
not necessary that any other domestic party manufacture the protected article.” Id. at 1303-
04. Put differently, the existence of an article practicing the patent is required, but that article
need not be made in the United States. The Federal Circuit reiterated that point, expressly, in
the following paragraph: “Congress recognized the development in the United States of
industries that devoted substantial investment to the exploitation of patent rights through
engineering, research and development, and licensing, but not entailing domestic production
of the goods that were protected by those patents.” Id. at 1304.

On May 10, 2013, Nokia filed a petition for a writ of certiorari on, inter alia, the
domestic industry issue. On October 15, 2013, the Supreme Court denied Nokia’s petition.

3) The Federal Circuit’s Decision in Microsoft

On October 3, 2013, the Federal Circuit decided Microsoft Corp. v. ITC, 731 F.3d
1354 (Fed. Cir. 2013), an appeal from the Commission determination in Certain Mobile
Devices, Associated Sofiware, and Components Thereof, Inv. No. 337-TA-744. In that
investigation, complainant Microsoft argued for the existence of a domestic industry based
upon the existence of “mobile devices allegedly loaded with the Microsoft Windows mobile
operating system, in which Microsoft had invested substantial resources in the United
States.” Microsoft, 731 F.3d at 1358.

In Microsoft, the Federal Circuit held that there is an articles requirement for
subparagraph (C) domestic industries, at least with regard to subparagraph (C) domestic
industries based upon engineering and research and development. The Federal Circuit held
as follows:

To establish a violation of section 337, Microsoft had to show not just
infringement by Motorola's products but the existence of a domestic
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industry “relating to the articles protected by the patent.” 19 U.S.C. §
1337(a)(2), (3). The ALJ determined that Microsoft failed to make that
domestic-industry showing because it did not offer sufficient proof of
articles that were actually protected by the patent. . .. According to the
ALJ, because Microsoft did not point to evidence that its expert examined
client applications in fact running on third-party mobile phones or
confirmed how they operated, Microsoft failed to show that there is a
domestic industry product that actually practices the *376 patent. The
Commission affirmed this determination. . . .

In this appeal, we do not reach Microsoft's challenge to the non-
infringement determination because we find substantial evidence to
support the Commission's finding of no domestic industry, which suffices
to support its finding of no violation based on this patent. There is no
question about the substantiality of Microsoft's investment in its operating
system or about the importance of that operating system to mobile phones
on which it runs. But that is not enough under the statute. Section 337,
though not requiring that an article protected by the patent be produced
in the United States, unmistakably requires that the domestic company's
substantial investments relate to actual “articles protected by the
patent.” 19 U.S.C. § 1337(a)(2), (3). A company seeking section 337
protection must therefore provide evidence that its substantial domestic
investment— e.g., in research and development—relates to an actual
article that practices the patent, regardless of whether or not that article is
manufactured domestically or abroad. InterDigital Commc'ns v. Int'l
Trade Comm'n, 707 F.3d 1295, 1299, 1304 (Fed.Cir.2013).

731 F.3d at 1361-62 (emphasis added).

Thus, Microsoft confirms our reading of InterDigital II with respect to the articles
requirement. While Microsoft was decided in the context of engineering and research and

development, we do not interpret the opinion to provide a special, and more lenient, test for

licensing-based industries. Rather, the Court discusses “research and development as an

example, with the general statement that an article is required: “A company seeking section

337 protection must therefore provide evidence that its substantial domestic investment—

e.g., in research and development—relates to an actual article that practices the patent,

regardless of whether or not that article is manufactured domestically or abroad.” Id. at

1362. Additionally, special treatment for licensors is inconsistent with InferDigital II, which
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did not distinguish between licensing and non-licensing activity under subparagraph (C), but
instead looked at all of the subparagraph (C) activities together.
4) The Parties’ Arguments About the Effect of the Federal Circuit Decisions

Our notice of review asked the parties to brief the following question:

Discuss, in light of the statutory language, legislative history, the
Commission’s prior decisions, and relevant court decisions, including
InterDigital Communications, LLC v. ITC, 690 F.3d 1318 (Fed. Cir.
2012), 707 F.3d 1295 (Fed. Cir. 2013) and Microsoft Corp. v. ITC, Nos.
2012-1445 & -1535, 2013 WL 5479876 (Fed. Cir. Oct. 3, 2013), whether
establishing a domestic industry based on licensing under 19 U.S.C. §
1337(a)(3)(C) requires proof of “articles protected by the patent” (i.e., a
technical prong). If so, please identify and describe the evidence in the
record that establishes articles protected by the asserted patents.

Notice at 3.

TPL has taken the position that there is no articles requirement for licensing
industries. TPL Br. 7. TPL’s discussion is replete with citations to InterDigital II regarding
“the articles protected by the patent,” TPL Br. 1, 3,8 and “the product that it has licensed,”
id. at 3, 4, 7, 8, without ever explaining what those “articles” or “products” are in this
investigation, and if they are not present, why that should be excused. We do not find TPL’s
arguments to be persuasive.

The .respondents’ position on review is the same as that which respondent HP alone

took at the petition stage.” HP Pet. 3-5. The respondents recognize that accused products

cannot be the articles protected by the patents. Resp’ts Br. 10-12. But the respondents

26 Non-party Intel Corp. filed comments ostensibly on remedy and the public interest. Those
comments make the same points as the respondents’ briefing on domestic industry. Comments of Intel
Corporation Regarding Remedy and the Public Interest in Response to Commission’s Notice of Commission
Determination to Review Final Initial Determination (Nov. 7, 2013). Non-party Ford Motor Company filed
comments on public issues as well. Ford noted that the complainant could not prove that it was making or
selling products covered by the patents in this investigation. Letter from William J. Coughlin, Assistant
General Counsel, Intellectual Property, Ford Motor Company, to Hon. Lisa R. Barton, Acting Secretary to the
Commission (Sept. 6, 2013).
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would draw a distinction between patent-holders who license their patents to enable the
production of protected articles and patent-holders who license others who already make
articles that practice the patent. Id. at 9 (“Under this test, a complainant relying on licensing
would be required to demonstrate both that its licensing investments are production-driven
and that its licensee is making an effort to put the licensed patent to practical use.”). In
addition, the respondents confuse the test for domestic iﬁdusny with the test for the process
of establishing a domestic industry.

We reject the respondents’ invitation to impose a production-driven requirement on
licensing-based domestic industries. We note that we have expressed a preference — but not a
requirement — for production-driven licensing, giving more weight to evidence of such
licensing. See, e.g., Certain Multimedia Display and Navigation Devices and Systems,
Components Thereof, and Products Containing Same, Inv. No. 337-TA-694, Comm’n Op. 25
& n.20 (Aug. 8,2011).

The respondents base their position on the premise that “article protected by” the
patent “must be a product that came to market, or is expected to come to market, under the
protective umbrella of the asserted patent that the product commercializes.””’ Resp’ts Br. 7;
HP Pet. 5. We find that the plain meaning of “protected by” does not support the
respondents’ position. By way of example, a licensee benefits in the marketplace from
having a license to practice the invention, and thus to make, use, and sell its protected
products, while unprotected competitors making the same or similar products are subject to

lawsuits and infringement determinations.

" A logical consequence of respondents’ narrow definition of “protected by” would be that a
manufacturing company that acquires a patent would not be able to rely on its own pre-existing products to
establish the technical prong of the domestic industry requirement.
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We also find that the respondents’ proffered legislative history of the 1988 Act does
not support the respondents’ proposed requirement. Indeed, prior to the recent Federal
Circuit decisions, we found that the policies supported by the legislative history of the 1988
Act point away from, rather than toward, the result sought by the respondents.?®

The respondents’ position is also untenable because it is inconsistent with the facts of
InterDigital itself. InterDigital asserted its patents against those who already practiced
certain telecommunications standards, and yet the Federal Circuit credited InterDigital’s
licensing toward its demonstration of a subparagraph (C) domestic industry.”’ Moreover, it
appears that the respondents wish to treat licensing differently, and punitively, from other
subparagraph (C) investments. Especially in view of the Federal Circuit’s treatment of the
subparagraph (C) activities and investments together, we see no basis for singling out any
subparagraph (C) activity for special treatment, in conflict with Federal Circuit authority.

Moreover, even if the meaning of “protected by” were as malleable as the
respondents contend, and thus subject to Commission interpretation under Chevron USA Inc.
v. Natural Resources Defense Council, Inc., 467 U.S. 837 (1984), the respondents offer no
sound policy reasons for interpreting the statute in the manner they seek. Specifically, the
respondents wish to invite an inquiry in every investigation as to the motivations not merely

of the complainant-licensor, but of its licensees, specifically what they intended to obtain

% For discussions of the legislative history, see, e.g., Certain Semiconductor Chips with Minimized
Chip Package Size and Products Containing Same, Inv. No. 337-TA-432 (“Minimized Chip Packages”), Order
No. 13 at 11-12, not reviewed, Notice, 66 Fed. Reg. 58424 (Nov. 21, 2001); Certain Digital Processors and
Digital Processing Systems, Components Thereof, and Products Containing Same, Inv. No. 337-TA-559
(“Digital Processors”™), Initial Determination at 81-92 (May 11, 2007), not reviewed in relevant part, Notice at
2 (Aug. 6, 2007).

% The respondents attempt to explain away InterDigital in a footnote, but their explanation fails to

establish that InterDigital’s licensing efforts were production-oriented. Resp’ts Br. 6-7 n.6; Respt’s Reply Br.
5-6.
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from their licenses, and what they actually did obtain (i.e., whether the actual effect of the
license was to bring products to market sooner). Requiring such a showing is needlessly
burdensome and costly to the complainant, its licensees, and the Commission; unreasonably
subjective; and unwarranted in view of the statutory language and legislative history.
Additionally, the respondents would offer no relief to an inventor-complainant in certain
circumstances, such as when an industry copies her invention — maybe verbatim from the
published patent — before the complainant has had an opportunity to engage in production-
oriented efforts of her own. Resp’ts Br. 9; id at 12 (“Unless a licensee entered the license
prior to researching, engineering and manufacturing its own product, there is no link between
that previously infringing product and a complainant’s alleged licensing investment.””). We
disagree with the respondents that their construction of the statute is permissible or
appropriate, either under the plain meaning of the statute or its legislative history.

The respondents also appear to confuse the domestic industry test with the separate
test for a complainant in the process of establishing a domestic industry. Resp’ts Br. 8. In
the respondents’ effort to make production-driven licensing the touchstone, they argue that
doing so “is analogous to proving that a domestic industry ‘is in the process of being
established.”” Resp’ts Br. 9 (quoting 19 U.S.C. § 1337(a)(2)); see also Resp’ts Reply Br. 5
& nn. 4-5. Commission precedent — and the legislative history underpinning that precedent —
requires the complainant alleging an industry “in the process of being established” to
“demonstrate that he is taking the necessary tangible steps to establish such an industry in the
United States.” Certain Stringed Musical Instruments & Components Thereof, Inv. No. 337-
TA-586, Comm’n Op., 2008 WL 2139143, at *10 (May 16, 2008) (quoting H. Rep. 100-40 at

157); see also Motiva, LLC v. ITC, 716 F.3d 596, 599-601 (Fed. Cir. 2013). The respondents
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seem to assume that this process-of-establishment test is a production test, but they offer no
reason why the business in the process of being established cannot instead be a licensing
business, i.e., a business in which a patent owner seeks to offer licenses to its intellectual
property rights. This type of business was at issue in Motiva, LLC v. ITC, 716 F.3d 596, 601
(Fed. Cir. 2013), for example. Second, the “tangible steps™ test is important to avoid
“process of establishing” from subsuming domestic industry. Process-of-establishing
necessarily calls for activity that is directed to launching a nascent industry by requiring a
demonstration of the likelihood that the industry will be established in the future. The
respondents cite statements meant to reign in abuse of “process of establishing” — Resp’ts
Reply Br. 5 n. 5 — as though they applied instead to tests for the existence of a domestic
industry. There is no sound reason — and no legislative intent — for applying this higher
burden to showing the existence of a domestic industry.

Based on the InterDigital and Microsoft decisions, a complainant alleging the
existence of a domestic industry under 19 U.S.C. § 1337(a)(3)(C) must show the existence of
articles.®® As discussed extensively earlier, the substantial investment, once protected articles
have been shown, is in exploitation of the intellectual-property rights, “including
engineering, research and development, or licensing.” Id. We reject the respondents’
proposed production-driven requirement, which is in conflict with the plain language of the

statute and its legislative history.

3% We note that this investigation involves only TPL’s specifically identified articles. We recognize
that future investigations may present questions regarding the existence of an article, see, e.g., Certain Multiple-
Beam Equalization Systems for Chest Radiography and Components Thereof, Inv. No. 337-TA-326, Order No.
26, 1991 WL 788679, at *3 (Aug. 20, 1991) (discussing preparation of “a working model of the article
practicing the patent claims” in connection with the investigation), and we do not reach such issues here. We
also do not reach issues related to the analysis for industries in the “process of being established,” see generally
Stringed Musical Instruments, Comm’n Op., 2008 WL 2139143, at *10.
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5) Whether TPL Demonstrated the Existence of Domestic Industry Articles

Having concluded that TPL must demonstrate the existence of protected articles
practicing the asserted patents under subparagraphs (A), (B), and (C) of paragraph 337(a)(3),
we turn to TPL’s showings as to articles in this investigation, and we conclude that TPL
failed to demonstrate the existence of articles practicing the asserted patents.

TPL attempted to establish the existence of a domestic industry based upon
subparagraphs (A), (B), and (C) before the ALJ 31 TPL’s petition for review, however, raised
only subparagraph (C), and within subparagraph (C) only licensing-related investment. In
response to Question No. 1 of the notice of review, which asked whether articles are required
under subparagraph (C), and if so, what they are, TPL maintained that no such showing is
required, and therefore failed to identify any such articles in connection with its response to
that question. TPL Br. 1-8. Nonetheless, TPL did attempt to show the existence of articles
under subparagraphs (A) and (B) before the ALJ. The ALJ rejected TPL’s showing in part
because TPL had failed to brief its arguments adequately, in violation of the ALJ’s Ground
Rules. Question No. 3 in the notice asked whether TPL’s technical-prong showing was
uncontested, in which case, as discussed earlier, the Commission might excuse the lack of
detailed briefing as to issues for which there was no genuine material dispute. See, e.g.,
Certain Mobile Devices, Associated Sofiware and Components Thereof, Inv. No. 337-TA-
744, Comm’n Op. 11-16 (May 18, 2012).

For the *623 patent, for which the ALJ found a violation of section 337, TPL relied

before the ALJ upon its licensees’ memory card readers, specifically the Lenovo H320-4041-

3! TPL did not argue that there is a domestic industry in the process of being established, pursuant to
19 U.S.C. § 1337(a)(2). See TPL Post-Hearing Br. 267-289.
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1JU and the Belkin PM00525-A. TPL’s arguments are undisputed, and identical to the
infringement dispute presented earlier. See TPL Br. 22; Resp’ts Br. 13. Based upon our
claim construction of “accessible in parallel,” TPL failed to demonstrate that these domestic
industry products meet the “accessible in parallel” limitation of claim 1of the *623 patent.
Accordingly, we find that TPL failed to demonstrate the existence of protected articles
practicing the *623 patent, as is required for subparagraphs (A)-(C) of the domestic industry
requirement.*>

For the mapping patents, TPL relied on certain OnSpec products. In 2006, the
original patent assignee, OnSpec Electronic, Inc. (“OnSpec”), assigned the asserted patents to
MCM Portfolio LLC (formerly FMM Portfolio LLC). See CX-939C at Q/A 45-56. The
complainant TPL received an exclusive license to assert the asserted patents and to collect
royalties. See, e.g., id. OnSpec designed memory controllers, which it had third parties
produce for OnSpec’s customers. See id. at Q. 46. It is undisputed that in 2008, years prior
to the complaint here, OnSpec ceased to exist, though TPL still sells a small number of
OnSpec products designed prior to OnSpec’s dissolution. CX-1084C (sales chart); CX-
0941C at Q/A 23, 35, 55; CX-939C at Q/A 47-51; RX-2886C at Q/A 35-42, 45-46.

We affirm the ALJ’s determination, and adopt his reasoning, that TPL cannot avail
itself of OnSpec’s investments (for all asserted patents, and as to all subparagraphs of section
337(a)(3)). ID at 155-157. Nonetheless, TPL could still have demonstrated the existence of

a domestic industry by identifying protected articles that practice the mapping patents and by

32 TPL’s brief to the Commission only references the 549 patent once in passing. TPL Br. 21. We
affirm the ALJ’s determination that TPL’s conclusory statements regarding the technical prong were
insufficient to meet TPL’s burden. ID at 135. We have affirmed the ID’s determination of non-infringement,
and therefore also affirm the ALJ’s extension of that determination to TPL’s domestic industry products, which
operate in the same way as the accused products. ID at 135.
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relying on TPL’s own investments in the mapping patents, specifically TPL’s investments in
licensing.

We affirm the ALJ’s application of his ground rules to ﬁnd‘ that TPL failed to
demonstrate the existence of articles practicing the mapping patents. In their response to
Question No. 3 in the notice of review, the respondents argue that whether TPL’s domestic
industry products practice the mapping patents was materially disputed, Resp’ts Br. 13,
pointing repeatedly to a portion of their expert’s witness statement. Id. (citing RX-2888C,
Q/A 984-994). The respondents cited that portion in their post-hearing reply brief, where
they challenged TPL’s proof. Resp’ts Post-Hearing Reply Br. 95-96. TPL’s discussion in its
opening post-hearing brief was cursory, TPL Post-Hearing Br. 228-233, and we conclude
that the ALJ did not abuse his discretion to conclude that TPL’s arguments were too scant to
carry TPL’s burden to demonstrate the existence of articles practicing the mapping patents.
We note that TPL tried to cure this defect in its post-hearing reply brief, TPL Post-Hearing
Reply Br. 45-49, but agree with the ALJ that this showing was untimely, ID at 137-138. In
response to the Commission notice, TPL pointed to little to demonstrate that domestic
industry articles practice the mapping patents beyond the same statements from its reply
post-hearing brief that the ALJ found inadequate. TPL Br. 21-23. Because TPL did not
demonstrate the existence of articles practicing the mapping patents, it cannot demonstrate

the existence of a domestic industry.”

33 We therefore do not reach whether the economic prong would have been met if articles had been
shown.
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IV.  CONCLUSION

For the foregoing reasons, we find that TPL failed to demonstrate that the accused
products infringe and that domestic-industry articles practice, the asserted patents. The
existence of articles is, in view of recent Federal Circuit authority, a requirement for
demonstrating the existence of a domestic industry. The Commission terminates this
investigation with a finding of no violation of section 337.

By order of the Commission.

CTZE>

Lisa R. Barton

Acting Secretary to the Commission

January 9, 2014
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DISSENTING VIEWS OF COMMISSIONER SHARA L. ARANOFF

I find that, in an investigation asserting a domestic industry based on licensing under 19
U.S.C. § 1337(a)(3)(C), the complainant is not required to prove the existence of “articles”
protected by the relevant patent or other intellectual property right. I believe this interpretation
of the statute is supported by the language and legislative history of the 1988 amendments to
section 337, consistent with nearly 25 years of agency practice, and consistent with the Court of
Appeals for the Federal Circuit’s (“Federal Circuit”) holdings in InterDigital I and II. The
interpretation adopted by the Commission leads to the very same unjust results that led Congress
to amend section 337’s domestic industry requirement in 1988 to add the licensing provision.
Accordingly, I dissent from the Commission’s finding that complainant Technology Properties
Limited LLC (“TPL”) was required to establish the “technical prong” of the domestic industry
requirement in order to show a domestic industry based on licensing activities under section
337(a)(3)(C).!

Statutory Language

The domestic industry requirement is described in section 337(a)(2) and (a)(3). Those
provisions provide as follows: '

(2) Subparagraphs (B), (C), (D), and (E) of paragraph (1) apply only if an
industry in the United States, relating to the articles protected by the
patent, copyright, trademark, mask work, or design concerned, exists or is
in the process of being established.

(3) For purposes of paragraph (2), an industry in the United States shall be
considered to exist if there is in the United States, with respect to the
articles protected by the patent, copyright, trademark, mask work, or
design concerned—

(A) significant investment in plant and equipment;
(B) significant employment of labor or capital; or

(C) substantial investment in its exploitation, including engineering,
research and development, or licensing.

. TPL attempts to establish an engineering and research and development domestic industry case under

section 337(a)(3)(C) by relying on the investments of OnSpec Electronic, Inc. (“OnSpec”). I agree with the
Commission that TPL cannot rely on OnSpec’s investments and consequently cannot establish engineering and
research and development industries. Therefore, I do not reach the question of whether there is a statutory
requirement that a complainant demonstrate the existence of articles practicing the asserted patents for engineering
and research and development industries under section 337(a)(3)(C).
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To properly answer the question of whether the “licensing” language of section
337(a)(3)(C) requires that a complainant prove the existence of “articles” protected by the
relevant patent or other intellectual property right in order to establish a licensing-based industry,
the statutory language must be considered in context of the purpose for which it was adopted.
See Chapman v. Houston Welfare Rights Org., 441 U.S. 600, 608 (1979) (“‘As in all cases of
statutory construction, our task is to interpret the words of these statutes in light of the purposes
Congress sought to serve.”); Candle Corp. of America v. Int’l Trade Comm’n, 374 F.3d 1087,
1093-94 (Fed. Cir. 2004) (“[ W]here textual ambiguity exists, we must look beyond the bare text .
. . to the context in which it was enacted and the purposes it was designed to accomplish.”). Any
understanding of the statutory language must also be guided by Commission precedent.
Accordingly, I describe the legislative history that gave rise to the licensing provision of section
337(a)(3)(C) and the Commission precedent that has interpreted the provision.

The Domestic Industry Requirement and the 1988 Amendments to Section 337

Section 337 was passed into law by the Tariff Act of 1930, but its origins date back to
section 316 of the Tariff Act of 1922. Congress saw section 316 as a trade remedy directed at
“unfair methods of competition and unfair acts in the importation of articles” that were not
addressed by the newly-minted Anti-Dumping Act of 1916. It was not until 1930 that a divided
panel of the U.S. Court of Customs and Patent Appeals ruled that section 316 could apply to
patent infringement. Frischer & Co., Inc. v. Bakelite Corp., 39 F.2d 247 (CCPA 1930).

Like other trade remedies, Congress intended section 337 to protect American industries
and American workers. Thus, section 316 provided that: “unfair methods of competition and
unfair acts in the importation of articles into the United States . . . the effect or tendency of which
is to destroy or substantially injure an industry, efficiently and economically operated, in the
United States, or to prevent the establishment of such an industry, or to restrain or monopolize
trade and commerce in the United States, are hereby declared unlawful.” Tariff Act of 1922, Pub.
L. No. 67-318, § 316(a), 42 Stat. 858, 943-44 (1922); see also S. Rep. No. 67-595, 2d Session, at
3 (1922) (“The provision relating to unfair methods of competition in the importation of goods is
broad enough to prevent every type and form of unfair practice and is, therefore, a more adequate
protection to American industry than any antidumping statute the country has ever had.”);
compare with 19 U.S.C. §§ 1677(4), (7) (defining domestic industry and material injury in the
Title VII context), and 19 U.S.C. § 2252 (section 201).

While the statutory language has been amended a number of times since 1922, one basic
premise has remained the same: the imposition of relief under section 337 is contingent upon the
existence of a domestic industry and not merely upon ownership of a valid and infringed U.S.
patent or other intellectual property right. See John Mezzalingua Assocs. v. Int’l Trade Comm’n,
660 F.3d 1322, 1327-28 (Fed. Cir. 2011); S. Rep. No. 100-71, at 129 (1987); H.R. Rep. No.100-
40, Pt. 1, at 157 (1987).



PUBLIC VERSION

Prior to 1988, the statute provided that:

Unfair methods of competition and unfair acts in the importation of
articles into the United States, or in their sale by the owner, importer,
consignee, or agent of either, the effect or tendency of which is to destroy
or substantially injure and industry, efficiently and economically operated,
in the United States, or to prevent the establishment of such an industry, or
to restrain or monopolize trade and commerce in the United States, are
declared unlawful . . . .

19 U.S.C. § 1337(a) (1982)2

The Commission interpreted this pre-1988 statutory language to require evidence of
manufacturing in the United States to satisfy the domestic industry requirement. For example, In
Certain Miniature, Battery-Operated, All-Terrain, Wheeled Vehicles, Inv. No. 337-TA-122,
complainants alleged patent infringement and false designation of origin by certain imported toy
trucks. In that investigation, complainants’ own STOMPER toy vehicles were manufactured
under license by an unrelated company in Hong Kong. Complainant Goldfarb’s U.S. activities
consisted of designing and licensing toy truck designs to toy manufacturers. Complainant
Schaper’s U.S. activities consisted of further developing Goldfarb’s designs into a complete
engineering model, engineering drawings, and tooling for the manufacture of each toy truck
design. Upon importation of the toy trucks manufactured, packaged and inspected in Hong
Kong, Schaper performed some minor packaging and quality control operations in the United
States, along with promotion, advertising and marketing activities.

While the ALJ found that complainants’ activities established the existence of a domestic
industry, the Commission reversed. The Commission reasoned that “the essence of Goldfarb’s
business in this case is licensing and the concomitant collection of royalties” and that “[d]efining
‘industry’ as the mere ownership or licensing of patent rights would be contrary to Commission
precedent, legislative history, and the logical construction of the statute’s wording.” Opinion of
Chairman Eckes, Commissioner Stern and Commissioner Haggart at 8 (Oct. 1982). The
Commission found that Schaper’s U.S. activities were both too minor and too unrelated to
production to count toward establishment of a domestic industry. /d. at 9-11. On appeal, the
Federal Circuit affirmed the Commission’s finding of no domestic industry, holding that the
“patent must be exploited by production in the United States”. Schaper Mfg. Co. v. Int’l Trade
Comm’n, 717 F.2d 1368, 1371 (Fed. Cir. 1983) (“There is nothing in the statute or its legislative

? The legislative history of the Trade Act of 1974 provides: “In cases involving the claims of U.S. patents,

the patent must be exploited by production in the United States, and the industry in the United States generally
consists of the domestic operations of the patent owner, his assignees and licensees devoted to such exploitation of
the patent.” H.R. Rep. No. 93-571, at 78 (1973).
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history to indicate that such activities, which do not involve either manufacture or production or
servicing of the patented item, are meant to be protected by section 337.”).

The Commission reached a similar result in Certain Products with Gremlins Character
Depictions, Inv. No. 337-TA-201. In that case, complainant Warner Brothers alleged
infringement of three copyrights by certain souvenir items related to its popular Gremlins feature
film. Warner Brothers claimed the existence of a domestic industry exploiting the relevant
copyrights through its marketing, financial, and legal activities related to the licensing of the
Gremlins copyrights. Warner Brothers’ own copyrighted souvenir items were manufactured by
licensees both inside and outside the United States, but Warner Brothers did not offer evidence
of its licensees’ domestic production activities in support of its domestic industry claim. While
conceding that Warner Brothers’ licensing activities were more substantial in monetary terms
than those involved in 7oy Vehicles, the Commission stated that “[p]roduction-related activities
distinguish a domestic industry from an importer or inventor. It is clear from section 337, its
legislative history, past Commission decisions, and Schaper that section 337 protects domestic
industries, not importers or inventors.” Comm’n Op., 1986 ITC LEXIS 313, at *163 (Mar.
1986). The Commission concluded: “Because [Warner Brothers’] activities relate solely to the
servicing of the intellectual property rights in question and are not the type of activities that
Congress intended to protect by section 337, we reverse the ALJ on this issue.” Id. at *171 A

It was against this background that intellectual property owners began to lobby Congress
for changes to section 337’s domestic industry requirement that would permit certain non-
manufacturing entities to obtain relief from infringing imports. Congress requested that the
General Accounting Office prepare a study, which analyzed the extent to which the Commission
was finding no violation of section 337 based on a complainant’s failure to show domestic
manufacturing. See GAO Report to Selected Congressional Subcommittees, International
Trade: Strengthening Trade Law Protection of Intellectual Property Rights, NSIAD-86-150
(Aug. 13, 1986). Industry associations weighed-in in support of expanding the domestic industry
definition to encompass non-manufacturing activities like licensing and research and
development. See, e.g., Intellectual Property Rights: Hearings before the Subcomm. on Int’l

’ The Federal Circuit made clear that it was not precluding the possibility that a complainant’s non-

production (and non-licensing) domestic activities might (unlike Schaper’s) be great enough in some future case to
establish a domestic industry. “As the statute now stands, Congress did not mean to protect American importers
(like Schaper) who cause the imported item to be produced for them abroad and engage in relatively small
nonpromotional and non-financing activities in this country.” 717 F.2d at 1373. The Federal Circuit also noted that:
“If, as appellants suggest, present-day ‘economic realities’ call for a broader definition to protect American interests
(apparently including many of today’s importers) it is for Congress, not the courts or the Commission, to legislate
that policy.” Id.

4 In her dissent, Vice Chairman Liebeler argued that the plain language of section 337 did not require
evidence of manufacturing to establish a domestic industry, but left room for consideration of any domestic
economic activity by complainant that adds economic value to an intellectual property right. Chairman Liebeler
opined that domestic “service” activities, such as licensing, should be sufficient to establish a domestic industry, but
that non-domestic activities (i.e. foreign manufacturing) should not. See Dissenting Views of Vice Chairman
Liebeler, 1986 ITC LEXIS 313, at *204-220.
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Trade of the S. Finance Comm., 99th Cong. 188 (1986) (statement of Richard C. Witte, Vice
President, Intellectual Property Owners, Inc.). Commission Chairwoman Dr. Paula Stern
confirmed in statements before Congress that “the mere licensing activities of an intellectual
property owner do not constitute a domestic industry” in light of the Wheeled Vehicles and
Gremlins decisions unless the invention is commercialized. See Intellectual Property and Trade:
Hearings before the Subcomm. on Courts, Civil Liberties, and the Administration of Justice of
the H. Comm. on the Judiciary, 99th Cong. 470-474 (1986).

The legislative history makes clear that Congress’s intent, in amending section 337 in
1988, was to reverse the Commission’s practice of limiting section 337 relief to complainants
that engage in the domestic manufacture of a product practicing the asserted patent or other
intellectual property right. See H.R. Rep. No. 99-581, Pt.1, at 112 (1986) (explaining that the
proposed legislation sought to address the Wheeled Vehicles and Gremlins decisions). Congress
sought a broader definition of domestic industry, one that would provide access to relief under
section 337 to entities previously excluded. The 1987 House Report therefore states:

The Committee is concerned, however, that in some recent decisions the
Commission has interpreted the domestic industry requirement in an
inconsistent and unduly narrow manner. In order to clarify the industry
standard, a definition is included which specifies that an industry exists in
the United States with respect to a particular article involving an
intellectual property right if there is, in the United States, --

1.  Significant investment in plant and equipment;

2.  Significant employment of labor or capital; or

3.  Substantial investment in the exploitation of the intellectual property
right including engineering, research and development or licensing.

The first two factors in this definition have been relied on in some
Commission decisions finding that an industry does exist in the United
States. The third factor, however, goes beyond ITC’s recent decisions in
this area. This definition does not require actual production of the article
in the United States if it can be demonstrated that significant investment
and activities of the type enumerated are taking place in the United States.
Marketing and sales in the United States alone would not, however, be
sufficient to meet this test. The definition could, however, encompass
universities and other intellectual property owners who engage in
extensive licensing of their rights to manufacturers.

H. R. Rep. No.100-40, Pt. 1, at 157 (emphasis added); see also H. R. Rep. No. 100-576, at 634
(1988) (Conference Report for the “Omnibus Trade and Competitiveness Act of 1988 also
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using the language “substantial investment in exploitation of the intellectual property right,
including engineering, research and development, or licensing™).

As the highlighted language indicates, Congress was concerned with expanding the
definition of domestic industry to cover domestic activities other than manufacturing that exploit
the relevant intellectual property right. While the legislative history does make passing reference
to the idea that patentees license their rights “to manufacturers,” that was likely the only
licensing model that Congress was aware of at the time. The main point in the passage is not that
Congress wanted to change from a domestic industry definition premised on domestic production
to one based on domestic OR foreign production (the latter of which is nowhere mentioned), but
that it wanted to change from a domestic industry definition premised on domestic production to
one based on domestic production OR other substantial domestic economic activities that exploit
the asserted intellectual property right.

Indeed, in the course of debate over the 1988 amendments, Congress gave serious
consideration to proposals, including one supported by the Administration, to eliminate any
domestic industry requirement from section 337. See Intellectual Property Rights: Hearings
before the Subcomm. on Int’l Trade of the S. Finance Comm., 99th Cong. 11-13 (1986) (Finance
Committee Trade Staff Memo to Finance Committee Members) (“Finance Committee Memo™).
Opponents of eliminating the domestic industry requirement argued that such a change would
turn the Commission into a forum where two foreign companies that import products into the
United States, one of which owns a U.S. patent but neither of which engages in meaningful
economic activity in the United States, could adjudicate patent rights. See Intellectual Property
and Trade: Hearings before the Subcomm. on Courts, Civil Liberties, and the Administration of
Justice of the H. Comm. on the Judiciary, 99th Cong. 70 (1986) (statements of Dr. Paula Stern,
Chairwoman, Int’l Trade Comm’n) (““We would be the arbiter as to who gets the marketplace
among the importers.”). Ultimately, Congress adopted a “middle ground,” explaining that:

Although the injury test has been eliminated for intellectual property
rights cases, a complainant must establish that a U.S. industry relating to
the articles or intellectual property right concerned “exists or is in the
process of being established.” This requirement was maintained in order
to preclude holders of U.S. intellectual property rights who have no
contact with the United States other than owning such intellectual property
rights from utilizing section 337. The purpose of the Commission is to
adjudicate trade disputes between U.S. industries and those who seek to
import goods from abroad. Retention of the requirement that the statute
be utilized on behalf of an industry in the United States retains that
essential nexus.

H.R. Rep. No.100-40, Pt. 1, at 156-157 (emphasis added); S. Rep. No. 100-71, at 129; see also
Finance Committee Memo at 11 (“Those favoring retention of the industry requirement argue

6
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that its elimination would in some cases leave the ITC merely protecting one foreign producer
from another, with no appreciable benefit of U.S. jobs or production capability.”). Thus,
Congress was focused on extending section 337 to protect domestic jobs and economic activity
associated with IP rights, without proof of manufacturing activities, be they domestic or foreign.

In passing the 1988 amendments, Congress listed a number of specific types of entities
that it thought could not meet the domestic industry requirement under pre-1988 Commission
practice, but should be able to do so under the amended definition. These entities included
“universities and other intellectual property owners who engage in extensive licensing” (H. R.
Rep. No.100-40, Pt. 1, at 157); inventors (133 Cong. Rec. S. 1795 (Feb. 4, 1987) (statement of
Sen. Lautenberg) (“the New York inventor of fibre optic waveguide™)); “the California movie
studio that licenses the Gremlins character” (id.); “a start-up biotech firm” (id.); and “universities
and small businesses” (132 Cong. Rec. H. 1784 (April 10, 1986) (statement of Rep.
Kastenmeier)).

Ultimately, the final language adopted by Congress in 1988 is slightly different than the
language quoted in the 1987 House Report noted above. Specifically, the statute has since 1988
provided as follows:

(3) For purposes of paragraph (2), an industry in the United States shall
be considered to exist if there is in the United States, with respect to the
articles protected by the patent, copyright, trademark, mask work, or
design concerned—

(A) significant investment in plant and equipment;
(B) significant employment of labor or capital; or

(C) substantial investment in ifs exploitation, including engineering,
research and development, or licensing.’

19 U.S.C. § 1337(a)(3) (emphasis added).
Commission Practice Since the 1988 Amendments

Soon after the enactment of the 1988 amendments, complainants began filing cases
invoking subparagraph (a)(3)(C). In a series of investigations in the 1990s, Commission ALIJs
issued decisions holding that a complainant asserting a licensing-based domestic industry under

’ I have been unable to find any information in the legislative history of the 1988 amendments to section 337

that explains why the language quoted in the 1987 House Report (“substantial investment in the exploitation of the
intellectual property right”) was changed to “substantial investment in its exploitation” (the key statutory language at
issue in the present investigation). See H. R. Rep. No. 100-576, at 634. Nonetheless, it would be difficult to
conclude that, by making this change, Congress intended to change the meaning of the statute in a manner that
would undermine the purposes for which the new statutory language was being adopted.

¢
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section 337(a)(3)(C) did not need to show that either it or its licensee practiced the asserted
pa’tent.6 See Certain Microcomputer Memory Controllers, Components Thereof, and Products
Containing Same, Inv. No. 337-TA-331, Order No. 6, 1992 WL 811299, at *4 (Jan. 8, 1992),

not reviewed, 57 Fed. Reg. 5710 (Feb. 12, 1992). (“The word ‘its’ before the word ‘exploitation’
in (C) must refer to exploitation of the patent (because it is singular) rather than to exploitation of
‘articles protected by the patent’ (which are plural)”); Certain Dynamic Sequential Gradient
Compression Devices and Component Parts Thereof, Inv. No. 337-TA-335, ID, 1992 WL 12
668881, at *43 (May 15, 1992), not reviewed in relevant part, 1992 WL 1266888, at *2 (June

15, 1992) (“non-manufacturing activities such as research and development and engineering (as
well as licensing) can be sufficient to constitute a domestic industry. Accordingly, a complainant
in a Section 337 investigation need not manufacture the product covered by the claims of the
patent in order to establish that a domestic industry exists.”); Certain Digital Satellite System
(DSS) Receivers and Components Thereof, Inv. No. 337-TA-392, ID, 1997 WL 696255, at *8
(Oct. 20, 1997) (“[I]n view of the language of criterion (C) and its legislative history, supra,
complainant has satisfied the domestic industry requirement if complainant has invested a
substantial amount of money to exploit the [asserted] patent. [The ALJ] further finds that the
statute does not require a complainant to manufacture the patented product nor does it require
that a complainant show that a product covered by the [asserted] patent is made by complainant’s
licensees.”), taking no position on domestic industry on review where respondents did not
oppose the ALJ’s domestic industry determination, 62 Fed. Reg. 65285 (Dec. 11, 1997).

In Certain Semiconductor Chips with Minimized Chip Package Size and Products
Containing Same, Inv. No. 337-TA-432 (“Semiconductor Chips”), the Commission was squarely
presented with the issue of whether a complainant is required to show that it or one of its
licensees practices a patent-in-suit in order to find that a domestic industry exists based on
licensing under section 337. In that investigation, complainant Tessera did not undertake to
show any specific articles practiced the asserted patents. In fact, respondent Texas Instruments
had moved for sanctions on the grounds that Tessera allegedly misled the Commission by

¢ During this period the Commission’s ALJs, and eventually the Commission itself, first coined the terms

“economic prong” and “technical prong” with respect to the statutory domestic industry requirement. See, e.g.,
Certain Integrated Circuit Telecommunications Chips and Products Containing Same, Including Dialing Apparatus,
Inv. 337-TA-337, Order No. 44, 1992 WL 811431 (July 22, 1992). The term “economic prong” is loosely used to
refer to the various “investment” requirements set out in section 337(a)(3), while the term “technical prong” is
loosely used to refer to the statutory language in both (a)(2) and (a)(3) referring to “articles protected by the patent,
copyright, trademark, or mask work concerned.” The Commission first used these terms in an opinion in 1996. See
Certain Variable Speed Wind Turbines and Components Thereof, Inv. No. 337-TA-376, Comm’n Op., 1996 WL
1056330, at *13-14 (Aug. 30, 1996). Since that time, some decisions have said that there is no technical prong
requirement with respect to licensing industries, see, e.g., Certain Semiconductor Chips with Minimized Chip
Package Size and Products Containing Same, Inv. No. 337-TA-432, Order 13 at 11 (June 5, 2002), not reviewed,
Notice, 66 Fed. Reg. 58424 (Nov. 21, 2001), while others have said that the technical prong is the requirement that
the licensing activities are actually related to the asserted intellectual property right. See Certain Stringed Musical
Instruments and Components Thereof, Inv. No. 337-TA-586, Comm’n Op., at 14 (May 16, 2008). Despite the
frequent use of these shorthand terms by the Commission, its ALJs, and parties before the agency, it is important to
note that these terms are not statutory and that it is the statutory language setting forth what is required to establish a
domestic industry that is at issue in this investigation.
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alleging satisfaction of the technical prong of the domestic industry requirement in its complaint,
but then never attempted to offer proof of the existence of an actual article during the
investigation.

On summary determination, the ALJ held that “as a matter of law, a complainant is not
required to show that it or one of its licensees practices a patent-in-suit in order to find that a
domestic industry exists pursuant to 19 U.S.C. § 1337 (a)(3)(C), which pertains to licensing.”
Order 13 at 11 (June 5, 2002). The ALJ’s analysis considered both the language of the statute
and the legislative history. He concluded that the words “its” in section 337(a)(3)(C) “cannot
refer to the ‘articles’ protected by the patent.” Id at 12. The ALJ reasoned that “[b]ecause of the
singular nature of the word ‘its,” it must refer to the singular noun ‘patent’ or one of the other
forms of intellectual property, which are all enumerated in the singular.” Id. Although Texas
Instruments petitioned for review, the Commission determined not to review the initial
determination. 66 Fed. Reg. 58424 (Nov. 21, 2001). The initial determination therefore became
the final determination of the agency. Ultimately, the Commission found a violation of section
337,

Again, in Certain Digital Processors and Digital Processing Systems, Inv. No. 337-TA-
559 (“Digital Processors”), the Commission rejected the notion of an articles requirement for
licensing under section 337(a)(3)(C). In that investigation, complainant Biax argued that it
satisfied the domestic industry requirement based on licensing activities alone. Biax never
established the existence of any specific articles that practiced the asserted patent.

The ALJ disposed of the articles issue explaining that, “[w]hen a complainant relies on
the existence of a licensing program to satisfy subsection (C), the complainant need not show
that it or one of its licensees practices the patent-in-suit in order for the Commission to find a
domestic industry.” ID at 85 (June 21, 2007). In so doing, the ALJ provided an extensive
discussion of the legislative history of the 1988 amendments. Id. at 88-95. The ALJ concluded
that it was clear that the intent of Congress was to allow entities that were actively licensing their
patents in the United States to be able to avail themselves of the trade remedies offered by
section 337. On review, the Commission determined not to review the pertinent portions of the
ID, thus adopting the ALJ’s ruling on domestic industry, but ultimately found no violation of
section 337 on other grounds. Comm’n Notice at 2 (Aug. 6, 2007).

More recently, in Certain 3G Wideband Code Division Multiple Access (WCDMA)
Handsets, Inv. 337-TA-601 (“3G Wideband Handsets”), the Commission again reaffirmed its
understanding of the statute and legislative history. Similar to Digital Processors, complainant
InterDigital did not undertake to show that any specific articles practiced the asserted patents.
On summary determination, the ALJ found the existence of a domestic industry based purely on
InterDigital’s substantial investments in its licensing program. Order No. 20 (Feb. 20, 2009).
Relying on Commission precedent, the ALJ rejected Samsung’s argument regarding an alleged
articles requirement. The ALJ explained that the statute for purposes of licensing “does not
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require a complainant ‘to manufacture the patented product nor does it require that a complainant
show that a product covered by the . . . patent is made by the complainant’s licensees.’” Id. at 4.
The Commission determined not to review, and thus adopted, the ALJ’s initial determination.
Comm’n Notice (July 25, 2008).

The Commission’s longstanding interpretation of section 337(a)(3)(C) with respect to the
requirements for establishing a domestic industry based on licensing stands in stark contrast with
its practice under sections 337(a)(3)(A) and (a)(3)(B), where it has always required a
complainant to prove that it produces “articles™ that practice at least one claim of each asserted
patent (or that are covered by an asserted copyright, trademark, or mask work). See, e.g.,
Certain Stringed Musical Instruments and Components Thereof, Inv. No. 337-TA-586, Comm’n
Op., at 13 (May 16, 2008) (“With respect to section 337(a)(3)(A) and (B), the technical prong is
the requirement that the investments in plant or equipment and employment in labor or capital
are actually related to ‘articles protected by’ the intellectual property right which forms the basis
of the complaint.”).’

In the current investigation, the ALJ’s ID finding that complainant TPL proved it
satisfied the domestic industry requirement is consistent with the 25 years of Commission
practice described above. The ALJ found that TPL maintained an extensive licensing program
with respect to the asserted patents, based on evidence of the activities of _

. (D ot 145-147. The ALJ also found that TPL’s licensing

expenditures were substantial. ID at 155. TPL did not prove and the ALJ did not find that it
produced or that any of its domestic or foreign licensees produced, any article that practiced at
least one claim of the asserted patents, consistent with Commission precedent. See ID at 131. 1
agree with the ALJ that this is the correct result.

The Federal Circuit’s InterDigital Decisions

The Federal Circuit has recently addressed the requirements for establishing a domestic
industry based on licensing under section 337(a)(3)(C) in its decisions in InterDigital I and

L The Commission has never issued an opinion definitively ruling on whether a complainant asserting the

existence of a domestic industry under section 337(a)(3)(C) based on engineering or research and development
must, as a matter of law, prove that it produces an article that practices at least one claim of the asserted patent. As a
practical matter, it is difficult to imagine how a complainant could show that it had made a substantial investment in
the exploitation of a patent through engineering or research and development other than by showing that it spent
resources to develop a product using the relevant technology. Thus, it is not surprising that complainants routinely
offer such proof. Nonetheless, from a purely legal standpoint, one could argue that it is sufficient, but not necessary,
to prove the existence of “articles” to demonstrate the existence of a domestic industry based on research and
development or engineering.

10



PUBLIC VERSION

InterDigital Il. InterDigital Commc ’ns, LLC v. Int’l Trade Comm’n, 690 F.3d 1318 (Fed. Cir.
2012) (“InterDigital I’); InterDigital Commc’ns, LLC v. Int’l Trade Comm’n, 707 F.3d 1295
(Fed. Cir. 2013) (“InterDigital II”). For the reasons discussed below, I believe my decision in
this investigation is consistent with the Federal Circuit’s holdings in its InterDigital opinions.

The InterDigital decisions arose out of Certain 3G Mobile Handsets and Components
Thereof, Inv. 337-TA-613 (“Mobile Handsets™). In Mobile Handsets, similar to the current
investigation, complainant InterDigital alleged a domestic industry based on licensing under
section 337(a)(3)(C). Before the ALJ, InterDigital moved for summary determination that it
satisfied the domestic industry requirement based solely on its investment in licensing activities
in the United States. InterDigital did not undertake to show that any specific articles, including
any licensee products manufactured abroad, practiced the asserted patents. In response to
InterDigital’s motion, respondent Nokia argued that the motion should be denied because a
complainant seeking protection under the statute must show the existence of an article protected
by the patent for licensing-based domestic industries. See Order No. 42 (July 27, 2009).

The ALJ granted InterDigital’s motion finding the existence of a domestic industry under
section 337(a)(3)(C) based purely on InterDigital’s substantial investments in licensing. Id.
Relying on Commission precedent, including Semiconductor Chips and 3G Wideband Handsets,
the ALJ rejected Nokia’s argument regarding an alleged articles requirement. /d. at 17. The
ALJ explained that the statute for purposes of licensing “does not require a complainant ‘to
manufacture the patented product nor does it require that a complainant show that a product
covered by the . . . patent is made by the complainant’s licensees.”” Id. at 5. The Commission
determined not to review the ALJ’s initial determination, which therefore became the final
determination of the agency. Comm’n Notice (April 9, 2009).

On appeal, the Federal Circuit’s initial panel opinion, InterDigital I, affirmed the
Commission’s domestic industry finding. See InterDigital I, 690 F.3d at 1329 (“The
administrative law judge held that InterDigital’s activities satisfied the domestic industry
requirement, and we agree.”) (emphasis added). Citing Digital Processors and 3G Wideband
Handsets, the Court explained that “the Commission has consistently ruled that a domestic
industry can be found based on licensing activities alone.” Id. at 1330. The Court also noted
that “[i]f there were any ambiguity as to whether the statute could be applied to a domestic
industry consisting purely of licensing activities, the Commission’s consistent interpretation of
the statute to reach such an industry would be entitled to deference under the principles of
Chevron.” Id. Because the Federal Circuit affirmed the Commission, stated that the
Commission’s statutory interpretation was entitled to Chevron deference, and approvingly noted
the Commission’s long practice of not requiring proof of the existence of articles, I understand
InterDigital I to hold that a domestic industry under section 337(a)(3)(C) can be supported by
substantial investments in licensing activities alone without proof of the existence of any articles.
Id. at 1329.
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In response to Nokia’s petition for panel rehearing or rehearing en banc, the Federal
Circuit subsequently issued a supplemental opinion, InterDigital II, in support of its decision in
InterDigital I. See 707 F.3d 1295 (Fed. Cir. 2013). That opinion, however, contains a number of
passages that are difficult to reconcile either with each other or with the Court’s ultimate
decision to uphold the Commission’s domestic industry determination. Some language suggests
that the Court intended to impose an “articles” requirement for licensing under section
337(a)(3)(C), in addition to sections 337(a)(3) (A) and (B). For example, the Court stated:

The Commission and the court construed those phrases to define the
subject matter that is within the statute’s protection. With respect to
subparagraph (A) of paragraph 337(a)(3), the “significant investment in
plant or equipment” that is required to show the existence of a domestic
industry must exist “with respect to the articles protected by the patent” in
question. That requirement will typically be met if the investment in plant
and equipment is directed at production of articles protected by the patent.
Similarly, with respect to subparagraph (B) of paragraph 337(a)(3), the
“significant employment of labor or capital” that is required to show the
existence of a domestic industry must exist “with respect to the articles
protected by the patent.” That requirement will likewise typically be met
by a showing that significant labor or capital is being expended in the
production of articles protected by the patent. Applying the same analysis
to subparagraph (C) of paragraph 337(a)(3) produces a parallel result that
is consistent with the Commission's and this court's statutory construction:
The “substantial investment in [the patent's] exploitation, including
engineering, research and development, or licensing” must be “with
respect to the articles protected by the patent,” which means that the
engineering, research and development, or licensing activities must
pertain to products that are covered by the patent that is being asserted.
Thus, just as the “plant or equipment” referred to in subparagraph (A)
must exist with respect to articles protected by the patent, such as by
producing protected goods, the research and development or licensing
activities referred to in subparagraph (C) must also exist with respect to
articles protected by the patent, such as by licensing protected products.
This accords with the common description of the domestic industry
requirement as having two “prongs™: the “economic prong,” which
requires that there be an industry in the United States, and the “technical
prong,” which requires that the industry relate to articles protected by the
patent.

12
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707 F.3d at 1297-98 (emphasis added).

In a similar manner, the Court also stated the following, which could be interpreted to
endorse an “articles” requirement for licensing-based industries:

The only question is whether the [sic] InterDigital’s concededly
substantial investment in exploitation of its intellectual property is “with
respect to the articles protected by the patent.” That requirement is
satisfied in this case because the patents in suit protect the technology that
is, according to InterDigital’s theory of the case, found in the products that
it has licensed and that it is attempting to exclude.

Id. at 1299.

However, the Court’s InterDigital II opinion also includes language that indicates that the
Court was actually rejecting an “articles” requirement for a domestic industry premised on
licensing under section 337(a)(3)(C). Notably, the Federal Circuit explained that, as it had done
in the initial panel opinion, it was interpreting section 337(a)(3)(C) consistent with Commission
precedent. 707 F.3d at 1298 (“As noted in the panel opinion in this case, the Commission has
consistently construed subparagraph (C) in that manner.”). In fact, the Court cited Digital
Processors and Semiconductor Chips as being “consistent” with its ruling. /d. (noting that the
Federal Circuit was “adopting the same statutory interpretation™ as the Commission). As
described above, those investigations clearly held that there is no “articles™ requirement for a
licensing-based domestic industry.

Further, when the Court summed-up its view and set forth its holding, the Court stated
the following, which does not appear to impose an articles requirement:

It is not necessary that the party manufacture the product that is protected
by the patent, and it is not necessary that any other domestic party
manufacture the protected article. As long as the patent covers the article
that is the subject of the exclusion proceeding, and as long as the party
seeking relief can show that it has a sufficiently substantial investment in
the exploitation of the intellectual property to satisfy the domestic industry
requirement of the statute, that party is entitled to seek relief under section
337,

Id. at 1303-04.

Taken together, I find that the language of InterDigital II is, when viewed as a whole,
ambiguous on the issue of an “articles” requirement. That being said, in my view the better
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reading of the InferDigital opinions is that they do not bind the Commission to requiring an
articles requirement for licensing-based industries under section 337(a)(3)(C). That view is the
only one that is consistent with the Federal Circuit’s ultimate decision to uphold the
Commission’s determination of the existence of a domestic industry where InterDigital did not
allege, and the Commission never found, any specific articles that practiced the asserted patents.
It also squares with the fact that the Federal Circuit stated that it was acting consistent with
Commission precedent, granting the Commission Chevron deference, and citing Commission
investigations where the Commission held that there was no articles requirement for licensing.

Further, I believe my view is the better reading given that the Court did not remand the
issue of domestic industry to the Commission even though it remanded the issue of patent |
infringement after the Court modified the Commission’s claim constructions. See InterDigital I,
690 F.3d at 1330 (“Because the Commission erred in construing the claim terms ‘code’ and
‘increased power level’ and in finding, based on those claim constructions, that Nokia’s products
do not infringe InterDigital’s patents, we reverse the administrative law judge’s determination of
non-infringement and remand for further proceedings.”). If there were an articles requirement,
the Federal Circuit should have remanded the question of whether any articles satisfy the Court’s
new claim constructions, as it did with the question of patent infringement. See Alloc, Inc. v.
Int’l Trade Comm’n, 342 F.3d 1361, 1375 (Fed. Cir. 2003) (“The test for satisfying the ‘technical
prong’ of the industry requirement is essentially the same as that for infringement, i.e., a
comparison of domestic products to the asserted claims.”).® Instead, the Court affirmed the
Commission’s domestic industry findings.

The Federal Circuit’s later-issued decisions in Microsofi Corp. v. Int’l Trade Comm’n,
731 F.3d 1354 (Fed. Cir. 2013), and Motiva, LLC v. Int’l Trade Comm’n, 716 F.3d 596 (Fed. Cir.
2013), do not change my view. Neither of those cases squarely addressed the technical prong
requirement for licensing-based industries alleged to exist under section 337(a)(3)(C). Motiva
addressed the question of whether alleged investments in licensing sufficed to establish that a
domestic industry was “in the process of being established.” See 716 F.3d at 600-01. Microsofi,
on the other hand, holds that there is an articles requirement for a research-and-development-
based domestic industry under section 337(a)(3)(C). 731 F.3d at 1361-62. As noted above in
footnote 7, there are substantial reasons for differential proof requirements for industries based
on licensing and those premised on investment in research and development. In particular, while
a license to a particular patent ties expenditures to exploitation of that patent, generally it would
be difficult to tie engineering or research-and-development efforts to a particular patent (as
opposed to a general field of technology) without demonstrating that the patent is actually
practiced, which, in tangible form would require the existence of an article. Further, one cannot

. To put it another way, the only way to conclude that the /nterDigital opinions on their own impose an

articles requirement for licensing-based industries is to accept that the Federal Circuit misunderstood Commission
precedent, misunderstood the facts that were in front of it with respect to InterDigital’s asserted domestic industry,
and assumed that the Commission had found articles protected by the patents, when it had not done so.

14



PUBLIC VERSION

“exploit” an “article” through licensing. Rather, one “exploits™ a “patent,” or other intellectual
property, through licensing.

Conclusion

When Congress amended section 337 in 1988 to add section 337(a)(3)(C), it made very
clear its intent to enable certain specific categories of IP rights holders to pursue claims under the
statute. These entities included inventors, small businesses, universities, start-ups, and licensing
service industries. See S. Rep. No. 100-71, at 129; H. R. Rep. No.100-40, Pt.1, at 157; 133
Cong. Rec. S. 1795 (Feb. 4, 1987) (statement of Sen. Lautenberg); 132 Cong. Rec. H. 1784
(April 10, 1986) (statement of Rep. Kastenmeier). Today, all of these actors would fall within
the broad category of “non-practicing entities,” a term which, along with “patent assertion
entity” or “patent troll,” was not in usage at the time. Under the statutory interpretation that the
Commission has consistently followed since 1988 and which I follow in this investigation, all of
the types of non-practicing entities singled out by Congress as deserving of protection from
infringing imports under section 337 can, upon an appropriate evidentiary showing, satisfy the
domestic industry requirement.” If, however, section 337 is interpreted to impose an “articles”
requirement on complainants seeking to establish a domestic industry under subsection (C), the
likely effect is to advantage speedy infringers and well-financed patent assertion entities, at the
expense of inventors, small businesses, and start-ups.m

In the “ideal” production-driven licensing model, an inventor receives a patent for his
innovation. The inventor then needs to either raise funds to develop his patented technology into
a marketable product or products, or to license his patent to another entity more capable of doing
so. After appropriate licensing or funding, additional work is needed to develop a product that
practices the invention and bring that product to market. All of this takes time. During this time,
which can vary widely depending on the technology and market conditions, the inventor or start-
up has not yet produced an “article” covered by its patent and therefore, under the Commission’s
analysis, cannot satisfy the domestic industry requirement. Meanwhile, a speedy infringer,
which gets its infringing product to market in the United States before the inventor or start-up
succeeds in doing the same, can now import with impunity under section 337, making it less
likely that the inventor’s product will ever make it to the market and trigger the right to seek
relief under the statute.' See Intellectual Property Rights: Hearings before the Subcomm. on

? A complainant seeking to establish a domestic industry based on its investments in licensing must establish

that its investments relate to exploitation of the asserted intellectual property right, that its investments relate to
licensing, and that its investments occurred in the United States. See Certain Multimedia Display and Navigation
Devices and Systems, Components Thereof, and Products Containing Same, Inv. No. 337-TA-694, Comm’n Op., at
7-13 (Aug. 8, 2011).

. This demonstrates why it is important not to equate the ability to prove the existence of “articles” with a
production-driven licensing scenario and the absence of such articles with a revenue-driven licensing scenario.
While that may be the case, it is not always true.

} One could argue that the term “article” in section 337 is not necessarily limited to an article in full
commercial production, but could be interpreted by the Commission in some future hypothetical case to include a
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Int’l Trade of the S. Finance Comm., 99th Cong. 188 (1986) (statement of Richard C. Witte,
Vice President, Intellectual Property Owners, Inc.) (“Some industries built on new technologies
may never be established if patent owners cannot fend off foreign free riders.”).

By contrast, a well-financed patent assertion entity with a large portfolio of revenue-
driven licenses could meet the domestic industry requirement by relying on the “articles”
produced by one or more of its licensees either in the United States (under subsection (A)) or
outside the United States (under subsection (C) coupled with proof of its own substantial
licensing activities).

Because I do not believe that Congress intended to leave this gap in section 337’s
availability as a remedy to the very entities the 1988 amendments were designed to help, 1
dissent from the Commission’s finding that TPL was required to establish the “technical prong™
of the domestic industry requirement in order to show a domestic industry based on licensing
activities under section 337(a)(3)(C).

product at some earlier stage in the development process — e.g., a test model, prototype, or computer design. Until
this question of statutory interpretation has been presented to the Commission for decision and to the Federal Circuit
for review in some future case, it is speculative to assume that a factual showing of less than commercial production
could satisfy the asserted “articles” requirement. Moreover, while such a broad interpretation of “articles,” if
adopted, could narrow the window between when an inventor receives a patent and embarks upon a production-
driven licensing course, and when it has proceeded far enough along that course to satisfy the domestic industry
requirement, it would not eliminate the gap entirely, because even getting to the stage of having a prototype takes
time and money.

One could also argue that start-ups or inventors who cannot demonstrate the existence of a domestic
industry may nonetheless be able to show an industry “in the process of being established.” Such a showing would
again depend upon both the Commission and its reviewing courts accepting evidence of prototypes or other pre-
production activities as proof that the inventor or his licensee is “actively engaged in steps leading to the
exploitation of the intellectual property” such that the domestic industry requirement will be satisfied “within a
reasonable period of time.” H. Rep. 100-40, Pt.1, at 157-158; see also Certain Stringed Musical Instruments and
Components Thereof, Inv. No. 337-TA-586, Comm’n Op., at 13 (May 16, 2008). Again, even under the
interpretation most favorable to the inventor, there is likely to be some time period during which the inventor is
investing in the exploitation of its IP right, but has not yet crossed a threshold that entitles it to the protections of
section 337.
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ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to review in the entirety the final initial determination (“ID”) issued by the presiding
administrative law judge (“ALJ”) on August 2, 2013, finding a violation of section 337 of the
Tariff Act of 1930, 19 U.S.C. § 1337, in this investigation.

FOR FURTHER INFORMATION CONTACT: Sidney A. Rosenzweig, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 708-2532. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street, S.W.,
Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the

- Commission may also be obtained by accessing its Internet server at Attp:/www.usitc.gov. The
public record for this investigation may be viewed on the Commission's electronic docket (EDIS)
at http.//edis.usitc.gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on May
2,2012, based on a complaint filed by Technology Properties Limited, LLC (“TPL”) of Cupertino,
California. 77 Fed. Reg. 26041 (May 2, 2012). The complaint alleges violations of section 337
of the Tariff Act of 1930, as amended, 19 U.S.C. § 1337, by reason of infringement of certain



claims of U.S. Patent Nos. 6,976,623 (“the *623 patent™), 7,162,549 (“the *549 patent™), 7,295,443
(“the *443 patent™), 7,522,424 (“the 424 patent™), 6,438,638 (“the *638 patent™), and 7,719,847
(“the ’847 patent”). The complaint further alleges the existence of a domestic industry. The
notice of investigation named twenty-one respondents, some of whom have since settled from the
investigation. As a result of these settlements, the 638 patent is no longer at issue, as it has not
been asserted against the remaining respondents. The remaining respondents are Acer Inc. of
New Taipei City, Taiwan (“Acer”); Canon Inc. of Toyko, Japan; Hewlett-Packard Company of
Palo Alto, California (“HP”); HiTi Digital, Inc. of New Taipei City, Taiwan; Kingston Technology
Company, Inc. of Fountain Valley, California (“Kingston); Newegg, Inc. and Rosewill Inc., both
of City of Industry, California (“Newegg/Rosewill”); and Seiko Epson Corporation of Nagano,
Japan.

On October 4, 2012, the ALJ issued a Markman order construing disputed claim terms of the
asserted patents. Order No. 23. On January 7-11, 2013, the ALJ conducted a hearing, and on
August 2, 2013, the ALJ issued the final ID. The ALJ found that TPL demonstrated the existence
of a domestic industry, as required by 19 U.S.C. § 1337(a)(2), through TPL’s licensing investment
under 19 U.S.C. § 1337(a)(3)(C). ID at 152-55. The ALJ rejected TPL’s showing based upon
OnSpec Electronic, Inc.’s research and development, and engineering investments for section
337(a)(3)(C), as well as subsections (a)(3)(A) and (a)(3)(B). Id. at 155-57.

The ALJ found that the respondents had not shown that any of the asserted patent claims are
invalid. However, the ALJ found that TPL demonstrated infringement of the *623 patent, and not
the other patents. With respect to the 623 patent, the ALJ found that TPL demonstrated direct
infringement of the asserted apparatus claims (claims 1-4 and 9-12). Accordingly, the ALJ found
a violation of section 337 by Acer, Kingston and Newegg/Rosewill (collectively, “the *623
respondents”™) as to these apparatus claims of the *623 patent.

On August 19, 2013, the parties filed petitions for review. TPL’s petition challenges the ALJ’s
noninfringement determinations for the *443, 424, and *847 patents. TPL did not petition for
review of the ALJ’s noninfringement determination for the *549 patent. The *623 respondents
challenge one of the ALJ’s claim constructions, and independently challenge the ALJ’s finding
that the asserted claims of the *623 patent are not anticipated by, or obvious in view of, three pieces
of prior art. The 623 respondents also challenge the ALJ’s finding that TPL demonstrated the
existence of a domestic industry, and subscribe to the analysis presented by the respondents
against whom the *623 patent was not asserted.

The respondents against whom the *623 patent was not asserted contingently challenge TPL’s
evidence of expenditures, as well as the nexus between those expenditures and the asserted
patents, for purposes of showing a domestic industry under section 337(a)(3)(C). They also argue
that “[t]here is no evidence that TPL’s licensees’ efforts relate to ‘an article protected by’ any of
the asserted patents.” Resp’ts’ Pet. 42, 54-56. The respondents against whom the *623 patent
was not asserted also argue that the four patents asserted against them are invalid as anticipated or
obvious in view of the prior art. They also make additional non-infringement arguments for the



three patents asserted against them for which TPL has petitioned for review (the *443, 424 and
’847 patents).

Respondent HP filed a short petition for review on its own behalf. HP argues for a narrow
interpretation of articles “protected by” an asserted patent. HP Pet. 5.

On August 27, 2013, the parties filed responses to each other’s petitions.

Having examined the record of this investigation, including the ALJ’s final ID, the petitions for
review, and the responses thereto, the Commission has determined to review the ID in its entirety.

In connection with the Commission’s review, the parties are asked to brief only the issues
enumerated below. See 19 C.F.R. § 210.43(b)(2).

(1) Discuss, in light of the statutory language, legislative history, the Commission’s prior
decisions, and relevant court decisions, including InterDigital Communications, LLC
v. ITC, 690 F.3d 1318 (Fed. Cir. 2012), 707 F.3d 1295 (Fed. Cir. 2013) and Microsofi
Corp. v. ITC, Nos. 2012-1445 & -1535, 2013 WL 5479876 (Fed. Cir. Oct. 3, 2013),
whether establishing a domestic industry based on licensing under 19 U.S.C. §
1337(a)(3)(C) requires proof of “articles protected by the patent” (i.e., a technical
prong). If so, please identify and describe the evidence in the record that establishes
articles protected by the asserted patents.

(2) Discuss the construction of “accessible in parallel” in view of the prosecution history of
the 623 patent (including the Examiner’s Statement of Reasons for Allowance, see
Salazar v. Proctor & Gamble Co., 414 F.3d 1342, 1347 (Fed. Cir. 2005)), and whether
the asserted patent claims are infringed and not invalid based upon that construction.
Invalidity arguments not dependent on that claim construction should not be briefed.

(3) Comment on whether the respondents’ invalidity evidence and analysis as to the Pro II
system, the Uno Mas article, the Kaneshiro patent, and the 928 Publication, and TPL’s
evidence and analysis as to the technical prong of the domestic industry requirement,
were undisputed. Please cite all evidence in the record that supports your position.

(4) Discuss whether TPL demonstrated that the products accused of infringing the *443,
’424, and *847 patents receive or interface with SD cards that operate in a four-bit-bus
mode, and if so, whether the accused products infringe the asserted claims.

(5) If the Commission were to find that the accused products infringe the 443, *424, and
’847 patents, discuss whether the SD specification invalidates the asserted claims of

those patents.

In connection with the final disposition of this investigation, the Commission may (1) issue an
order that could result in the exclusion of the subject articles from entry into the United States,
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and/or (2) issue one or more cease and desist orders that could result in the respondent(s) being
required to cease and desist from engaging in unfair acts in the importation and sale of such
articles. Accordingly, the Commission is interested in receiving written submissions that address
the form of remedy, if any, that should be ordered. If a party seeks exclusion of an article from

_ entry into the United States for purposes other than entry for consumption, the party should so
indicate and provide information establishing that activities involving other types of entry either
are adversely affecting it or likely to do so. For background, see Certain Devices for Connecting
-Computers via Telephone Lines, Inv. No. 337-TA-360, USITC Pub. No. 2843, Comm’n Op.
(December 1994).

If the Commission contemplates some form of remedy, it must consider the effects of that remedy
upon the public interest. The factors the Commission will consider include the effect that an
exclusion order and/or cease and desist orders would have on (1) the public health and welfare, (2)
competitive conditions in the U.S. economy, (3) U.S. production of articles that are like or directly
competitive with those that are subject to investigation, and (4) U.S. consumers. The
Commission is therefore interested in receiving written submissions that address the
aforementioned public interest factors in the context of this investigation.

If the Commission orders some form of remedy, the U.S. Trade Representative, as delegated by the
President, has 60 days to approve or disapprove the Commission’s action. See Presidential
Memorandum of July 21, 2005, 70 Fed. Reg. 43251 (July 26, 2005). During this period, the
subject articles would be entitled to enter the United States under bond, in an amount determined
by the Commission. The Commission is therefore interested in receiving submissions concerning
the amount of the bond that should be imposed if a remedy is ordered.

WRITTEN SUBMISSIONS: The parties to the investigation are requested to file written
~ submissions as set forth above. Parties to the investigation, interested government agencies, and
any other interested parties are encouraged to file written submissions on the issues of remedy, the
public interest, and bonding. Such submissions should address the recommended determination
by the ALJ on remedy and bonding. The complainants are also requested to submit proposed
remedial orders for the Commission’s consideration. - The complainants are also requested to state
the date that the asserted patents expire and the HTSUS numbers under which the accused products
are imported. The written submissions and proposed remedial orders must be filed no later than
close of business on Thursday, November 7, 2013 and responses to the Commission’s questions
should not exceed 75 pages. Reply submissions must be filed no later than the close of business
“on Friday, November 15, 2013, and such replies should not exceed 50 pages. No further
submissions on these issues will be permitted unless otherwise ordered by the Commission.

Persons filing written submissions must file the original document electronically on or before the
deadlines stated above and submit 8 true paper copies to the Office of the Secretary by noon the
next day pursuant to section 210.4(f) of the Commission's Rules of Practice and Procedure (19
C.F.R.210.4(f)). Submissions should refer to the investigation number (“Inv. No. 337-TA-8417)
in a prominent place on the cover page and/or the first page. (See Handbook for Electronic Filing
Procedures, http://www.usitc.gov/secretary/fed_reg notices/rules’handbook on_electronic
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filing.pdf). Persons with questions regarding filing should contact the Secretary (202-205-2000).

Any person desiring to submit a document to the Commission in confidence must request
confidential treatment. All such requests should be directed to the Secretary to the Commission
_and must include a full statement of the reasons why the Commission should grant such treatment.

See 19 C.F.R. § 201.6. Documents for which confidential treatment by the Commission is
properly sought will be treated accordingly. A redacted non-confidential version of the document
must also be filed simultaneously with the any confidential filing. All non-confidential written
submissions will be available for public inspection at the Office of the Secretary and on EDIS.

The authority for the Commission’s determination is contained in section 337 of the Tariff Act of
1930, as amended (19 U.S.C. § 1337), and in sections 210.42-46 of the Commission’s Rules of
Practice and Procedure (19 C.F.R. §§ 210.42-46).

By order of the Commission.

Lisa R. Barton
Acting Secretary to the Commission

Issued: October 24, 2013
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Pursuant to the Notice of Investigation, 77 Fed. Reg. 26041 (May 2, 2012), this is the
Initial Determination of the in the matter of Certain Computers, Computer Peripheral Devices,
and Components Thereof, and Products Containing the Same, United States International Trade
Commission Investigation No. 337-TA-841. See 19 C.F.R. § 210.42(a).

It is held that no violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C.
§ 1337, has occurred in the importation into the United States, the sale for importation, or the
sale within the United States after importation of certain computers and computer peripheral
devices and components thereof and products containing the same that infringe one or more of
claims 7, 11, 19, and 21 of U.S. Patent No. 7,162,549; claims 1, 3, 4, 7, 9, 11, 12, and 14 of the
U.S. Patent No. 7,295,443; claims 25, 26, 28, and 39 of U.S. Patent No. 7,522,424; claims 17-19
of the U.S. Patent No. 6,976,623; and claims 1-3 of U.S. Patent No. 7,719,847.

It is held that a violation of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C.
§ 1337, has occurred in the importation into the United States, the sale for importation, or the
sale within the United States after importation of certain computers and computer peripheral
devices and components thereof and products containing the same that infringe one or more of

claims 1-4 and 9-12 of U.S. Patent No. 6,976,623.
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The following abbreviations may be used in this Initial Determination:

CDX Complainants’ demonstrative exhibit
CIB Complainants’ initial post-hearing brief
CPX Complainants’ physical exhibit

CRB Complainants’ reply post-hearing brief
CX Complainants’ exhibit

Dep. Deposition

JX Joint Exhibit

RDX Respondents’ demonstrative exhibit
RIB Respondents’ initial post-hearing brief
RPX Respondents’ physical exhibit

RRB Respondents’ reply post-hearing brief
RRX Respondents’ rebuttal exhibit

RX Respondents’ exhibit

SIB Staff’s initial post-hearing brief

SRB Staff’s reply post-hearing brief

Tx. Transcript
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I. BACKGROUND'
A. Institution and Procedural History of This Investigation

By publication of a notice in the Federal Register on May 2, 2012, pursuant to subsection
(b) of section 337 of the Tariff Act of 1930, as amended, the Commission instituted Investigation
No. 337-TA-841 with respect to U.S. Patent Nos. 6,976,623 (“the 623 Patent”); 7,162,549
(“the °549 Patent™); 7,295,443 (“the ’443 Patent™); 7,522,424 (“the 424 Patent”); 6,438,638
(“the 638 Patent™); and 7,719,847 (“the *847 Patent™) to determine:

[W]hether there is a violation of subsection (a)(1)(B) of section 337 in the
importation into the United States, the sale for importation, or the sale
within the United States after importation of the sale for importation, or
the sale within the United States after importation of certain computers
and computer peripheral devices and components thereof and products
containing the same that infringe one or more of claims 1-4, 9-12, and 17-
19 of the *623 patent; claims 7, 11, 19, and 21 of the *549 patent; claims 1,
3,4,7,9,11, 12, and 14 of the ‘443 patent; claims 25, 26, 28, and 39 of
the 424 patent; claims 13-18 and 25-27 of the 638 patent; and claims 1-3
of the 847 patent, and whether an industry in the United States exists as
required by subsection (a)(2) of section 337.
77 Fed. Reg. 26041 (May 2, 2012).

The complainant is Technology Patent Licensing Company, LLC (“TPL”) of Cupertino,
California. (/d.) The Notice of Investigation named the respondents as Acer Inc. of New Taipei
City, Taiwan; Brother Industries, Ltd. of Aichi, Japan; Canon Inc. of Tokyo, Japan; Dane-Elec.
Memory of Bagnolet Cedex, France; Dell Inc. of Round Rock, Texas; Falcon Northwest

Computer Systems, Inc. of Medford, Oregon; Fujitsu Limited, of Tokyo, Japan; Jasco Products

' The ALJ notes, at the outset, that this case has suffered from the parties failing to heed the frequent warning to
simplify their case as much as possible that I (and other ALJs) have given in the past. TPL has pushed forward
asserting too many patents and too many claims, against too many parties and too many products. TPL’s case would
have benefitted tremendously by simplifying this case in one of these four dimensions.

Yet, TPL cannot alone be blamed for the unneeded density in this case. Respondents’ briefs reveal their reluctance
to give up even a single defense or argument, no matter how small or meritless.
6
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Company of Oklahoma City, Oklahoma ; Hewlett-Packard Company of Palo Alto, California;
HiTi Digital, Inc. of New Taipei City, Taiwan; Kingston Technology Company, Inc. of Fountain
Valley, California; Micron Technology Company, Inc. of Boise, Idaho; Lexar Media, Inc. of
Fremont, California; Microdia Limited, of San Jose, California; Newegg, Inc. of City of Industry,
California; Rosewill, Inc. of City of Industry, California; Sabrent of Chatsworth, California;
Samsung Electronics Co., Ltd. of Seoul, Korea; Seiko Epson Corporation of Nagano, Japan;
Shuttle Inc. of Taipei, Taiwan; and Systemax Inc. of Port Washington, New York. The
Commission Investigative Staff (“Staff”) of the Office of Unfair Import Investigations was also a
party in this investigation. (Id.)

On May 22, 2012, the ALJ granted TPL’s and Samsung’s joint motion to terminate the
investigation with respect to Samsung. (Order No. 12.) On June 18, 2012, the Commission
determined not to review the initial determination. (Commission Determination Not to Review
an Initial Determination Granting Joint Motion to Terminate).

On June 8, 2012, the ALJ issued an order granting a motion to terminate Jasco Products
Company on the basis of a settlement agreement. (Order No. 14.) On that same day, the ALJ
granted a motion to terminate Falcon Northwest Computer Systems, Inc. on the basis of a
consent order stipulation and consent order. (Order No. 15.) On June 29, 2012, the Commission
determined not to review either order. (Commission Determination Not to Review an Initial
Determination Terminating the Investigation With Respect to Respondent Falcon Northwest
Computer Systems, Inc. Based on a Consent Order Stipulation; Entry of Consent Order and
Commission Determination Not to Review an Initial Determination Granting a Joint Motion to

Terminate the Investigation With Respect to Respondent Jasco Products Company, LLC.)
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On June 13, 2012, Staff filed a notice of non-participation. (Commission Investigative
Staff’s Notice of Non-Participation.)

On August 9, 2012, the ALJ held a Markman hearing. TPL and respondents Dell, Inc.,
Brother Industries, Ltd., Fujitsu Limited, Newegg Inc., Rosewill Inc., Seiko Epson Corporation,
Acer, Inc., Canon Inc., Micron Technology, Inc., Lexar Media, Inc., Systemax Inc., HiTi Digital
Inc., Shuttle Inc., Hewlett-Packard Co., and Kingston Technology, Inc. participated in the
Markman hearing. On October 4, 2012, the ALJ issued the Markman order construing the
disputed claim terms. (Order No. 23.)

On October 10, 2012, the ALJ granted a motion to terminate respondent Sabrent on the
basis of settlement agreement. (Order No. 24.) On November 9, 2012, the Commission
determined not to review the order. (Commission Determination Not to Review an Initial
Determination Granting Complainant’s Motion to Terminate the Investigation With Respect to
Respondent Sabrent.)

On October 23, 2012, the ALJ issued an initial determination finding respondent
Microdia Limited in default for failure to respond to the Complaint and Notice of Investigation.
(Order No. 26.) On November 8, 2012, the Commission determined not to review the order.
(Commission Determination Not to Review to Initial Determination Finding Respondent
Microdia Limited in Default.)

On October 26, 2012, the ALJ issued an initial determination terminating respondent
Shuttle, Inc. on the basis of consent order. (Order No. 28.) On November 26, 2012, the
Commission determined not to review the order. (Commission Determination Not to Review an
Initial Determination Terminating the Investigation With Respect to Respondent Shuttle, Inc.

Based on a Consent Order Stipulation; Entry of Consent Order.)
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On November 6, 2012, the ALJ issued an initial determination granting a joint motion to
terminate respondents Micron Technology, Inc. and Lexar Media, Inc. on the basis of settlement
agreement. (Order No. 29.) On December 12, 2012, the Commission determined not to review
the order. (Commission Determination Not to Review an Initial Determination Granting a Joint
Motion to Terminate the Investigation With Respect to Respondents Micron Technology, Inc. and
Lexar Media, Inc.)

On November 27, 2012, the ALJ issued an initial determination granting a joint motion to
terminate respondent Systemex, Inc. on the basis of settlement agreement. (Order No. 34.) On
December 20, 2012, the Commission determined not to review the order. (Commission
Determination Not to Review an Initial Determination Granting a Joint Motion to Terminate the
Investigation With Respect to Respondent Systemax Inc.)

On January 8, 2012, the ALJ issued an initial determination granting a joint motion to
terminate with respect to respondent Fujitsu Limited. (Order No. 44.) On January 29, 2013, the
Commission determined not to review the order. (Commission Determination Not to Review an
Initial Determination Granting a Joint Motion to Terminate the Investigation with Respect to
Respondent Fujitsu Limited.)

On January 7-11, 2013, the ALJ held an evidentiary hearing.

On April 22, 2013, TPL filed a notice that it had filed for reorganization under Chapter
11 of the U.S. Bankruptcy Code in the Bankruptcy Court for Northern District California. (EDIS
Doc. ID 508078.)

On June 19, 2013, the ALJ issued an initial determination granting a joint motion to
terminate with respect to respondent Dell, Inc. (Order No. 46.) On July 16, 2013, the

Commission determined not to review the order. (Commission Determination Not to Review an
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Initial Determination Granting Joint Motion to Terminate Investigation with Respect to
Respondent Dell Inc. Based on a Settlement Agreement.)

On August 1, 2013, TPL and respondent Brother Industries, Inc. filed a joint motion to
terminate Brother from the investigation based on settlement agreement. (Motion Docket No.

841-093.) On this same day, the ALJ granted the motion to terminate. (See Order No. 48.)

B. The Parties
1. Technology Properties Limited, LLC

Complainant Technology Properties Limited, LLC (“TPL”) is a California limited
liability company involved in the licensing of technology with its principal place of business in

Cupertino, California. TPL is the exclusive licensee of the asserted patents. (CIB at 4.)

2. Acer, Inc.

Respondent Acer, Inc. (“Acer”) is a Taiwanese corporation involved in the manufacture
and sale of consumer electronics, including laptops, with a principal place of business in New

Taipei City, Taiwan. (RIB at 10-11.)

3. Canon, Inc.

Respondent Canon, Inc. (“Canon”™) is a Japanese corporation involved in the manufacture
and sale of consumer electronics, including printers and copiers, with its principal place of

business in Tokyo, Japan. (RIB at 10-11.)

4. Hewlett-Packard Co.

Respondent Hewlett-Packard Co. (“HP”) is a Delaware corporation involved in the
manufacture and sale of consumer electronics, such as printers, personal computers, and laptops,

with a principal place of business in Palo Alto, California. (RIB at 10-11.)

10



PUBLIC VERSION

3. HiTi Digital, Inc.
Respondent HiTi Digital, Inc. (“HiTi”) is a Taiwanese corporation involved in the
manufacture and sale of consumer electronics with its principal place of business in New Taipei

City, Taiwan. (RIB at 10-11.)

6. Kingston Technology Company, Inc.

Respondent Kingston Technology Company, Inc. (“Kingston™) is a California

corporation with a principal place of business in Fountain Valley, California. (RIB at 10-11.)

y Newegg, Inc. and Rosewill Inc.

Respondent Newegg, Inc. (“Newegg™) is a Delaware corporation involved in the sale of
consumer electronics with a principal place of business in City of Industry, California.
Respondent Rosewill Inc. is a California corporation that is a subsidiary of Newegg and has its

principal place of business in City of Industry, California. (RIB at 10-11.)

8. Seiko Epson Corporation

Respondent Seiko Epson Corporation (“Seiko Epson™) is a Japanese corporation involved
in the manufacture and sale of printers and other consumer electronics with its principal place of

business in Nagano, Japan. (RIB at 10-11.)

C. The Patents at Issue and Overview of the Technology

The following Table summarizes the patents and claims that are asserted against

Respondents in this investigation.
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US '443 US'424 |US'847| US'549 US '623

113(4[7(9]11|12|14])25[26|28(29) 1| 2| 3|7 |11|19|21}1|2|3|4|9|10{11)12(17|18|19
|Acer X X xIx x| x | xIx|x|xIx[x|x|xIx|[x[x]x[x]x]x|[x]x[x]x
Canon X{XIxIx|Ix|[x[x] xx|x]|x]|x |
'HP X xIx x| x|x]x xIx|x]|x]|x
HiTi X xIx|x|x|x :
Kingston X X|x[x]x X
NewEgg and Rosewill X X | x| x]|x X x| x X | x| x X
Seiko Epson x| x| |x]|x x x| x| x|x x| x| x| x

Table 1 — Summary of Patents and Claims Asserted by TPL
1. The ’638 Patent

U.S. Patent No. 6,438,638 (“the *638 Patent”), entitled “Flashtoaster for Reading Several
Types of Flash-Memory Cards With or Without a PC,” was filed on July 6, 2000, and issued on
August 20, 2002. (See JX-0005). Larry Lawson Jones, Sreenath Mambakkam, and
Arocklyaswamy Venkidu are the named inventors of the 638 Patent. (/d) The 638 Patent
generally discloses and claims flash memory readers, particularly for interfacing several types of
flash-memory cards to a personal computer. (I/d. at Abstract.) This patent was originally
asserted only against respondent Dell. Dell is no longer a party to this investigation. The *638
Patent was only asserted against respondent Dell. After the hearing and before the issuance of
this Final ID, Dell was terminated from this investigation based on a settlement agreement. (See
Order No. 46.) Because the *638 Patent is not asserted against any remaining respondent to this
investigation, the ALJ finds that there are no active infringement allegations remaining.
Accordingly, the ALJ finds the infringement allegations with respect to the 638 Patent are
MOOT. The ALJ also finds any validity or domestic industry allegations MOOT. The ALJ
includes the *638 Patent here only because it remains an issue because TPL asserts that a number

of the asserted patents are entitled to claim priority to this patent.
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2. The ’443 Patent

U.S. Patent No. 7,295,443 (“the ’443 Patent”), entitled “SmartConnect Universal Flash
Media Card Adapters,” was filed on July 24, 2006, and issued on November 13, 2007. (See JX-
0003). Larry Lawson Jones, Sreenath Mambakkam, and Arocklyaswamy Venkidu are the
named inventors of the *443 Patent. (Id.)

The asserted claims of the ’443 Patent are claims 1, 3,4, 7, 9, 11, 12, and 14. Claims 1
and 9 are independent claims and claims 3, 4, and 7 depend on claim 1 and claims 11, 12, and 14
depend on claim 9. These claims read as follows (with the disputed claim terms in bold):

1. A multi-memory media adapter comprising:

a first planar element having an upper surface and a lower surface, the
first planar element comprising molded plastic;

a second planar element having an upper surface and a lower surface,
the first planar element and the second planar element disposed such
that a port is formed between the lower surface of the first planar
element and the upper surface of the second planar element, the port
capable of receiving a memory media card, the second planar element
comprising molded plastic;

at least one set of contact pins protruding from the lower surface of the
first planar element or the upper surface of the second planar element
such that the at least one set of contact pins are disposed within the
port, the at least one set of contact pins capable of contacting a set of
memory media card contacts, wherein the at least one set of contact
pins are integrated within the molded plastic of the first planar
element or the second planar element; and

a controller chip to map at least a subset of the at least one set of
contact pins to a set of signal lines or power lines, based on an
identified type of a memory media card.

3. The multi-memory media adapter of claim 1 having a system connector
surface-mounted thereon, the system connector electrically coupled to the at least
one set of contact pins.

4. The multi-memory media adapter of claim 3 wherein the system connector is

selected from the group comprising of a PCMCIA, USB, WiFi, Firewire, IDE,
serial ATA connector, an IDE, and a CompactFlash connector.

13
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7. The multi-memory media adapter of claim 1 having at least 18 contact pins
configured to accommodate at least one of a group comprising, an xD, MMC/SD,
Memory Stick, miniSD, RSMMC, and MS Duo.

9. A system comprising:

a multi-memory media adapter to read data from a plurality of memory
media cards, the multi-memory media adapter having at least one port formed
between an upper portion and a lower portion of the multi-memory media
adapter, the port to receive a memory media card of the plurality of memory
media cards;

a set of contact pins protruding from the upper portion or the lower portion,
the set of contact pins to contact a set of memory media card contacts,
wherein the set of contact pins are integrated within molded plastic of the
upper portion or the lower portion; and

a controller integrated into the multi-memory media adapter to map at
least a subset of the set of contact pins to a set of signal lines or power
lines, based an identified type of the memory media card.

11. The system of claim 9 further comprising a system connector, the system
connector electrically coupled to the set of contact pins.

12. The system of claim 11 wherein the system connector is selected from the
group comprising of a PCMCIA, USB, WiFi, Firewire, IDE, serial ATA
connector, an IDE, and a CompactFlash connector.

14. The system of claim 9 having at least eighteen contact pins configured
to accommodate at least one of a group comprising, an xD, MMC/SD,
Memory Stick, miniSD, RSMMC, and MS Duo.

The *443 Patent is directed to certain aspects of multi-memory flash media adapters that can

interface with several types of flash media cards. (/d. at Abstract.)

The ’424 Patent

U.S. Patent No. 7,522,424 (“the 424 Patent™), entitled “SmartConnect Universal Flash

Media Card Adapters,” was filed on September 19, 2007, and issued on April 21, 2009. (See JX-

Larry Lawson Jones, Sreenath Mambakkam, and Arocklyaswamy Venkidu are the

named inventors of the *424 Patent. (Id.)
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The asserted claims of the *424 Patent are claims 25, 26, 28, and 29. Claims 25 and 28
are independent claims and claims 26 and 29 depend on claims 25 and 28 respectively. The
asserted claims are (with disputed terms in bold):

25. Apparatus comprising:
a housing having a port and a surface;

an interconnection means having a plurality of interconnection
pins;

one or more sets of contact pins mounted on said surface at
locations adapted to interface with the electrical contacts of a

corresponding one of a plurality of different types of memory
media cards when inserted into said port;

a set of signal lines connected to said interconnection pins;
means for identifying the type of memory card inserted into
said port;

means for mapping power, ground or data signals between
said interconnection pins and said one or more contact pins
depending upon the identification of the type of memory card
inserted into said port.

26. Apparatus according to claim 25 where the means for mapping
comprises a controller.

28. Apparatus comprising:
a housing having a port and a surface;

a plurality of sets of contact pins mounted on said surface at
locations adapted to interface with the electrical contacts of a
corresponding one of a plurality of different type memory
media cards when inserted into said port;

a set of signal lines connected to an interconnection means;

means for identifying the type of memory card inserted into
said port;

means for mapping power, ground or data signals between
said interconnection means and said one or more contact pins
depending upon the identification of the type of memory card
inserted into said port.
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29. Apparatus according to claim 28 where said means for mapping
comprises a controller.

The *424 Patent is directed to certain aspects of multi-memory flash media adapters that can

interface with several types of flash media cards. (/d. at Abstract.)

4. The ’847 Patent

U.S. Patent No. 7,719,847 (“the *847 Patent”), entitled “SmartConnect Universal Flash
Card Adapter,” was filed on August 11, 2008, and issued on May 18, 2010. (See JX-0006).
Larry Lawson Jones, Sreenath Mambakkam, and Arocklyaswamy Venkidu are the named
inventors of the 847 Patent. (/d.)

TPL has asserted Claims 1-3 of the 847 patent. Claim 1 is an independent claim and
claims 2 and 3 depend on claim 1. The asserted claims read as follow (with the disputed terms in
bold):

1. Apparatus comprising:
a housing having a port and a surface;

a plurality of sets of contact pins mounted on said surface at locations
adapted to interface with the electrical contacts of a plurality of different
type memory media cards when inserted into said port;

a set of signal lines connected to a controller, the number of signal lines being
fewer than the number of contact pins;

the signal lines located between the controller and an interconnection means;

said interconnection means being located between the signal lines and the
plurality of sets of contact connecting said signal lines to said one or more
contact pins; and

means for mapping power, ground or data signals between said signal
lines and said contact pins depending upon the identification of the type
of memory card inserted into said port;

wherein the means for mapping comprises a controller.

2. Apparatus according to claim 1 where said controller comprises means for
determining the type of memory card inserted into said port.

3. Apparatus according to claim 1 wherein said interconnection means is selected
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from a group consisting of simple wires, flat cables, printed circuit board
interconnections, or wiring traces.

The *847 Patent is directed generally towards flash media adapters. (/d. at Abstract.)

5. The ’549 Patent

U.S. Patent No. 7,162,549 (“the 549 Patent”), entitled “Multimode Controller for
Intelligent and ‘Dumb’ Flash Cards,” was filed on October 2, 2002, and issued on January 9,
2007. (See JX-0002). Larry Lawson Jones, Sreenath Mambakkam, Arocklyaswamy Venkidu,
and Nicholas Antonopoulos are the named inventors of the 549 Patent. (Id.)

TPL asserted claims 7, 11, 19 and 21. Claims 7 and 11 are independent claims and
claims 19 and 21 depend on claims 7 and 11, respectively. The asserted claims are (with

disputed terms in bold):

7. A method comprising:

using a controller chip to interface a flash storage system with or without a
controller to a computing device, the controller chip comprising a flash adapter,
wherein the flash storage system comprises a flash section and at least a medium
ID;

determining whether the flash storage system includes a controller for error
correction; and

in an event where the flash storage system does not have a controller for error
correction, using firmware in the flash adapter to perform operations to manage
error correction of the flash section, including bad block mapping of the flash
section in the flash storage system that is coupled to the flash adapter section.

11. A system comprising:
a computing device;

a flash storage system comprising a flash section and at least a portion of a
medium ID; and

a controller chip coupled between the computing device and the flash storage
system to interface the flash storage system to the computing device, the
controller chip comprising an interface mechanism capable of receiving flash
storage systems with controller and controllerless flash storage systems, a detector
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to determine whether the flash storage system includes a controller for error
correction and a flash adapter which comprises firmware to perform, in an event
where the flash storage system does not have a controller for error correction,
operations to manage error correction of the flash section, including bad block
mapping of the flash section in the flash storage system that is coupled to the
flash adapter section.

19. The method of claim 7, wherein the flash adapter further comprises a plurality
of interfaces for receiving a plurality of flash storage systems.

21. The system of claim 11, wherein the flash adapter further comprises a
plurality of interfaces for receiving a plurality of flash storage systems.

The 549 Patent is directed to a controller that can interface with memory cards, both with and
without onboard controllers, and perform error correction including block mapping. (/d. at

Abstract.)

6. The ’623 Patent

U.S. Patent No. 6,976,623 (“the 623 Patent”), entitled “Flash Juke Box,” was filed on
October 2, 2002, and issued on January 9, 2007. (See JX-0001). Larry Lawson Jones, Sreenath
Mambakkam, and Arocklyaswamy Venkidu are the named inventors of the ’623 Patent. (/d.)
TPL has asserted Claims 1-4, 9-12 and 17-19 of the 623 Patent. Claims 1, 9, and 17 are
independent claims. Claims 2-4 depend on claim 1, claims 10-12 depend on claim 9, and 18-19
depend on claim 17. The asserted claims read as follow (with the disputed terms in bold):

1. A memory card interface apparatus comprising:

a plurality of memory card interfaces comprising a first 30 subset to
interface with a memory card of a first type and a second subset to
interface with a memory card of a second type, wherein the memory
card of the first type and the memory card of the second type are
accessible in parallel to transfer data from the memory card of the first
type to the memory card of the second type.

2. The apparatus of claim 1, wherein at least one of the memory card
interfaces is configured to read a plurality of different memory card

types.

3. The apparatus of claim 1, wherein at least one of the memory card
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interfaces includes an indicator identifying a status of an operation for a
respective memory reader interface.

4. The apparatus of claim 1, wherein the indicator includes a light
indicating data is being written to a card in the respective memory card
interface.

9. A system comprising:
a controller circuit;
a bus coupled to the controller circuit;

a plurality of memory card interfaces comprising a first subset to
interface with a memory card of a first type and a second subset to
interface with a memory card of a second type, wherein the memory
card of the first type and the memory card of the second type are
accessible in parallel to transfer data from the memory card of the first
type to the memory card of the second type.

10. The system of claim 7, wherein at least one of the memory card
interfaces is configured to interface with a plurality of different
memory card types.

11. The system of claim 7, wherein at least one of the memory card
interfaces includes an indicator identifying a status of an operation for a
respective memory card interface.

12. The system of claim 9, wherein the indicator includes a light
indicating data is being written to a card in the respective memory card
interface.

17. A method comprising:

providing access to a plurality of memory card interfaces comprising a
first subset to interface with a memory card of a first type and a second
subset to interface with a memory card of a second type;

and selectively operating the first and second subsets to provide access
to the memory cards of the first and second types in parallel to
transfer data from the memory card of the first type to the memory
card of the second type.

18. The method of claim 17, wherein at least one of the memory card interfaces is

configured to interface with a plurality of different memory card types.

19. The method of claim 17, wherein at least one of the memory card interfaces
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includes an indicator identifying a status of an operation for a respective memory

card interface.

The 623 Patent relates generally to flash memory readers. (/d.)

D. The Products At Issue

1. The Accused Products

The accused products are listed below by respondent in charts. The claims for the patents

asserted against each product are identified in the charts. If no claims are listed, that patent is not

asserted against the product for which no claims are listed.

L s b
Aspire AX 1935
(Rev. A.)

CL9, 11,12, 14

1. 25, 26,28,29

(Rev. A)

Aspire M3970 Cl. 1-4,9-12, 17-19
Aspire AS7750 (Rev. | CL.9, 14 Cl 25,26,28,29 |ClL1,2,3 |ClL7,11,19,
B) 21
Aspire AS5349 (Rev. | CL.9 CL 25, 26

A)

Aspire AS5349 (Rev. | CL.9 Cl. 25,26

B)

Aspire S5 S5-391 CL9 Cl 25,26

Aspire V5 V5-431 CL9 Cl. 25,26

(Rev. A)

Aspire V5 V5-431 CL9 Cl 25,26

(Rev. B)

Chromebook AC700 | CL 9 Cl. 25, 26, 28, 29

(Rev. A)

Chromebook AC700 | CL 9 Cl. 25, 26, 28, 29

(Rev. B)

Aspire AS5750 (Rev. | CL.9 Cl. 25, 26, 28, 29

A)

Aspire AS5750 (Rev. | CL.9 Cl. 25, 26, 28, 29

B)

Aspire AS7750 (Rev. | CL.9 Cl. 25, 26, 28, 29

A)

Aspire AS8951G CL9 Cl. 25, 26, 28, 29

Aspire V3 V3-551 CL9 Cl. 25, 26, 28, 29
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" Aspire V3 V3-551

PUBLIC VERSION

Cl. 25, 26, 28, 29
(Rev. B)
Aspire AZ3771- CL9 Cl. 25,26
UR20P
Aspire Slimline All- | CL.9 Cl. 25, 26
in-one A5600U
Aspire All in One ClL9 Cl. 25,26
AZ1620
All in One Z3 CL9 Cl. 25,26
AZ3170
Veriton Z VZ291G CL9 Cl. 25,26
ZX4250 CL9 Cl 25, 26
Veriton N281G CL9 Cl. 25,26
Aspire M3 AM3420 | CL9 CL25,26
(Rev. A)
Aspire M3 AM3420 | CL9 Cl. 25,26
(Rev. B)
Aspire X1 AX1935 CL9 Cl. 25, 26, 28,29
(Rev. B)
SX2370 (Rev. A) CL9 Cl. 25,26
SX2370 (Rev. B) CL9 Cl. 25,26,
Revo 70 RL70 CL9 Cl. 25, 26, 28, 29

PIXMA-MG822

(CL1,3,4,7,911, 12,

3721B001AA-Group E

| 1. 25, 26, 28,
PIXMA-MG5520 Cl1,3,4,7,9,11,12, 14 Cl. 25, 26, 28,29
PIXMA-MG6220 ClL1,3,4,7,9,11,12, 14 Cl. 25, 26, 28, 29
PIXMA-MX712 ClL1,3,4,7,9,11,12, 14 Cl. 25, 26, 28, 29
PIXMA-MG5320 ClL1,3,4,7,9,11,12, 14 Cl. 25, 26, 28, 29
Colorimage CLASS ClL9 Cl25, 26,28, 29
MF9280Cdn
Colorimage Runner CL9 Cl 25, 26, 28, 29
C1030
Colorimage Runner CL9 Cl125, 26, 28,29
C1030If
SELPHY CP800 CL9 Cl25,26
SELPHY CP900 CL9 Cl25,26
Canon Multimedia CL9 Cl125, 26, 28,29
reader/writer A1
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reader/writer A1l
3721B002AA-Group E
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HP 644491-001

CL7,11,19, |

CL9, 11,12 14 ClL. 25,
21
' 6in1 Media CL9, 11,12, 14 Cl. 25, 26, 28,29 CL1,3 CL7,11,19,
Card Reader 21
HP Slimline S5-1260 | CL. 9, 11, 12, 14 Cl. 25, 26, 28, 29 CL1,3 CL7,11,19,

21

HP Pavilion HPE
Phoenix h9-1130

ClL9, 11,1214

Cl. 25, 26, -

Cl 7, 11,19,
21

Premium e-AIO

HP Photosmart 5510 ClL1,3,4,7,9,11,12, 14 Cl. 25, 26, 28, 29
HP Photosmart 5512 CL1,3,4,7,9,11,12, 14 Cl. 25, 26, 28, 29
HP Photosmart 5514 Cl1,3,4,7,9,11,12, 14 Cl. 25, 26, 28, 29
HP Photosmart 5515 Cl1,3,4,7,9,11,12, 14 Cl. 25, 26, 28, 29
HP Photosmart 5520 Cl1,3,4,7,9,11,12, 14 Cl. 25, 26, 28, 29
HP Photosmart 5522 Cl.1,3,4,7,9,11,12,:14 ClL 25, 26, 28,29
HP Photosmart 5525 Cl1,3,4,7,9,11,12, 14 Cl. 25, 26, 28, 29
HP 630/631 CL9 CL 25,26
HP2000 CL9 ClL. 25,26
HP430/431 CL9 Cl. 25,26
HP435/436 CL9 Cl 25,26
HP635/636 CL9 Cl. 25,26
Presario CQ57 CL9 Cl. 25, 26
(HP2000)

HP OfficeJet Pro 8600 | CL. 9 Cl 25,26

e-AlO

HP OfficeJet Pro 8600 | CI. 9 Cl. 25,26

Plus e-AIO

HP OfficeJet Pro 8600 | CL. 9 Cl 25,26
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RESPONDENT HEWLETT PACKARD

Model Number | '443

odel Num V By

Pavilion dv3- ClL9 Cl. 25, 26, 28, 29
m\ﬂ CL9 Cl. 25,26, 28,29
m\m CL9 Cl. 25, 26, 28,29
mm CL9 Cl. 25,26, 28,29
m CL9 Cl. 25,26, 28,29
M4 CL9 Cl. 25,26
sz CL9 Cl. 25,26
Rty ]

Pavilion dv6 CL9 Cl. 25, 26, 28, 29
_Pafondw CL9 Cl. 25, 26, 28,29
h CL9 Cl. 25,26
 Pavilion g6 | NI | c1. 9 Cl. 25,26
Pavilion g7 | NIl | C1.9 Cl. 25,26
‘ENVY S | clo Cl. 25,26

Pavilion dm!1 CL9 Cl. 25, 26, 28,29
mvs CL9 Cl. 25,26
%ﬁ CL9 Cl. 25,26
M- CL9 Cl. 25, 26, 28, 29

HP ENVY 14 CL9 Cl. 25,26

SPECTRE

HP 2000 CL9 Cl. 25,26
‘HP6SO I | Clo Cl. 25,26

Presario CQ58 HP ClL9 Cl 25,26
2000

Pavilion dm4 CL9 Cl. 25, 26
m CL9 Cl. 25,26
W CL9 Cl. 25,26
"ENVY S | C. 0 Cl. 25,26
"EnVvY 17 | C. 9 Cl. 25,26
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HP 450

HP 455 CL9 Cl. 25,26

Presario CQ58HP 2000 | Cl. 9 Cl 25,26

ENVY 14 h CL9 Cl. 25,26

Pavilion dm1 ClL9 Cl. 25, 26

ENVY 6 h CL9 Cl. 25,26

Pavilion dml ClL9 Cl. 25,26

Pavilion dv7 CL9 Cl. 25, 26

ENVY 4 h CL9 Cl. 25,26

ENVY 6 - CL9 Cl. 25,26

Pavilion m6 _ ClL9 Cl. 25, 26

Pavilion dv6 CL9 Cl. 25, 26

Pavilion dv6 CL9 Cl. 25,26

Pavilion dv7 CL9 Cl. 25,26

Pavilion dv4 CL9 Cl. 25,26

Pavilion i6 CL9 Cl. 25,26
= RESPONDENT HITI -
~ Model Number °443 : ' 424
P110S ClL9, Cl. 25, 26, 28, 29
P510S/Si CL. 9, Cl. 25, 26, 28, 29
BS-id400 CL9, Cl. 25, 26, 28, 29
S420 CL9, Cl. 25, 26, 28,29
P510K CL9 Cl. 25, 26

T570 CL9 Cl. 25, 26
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FCR-HS219/CR CL9, 11,12 Cl. 25,26, 28,29 Cl.1,2,9,10,17,18
FCR-HS219/KR CL9, 11,12 Cl. 25,26, 28,29 Cl.1,2,9,10,17,18
FCR-HS3 CL9 Cl. 25,26, 28,29 Cl. 1,9,17
FCR-MLG3 CL9 Cl. 25, 26, 28,29 Cl. 1,9,17

Cl 1-4,9-12, 17-19 |

RCR-YJ-EX601 CL9, 11,12 Cl. 25,26 | cL7,11,19,21

RCR-IM5001 CL9, 11, 12 Cl. 25, 26 Cl 1-4,9-12, 17-19
RCR-IC002 CL9, 11, 12 CI. 25, 26 ClL.7,11, 19,21 Cl 14, 9-12, 17-19
RDCR-11004 CL9, 11,12 Cl. 25,26 CL7,11,19,21 Cl 14, 9-12, 17-19
RCR-AK-IM5002 | CL.9, 11,12 Cl. 25, 26 Cl 1-4,9-12, 17-19

1cl. 25, 26, 28,29

TCL7,11,19,21

Seiko Epson Artisan .1,3,7,9,11, 14

730

Artisan 725 (Arctic ClL1,3,7,9,11, 14 Cl. 25, 26, 28,29 CL7,11,19,21
Edition)

Artisan 725 Cl.1:3,7,9.11,14 Cl. 25, 26, 28, 29 ClL7,11,19,21
Artisan 837 Cl.1,3,7,9,11,14 Cl. 25, 26, 28, 29 CL7,11,19,21
Stylus NX330 ClL1,9 Cl. 25, 26, 28, 29

Stylus NX430 CL 1,9 Cl. 25, 26, 28,29

PM 300 Cl1.9 Cl. 25, 26, 28, 29 ClL7,11,19,21
Stylus NX625 Cl. 1,9 Cl. 25, 26, 28,29 C¢l. 7, 11,19, 21
WorkForce 545 ClL 1,9 Cl. 25, 26, 28, 29 Cl.7,11,19,21
WorkForce 630 ClL1,9 Cl. 25, 26, 28, 29 Cl.7,11,19,21
WorkForce 635 CL1,9 Cl. 25, 26, 28, 29 CL7,11,19,21
WorkForce 645 CL1,9 Cl. 25, 26, 28, 29 CL 7; 11,19, 21
WorkForce 840 ClL1,9 Cl. 25, 26, 28, 29 Cl.7,11,19,21
WorkForce 845 ClL1,9 Cl. 25, 26, 28, 29 Cl.7,11,19,21
WorkForce WF-7510 | CL. 1,9 Cl. 25, 26, 28, 29 ClL7,11,19,21
WorkForce WF-7520 | Cl. 1,9 Cl. 25, 26, 28, 29 ClL7,11,19,21
Stylus NX530 CL1,9 Cl. 25, 26, 28, 29 CL7,11,19,21
XP-400 CL1,9 Cl. 25, 26, 28, 29
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Z Domestic Industry Products

TPL contends that products incorporating OnSpec chips meets the limitations of all but
the *623 Patent. TPL contends that those chips were incorporated in Addonics products (among
others). With respect to the 623 Patent, TPL contends that the products of its licensees Lenovo
and Belkin practice that patent. The technical prong products and the claims that they are

alleged to practice are listed in the chart below.

__ DOMESTIC INDUSTRY PRODUCTS _

E Mol Numbers Al a D e e

Addonics CL9 |CL2s |CL1I
ADPMAF-X

Addonics Cl1
AEPDDESU-WP

Addonics ClL 13
AEIDDSAU-WP

Lenovo H320- ClL1
4041-1JU

Belkin PM00525-A CL1

II. IMPORTATION OR SALE

Section 337 of the Tariff Act prohibits the importation into the United States, the sale for
importation, or the sale within the United States after importation by the owner, importer, or
consignees of articles that infringe a valid and enforceable United States patent. See 19 U.S.C. §
1337(a)(1)(B). A complainant “need only prove importation of a single accused product to
satisfy the importation element.” Certain Purple Protective Gloves, 337-TA-500, Order No. 17
(September 23, 2004).

TPL has entered into stipulations regarding importation with respondents HP, Dell, and
Kingston. (See JX-0087, JX-0088, and JX-0089.) Acer, Brother, Newegg-Rosewill, and Seiko
Epson do not contest TPL’s allegations regarding importation. Only Canon and HiTi assert that

TPL has failed to prove that they meet the importation requirement. (RIB at 253-256.)
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As for Acer, Brother, Newegg-Rosewill, and Seiko Epson, the ALJ finds that TPL
presented sufficient evidence to establish that these companies meet the importation requirement
of Section 337. (CX-0940C at Q/A 6-12; CX-0132C, CX-0136 (Acer); CX-0141C (Brother);
CX-0224 (Newegg-Rosewill); CX-0234C (Seiko Epson).) Accordingly, the ALJ finds that Acer,
Brother, Newegg-Rosewill, and Seiko Epson meet the importation requirement of Section 337.

As for Canon and HiTi, they admit that at least one of all of the accused products have
been imported into the United States, but they argue that TPL failed to present any evidence that
the specific entities TPL named—Canon, Inc. and HiTi Digital, Inc.—are responsible for
importation of products into the United States. (RIB at 253-256.) Canon and HiTi argue that
while TPL did ask in interrogatories “Identify, by model name and/or number, all Accused
Products that you sell in the United States...” and each of them responded to this interrogatory
identifying products, TPL never asked for clarification of either Canon’s or HiTi’s objections.
(RIB at 256.)

The ALJ finds Canon and HiTi’s arguments unpersuasive. As an initial matter, TPL
“need only prove importation of a single accused product to satisfy the importation element.”
Certain Purple Protective Gloves, 337-TA-500, Order No. 17 (September 23, 2004). Here, there
is no dispute that accused products have been imported into the United States. The presence of a
single one of those accused products in the United States clearly satisfies the importation
requirement. Moreover, it does not matter whether HiTi Digital, Inc. or Canon, Inc. themselves
have imported the products. The statute specifically states “importation into the United States,
the sale for importation, or the sale within the United States after importation by “the owner,

importer, or consignee, of articles” is prohibited. 19 U.S.C. § 1337(a)(1)(B). Neither HiTi

Digital, Inc. or Canon, Inc. argue that the accused product was not imported by an “owner,
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importer, or consignee” of the accused product. Moreover, even assuming such an argument
were to be made, the importation requirement would still be satisfied since the accused product
itself is in the United States and subject to the Commission’s in rem jurisdiction. Sealed Air
Corp. v. United States Int'l Trade Comm'n, 645 F.2d 976, 985 (C.C.P.A. 1981). Indeed, to
follow HiTi Digital, Inc. and Canon, Inc.’s arguments to its logical conclusion, the Commission
could never issue a general exclusion order as it would be necessary for the party “responsible”
for importation to be named a party to the investigation.

Beginning with HiTi, the ALJ finds its arguments fall short of the standard that the ALJ
expects of attorneys appearing before the Commission. To begin with, this defense appears to
have never been raised or preserved. While HiTi’s denies that it has “engaged in any unfair acts,
including the alleged unlawful importation into the United States, the alleged unlawful sale for
importation, and/or the alleged unlawful sale within the United States after importation™ of the
accused products in its Answer to the Complainant, its response also admits that it manufactures
the products at issue that are indisputably being imported into the United States. (HiTi Response
to the Complaint at §145.) Assuming that the conflicting answers in its Response to the
Complaint was sufficient to preserve this importation argument, the ALJ still finds that HiTi
never preserved this defense in its discovery responses or its pre-hearing brief. In response to
TPL’s interrogatory asking HiTi to “Identify . . . all of the Accused Products you sell in the
United States,” HiTi identified English language user manuals for various products. (RIB at 256
n.30.) HiTi claims, however, that because it objected, in the general objections section, that the
definition of “you” was overly broad, TPL should have known that this response to this
interrogatory was not an admission that it was importing these products. In a footnote in the

post-hearing brief, HiTi explains that its response included affiliates over which it has little
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control and TPL should have understood that. (RIB at 256 n.30.) However, HiT'i never made
such an assertion in its interrogatory response. The ALJ will not allow HiTi to amend its
interrogatory responses through a footnote in its post-hearing brief. Thus, the ALJ finds that
HiTi has admitted that it meets the importation requirement in its response to TPL’s
interrogatories.

If HiTi’s two previous forfeitures of this argument were not enough, HiTi’s discussion of
its importation argument in its pre-hearing statement is equally vague. In that submission, HiTi
stated in a footnote that it was contesting “personal jurisdiction.” (RRB at 105 (citing RPHS at 3
n.1).) HiTi argues that based on this footnote “HiTi squarely contested importation in its pre-
hearing brief.” (RRB at 105.) The ALJ does not agree with HiTi that its reference to personal
jurisdiction in a footnote “squarely raised” the issue of importation. Moreover, there is no
mention of importation in the pre-hearing brief, only this footnote in the pre-hearing statement.
If such vague allusions were allowed to preserve arguments, Section 337 investigations would
descend (further) into a morass of gamesmanship and sandbagging. If HiTi believed it had a
legitimate argument regarding importation, it must maintain that argument clearly and
unambiguously. (Ground Rule 8.1.)

With HiTi’s efforts to rewrite its discovery responses cast aside, the ALJ finds that TPL
has presented evidence that HiTi meets the importation requirement. TPL presented
interrogatory responses where HiTi identified the accused products it was selling in the United
States. (CX-0202.003.) Also, TPL presented evidence that TPL purchased the accused HiTi
products in the United States. (CX-0940C at Q&A 6-12.) Accordingly, the ALJ finds that TPL

has presented sufficient evidence to demonstrate that HiTi meets the importation requirement.
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Canon presents a more difficult case. It is beyond dispute that the accused Canon
products are imported into the United States. The question is whether Canon, Inc. is responsible
for that importation or sale after importation. However, some cases have stated that “[w]ith
regard to sale for importation, the requisite nexus exists when a respondent that sold infringing
articles knew or should have known that those articles would be subsequently exported to the
United States.” See Certain Inkjet Ink Cartridges with Printheads & Components Thereof, Inv.
No. 337-TA-723, Final Initial Determination, at 8 (January 28, 2011). Under this standard, the
ALJ finds that TPL has proved that the requisite nexus exists between Canon, Inc. and the
importation. There is no dispute that the accused products were imported into the United States
and that this importation was done by Canon’s subsidiaries and affiliates. (See CX-0152C,
Canon’s First Supplemental Response to TPL’s First Set of Interrogatories at Supplemental
Response to No. 1; CX-0940C at Q&A 6-12; CX-151; RRB at 104.) Thus, the ALJ finds that
TPL has proven by a preponderance of the evidence that Canon meets the importation

requirement.

III. JURISDICTION

In order to have the power to decide a case, a court or agency must have both subject
matter jurisdiction and jurisdiction over either the parties or the property involved. See Certain
Steel Rod Treating Apparatus and Components Thereof, Inv. No. 337-TA-97, Commission
Memorandum Opinion, 215 U.S.P.Q. 229, 231 (1981). For the reasons discussed below, the ALJ
finds the Commission has jurisdiction over this investigation.

Section 337 declares unlawful the importation, the sale for importation, or the sale after
importation into the United States of articles that infringe a valid and enforceable United States

patent by the owner, importer, or consignee of the articles, if an industry relating to the articles
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protected by the patent exists or is in the process of being established in the United States. See
19 U.S.C. §§ 1337(a)(1)(B)(I) and (a)(2). Pursuant to Section 337, the Commission shall
investigate alleged violations of the Section and hear and decide actions involving those alleged
violations.

As set forth supra in Section II, TPL has met the importation requirement. Furthermore,
Respondents do not dispute that the Commission has in personam and in rem jurisdiction. (RIB
at 16.) The Respondents have appeared at the hearing. Accordingly, the ALJ finds that
Respondents have submitted to the jurisdiction of the Commission. See Certain Miniature
Hacksaws, Inv. No. 337-TA-237, Pub. No. 1948, Initial Determination at 4, 1986 WL 379287

(U.S.I.LT.C., October 15, 1986) (unreviewed by Commission in relevant part).

IV.CLAIM CONSTRUCTION

On October 4, 2012, the ALJ issued Order No. 23: Construing the Terms of the Asserted

Claims of the Patent at Issue. Order No. 23 is incorporated herein in its entirety.

V. INFRINGEMENT DETERMINATION
A. Applicable Law

In a Section 337 investigation, the complainant bears the burden of proving infringement
of the asserted patent claims by a preponderance of the evidence. Certain Flooring Products,
Inv. No. 337-TA-443, Commission Notice of Final Determination of No Violation of Section
337,2002 WL 448690 at 59, (March 22, 2002); Enercon GmbH v. Int’l Trade Comm’n, 151 F.3d
1376 (Fed. Cir. 1998).

Each patent claim element or limitation is considered material and essential. London v.
Carson Pirie Scott & Co., 946 F.2d 1534, 1538 (Fed. Cir. 1991). Literal infringement of a claim

occurs when every limitation recited in the claim appears in the accused device, i.e., when the
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properly construed claim reads on the accused device exactly. Amhil Enters., Ltd. v. Wawa, Inc.,
81 F.3d 1554, 1562 (Fed. Cir. 1996); Southwall Tech. v. Cardinal IG Co., 54 F.3d 1570, 1575
(Fed Cir. 1995).

If the accused product does not literally infringe the patent claim, infringement might be
found under the doctrine of equivalents. The Supreme Court has described the essential inquiry
of the doctrine of equivalents analysis in terms of whether the accused product or process
contains elements identical or equivalent to each claimed element of the patented invention.
Warner-Jenkinson Co., Inc. v. Hilton Davis Chemical Co., 520 U.S. 17, 40 (1997).

Under the doctrine of equivalents, infringement may be found if the accused product or
process performs substantially the same function in substantially the same way to obtain
substantially the same result. Valmont Indus., Inc. v. Reinke Mfg. Co., 983 F.2d 1039, 1043 (Fed.
Cir. 1993). The doctrine of equivalents does not allow claim limitations to be ignored. Evidence
must be presented on a limitation-by-limitation basis, and not for the invention as a whole.
Warner-Jenkinson, 520 U.S. at 29; Hughes Aircraft Co. v. U.S., 86 F.3d 1566 (Fed. Cir. 1996).
Thus, if an element is missing or not satisfied, infringement cannot be found under the doctrine
of equivalents as a matter of law. See, e.g., Wright Medical, 122 F.3d 1440, 1444 (Fed. Cir.
1997); Dolly, Inc. v. Spalding & Evenflo Cos., Inc., 16 F.3d 394, 398 (Fed. Cir. 1994); London v.
Carson Pirie Scott & Co., 946 F.2d 1534, 1538-39 (Fed. Cir. 1991); Becton Dickinson and Co. v.
C.R. Bard, Inc., 922 F.2d 792, 798 (Fed. Cir. 1990).

The concept of equivalency cannot embrace a structure that is specifically excluded from
the scope of the claims. Athletic Alternatives v. Prince Mfg., Inc., 73 F.3d 1573, 1581 (Fed. Cir.
1996). In applying the doctrine of equivalents, the Commission must be informed by the

fundamental principle that a patent’s claims define the limits of its protection. See Charles
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Greiner & Co. v. Mari-Med. Mfg., Inc., 92 F.2d 1031, 1036 (Fed. Cir. 1992). As the Supreme
Court has affirmed:

Each element contained in a patent claim is deemed material to defining the scope
of the patented invention, and thus the doctrine of equivalents must be applied to
individual elements of the claim, not to the invention as a whole. It is important
to ensure that the application of the doctrine, even as to an individual element, is
not allowed such broad play as to effectively eliminate that element in its entirety.

Warner-Jenkinson, 520 U.S. at 29.
The Federal Circuit has recently clarified the vitiation limitation on the doctrine of
equivalents in Deere & Co. v. Bush Hog, LLC, 703 F.3d 1349 (Fed. Cir. 2012):

“Vitiation™ is not an exception to the doctrine of equivalents, but instead a legal
determination that “the evidence is such that no reasonable jury could determine
two elements to be equivalent.” The proper inquiry for the court is to apply the
doctrine of equivalents, asking whether an asserted equivalent represents an
“insubstantial difference” from the claimed element, or “whether the substitute
element matches the function, way, and result of the claimed element.” If no
reasonable jury could find equivalence, then the court must grant summary
judgment of no infringement under the doctrine of equivalents.

Id. at 1356 (citations omitted). The vitiation concept has its clearest application “where the
accused device contain[s] the antithesis of the claimed structure.” Planet Bingo, LLC v.
GameTech Int'l, Inc., 472 F.3d 1338, 1345 (Fed. Cir. 2006). As the Federal Circuit explained in
Deere, “[c]ourts should be cautious not to shortcut this inquiry by identifying a ‘binary’ choice in
which an element is either present or ‘not present.” Stated otherwise, the vitiation test cannot be
satisfied by simply noting that an element is missing from the claimed structure or process
because the doctrine of equivalents, by definition, recognizes that an element is missing that
must be supplied by the equivalent substitute.” Deere, 703 F.3d at 1356-57. The Federal Circuit
has further clarified that:

The vitiation test cannot be satisfied merely by noting that the equivalent

substitute is outside the claimed limitation's literal scope. Rather, vitiation applies

when one of skill in the art would understand that the literal and substitute

limitations are not interchangeable, not insubstantially different, and when they do
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not perform substantially the same function in substantially the same way, to
accomplish substantially the same result. In short, saying that a claim element
would be vitiated is akin to saying that there is no equivalent to the claim element
in the accused device based on the well-established “function-way-result” or
“insubstantial differences” tests.

Brilliant Instruments, Inc. v. GuideTech, LLC, 707 F.3d 1342, 1347 (Fed. Cir. 2013).

Prosecution history estoppel may bar the patentee from asserting equivalents if the scope
of the claims has been narrowed by amendment during prosecution. A narrowing amendment
may occur when either a preexisting claim limitation is narrowed by amendment, or a new claim
limitation is added by amendment. These decisions make no distinction between the narrowing
of a preexisting limitation and the addition of a new limitation. Either amendment will give rise
to a presumptive estoppel if made for a reason related to patentability. Honeywell Int’l Inc. v.
Hamilton Sundstrand Corp., 370 F.3d 1131, 1139-41 (Fed. Cir. 2004), cert. denied, 545 U.S.
1127 (2005)(citing Warner-Jenkinson, 520 U.S. at 22, 33-34; and Festo Corp. v. Shoketsu
Kinzoku Kogyo Kabushiki Co., 535 U.S. 722, 733-34, 741 (2002)). The presumption of estoppel
may be rebutted if the patentee can demonstrate that: (1) the alleged equivalent would have been
unforeseeable at the time the narrowing amendment was made; (2) the rationale underlying the
narrowing amendment bore no more than a tangential relation to the equivalent at issue; or (3)
there was some other reason suggesting that the patentee could not reasonably have been
expected to have described the alleged equivalent. Honeywell, 370 F.3d at 1140 (citing, inter
alia, Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 344 F.3d 1359 (Fed. Cir. 2003)(en
banc)). “Generalized testimony as to the overall similarity between the claims and the accused
infringer’s product or process will not suffice [to prove infringement under the doctrine of
equivalents].” Tex. Instruments, Inc. v. Cypress Semiconductor Corp., 90 F.3d 1558, 1567 (Fed.

Cir. 1996).
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To prove direct infringement, TPL must prove by a preponderance of the evidence that
each of the accused products either literally infringe or infringe under the doctrine of equivalents
the asserted claims of the asserted patents. Advanced Cardiovascular Sys., Inc. v. Scimed Life
Sys., Inc., 261 F.3d 1329, 1336 (Fed. Cir. 2001).

A party can also indirectly infringe a patent. To prevail on a claim for indirect
infringement, a patentee must first demonstrate direct infringement, and then establish that the
“defendant possessed the requisite knowledge or intent to be held vicariously liable.” Dynacore
Holdings Corp. v. U.S. Philips Corp., 363 F.3d 1263, 1272-73 (Fed. Cir. 2004). The knowledge
requirement must be met by a showing of either actual knowledge or willful blindness. Global—
Tech Appliances, Inc. v. SEB S.A.,— U.S. ——, 131 S. Ct. 2060, 2068 (2011).

Under 35 U.S.C. § 271(b), “[w]hoever actively induces infringement of a patent shall be
liable as an infringer.” “To prove induced infringement, the patentee must show direct
infringement, and that the alleged infringer knowingly induced infringement and possessed
specific intent to encourage another's infringement.” Toshiba Corp. v. Imation Corp., 681 F.3d
1358, 1363 (Fed. Cir. 2012) (internal quotations omitted).

The Supreme Court has held that “induced infringement under § 271(b) requires
knowledge that the induced acts constitute patent infringement.” Global-Tech, 131 S. Ct. at
2070. In so holding, the Supreme Court rejected the Federal Circuit's “deliberate indifference”
to a “known risk” test. Id. at 2071. It explained that the “knowledge” required under § 271(b)
could be satisfied by a showing of actual knowledge or “willful blindness.” /d. at 2068—71. The
Supreme Court explained that a defendant acts with willful blindness if she “subjectively
believe[s] that there is a high probability that a fact exists” and “take[s] deliberate actions to

avoid learning of the fact.” Id. at 2070, 2070 n.9. In contrast, a defendant who “merely knows
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of a substantial and unjustified risk of [ ] wrongdoing™ acts recklessly, and a defendant who
“should have known of a similar risk, but in fact, did not” acts negligently. Id. at 2071.
“Inducement requires evidence of culpable conduct, directed to encouraging another's
infringement, not merely that the inducer had knowledge of the direct infringer's activities.”
DSU Med. Corp. v. JMS Co., 471 F.3d 1293, 1306 (Fed. Cir. 2006) (en banc).

Under 35 U.S.C. § 271(c), “[w]hoever offers to sell or sells within the United States or
imports into the Unites States a component of a patented machine, manufacture, combination, or
composition, or a material or apparatus for use in practicing a patented process, constituting a
material part of the invention, knowing the same to be specifically made to or specially adapted
for use in the infringement of the patent, and not a staple article or commodity suitable for
substantial non-infringing use, shall be liable as a contributory infringer.” “Contributory
infringement imposes liability on one who embodies in a non-staple device the heart of a
patented process and supplies the device to others to complete the process and appropriate the
benefit of the patented invention.” Vita—Mix Corp. v. Basic Holding, Inc., 581 F.3d 1317, 1327
(Fed. Cir. 2009). To state a claim for contributory infringement, an infringer must sell, offer to
sell or import into the United States a component of an infringing product “knowing [the
component] to be especially made or especially adapted for use in an infringement of such patent,

9

and not a staple article or commodity of commerce suitable for substantial non infringing use.’
35 U.S.C. § 271(c); see Lucent Techs. v. Gateway, Inc., 580 F.3d 1301, 1320 (Fed. Cir. 2009).
As with induced infringement, a claim for contributory infringement must also contain
allegations of the requisite knowledge of the patent-in-suit at the time of infringement. Global-

Tech, 131 S. Ct. at 2068. In addition, the patentee bears the burden of proving that the accused
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products have no substantial non-infringing uses. See Golden Blount, Inc. v. Robert H. Peterson
Co., 438 F.3d 1354, 1363 (Fed. Cir. 2006).

A seller of a component of an infringing product can also be held liable for contributory
infringement if: (1) there is an act of direct infringement by another person; (2) the accused
contributory infringer knows its component is included in a combination that is both patented
and infringing; and (3) there are no substantial non-infringing uses for the accused component,
i.e., the component is not a staple article of commerce. Carborundum Co. v. Molten Equip.

Innovations, Inc., 72 F.3d 872, 876 (Fed. Cir. 1995).

B. The 443, °424, and ’847 Patents

1. Respondents Products Do Not Practice “Mapping” as Claimed

Respondents argue that their products do not have a “controller to map” or a “means for
mapping...” as identified in the claims. (RIB at 62.) Respondents note that all of the asserted
claims of the *443, *424, and 847 Patents contain a mapping requirement. The elements in

dispute as:

e acontroller chip to map at least a subset of the at least one set of contact pins to a
set of signal lines or power lines, based on an identified type of a memory media
card. (°443 Patent at Claims 1, 3, 4, 7.)

e “acontroller integrated into the multi-memory media adapter to map at least a
subset of the set of contact pins to a set of signal lines or power lines, based an
identified type of the memory media card” (*443 Patent at Claims 9, 11, 12, 14.)

e “means for mapping power, ground or data signals between said interconnection
pins and said one or more contact pins depending upon the identification of the
type of memory card inserted into said port” (424 Patent at Claims 25, 26, 28,
29.)

e “means for mapping power, ground or data signals between said signal lines and
said contact pins depending upon the identification of the type of memory card
inserted into said port; wherein the means for mapping comprises a controller”
(’847 Patent at Claim 1-3.)
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TPL asserts that these elements because Respondents products contain a controller that according
to TPL maps at least one of contact pins to a set of signal lines or power lines based on whether
the identified type of memory card is SD or MMC. (See, e.g., CIB at 67.) Some background on
the products will help make the parties’ arguments comprehensible.

It is undisputed that the controllers in the accused SD/MMC readers have signal lines that
connect the controller to the “contact pins”? on the SD/MMC readers. For the sake of this
discussion, the ALJ refers to the accused HP Photosmart 55100 printer. The HP Photosmart
55100 has a memory card reader that can read SD and MMC cards. This memory card reader
includes a memory card connector into which the user inserts the memory card, an ASIC, and
signal lines that connect the ASIC to the memory card connector. Shown below for

representative purposes is a schematic of the ASIC and connector. The ASIC controller’s pins

(CIB at 67 (citing CX-320C.1; CX-944C at Q/A1022-1023.) |

? For purposes of this discussion the ALJ is not finding that these are “contact pins” or “interconnection means”
within the meaning of the patent. The ALJ is simply using this terminology to discuss the alleged mapping.
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| (CIB at 68.) TPL contends that

| The ALY will assume that they are such

ffor the sake of this discussion. Omce again, the names and order of these points on the alleged

intercomnection pins or means will vary based on the specific controller used in the accused

products.

(CIB at 68 (citing CX-320C.4; CX-944C at Q/A1022-1023.)

It is undisputed that the table below shows the |

(CX-296C.27; CX-944C at QA1022-1023.) It is further undisputed the table below shows the

{
{
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(CX-354C.18; CX-944C at QA1022-1023.)

It is further undisputed between the parties about how the products operate and for
purposes of the discussion of this element at this level of generality, that they operate in
relatively a similar way. For example, in the HP Photosmart, TPL explains that:

[W]hen an SD card is utilized, contact pins 7, 8, 9 and 1 are assocaited with
signals DATO, DAT 1, DAT2, and DAT3 (for 4-bit data transfer). When an MMC
card is inserted, contact pin 7 is associated with a DAT signal (for 1-bit data
transfer) and contact pins 8, 9, and 1 are not utilzied. This is because SD cards
operating in SD Mode operate in 4-bit mode and MMC cards operate in 1-bit
mode. Taking the above evidence, the following tables summarize how at least a
subset of the set of contact pins are mapped to a set of signal lines based on
whether the identifed type of memory card is SD or MMC.

fhnt
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(CIB at 69-70.)

Thus, TPL argues that the controller in the accused products maps contact pins 7, 8, 9, 1,

o 3t e e R SR R R

respectively, if the identifed type of card is SD (for 4-bit data

mode). However, only contact pins 7, 1, 2, and 5 are mapped to signal lines ||| |G

respectively, if the identifed type of card is
MMC (for 1-bit data mode). (CIB at 70.)
Respondents argue that this is simply not “mapping” within the meaning of claims. First,

113

Respondents argue that the claims require that “‘mapping’ must occur between between between
disparate physical structures—contact pins at one two physical elements—the interconnection
pins/means or signal/power lines at the other end.” (RIB at 62.) Second, Respondents argue that
“mapping” cannot simply mean a pre-selected, fixed assignment of contact pins to signal/power

lines or interconnection pins/means because a fixed assignment of contact pins is contrary to the

plain language of the claims. (RIB at 62-63.) Respondents argue that the ability of a card reader
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to accommodate and distinguish between SD cards and MMC cards is nothing more than a fixed
assignment of pins. (RIB at 63.) The ALIJ considers each in turn.

TPL argues that mapping signals does not require the controller physically fix and un-fix
different contact pins to different signals or interconnction pins/means. TPL asserts that this
theory would require the controller be somehow located between the contact pins and signal lines
which TPL contends makes no sense in the context of the these patents.

The ALJ agrees that the accused products do not perform “mapping” within the meaning
of the claim elements of the 443, 424, and ’847 Patents, but not for all the reasons that

% &6

Respondents provide. The ALJ would first like to finally lay to rest Respondents’ “physically
between” arguments. Respondents have built an edifice of various convuluted arguments on a
brief discussion in the ALJ’s claim construction, while ignoring any other contrary discussion in
the same claim construction order. The discussion in question is from the ALJ’s construction of
the terms “contact pins” and “interrconnection means™:

The claim language in both the ‘424 Patent and the ‘847 Patent also support such

a construction. Claims 25 and 28 clearly indicate that the “interconnection means”

is a “separate and distinct” structure from the connection pin. Claims 25 and 28

require a “means for mapping” between “interconnection pins/means” and contact

pins. (‘424 Patent claim 25 and 28.) Thus, in order to map signals between

“interconnection pins/means” and contact pins, “interconnection pins/means” and

contact pins must be separate and distinct structures. Similarly, claim 1 of the

‘847 Patent claims an “interconnection means” that “connect[s] said signal lines

to one or more contact pins.”
Order No. 23 at 20.

In this discussion, the ALJ was attempting to decide the parties’ claim construction
dispute about whether the “contact pins” and “interconnection means” had to be separate

structures or could be the same structure. (See Order No. 23 at 18-20 (laying out the dispute

between the parties). This discussion was not directed at whether mapping requires connecting
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or creating paths between different physical structures or not. Indeed, this claim construction
dispute has matured into the lengthy infringement dispute between the parties as to whether
structures that TPL has identified as the “contact pins” and “interconnection means™ are separate
structures or not. (See RIB at 53-63.) The ALJ was not seeking to resolve anything more than
that claim construction dispute. The ALJ was simply noting that the claim language describes
these two things — the contact pins and interconnection means — as distinct things, which
supported the argument that the contact pins and interconnection means were could not be the
same thing as TPL was arguing, without rendering the claim language superfluous.

The ALJ was not deciding through that brief paragraph whether the claim imposes any
physical requirements on mapping. Indeed, the ALJ dealt (and thought he had resolved) the
parties’ disputes regarding whether mapping required altering physical connections in another
part of Order No. 23:

Respondents appear to concede that the mapping is a logical function and does

not require some physical connection be changed in the device in order to

accomplish it. Thus, TPL’s concerns that the phrase “selectively connecting™ will

be used by Respondents to argue that the controller must physically connect the

contact pins to different signal lines is also without foundation.

Order No. 23 at 29.

Now, Respondents seek impose a requirement that “[m]apping’ as disclosed and claimed
in the ’443, °424, and ’847 Patents, involves establishing a physical or logical connection
between physical point ‘A’ (i.e., ‘contact pins’) and physical point ‘B’ (i.e., interconnection
pins/means’ or ‘signal/power lines’).” (RIB at 63.) The ALIJ notes that by including the words
“logical connection”, Respondents appear to be an attempt to harmonize this argument with their
concession at the Markman stage that they wouldn’t require a physical connection be changed
for mapping to occur. However, the ALJ has no idea how one creates a logical connection or

path between two physical points for a signal (which is another physical thing) to travel. The
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testimony of Mr. McAlexander that Respondents offer (RIB at 63) on this point is
incomprehensible. It seems to use logical path and physical path the same way:

And so you have separate, distinct, identifiable, separated isolated structures, in

this case at least one set of contact pins on one side and a set of signal lines or

power lines on the other. And “to map” means to interconnect, to create a map

between these two sets of disparate or different sets of structures, such as the

contact pins and the power lines. So “to map” is to create the path. It’s to identify

the path. Now, that path can be physical, it can be logical. But there has to be a

connectivity, has to be a path that’s established. And that’s what mapping is.
(Tr. 1471:18-1427:7.)

What does make sense to the ALJ is making a logical connection between physical points
and some other data. For example, a logical connection can be made between a fixed electrical
path and the identity of the signal that travels along that path. This is what is shown in Figures 4
and 5 of the patent. Thus, as those figures demonstrate, if an xD card is inserted, the controller
knows that signal on contact pin 10 is the DO signal and can map or logically associate the
identity of that signal to that contact pin.

The ALJ finds, however, that this logical pathway leads to a point that TPL conceded:
there cannot be fixed logical assignments of signals. (Order No. 23 at 29.) And on this point,
Respondents raise an excellent and coherent argument: that the accused products cannot infringe
because the logical assignments for the various contact pins is never mapped and is fixed. (RIB
at 72-79.) The ALIJ agrees.

Respondents argue that SD and MMC cards have compatible pin configurations, and the
SD Specifications were drafted such that a single set of contact pins can accept both card types
without the need to perform the “mapping” required for incompatible pin configurations. (RIB at
72.) Respondents assert that the ability of a card reader to distinguish between SD cards and

e e R R R R T R S
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B od thus neither of these processes can constitute the claimed “mapping” of

the ’443, °424, or 847 Patents.

The ALJ finds that as can be seen above in the Figures ||l EGNEEEEE
Bl (cx-354c.18; cx-296C.27.) [
B ([0 RX-2888C at Q/A 82, 164; RX-2885C at Q/A 59, RX-

2369.0019; JX-0068.0019.) The only difference between the cards is that the data in the SD card

is four bit bus, which requires four pins for data, and the MMC card only requires one. (RX-

2369.0019; RDX-0482.) |
AR R s . o

160-79; RX-22369.0019-20; JX-0068.0019-20; RDX-0412; RDX-0480; RDX-0481.)

SUBJECT TO PROTECTIVE ORDER
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As Dr. Mercer explained, when the SD card is inserted the compatibility between the SD
and MMC cards allows the controller to begin communication with the inserted card, performing
card initialization (i.e., hand shaking) and data transfer without the need for “mapping.” (RX-
2888C at Q/A 172; RDX-0484 through RDX-0488.) Therefore, the ALJ finds that a card reader
does not need to perform the claimed mapping” to accommodate SD and MMC card types in the

same slot. (RX-2888C, Q/A 56-60; RDX-0412.)

When “Mapping” Is Not Needed

(Host)

Host Interface

1 No need for “Mapping”

» AHostis designed to accommodate multiple types of cards

» Their pin configurations are compatible
» No need to differentiate pin configurations

¥ No need for “Mapping”

¥ The asserted claims are not used and not infringed

Figure 19 (RDX-0412)

The SD and MMC card types are designed to have compatible pin configurations, and
they are treated exactly the same in the 443, *424, and 847 Patents. (See, e.g., Figs. 4 and 5 of
JX-0003, JX-0004, and JX-0006.) Therefore, the ALJ finds that a card reader does not need to
perform the claimed “mapping” to accommodate SD and MMC card types in the same slot. (RX-
2888C, Q/A 56-60; RDX-0412.)

The SD Specifications describe the initialization process as follows:
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The ALLJ finds that when a card is inserfed into a card reader, the SD Specifications

| |

| ‘ , | | (RX-2888C, Q/A 170-76.) As shown

in RDX-0487, B ; ]

[ ‘ | (RX-2888C,

Q/A 175; RDX-0487.) However, ' |

g ) | (1d.) After the

card type is identified, | i ]

| | (RX-2888C, Q/A 177-79.) However,

as Dr. Mercer explains, | 4 |
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Y (55 caino, Tr. 538:16-539:4.)

The ALJ finds that Mr. Berg explained that distinguishing between an SD and MMC
cards does not show evidence of the claimed “mapping” because, the evidence only shows that
R S A O e e R e e
(RX-2885C, Q/A 81-92; see also id. at Q/A 103-05, 110, 112-13, 119-21 (as to Acer).)
Specifically, the ALJ finds that a communication with an MMC card and communication with an
SD card occurs across a 1-bit wide data bus. (/d. at 87.) The ALJ finds that Mr. Buscaino
provided no evidence that any device ever operates using a data bus wider than 1-bit when an SD
card is inserted, and Mr. Berg explained that such functionality is optional. (/d. at 88, 91-92.)
Thus, although the ALJ notes that TPL’s arguments regarding mapping were eminently
reasonable, the ALJ finds that they have not proven that the “mapping” elements found in all the
asserted claims of the *443, *424, and 847 Patents. Accordingly, the ALJ finds that because
TPL has failed to prove the presence of all of the elements of the asserted claims, TPL has failed

to prove infringement of the asserted claims of the 443, 424, and *847 Patents.

2 Respondents’ Products Which Support Only One Memory Card Type Do
Not Infringe

Respondents contend that under the ALJ’s claim construction, the “mapping limitations
of the asserted claims of the 443, *424, and 847 Patents require that “at least some of the
contact pins must be shared by different memory card types.” (RIB at 83 (quoting Order No. 23
at 31).) Respondents argue that certain Respondents have modified products in this investigatioﬁ
or added new products that do not read from or write to MMC memory cards. (RIB at 83.)

Thus, the memory card adapters of these new and modified products only support one card type
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and do not infringe the asserted claims of the 443, *424, and *847 Patents. TPL does not dispute
this point in its post hearing briefs.

The ALJ agrees with Respondents although other aspects of “mapping” are hotly disputed
between the parties, it is essentially undisputed that card readers that can only support one type
of memory card cannot infringe the asserted claims of the *443, *424, and *847 Patents. Indeed,
Mr. Buscaino, conceded at the hearing that a product that reads SD only would not infringe the
asserted claims of the '443, *424, and *847 Patents. (Tr. 574:14-22.) Accordingly, the ALJ finds
that Respondents’ products that include a memory card reader adapter that does not support

MMC cards and only support SD cards, do not infringe the asserted claims.

C. The ’623 Patent

1. Claim 1

TPL alleges that respondents Acer, Kingston, and Newegg/Rosewill infringe claim 1 of
the *623 Patent. The three accused products include the Acer M3970, the Kingston FCR-

HS219/1, and the Rosewill RCR-YJ-EX601 (collectively, “the Accused Products).

a) “a plurality of memory card interfaces comprising a first subset to
interface with a memory card of a first type and a second subset to
interface with a memory card of a second type”

TPL asserts that the presence of “a plurality of memory card interfaces comprising a first
subset to interface with a memory card of a first type and a second subset to interface with a
memory card of a second type,” in the Acer M3970 is undisputed. (CIB at 175.) The Acer
M3970 includes a plurality of memory card interfaces, which include a first subset to interface

with a memory card of a first type, e.g., a subset to interface with a CompactFlash (“CF”) card,
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and a second subset to interface with a Secure Digital (“SD”) or MultiMediaCard (“MMC”) type
card. (/d.)

TPL also asserts that the Kingston FCR-HS219/1 includes the claimed plurality of
memory card interfaces. (/d. at 182.) The interfaces of the Kingston FCR-HS219/1 include a
first subset, which interfaces with a memory card of a first type, e.g., a subset to interface with a
CF card. (Id) The Kingston FCR-HS219/1 also includes a second subset of interfaces, which
interface with a SD or MMC type card. (Id.)

In addition, TPL argues that the Rosewill RCR-YJ-EX601 includes the claimed plurality
of memory card interfaces. (/d. at 185-86.) The Rosewill RCR-YJ-EX601 includes a first subset
of interfaces for memory cards of a first type, e.g., an XD card, and a second subset of interfaces
for memory cards of a second type, e.g., SD or MMC cards. (/d.)

Respondents do not dispute the presence of “a plurality of memory card interfaces with a
memory card of a first type and a second subset to interface with a memory card of a second
type,” in the Accused Products. (See genmerally RIB at 220-26.) The evidence shows that the
Accused Products include a first subset that interfaces with one type of memory card and a
second subset that interfaces with a second type. (CX-0944C at Q&A 457-58, 1381-82, 1479-

80.)

b) “wherein the memory card of the first type and the memory card
of the second type are accessible in parallel to transfer data from the
memory card of the first type to the memory card of the second type”
The only limitation in claim 1 of the 623 Patent that TPL and Respondents dispute is
whether the Accused Products include “wherein the memory card of the first type and the
memory card of the second type are accessible in parallel to transfer data from the memory card

of the first type to the memory card of the second type.” (CIB at 175.) In the claim construction
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order issued on October 4, 2012, the ALJ found that the plain and ordinary meaning of
“accessible in parallel” should apply. (Order No. 23 at 63.) In the order, the ALJ rejected
Respondents’ proposal to interpret “accessible in parallel” as “each transmitting or receiving data
simultaneously at a given point in time.” (/d. at 61.) The order also held that “to transfer from
the memory card of the first type to the memory card of the second type” should be given its
plain and ordinary meaning. (/d. at 69.)

TPL states that the Acer M3970 includes the claimed configuration of memory cards of a
first and second type. (CIB at 175.) In the Acer M3970, when the CF and SD cards are inserted
into the ports, the cards are accessible in parallel and data can be concurrently read from the CF
memory card and written to the SD memory card in parallel. (/d.)

TPL also asserts that the Kingston FCR-HS219/1 includes the claimed configuration of
memory cards of a first and second type. (/d. at 183.) When CF and SD cards are inserted into
ports of the Kingston FCR-HS219/1, both the CF and SD cards are accessible in parallel and data
can be concurrently read from a CF memory card and written to an SD memory card in parallel.
(Id.)

In addition, TPL argues that the Rosewill RCR-YJ-EX601 includes the claimed
configuration of memory cards of a first and second type. (Id. at 186.) When xD and SD cards
are inserted into ports of the Rosewill RCR-YJ-EX601, both the xD and SD cards are accessible
in parallel and data can be concurrently read from the xXD memory card and written to the SD
memory card. (/d.)

In response, Respondents believe the plain and ordinary meaning of “accessible in
parallel” requires that the first and second memory cards can be accessed at the same time or

during overlapping times. (RIB at 220.) This interpretation takes into account TPL’s expert’s
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statement that accessible and parallel data can be concurrently read from one type of card and
written to another type of card. (/d.)

Respondents argue that TPL’s expert, Mr. Buscaino, testified that the limitation is
satisfied if the reading and writing of the cards “appears to be at the same time to the user,” even
if the cards cannot actually be accessed in parallel. (/d. at 221.) Respondents disagree that the
claims can be interpreted this way because it defies the plain meaning of the claim limitation and
conflicts with Respondents’ expert, Dr. Wolfe, who testified that parallel requires doing two or
more things at the exact same time. (/d. at 221-22.)

Respondents base their interpretation of “accessible in parallel” on a prior art reference
raised during prosecution of the *623 Patent. (/d. at 222.) In the prosecution history, the 623
Patent was distinguished from U.S. Publication No. 2002/0178307 to Pua (“Pua”). (I/d.) Pua
does not teach or suggest that the memory cards may be accessible in parallel, but does teach
memory cards accessed in sequence. (Id.) Therefore, claim 1 of the ‘623 Patent must require
memory cards of a first and second type that can be accessed concurrently because this limitation
was used to overcome the prior art reference Pua. (/d. at 223.)

Based on Respondents’ interpretation of “accessible in parallel,” Respondents believe the
memory cards in the Accused Products cannot be accessed in parallel. (/d.) The first and second
memory cards in the Accused Products use a controller chip that includes one or more switches.
(Id. at 224.) Because of the switches, the card readers in the Accused Products can only be
accessed one at a time. (/d.) Dr. Wolfe tracked and logged all disk and memory card activity
during the file transfer operation using a Microsoft diagnostic tool. (/d. at 225.) According to
the data gathered by Dr. Wolfe, the Accused Products were only accessed in sequence, i.e., one

at a time, rather than in parallel. (/d. at 223.)
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Respondents assert that the evidence presented by Mr. Buscaino is insufficient to show
that the Accused Products are “accessible in parallel.” (RIB at 226.) Mr. Buscaino concluded
that the memory cards were “accessible in parallel” because a file can be copied from one
memory card to the other. (/d) Respondents are unconvinced that the memory cards are
“accessible in parallel” merely because data can be transferred from one memory card to another.
(Id) Mr. Buscaino’s evidence that memory cards are assigned a drive letter by Microsoft
Windows is also unpersuasive because the assignment of drive letters only indicates the host
computer is aware of the presence of each memory card, not that the memory cards are accessed
“in parallel.” (/d.)

TPL responds by focusing on the ALJ’s claim construction. (See CRB at 86.) TPL
explicitly cites from the claim construction order:

The 623 Patent contains no requirement that each memory card in

the invention will be transmitting or receiving data simultaneously

at a given point in time . . . This language does not require that the

cards function simultaneously, but rather that it be possible for

them to be in their respective slots simultaneously, so the operator

of the system can access them without taking them in and out.
(Id.; see Order No. 23 at 61.) In other words, the invention encompassed in the patent involves
multiple memory cards in memory card interfaces simultaneously. (/d.) In addition, TPL states
Respondents’ proposed construction requiring simultaneous access was expressly rejected by the
ALJ. (Id) TPL asserts that the evidence shows the Accused Products meet the “accessible in
parallel” limitation. (/d. at 87.)

Respondents reply by arguing neither TPL nor Mr. Buscaino provide any evidence in that

Respondents’ products practicing the parallel accessibility of the 623 Patent. (RRB at 43.) TPL

urges that the first and second memory cards are accessible in parallel in the Accused Products
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because data can be “concurrently” read from the first card and written to a second card, but TPL
does not provide any evidence to support the assertion. (Id.)

The ALJ finds memory cards in the Accused Products are capable of being accessed in
parallel based on his construction set forth in the Markman Order. (See CX-0944C at Q&A 460,
1384, 1482.) For each of the Accused Products, TPL provides a screen shot and explanation
describing how each product is accessed in parallel. (/d. at Q&A 460, 1384, 1482.) Specifically,
the screen shot shows files being transferred from the CF memory card in one memory port to an
SD memory card in the second memory port:

Data can be concurrently read from the CF memory card (LUNO) and

written to the to the SD memory card (LUN2). Both the CF and SD
memory cards are accessible in parallel.

As shown above, files from the CF memory card are copied to the SD
memory card. Both the CF and SD memory cards are accessible in
parallel and are capable of concurrent read/write access. See, e.g., CX-
0472C (TPL1038499), (Photo from examination at TPL on October 1%,
2012, TPL200012).

Therefore, a preponderance of the evidence shows the memory cards in the Accused Products

can be accessed in parallel. (/d.)
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Many of Respondents’ arguments focus on whether memory cards in the Accused
Products are accessed in parallel. (e.g., RIB at 220.) However, as the ALJ explained in the
Markman order, TPL only needs to show memory cards in the Accused Products are capable of
being accessed in parallel. (Order at 62.) In addition, Respondents’ evidence shows that
memory cards in the Accused Products are accessed in sequence, but that does not necessarily
mean that the memory cards are incapable of being accessed in parallel. (See RX-2891 at Q&A
137-38, 156-57, 179-80.)  Respondents’ argument regarding Pua was already addressed and
dismissed in the claim construction order. (Order at 61-62.) The claim construction order
explained that the patent applicants indicated that the memory cards claimed in the ‘623 Patent
“can be operated at a given point in time,” not that they must be operated at the same time. (/d.
at 62.)

Respondents argue that Mr. Buscaino testimony does not employ the plain and ordinary
meaning of “in parallel.” (Tr. 716:6-8 (“What I mean by ‘concurrently’ is that concurrent
appears to be happening at the same time to the user, for example . . . . ‘[Cloncurrently’ means
that it’s occurring at the same time and it’s perceived to be happening at the same time.”).)
Based on the general description of “in parallel” in the 623 Patent, the ALJ finds Mr. Buscaino’s
interpretation captures the plain and ordinary meaning. (See JX-0001.0007.) The specification
of the *623 Patent describes prior art requiring serial downloading of images from a digital
camera to flash memory. (Id) The specification also discloses an improvement over serial
downloading involving a jukebox with interfaces for different memory card types, which can be
accessed “on demand” or simultaneously. (/d.) Based on this intrinsic evidence, the memory

cards must be able to be reached at the same time. (/d) In the Accused Products, multiple

55



PUBLIC VERSION

memory cards can be inserted into memory card interfaces and, therefore, are accessible in
parallel and capable of concurrently reading and writing. (CX-0944C at Q&A 460, 1384, 1482.)
Therefore, the ALJ finds that the Accused Products meet each and every limitation of

claim 1.

2. Claim 2

Claim 2 of the ’623 Patent includes the additional limitation “at least one of the memory
card interfaces is configured to read a plurality of different memory card types.” The parties do
not dispute that the Accused Products include the claimed memory card interfaces. (CIB at 275,
183, 186; see generally RIB at 226.) TPL states that at least one of the memory card interfaces
in the Acer M3970 is configured to read a plurality of different memory card types. (CIB at 175.)
TPL also states that at least one of the memory card interfaces in the Kingston FCR-HS219/1
memory card interfaces is configured to read a plurality of different memory card types. (/d. at
183.) In addition, TPL asserts that at least one of the memory card interfaces in the Rosewill
RCR-YJ-EX601 is configured to read a plurality of different memory card types, namely SD and
MMC card types. (/d. at 186.)

The ALIJ finds that the Accused Products meet the limitation of claim 2. (CX-0944C at
Q&A 461-62, 1385-86, 1483-84.) Text adjacent to a memory card interface in each of the
Accused Products indicates different types of memory cards can be used in that interface. (/d. at
Q&A 461 (“SD MMC”), 1386 (“miniSD SD/MMC”), 1484 (“SD/SDHC/MMC/RSMMC”).)

Based on this text, the Accused Products include “at least one of the memory card
interfaces is configured to read a plurality of different memory card types.” (CX-0944C at Q&A

462, 1386, 1484.)
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3. Claim 3

Claim 3 of the *623 Patent includes the additional limitation “at least one of the memory
card interfaces includes an indicator identifying a status of an operation for a respective memory
reader.” TPL and Respondents disagree about whether the Acer M3970 and the Rosewill RCR-

YJ-EX601 include the claimed indicator of claim 3. (See CIB at 175, 186; RIB at 227.)

TPL argues that at least one of the memory card interfaces in the Acer M3970 includes an
indicator identifying a status of operating for a respective memory card interface. (CIB at 175.)
In addition, TPL states at least one of the memory card interfaces in the Rosewill RCR-YJ-
EX601 includes an indicator identifying a status of operation for a respective memory card
interface. (Id. at 186.) Both products include a light that flashes when data is being written onto
a card. (Id. at 176, 186.)

Respondents counter that TPL has not provided any evidence showing that a single light
on the Acer M3970 and the Rosewill RCR-YJ-EX601 identifies the status of an operation for a
particular memory card interface or what the light indicates. (RIB at 227.) TPL replies by
indicating Mr. Buscaino provided evidence that the Acer M3970 and the Rosewill RCR-YJ-
EX601 include the indicator element per his witness statement. (CRB at 87.) Respondents argue
that the evidence does not show a single light on the Acer M3970 and the Rosewill RCR-Y]J-
EX601 that identifies the status of operation for a particular interface or what the light indicates
when lit. (RRB at 45-46.)

The ALJ finds that the Acer M3970 and the Rosewill RCR-YJ-EX601 include the
claimed “at least one of the memory card interfaces includes an indicator identifying a status of

an operation for a respective memory reader interface.” (See CX-0944C at Q&A 463, 1485.)
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The evidence shows a light on both the Acer M3970 and the Rosewill RCR-YJ-EX601 and
explains that a flashing light indicates data is being written onto a card. (/d. at Q&A 464-65,
1485-86; CX-0559C.)

Respondents argue that TPL did not proffer evidence showing a light identifies the status
of an operation of a particular memory card interface or what the light indicates on the Acer
M3970 and the Rosewill RCR-YJ-EX601. (RIB at 227; RRB at 45-46.) However, the evidence
shows the lights indicating that data is written onto a memory card for the Acer M3970 and the
Rosewill RCR-YJ-EX601. (CX-0944C at Q&A 466, 1488; CX-0559.) The light corresponds to
the claimed indicator and a flashing light identifies the status of operation, in this case writing
onto a memory card. (/d.)

Respondents also argue that a light is not provided for each slot; however, the claim
language does not require an indicator for each memory card interface. (See RIB at 227; JX-
0001.0009 (stating “at least one of the memory card interfaces includes an indicator” (emphasis
added)).) Respondents also argue that there is no evidence that a single light identifies the status
of an operation for a particular memory card interface. (RIB at 227.) Contrary to Respondents’
assertion, the claim language does not require that the indicator only identifies the status of a
single interface. (See JX-0001.0009.) Respondents read additional limitations into the claim by
requiring that the indicator only shows the status of operation for a single interface. (See id.
(“[T]he memory card interface[] includes an indicator . . . .”).) In addition, the evidence shows a
light flashes when data is being written to a memory card. (CX-0944C at Q&A 466, 1488.) In
other words, a light flashes to indicate a status of an operation where data is being written to a
memory card. (Id. at Q&A 466, 1488.) For these reasons, Respondents arguments that the Acer

M3970 and the Rosewill RCR-YJ-EX601 do not include the indicator of claim 3 are
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unpersuasive. Therefore, the ALJ finds that the Acer M3970 and the Rosewill RCR-YJ-EX601

meet the limitations of claim 3.

4. Claim 4

Claim 4 of the *623 Patent includes the additional limitation “the indicator includes a
light indicating data is being written to a card in the respective memory card interface.” This
limitation is similar to that of claim 3. (Id.) TPL’s and Respondents’ arguments for claim 4 are
nearly identical to those for claim 3.

Consequently, the ALJ’s finding regarding the “indicator” element in claim 4 are
consistent with the findings for claim 3. The ALJ finds that the Acer M3970 and the Rosewill
RCR-YJ-EX601 include the claimed “the indicator includes a light indicating data is being
written to a card in the respective memory card interface.” (CX-0944C at Q&A 466, 1487-88.)
The evidence shows lights on the Acer M3970 and the Rosewill RCR-YJ-EX601 and explains
that a flashing light indicates data is being written onto a card. (Id. at Q&A 465-66, 1487-88;
CX-0559C.) The ALIJ also finds Respondents’ arguments unpersuasive for the same reasons set
forth for claim 3.

Therefore, the ALJ finds that the Acer M3970 and the Rosewill RCR-YJ-EX601 meet the

limitations of claim 4.

5 Claim 9
Claim 9 is similar to claim 1, but adds “a control circuit” and “a bus coupled to the

control circuit.” (CIB at 176.)
TPL’s and Respondents’ arguments regarding “accessible in parallel” in claim 1 also
apply to claim 9. (Id. at 175, 183, 186; RIB at 220.) For claim 9, TPL provides evidence of the

additional limitations “a control circuit” and “a bus coupled to the control circuit” in the Accused

59



PUBLIC VERSION

Products. (CIB at 176.) Respondents do not challenge TPL’s evidence showing the Accused
Products meet the limitations “a control circuit” and “a bus coupled to the control circuit.” (See
generally RIB at 220-26.)

TPL states that the Acer M3970 includes a universal serial bus (“USB”) connector
connected to a BCM and a Realtek RTS5181 controller. (CIB at 176.) The Realtek RTS5181
controller corresponds to the claimed .control circuit. (/d.) The USB connector corresponds to
the claimed bus. (/d.) In addition, TPL states that the Kingston FCR-HS219/1 has a USB type A
connector, or bus, that is connected to an ATech AFT655486]J controller, or control circuit. (/d.
at 183.) TPL also asserts that the Rosewill RCR-YJ-EX601 includes a USB type mini-B
connector, or bus, connected to a Realtek RTS5130 controller, or control circuit. (/d. at 187.)

The ALJ finds that the evidence shows that the Accused Products include “a control
circuit” and “a bus coupled to the control circuit.” (CX-0944C at Q&A 467-70, 1387-90, 1489-
92.) The evidence shows controllers mounted to the PCBs of the respective Accused Products.
(Id. at Q&A 468, 1388, 1490.) The evidence also shows a bus coupled to said controller. (Id. at
Q&A 470,1390,1491; CX-0473C; CX-0549C; CX-0557C.) Regarding the remaining limitations

of claim 9, the ALJ’s findings are the same as those for claim 1.

6. Claim 10

Claim 10 of the 623 Patent includes the additional limitation “at least one of the memory
card interfaces with a memory card of a first type and a second subset to interface with a memory
card of a second type.” This limitation of claim 10 is similar to that of claim 2. (JX-0001.0009.)
As with claim 2, Respondents do not dispute that the Accused Product infringe claim 10. (See

generally RIB at 226.)
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The ALJ finds that the Acer M3970 meets the limitations of claim 10 for the same
reasons they meet the limitations of claim 2. (See CX-0944C at Q&A 461-62, 475-76.)
Similarly, the ALJ finds the Kingston FCR-HS219/1 meets the limitations of claim 10 for the
same reasons set forth for claim 2. (See id. at Q&A 1385-86, 1395-96.) In addition, for the same
reasons the Rosewill RCR-YJ-EX601 meets the limitations of claim 2, the Rosewill RCR-Y]J-
EX601 also meets the limitations of claim 10. (See id. at Q&A 1483-84, 1497-98.) In summary,

the ALJ finds that the Accused Products meet the limitations of claim 10.

s Claim 11

Claim 11 of the *623 Patent includes the additional limitation “at least one of the memory
card interfaces includes an indicator identifying a status of an operation for a respective memory
card interface.” This additional limitation of claim 11 is similar to the additional limitation of
claim 3. (JX-0001.0009.) TPL’s and Respondents’ arguments regarding the “indicator” element
for claim 11 are similar to those for claim 3.

The ALJ’s findings regarding the “indicator” element in claim 3 also apply to claim 11.
The ALJ finds that the Acer M3970 and the Rosewill RCR-YJ-EX601 include the claimed “at
least one of the memory card interfaces includes an indicator identifying a status of an operation
for a respective memory card interface.” (CX-0944C at Q&A 477-78, 1499-1500.) The
evidence shows a light on both the Acer M3970 and the Rosewill RCR-YJ-EX601 and explains
that a flashing light indicates data is being written onto a card. (/d. at Q&A 477-78, 1499-1500.)
The ALJ also finds Respondents’ arguments unpersuasive for the same reasons set forth for
claim 3. |

Therefore, the ALJ finds that the Acer M3970 and the Rosewill RCR-YJ-EX601 meet the
limitations of claim 11.

61



PUBLIC VERSION

8. Claim 12

Claim 12 of the ’623 Patent includes the additional limitation “the indicator includes a
light indicating data is being written to a card in the respective memory card interface.” (JX-
0001.0009.) This limitation of claim 12 is identical to that of claim 4. (I/d) TPL’s and
Respondents’ arguments regarding claim 3, which also apply to claim 4, apply to claim 12. (See
RIB at 226-27.) TPL states that the Acer M3970 infringes claim 12 because it infringes claim 4.
(CIB at 176.) The Rosewill RCR-YJ-EX601 also infringes claim 12 because it infringes claim 4.
(/d. at 188.) Respondents do not agree that the Accused Products infringe claim 12. (RIB at
226.)

The ALJ’s findings regarding the “indicator” element in claim 3 also apply to claim 12.
Therefore, the ALJ finds that the Acer M3970 and the Rosewill RCR-YJ-EX601 include the
claimed “the indicator includes a light indicating data is being written to a card in the respective
memory card interface.” (CX-0944C at Q&A 479-80, 1501-02.) The evidence shows a light on
both the Acer M3970 and the Rosewill RCR-YJ-EX601 and explains that a flashing light
indicates data is being written onto a card. (/d. at Q&A 479-80, 1501-02.)

Therefore, the ALJ finds that the Acer M3970 and the Rosewill RCR-YJ-EX601 meet the

limitations of claim 12.

2. Claim 17

Unlike independent claims 1 and 9, independent claim 17 requires “selectively operating
the first and second subsets.” (/d.)

TPL’s and Respondents’ arguments regarding “accessible in parallel” in claim 1 also
apply to claim 17. (CIB at 176, 184, 188; RIB at 220.) For claim 17, TPL provides evidence of
the additional limitation “selectively operating the first and second subset” in the Accused
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Products. (CRB at 86.) Respondents challenge TPL’s evidence showing the Accused Products
meet the limitation “selectively operating the first and second subset.” (RRB at 44.)

TPL asserts that the claimed “selectively operating the first and second subsets to provide
access . . . in parallel” requires that the first subset be selectively operated to read or write data,
and then the second subset be selectively operated to write or read data. (CRB at 86.) Based on
the TPL’s interpretation, simultaneous read and write access to the memory cards would directly
contradict the phrase “selectively operating.” (/d. at 86-87.)

Respondents are not persuaded by TPL’s interpretation of “selectively operating.” (RRB
at 44.) Respondents identify two issues with TPL’s interpretation of “selectively operating.”
(Id.) First, the interpretation directly contradicts the plain language of claim 17. (/d.) The claim
language requires that the memory cards of the first and second types are accessed in parallel,
which is the opposite of sequential. (/d.) Second, Mr. Buscaino testified that the accessible in
parallel limitation requires data to be concurrently read from the first card and written on the
second card. (Id. at 44-45.) Because data cannot be concurrently read from the first card and
written to a second card in the Accused Products, none of Respondents’ Accused Products
infringe the asserted claims of the ‘623 Patent. (/d. at 45.)

The ALJ finds the Accused Products meet the limitation “selectively operating™ because
the Accused Products selectively operate multiple memory cards. The evidence shows that the
Accused products selectively provide access to the two different types of memory cards. (CX-
0944C at Q&A 483-84, 1399-1400, 1503-05.) The evidence further shows that memory cards in
the Accused Products are capable of being accessed in parallel. (See id. at Q&A 483-4, 1399-
1400, 1505.) As with claim 1, the evidence includes a screen shot that shows files being

transferred from one memory port to the second memory port. (Id. at Q&A 484, 1399, 1505.)
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Therefore, a preponderance of the evidence shows the memory cards in the Accused Products
can be accessed in parallel. (/d.)

TPL also argues that Respondents induce infringement of claim 17. (CIB at 176, 184,
188.) TPL states that Acer instructs end users to use the Acer M3970 in accordance with the
claim 17 and, therefore, induces infringement by the users. (/d. at 176.) Because the Acer
M3970 includes the structure of claim 17, as shown in claim 1, The product practices each
element of claim 17. (/d.)

Similarly, TPL asserts that Kingston induces users to infringe claim 17 through use of the
Kingston FCR-HS219/1. (Id. at 184.) The Kingston FCR-HS219/1 provides access to a
plurality of memory card interfaces comprising a first subset to interface with a memory card of
a first type and a second subset interface with a memory card of a second type. (/d.) Kingston
induces end users to insert a first type of memory card into one interface, e.g., CF interface, and
a second type of interface, e.g., MMC and SD interface, as evidence by the ports available with
card indications instructing end users where to insert different card types. (I/d.) The Kingston
FCR-HS219/1 selectively operates the first and second subsets, e.g., CF, SD, and MMC, to
provide access to the memory cards of the first and second types in parallel to transfer data from
the memory card of the first type to the memory card of the second type. (/d. at 185.)

In addition, TPL states Rosewill induces users to infringe claim 17. (/d. at 188.) TPL
argues that Rosewill induces users to insert a first type of memory card into one interface, e.g.,
xD interface, and a second type into another interface, e.g., MMC and SD interface, as evidenced
by the ports that Rosewill makes available on the Rosewill RCR-YJ-EX601. (Id.) The
Rosewill also induces users of the Rosewill RCR-YJ-EX601 to practice the limitation

“selectively operating the first and second subset to provide access to the memory cards of the
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first and second types in parallel to transfer data from the memory card of the first type to the
memory card of the second type,” JX-0001.0009. (Id.) Specifically, Rosewill induces users to
use the Rosewill RCR-YJ-EX601 in which at least one of the memory card interfaces is
configured to interface with a plurality of different memory card types. (/d. at 189.)

In response to TPL’s claim that the Respondents induce infringement of claim 17 through
its users, Respondents argue that TPL failed to present evidence that an entity practiced the
method recited in claim 17. (RIB at 227.) To prove induced infringement, TPL must show that
a witness, other than the experts involved in the investigation, used an accused product to
practice the claimed method. (/d) Respondents further argue that TPL has waived any
arguments relating to induced infringement because TPL did not raise it in its Pre-Hearing Brief.
(RRB at 46-47.)

As an initial matter, the ALJ finds that TPL has waived any argument of induced
infringement. Ground Rule 8.1(f) states, in relevant part:

A statement of the issues to be considered at the hearing that sets forth with

particularity a party's contentions on each of the proposed issues, including

citations to legal authorities in support thereof. Any contentions not set forth in

detail as required herein shall be deemed abandoned, or withdrawn, except for

contentions of which a party is not aware and could not be aware in the exercise

of reasonable diligence at the time of filing the pre-hearing statements.

There is nothing in TPL’s pre-hearing brief that discusses induced infringement of the 623
Patent. Thus, pursuant to Ground Rule 8.1(f), the ALJ finds that TPL has waived that argument.

Moreover, even if the ALJ were to consider induced infringement, the ALJ finds that
TPL has failed to present any “evidence of culpable conduct, directed to encouraging another's
infringement, not merely that the inducer had knowledge of the direct infringer's activities.” (See
DSU Med. Corp. v. JMS Co., 471 F.3d 1293, 1306 (Fed. Cir. 2006) (en banc); CX-0944C at
Q&A 481-82, 1379-80, 1401-08, 1507-08 (lacking proof of Respondents’ intent and knowledge).)
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Consequently, the ALJ finds that TPL has failed to show that Respondents induce infringement
of claim 17. As discussed, infra Section V.D.1, TPL has failed to satisfy the requirements for
Certain Electronic Devices with Image Processing Systems, Components Thereof, and
Associated Software, Inv. No. 337-TA-724, Commission Op. (December 21, 2011), for this

method claim, because it has failed to show induced infringement at the time of importation.

10. Claim 18

Claim 18 of the *623 Patent includes the additional limitation “at least one of the memory
card interfaces is configured to interface with a plurality of different memory card types.” This
limitation is similar to that in claims 2 and 10. (/d.) Like claim 2, Respondents do not appear to
dispute that the Accused Products include the additional limitation of claim 18. (RIB at 226-27.)

The ALJ finds that the Accused Products meet the limitation of claim 18. (CX-0944C at
Q&A 485-86, 1401-02, 1507-8.) Text adjacent to a memory card interface in each of the
Accused Products indicates different types of memory cards can be used in that interface. (/d. at
Q&A 486, 1402, 1508.) Based on this text, the Accused Products include “at least one of the
memory card interfaces is configured to read a plurality of different memory card types.” (CX-
0944C at Q&A 486, 1402, 1508.)

TPL states that Acer induces end users to use the Acer M3970 wherein at least one of the
memory card interfaces is configured to interface with a plurality of different memory card
types—one interface for CF or MD and one for SD or MMC. (CIB at 177.) TPL also states the
Kingston FCR-HS219/1 includes at least one memory card interface configured to interface a

plurality of different memory card types. (/d. at 185.) In addition, TPL asserts Rosewill induces
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users to use the Rosewill RCR-YJ-EX601, at least one of the memory card interfaces is
configured to interface with a plurality of different memory card types. (/d. at 189.)

As set forth supra, the ALJ finds that TPL has waived any arguments relating to induced
infringement. Nevertheless, the ALJ further finds that TPL failed to prove the knowledge and
intent required for induced infringement. (Id. at Q&A 485-86, 1401-02, 1507-8 (lacking proof
of Respondents’ intent and knowledge).) Consequently, the ALJ finds that TPL has failed to
show that Respondents induce infringement of claim 18. As discussed, infra Section V.D.1, TPL
has failed to satisfy the requirements for Certain Electronic Devices with Image Processing
Systems, Components Thereof, and Associated Software, Inv. No. 337-TA-724, Commission Op.
(December 21, 2011), for this method claim, because it has failed to show induced infringement

at the time of importation.

11. Claim 19

Claim 19 of the ‘623 Patent includes the additional limitation “at least one of the memory
card interfaces includes an indicator identifying a status of an operation for a respective memory
card interface.” This limitation is identical to claims 3 and 11. (/d.) Respondents disagree that
the Acer M3970 and the Rosewill RCR-YJ-EX601infringe claim 19. (RIB at 226.) TPL’s and
Respondents’ arguments regarding the “indicator” of claim 3 also apply to claim 19.

The ALJ’s findings regarding the “indicator” element in claim 3 also apply to claim 19.
Therefore, the ALJ finds that the Acer M3970 and the Rosewill RCR-YJ-EX601 include the
claimed “at least one of the memory card interfaces includes an indicator identifying a status of
an operation for a respective memory card interface.” (CX-0944C at Q&A 487-88, 1509-10.)
The evidence shows a light on both the Acer M3970 and the Rosewill RCR-YJ-EX601 and
explains that a flashing light indicates data is being written onto a card. (/d. at Q&A 487-88,
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1509-10.) The ALJ also finds Respondents’ arguments unpersuasive for the same reasons set
forth for claim 3.

TPL states Acer induces users to use the Acer M3970 wherein at least one of the memory
card interfaces includes an indicator identifying a status of an operation for a respective memory
card interface as shown for claim 11. (CIB at 177.) TPL also asserts that Rosewill induces users
to use the Rosewill RCR-YJ-EX601 in a manner that infringes claim 18. (/d. at 189.) In the
Rosewill RCR-YJ-EX601, at least one of the memory card interfaces includes an indicator
identifying status of an operation for a respective memory card interface. (/d. at 188-89.)

As set forth supra, the ALJ finds that TPL has waived any arguments relating to induced
infringement. Nevertheless, TPL failed to prove the knowledge and intent required for induced
infringement. (See id. at Q&A 487-88, 1509-10 (lacking proof of Respondents’ intent and
knowledge).) Consequently, the ALJ finds that TPL has failed to show that Respondents induce
infringement of claim 19. As discussed, infra Section V.D.1, TPL has failed to satisfy the
requirements for Certain Electronic Devices with Image Processing Systems, Components
Thereof, and Associated Sofiware, Inv. No. 337-TA-724, Commission Op. (December 21, 2011),
for this method claim, because it has failed to show induced infringement at the time of

importation.

12. Conclusion

As set forth supra, the ALJ finds that the Accused Products meet the limitations of claims
1-4, 9-12 and 17-19. However, the ALJ finds that TPL has waived any arguments that
Respondents induce infringement of claims 17-19. The ALJ further finds that TPL has failed to
satisfy the requirements for Certain Electronic Devices with Image Processing Systems,

Components Thereof, and Associated Software, Inv. No. 337-TA-724, Commission Op.
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(December 21, 2011), for this method claim, because it has failed to show induced infringement

at the time of importation for claims 17-19.

D. The ’549 Patent
1. The Commission’s Decision in Electronic Devices Does Not Prevent a Finding
of Importation

Respondents initial argument regarding the 549 Patent is that there can be no violation of
Section 337 under the Commission’s recent opinion in Certain Electronic Devices with Image
Processing Systems, Components Thereof, and Associated Software, Inv. No. 337-TA-724,
Commission Op. (December 21, 2011) (“Electronic Devices™), because there is no proof of any
infringement of the *549 Patent at the time of importation. (RIB at 166-171.) To understand this
argument, the ALJ must explain the holding of the recent Commission decision in Electronic
Devices.

The Commission Opinion in Electronic Devices begins its analysis by looking at the
language of Section 337. See Electronic Devices, Comm’n Op. at 12-13. The Commission
explained that “[t]he plain language of the statute identifies three specific acts that may form the
basis of a violation of section 337: importation, selling for importation, and selling after
importation.” /d. at 13. The Commission explained that the statute then specifies in list form the
categories of articles that must be involved in the proscribed acts. Id. At issue in Electronic
Devices (and in this investigation) is the first category in that list—"articles that — infringe” a
U.S. Patent. Id (quoting 19 U.S.C. § 1337(a)(1)(B)(i)). The Commission explained that
“Ib]ecause the statute specifies that the articles in question must ‘infringe,” an importation
analysis that ignores the question of infringement would be incomplete.” (/d. (footnote omitted).)

The Commission then looked to the definition of “infringe” found in 35 U.S.C. § 271. (Id.)
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Based on that section of the patent statute, the Commission held that Section 337(a)(1)(B), the
Commission held that “articles that — infringe” refers to articles that directly or indirectly
infringe. (/d.) The Commission then further held that the “infringement, direct or indirect, must
be based on the articles as imported to satisfy the requirements of Section 337.” (Id. at 13)
(emphasis added).

For the apparatus claims (claims 11 and 21), Respondents are correct that at importation
the accused devices do not include, at the very least, a “flash storage system.*” Indeed, TPL
does not dispute that the products at importation lack at least this element. Thus, TPL concedes
that the accused products do not directly infringe claims 11 and 21 at importation. (CIB at 217-
219.) Instead, TPL contends that Respondents indirectly infringe claims 11 and 21 at
importation because TPL contends that Respondents induce infringement of claims 11 and 21.
TPL bases its claims of inducement on an allegation that the accused devices are intended to be
combined with “flash storage system™ and a “computing device” for the products that also lack
that element. This contention presents an interesting question not fully explored in Electronic
Devices—whether an imported component can induce infringement of system claims at
importation, where the allegedly infringing system is assembled after importation. In order to
begin to understand the answer to that question, we must look at the Commission’s discussion of
method claims in Electronic Devices.

With respect to method claims, the Commission further held in Electronic Devices that
the practice of an asserted method claim within the United States after importation cannot serve
as the basis for an exclusion order. Electronic Devices, Comm’n Op. at 17. This holding arises

because an article, standing alone, cannot directly infringe a method claim. Id.; see also Cardiac

3 Respondents are also correct that some of the products also lack a “computing device” as required by the claims,
but for the same reasons as discussed above for flash storage system that is not significant.
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Pacemakers, Inc. v. St. Jude Medical, Inc., 576 F.3d 1348, 1364 (Fed. Cir. 2009). A method
claim is infringed only where someone performs all of the claimed method steps. See NTP v.
Research in Motion, Ltd., 418 F.3d 1282, 1318 (Fed. Cir. 2005) (“[T]he use of a [claimed]
process necessarily involves doing or performing each of the steps recited.”); Joy Techs., Inc. v.
Flakt, Inc., 6 F.3d 770, 775 (Fed. Cir. 1993) (“A method claim is directly infringed only by one
practicing the patented method”).

The Commission ruled that complainant did not have a legally cognizable claim that
respondent violated the statute by using articles within the United States when infringement
allegedly occurred by virtue of that use. Electronic Devices, Comm’n Op. at 19 (“domestic use
of such a method, without more, is not a sufficient basis for a violation of Section
337(a)(1)(B)(i)”).v Nevertheless, the Commission stated that the complainant “might have proved
a violation of section 337 if it had proved indirect infringement” of the method claim. Id The
Commission cited, as an example, Certain Chemiluminescent Compositions, and Components
Thereof and Methods of Using, and Products Incorporating the Same, Inv. No. 337-TA-285,
USITC Pub. 2370, Order No. 25 (Initial Determination) at 38 n. 12 (March 1991), in which “the
ALJ found that the ‘importation and sale’ of the accused articles constituted contributory and
induced infringement of the method claim at issue in that investigation.” Electronic Devices,
Comm’n Op. at 18 n. 11.

Thus, TPL can, at the very least, meet the importation requirement for its method claims
(claims 7 and 9) if it can show that the importation and sale of the accused articles constitutes
contributory or induced infringement of the method claims. Furthermore, the ALJ extends the
reasoning of Electronic Devices to conclude that if TPL can show the importation and sale of the

accused articles constitutes contributory or induced infringement of the apparatus claims (claims
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11 and 21), then TPL can also meet the importation requirement for those claims as well. The
ALJ notes that there is some internal tension in reasoning of Electronic Devices. For instance,
while Electronic Devices holds the domestic use of a method cannot serve the basis for meeting
the importation requirement, proof of induced infringement will likely rest on proof of domestic
use of the method (i.e., domestic direct infringement). See Mirror Worlds, LLC v. Apple, Inc.,
692 F.3d 1351 (Fed. Cir. 2012) (“Inducement of infringement requires that there be a showing of
an underlying act of direct infringement.”).

Moreover, the ALJ further notes that the facts in this case differ from Chemiluminescent
Compositions, which was cited by the Commission as an example of the application of indirect
infringement to meet the importation requirement. In Chemiluminescent Compositions, the
accused device (glow-in-the-dark necklace) as imported was a product that need not be
combined with any other product in order to be used in an infringing manner. Chemiluminescent
Compositions, Order No. 25 (Initial Determination) at 7-8. The present investigation more
closely resembles the ALJ’s recent decision in Certain Gaming and Entertainment Consoles,
Related Software, and Components Thereof, Inv. 337-TA-752, Final Initial Remand
Determination (March 25, 2012) (“Gaming and Entertainment Consoles) (unreviewed). In the
present in investigation and in Gaming and Entertainment Consoles, to practice the asserted
method claims, the accused devices must be used in conjunction with a separate device. In
Gaming and Entertainment Devices, the accused device, Microsoft’s Xbox 360 system, was
accused of infringing the asserted method claims when it was used with a wireless accessory,
such as a wireless controller. (Gaming and Entertainment Consoles, Final IRD, at 13.) This is
similar to the asserted method claims in this investigation where the accused devices must be

used in conjunction with a flash memory card in order to infringe.

72



PUBLIC VERSION

However, the ALJ believes that neither the tension in Electronic Devices nor the
differences between this investigation and Chemiluminescent Compositions alters the conclusion
that TPL can meet the importation requirement if it can prove that the importation and sale
induces infringement or is contributory infringement of the asserted apparatus and method claims
of the ’549 Patent. TPL does not allege that Respondents have committed contributory
infringement, so the sole question is whether the Respondents induce infringement of the

apparatus and method claims through their importation and sale of the accused devices.

2. Induced Infringement
As was explained above, the Patent Act provides that a party who “actively induces

infringement of a patent shall be liable as an infringer.” 35 U.S.C. § 271(b). Inducement of
infringement requires that there be a showing of an underlying act of direct infringement. See
Linear Tech. Corp. v. Impala Linear Corp., 379 F.3d 1311, 1326 (Fed. Cir. 2004). “[I]nduced
infringement under § 271(b) [also] requires knowledge that the induced acts constitute patent
infringement.” Global-Tech, 131 S. Ct. at 2068. The ALJ finds that TPL fails to show that the
accused products directly infringe the asserted claims for at least two reasons. Thus, TPL has
failed to show Respondents induce infringement of the asserted claims.

a. Direct Infringement

(1) Disputed Claim Elements

Beginning with direct infringement, Respondents argue that the following limitations of

independent claims 7 and 11 are not met by the accused products:

Claim 7: “determining whether the flash storage system includes a controller for
error correction.” (JX-0002, 30:30-31.)

Claim 11: “a detector to determine whether the flash storage system includes a
controller for error correction.” (Id. at 30:57-59.)
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Claim 7: “in an event where the flash storage system does not have a controller for
error correction, using firmware in the flash adapter to perform operations
to manage error correction of the flash section, including bad block
mapping of the flash section in the flash storage system that is coupled to
the flash adapter section.” (Id. at 30:32-37.)

Claim 11: “a flash adapter which comprises firmware to perform, in an event where
the flash storage system does not have a controller for error correction,
operations to manage error correction of the flash section, including bad
block mapping of the flash section in the flash storage system that is
coupled to the flash adapter section.” (Id. at 30:59-65.)

These four limitations fall into two groups. The first group consists of the “determining”
and “detector” limitations of claims 7 and 11, respectively. The second group consists of the
“using firmware” and “firmware” limitations of claims 7 and 11, respectively.

Respondents argue that the “plain language” of claims 7 and 11 require the affirmative
step of determining whether the flash memory has a controller for error correction. (RIB at 171.)
Respondents assert that this requires more than simply detecting or determined the type of
memory card inserted. (RIB at 172.) Respondents argue that the accused products neither
determine whether there is a controller nor contain a detector to determine whether there is a
controller. (RIB at 172-174.) Instead, Respondents contend that their products merely utilize
third-party controllers that detect the insertion of a card, identify the type of card inserted, and
interface with the asserted card pursuant to the appropriate flash memory card standard. (RIB at
173-174.) Respondents assert that “[a]t no point do the third-party controllers—or any other
component in the Respondents’ accused products—determine whether the inserted card has a
controller as required by claims 7 and 11, as no such determination is necessary.” (RIB at 174.)
Respondents further assert that TPL’s expert conceded this. (RRB at 37 (citing Tr. 743:24-45:7).)

Respondents contend that their expert testified that the controllers in the accused products have

many sections and interfaces, and that depending on the detection of the type of card inserted or
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the slot into which the card is inserted, the controller will use the appropriate controller
subsection to interface with the card. (RRB at 38.) Respondents argue that this confirms that the
accused products to not meet the determining/detector limitations because the accused products
do not need to determine whether the inserted card has a controller for error correction. (RRB at
38.)

TPL responds that these arguments have no merit. TPL contends that nothing in the
claims requires that the controller chip must physically detect the presence of a controller for
error correction in an inserted flash memory card. (CIB at 216.) TPL further argues that the
claims only require that the controller chip determine whether inserted card has a controller for
error correction. (CRB at 76.) TPL asserts that the claims are open ended and do not preclude
the controller chip from making this determination by identifying the type of card and knowing
that that card type does or does not have a controller for error correction. (CRB at 76.) TPL
responds that to the extent that the controller needs to detect the physical presence of a controller
within the xD flash storage system to meet this element, there would still be infringement under
the doctrine of equivalents. (CIB at 217.)

The ALJ agrees with Respondents that the accused products do not meet this limitation.
The ALJ finds that this result is compelled by the language of the claims. Claim 7 requires
“determining whether the flash storage system includes a controller for error correction.” There
is no dispute between the parties that the products do not explicitly determine if the flash storage
system contains a controller or not. (Tr. 743:24-745:7; see also CX-0944C, Q&A 764-65, 774-
75, 787-88, 797-98 (Dell); 1595, 1605 (Epson).) Instead, the accused products all simply
determine what type of memory card has been inserted into the slot. (See, e.g., Buscaino Tr.

555:4-561:1, 743:24-745:7;, CX-0944C at Q/A 764-65, 774-75, 787-88, 797-98 (Dell), RX-
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2884C, Q/A 543 (Brother); 1205-06, 1231-32 (HP), 1456-57, 1466-67 (as to Newegg/Rosewill);
CX-0944C, Q/A 1594-95, 1604-05 (Seiko Epson); 81-88j, 102-1 (as to Acer).) The ALJ agrees
with Respondents that because there is no actual determination of whether a controller exists,
then the accused products cannot meet the literal language of the claims. (Brother: RX-2884C,
Q/A 146-52, 154-74; 186-202; RX-1341C.0007; RX-2386; RX-2376C; RX-0587C; RDX-0270C;
Banerjee, Tr. 1421:21-1422:6, 1422:17-1423:13; Dell: RX-2884C, Q/A 242-63, 278-95, 311-35,
351-68; RDX-277C, RDX-281C; RX-3192.0001-20; RX-3162C.9-11; RX-3167C.0004-8; RX-
3168C.0001-2; CX-0944C, Q/A 765, 775, 788, 798; Seiko Epson: RX-2884C, Q/A 621-38, 648-
49, 653-70, 680-81; RX-3419C.0006, RX-3426C.0005, .0009, RDX-0290C; RDX-0291C; CX-
0944C, Q/A 1595, 1605; Acer: RX-2884C, Q/A 81-88, 102-13; HP: RX-2884C, Q/A 489;
Newegg/Rosewill: RX-2884C, Q/A 536-43, 564-72; CX-0322.0007.0009; RDX-0285; CX-
0944C, Q/A 1457, 1467.)

The ALJ finds that this same argument applies with even greater force to Claim 11. The
ALJ finds that the plain language of Claim 11 requires that the accused products contain “a
detector to determine whether the flash storage system includes a controller for error correction.”
(See RX-2884C, Q/A 38-46.) There is simply no such “detector” in the accused products. Thus,
they do not infringe Claim 11. (Brother: RX-2884C, Q/A 146-52, 154-74; 186-202; RX-
1341C.0007; RX-2386; RX-2376C; RX-0587C; RDX-0270C; Banerjee, Tr. 1421:21-1422:6,
1422:17-1423:13; Dell: RX-2884C, Q/A 242-63, 278-95, 311-35, 351-68; RDX-277C, RDX-
281C; RX-3192.0001-20; RX-3162C.9-11; RX-3167C.0004-8; RX-3168C.0001-2; CX-0944C,
Q/A 765, 775, 788, 798; Seiko Epson: RX-2884C, Q/A 621-38, 648-49, 653-70, 680-81; RX-

3419C.0006, RX-3426C.0005, .0009, RDX-0290C; RDX-0291C; CX-0944C, Q/A 1595, 1605;
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Acer: RX-2884C, Q/A 81-88, 102-13; HP: RX-2884C, Q/A 489; Newegg/Rosewill: RX-2884C,
Q/A 536-43, 564-72; CX-0322.0007.0009; RDX-0285; CX-0944C, Q/A 1457, 1467.)

At bottom, TPL’s infringement argument for this element is a doctrine of equivalents
argument, not a literal infringement argument. TPL is arguing that detecting or determining the
type of the card effectively detects or determines whether there is a controller or not. However,
the ALJ cannot ignore the explicit claim language for literal infringement. See Key Mfg. Group,
Inc. v. Microdot, Inc., 925 F.2d 1444 (Fed. Cir. 1991). Thus, because the literal claim language
requires a “detector” or “determining” whether or not there is a controller and the products do
not do this, there can be no literal infringement.

As for TPL’s doctrine of equivalent arguments, the ALJ finds that they are waived.
These arguments were not presented in TPL’s expert’s direct witness statement or in its pre-
hearing brief. See Ground Rule 8. Thus, the ALJ declines to find that this claim element is met
by the doctrine of equivalents.

The other disputed limitation of the 549 Patent relates to whether the accused products
have “firmware” for “error correction” such as “bad block mapping.” (RIB at 174-177.)
Respondents argue that TPL has failed to show that the accused products meet this requirement,
which is found in all of the asserted claims. This dispute is narrow. It is undisputed (or at least
not seriously disputed) that “error correction,” such as bad block mapping, is an essential
function of any memory system using the memory cards that are at issue here (xD). It also
appears to be undisputed that any error correction must be performed in the accused product
(because the accused readers involve xD cards that lack a controller within the card). The
dispute, as the ALJ understands it, is whether TPL has proven that Respondents’ products use

firmware to accomplish this. Respondents note that Mr. Buscaino testified that he did not look at
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any firmware in the Respondents’ accused products or do any testing on any of the Respondents’
accused products to determine if the accused products had firmware to perform the required error
correction and bad block mapping functions. (RIB at 175.) Rather, Respondents argue that the
documents Mr. Buscaino does rely upon do not support his opinion that the Respondents’
accused products use firmware to accomplish the error correction. (RIB at 175.) Respondents
assert that these documents relating to third-party controller chips utilized in the accused
products make no reference to firmware that performs error correction or bad block mapping,
and they provide no explanation as to how any such operation would be or are allegedly
performed. (RIB at 175.) Respondents contend that these documents indicate that card-specific
interface operations are performed by card-specific hardware interfaces within the host controller,
not by the general microprocessor to which Mr. Buscaino points. (RIB at 175-176.)
Respondents assert that to the extent the documents for certain third party controllers disclose
performance of error correction, they do so by stating error correction is performed by hardware
without any mention of firmware. (RIB at 176.)

Respondents argue that the evidence shows that using firmware in the flash adapter is not
the only way to accomplish error correction and bad block mapping for xD cards, and TPL’s
reliance on the xD standard to demonstrate that Respondents’ products allegedly meet the
“firmware” limitation is insufficient. (RIB at 176.) Respondents assert that there is no mention
of firmware for error correction or bad block mapping in these documents. (RIB at 177.)
Respondents further argue that some documents regarding components used in the accused
products indicate that those products do not use firmware to accomplish error correction or bad
block mapping. (RRB at 39.) Respondents contend that because the standard “does not provide

the level of specificity required to establish that practicing that standard would always result in
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infringement” or the standard is optional or can be implemented in different ways, reliance on
that standard is insufficient as a matter of law. (RRB at 40 (quoting Fujitsu Ltd. v. LG Elecs.,
Inc., 620 F.3d 1321, 1327-28 (Fed. Cir. 2010)).)

TPL argues that in light of all the other evidence it submitted and Mr. Buscaino reviewed,
there was no need for Mr. Buscaino to review the firmware code of the accused products. (CRB
at 77.) TPL points to evidence including the datasheets for the microprocessor controller, the xD
memory card specification, testimony by its expert, and testimony by Respondents’ expert that
software or firmware would have to perform the error correction and bad block mapping. (See,
e.g., CIB at 197, 200-201, 206-207, 211-212, 214-215; CRB at 77-78.) TPL argues that this is
more than sufficient to show that the accused products meet this claim limitation.

While it is a close call and there is a reasonable likelihood that the accused products use
firmware, the ALJ finds that TPL has failed to show that the accused products meet this claim
limitation by a preponderance of the evidence. The ALJ finds that the XD specification says
nothing about firmware or how the bad block mapping and error correction are done. (CX-
359C.22-25.) Thus, the xD specification cannot, by itself, prove that firmware is used. The
same problem exists for the various controller chip specifications for the controller chips used in
the accused products that TPL cites. While those controller chip specifications do contain block
diagrams showing that the controller chips have a CPU and ROM, none of the specifications
cited by TPL discuss firmware or by themselves prove that the bad block mapping is performed
by firmware. Mr. Buscaino’s testimony is similarly inadequate. Mr. Buscaino simply testifies
that “firmware executed” by each controller performs the bad block mapping. (See, e.g., CX-
0944C at Q/A 403.) But he fails to explain how he reaches the conclusion that firmware is used

to perform these functions. He only cites to the XD specification and the various controller chip
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specifications, but as discussed above, those specifications do not establish that firmware is used
to perform these functions. The ALJ finds that without some reasoning, explanation, or specific
evidence to support his conclusion that firmware is performing these functions, Mr. Buscaino’s
conclusory testimony that firmware performs these functions is inadequate. Finally, TPL points
to testimony by Dr. Banerjee where TPL contends that Dr. Banerjee “confirmed” that the
accused products meet this limitation. (CIB at 197; see also CRB at 77 (citing Tr. 1375:19-
1403:16).) The ALJ has reviewed this testimony and while Dr. Banerjee admitted that bad block
mapping would require either firmware or software, he did not admit that this must be performed
by firmware. If one reviews the entire testimony, he makes clear that it could be performed by
software saved elsewhere and not necessarily by firmware, which he defined as software
permanently saved to the ROM. (Tr. 1375:19-1403:16.) Thus, even this testimony does not
establish by a preponderance of the evidence that firmware is performing these functions.

The ALIJ notes that if Mr. Buscaino provided additional reasoning for why he reached the
conclusion he did, the ALJ would be able to give more weight to his testimony. However,
without any explanation for how he reached his conclusion and given the uncertainty about
whether firmware, software, or even hardware are used to perform error correction and bad block
mapping, the ALJ cannot find that TPL met its burden of proof regarding this element.

TPL failed to show that the “determining/detector” and “bad block/firmware” limitations
were met. Therefore, there is no direct infringement of the independent claims.

2) Dependent Claims 19 and 21

Claims 19 and 21 depend on independent claims 7 and 11 respectively. Inasmuch as
each claim limitation must be present in an accused device in order for infringement to be

found (either literally or under the doctrine of equivalents), a device cannot infringe a
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dependent claim if it does not practice every limitation of the independent claim from which it
depends. See Warner-Jenkinson Co., 520 U.S. at 40; Monsanto Co. v. Syngenta Seeds, Inc.,
503 F.3d 1352, 1359 (Fed. Cir. 2007). Furthermore, the Federal Circuit explained that:

One may infringe an independent claim and not infringe a claim

dependent on that claim. The reverse is not true. One who does

not infringe an independent claim cannot infringe a claim
dependent on (and thus containing all the limitations of) that claim.

Wahpelton Canvas Co., Inc. v. Frontier, Inc., 870 F.2d 1546, 1552 (Fed. Cir. 1989).

Accordingly, the ALJ finds that TPL has failed to prove infringement of claims 19 and 21 as well.

b) Induced Infringement

Because induced infringement requires a showing of direct infringement and TPL has
failed to show direct infringement of the asserted claims of the 549 Patent, TPL’s assertions that
Respondents induce infringement of the asserted claims also fails. See Mirror Worlds, LLC v.
Apple, Inc., 692 F.3d 1351, 1359-60 (Fed. Cir. 2012) (finding no inducement where acts

constituting direct infringement had not been found).

E. TPL’s Failure of Proof

Respondents argue that TPL failed to provide any analysis or evidence that each
limitation of any asserted claim is present and, consequently, has failed to prove infringement of
any of the asserted patents. (RIB at 248.) Respondents argue that TPL only provided conclusory
statements of its expert without any analysis, which is insufficient to meet its burden. (RIB at
248-249.) Respondents argue that TPL provided a claim-by-claim, limitation-by-limitation
analysis for only a couple of products, but that the remainder of the accused products (“the
Uncharted Products™) were only set forth in a table that identified the controller and connector

combinations and included conclusory statements from TPL’s experts that the controllers and
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connectors perform certain functions related to the asserted claims. (RIB at 249.) TPL’s experts
failed to provide additional infringement allegations on these additional controller and connector
assembly combinations. (RIB at 249.) Rather, the experts simply “hypothesize™ that these
controller and connector assemblies have certain attributes or perform certain functions. (RIB at
249-250.) Respondents argue that for the listed Uncharted Products, the ALJ should find that
TPL failed to provide sufficient evidence to show infringement. (RIB at 250-253.)

Respondents further assert that for the Seiko Epson products that TPL did provide a
limitation by limitation analysis, TPL failed to show that the necessary signal/power lines or card
detect signal lines that connect the controller to the card connector. (RIB at 253.)

TPL argues that it provided sufficient evidence to prove infringement even for those
products for which Mr. Buscaino did not provide claim charts. (CRB at 89.) TPL argues that
Respondents’ expert and Mr. Buscaino agree on how the products operate. (CRB at 89.) TPL
notes that Respondents do not challenge the accuracy of the infringement charts that form the
basis for his opinion on the Uncharted Products, the accuracy of the information reflected in
those charts, nor do they disagree with Mr. Buscaino on how the products operate, yet
Respondents still failed to stipulate to representative products. (CRB at 89.) TPL explains, in
further detail, how the Seiko Epson WorkForce 545, the Canon Color ImageCLASS Mf9280Cdn,
HP Pavilion dv7 Notebook Computer, and Brother MFC-J5910DW infringe the asserted claims.
(CIB at 89-101.)

The ALJ finds Respondents’ arguments puzzling. It is not clear, what, exactly,
Respondents are attempting to argue. At best, it appears that Respondents argue that TPL should
not have used representative products, but do not go so far as to dispute that the products

included in the infringement claim charts are not, in fact, representative. Indeed, it is not quite
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clear what the significance of Mr. Buscaino’s failure, according to Respondents, to “analyze ény
of the controllers or assemblies by name” actually is. Respondents do not assert that the
controller and connector assemblies actually perform the certain functions differently or have
different attributes nor do they present any evidence to that effect. Respondents also do not
assert that the information set forth in the tables is inaccurate. Rather, Respondents argue that
the controllers and connector assemblies are manufactured differently, have different
configurations and specifications, schematics, design considerations, etc. but do not explain or
cite to any evidence as to how these differences would affect the assumption that the
representative products are accurate representations of the accused products for purposes of
infringement analysis. There is no evidence before the ALJ that these different controllers and
connector assemblies are so different as to make the representative product an inadequate means
of showing how these controllers or connector assemblies work.

In sum, it appears to the ALJ that Respondents argue that TPL should not have used
representative products and should have performed an analysis on each and every single accused
product, but fail to present any evidence that the representative products relied upon by TPL are
inaccurate representations of the Uncharted Products. According to Respondents, TPL should
have charted every accused product in this investigation. Absent some showing by Respondents
that the representative products relied upon are not, in fact, representative of all of the accused
products, the ALJ will not make such an onerous requirement. Infringement analyses of
accused products based on analyses of representative products is not a novel concept before this
ALJ and the Commission and, given the size of Section 337 investigations and the number of
accused products, it is a fairly common practice for complainants to use representative products

in proving infringement. While Respondents are, of course, not required to stipulate to
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representative products, a failure to do so, especially in cases such as this one where there is no
genuine dispute as to whether the representative product is an accurate representation of the
accused products, smacks of petty of gamesmanship. The purpose and focus of a Section 337
investigation as it relates to infringement is to determine whether the accused products infringe
the asserted patent and any means of making such a determination more streamlined and focused
should be the goal of all parties participating in the investigation. Consequently, to the extent
that Respondents argument appears to be that TPL has failed to prove infringement because it
failed to chart each and every accused product, the ALJ finds such a requirement unnecessary

given that there is no evidence before the ALJ that the representative products are inaccurate.
VL.VALIDITY

A. Background

One cannot be held liable for practicing an invalid patent claim. See Pandrol USA, LP v.
AirBoss Railway Prods., Inc., 320 F.3d 1354, 1365 (Fed. Cir. 2003). However, the claims of a
patent are presumed to be valid. 35 U.S.C. § 282; DMI Inc. v. Deere & Co., 802 F.2d 421 (Fed.
Cir. 1986). Although a complainant has the burden of proving a violation of section 337, it can
rely on this presumption of validity.

Respondents have the burden of proving invalidity of the patent. This “burden is
constant and never changes and is to convince the court of invalidity by clearv evidence.” i4i v.
Microsoft Corp, 131 S. Ct. 2338, 2243 (2010) (citing Judge Rich in American Hoist & Derrick
Co. v. Sowa & Sons, Inc., 725 F. 2d 1350, 1360 (CA Fed. 1984)). Respondents’ burden of
persuasion never shifis. Id. The risk of “decisional uncertainty” remains on the respondent.
Technology Licensing Corp. v. Videotek, Inc., 545 F.3d 1316, 1327 (Fed. Cir. 2008); see also

PowerQasis, Inc. v. T-Mobile USA, Inc., 522 F.3d 1299, 1303, 1305 (Fed. Cir. 2008); Pfizer, Inc.
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v. Apotex, Inc., 480 F.3d 1348, 1360 (Fed. Cir. 2007). Thus, it is Respondent’s burden to prove
by clear and convincing evidence that any of the alleged prior art references anticipate or render
obvious the asserted claims of the patents in suit. Failure to do so means that Respondents lose
on this point. Id. (stating, “[I]f the fact trier of the issue is left uncertain, the party with the
burden [of persuasion] loses.”).

Respondents also bear the burden of going forward with evidence, i.e., the burden of
production. Id. This is “a shifting burden the allocation of which depends on where in the
process of a trial the issue arises.” Id. However, this burden does not shift until a respondent
presents “evidence that might lead to a conclusion of invalidity.” Pfizer, 480 F.3d at 1360. Once
a respondent “has presented a prima facie case of invalidity, the patentee has the burden of going

forward with rebuttal evidence.” Id.

B. Priority Date

The parties do not dispute that the priority dates for the *549 Patent and ’623 Patent are
June 4, 2002 and November 18, 2002, respectively. (CIB at 14-15; RIB at 181, 217.) The
parties do dispute the priority date to which the *443, *424, and *847 Patents are entitled .

TPL contends that the *443, 424, and ’847 Patents are entitled to an effective filing date
of July 6, 2000, which is the filing date for the 638 patent, and that they have an invention
priority date of no later than February 18, 2000. (CIB at 233-240.) TPL only cursorily presses its
claim that the *443, 424, and ’847 Patents are entitled to an invention date of February 18, 2000.

(See CIB at 234.) The ALIJ finds that this single sentence is insufficient to prove this earlier date
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of invention and, in any event, it is irrelevant, because only the effective filing date appears to

have any significance to the parties’ arguments in this case.* (CIB at 233-240.)

Respondents argue that the patents are not entitled to an effective filing date of July 6,

2000 because the '638 patent fails to provide an adequate written description of the asserted

claims of the *424, *443 and ’847 patents. (RIB at 86-87.) Specifically, Respondents argue that

the *638 patent fails to disclose the following limitations:

’443 Patent, all asserted claims:

a controller / controller chip to map at least a subset of the at least one set of
contact pins to a set of signal lines or power lines, based on an identified type of a
memory media card.

a set of contact pins protruding from an upper or lower surface /portion of an
adapter, wherein the set of contact pins are integrated within molded plastic
(embedded).

’424 and ’847 Patents, all asserted claims:

means for mapping power, ground or data signals between said interconnection
pins / interconnection means / signal lines and said one or more contact pins
depending upon the identification of the type of memory card inserted into said
port (structure: a controller).

a plurality of sets of contact pins mounted on said surface at locations adapted to
interface with the electrical contacts of a corresponding one of a plurality of
different type memory media cards when inserted into said port

’424 Patent, all asserted claims:

means for identifying the type of memory card inserted into said port

’847 Patent, all asserted claims:

* The parties also disputed the date of invention for the claims that were asserted in the 638 Patent, but as discussed
earlier, the *638 Patent was only asserted against Dell, which has been terminated from this investigation. Because
this dispute was only relevant to the asserted claims of the 638 Patent and no other patent, the ALJ finds that this
dispute is now MOOT and will not consider any claims of prior invention dates for the asserted claims of the 638

Patent.
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e a set of signal lines connected to a controller, the number of signal lines being
fewer than the number of contact pins

(RIB at 87-88.)

Typically, the priority date, or effective filing date, of a patent is the date of the filing of
the first patent application. The right to claim priority is codified in 25 U.S.C. § 120, which
states, in pertinent part:

An application for patent for an invention disclosed in the manner provided by the

first paragraph of section 112 of this title in an application previously filed in the

United States, or as provided by section 363 of this title, which is filed by an

inventor or inventors named in the previously filed application shall have the

same effect, as to such invention, as though filed on the date of the prior

application, if filed before the patenting or abandonment of or termination of

proceedings on the first application or on an application similarly entitled to the
benefit of the filing data of the first application and if it contains or is amended to
contain a specific reference to the earlier filed application

Thus, to claim benefit to an earlier patent application the patentee must satisfy the
substantive requirements of 35 U.S.C. § 112 (i.e., does the parent application “reasonably convey
to the artisan that the inventor had possession at the time of the later claimed subject matter’)
and the procedural requirements of 35 U.S.C. § 120. See Lockwood v. Am. Airlines, Inc., 107
F.3d 1565, 1572 (Fed. Cir. 1997) (“a prior application itself must describe an invention, and do
so in sufficient detail that one skilled in the art can clearly conclude that the inventor invented
the claimed invention as of the filing date sought™) (citations omitted); see also Amgen Inc. v.
Hoechst Marion Rousell, Inc., 314 F.3d 1313, 1330 (Fed. Cir. 2003) (“Satisfaction of this
requirement is measured by the understanding of the ordinarily skilled artisan.”) (citation
omitted). A party challenging priority date must demonstrate by clear and convincing evidence
that the parent application does not disclose the invention at issue as of the relevant filing date.

Certain Adjustable Keyboard Support Systems and Components Thereof, Inv. No. 337-TA-670,

Final Initial Determination at p. 77 (November 2011).
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The ALJ finds that Respondents have failed to show by clear and convincing evidence
that the *638 patent fails to disclose the inventions claimed in the asserted claims of the *424,

’442. and the *847 patents.

1. “controller/controller chip” and “means for mapping” limitations

Respondents argue that the 638 Patent fails to disclose a controller because (1) the *638
patent fails to disclose an “all-in-one design” that is utilized by the 424, *443 and ’847 patents
and (2) the 638 patent touts the use of passive adapters while the *424, *443 and *847 patents
disclose and claim active adapters. (RIB at 88-90.) Specifically, Respondents note that the 638
patent discloses the use of separate adapters and separate connectors to accommodate different
card formats while the 424, 443 and the ’847 patents discloses multiple sets of contact pins
mounted on a single surface to interface with different card formats. (RIB at 88.) Furthermore,
the *638 patent’s disclosure of separate adapters means that an onboard controller located on the
adapters to map contact pins to interconnection pins was not necessary. (RIB at 89-90.)

TPL argues that the 638 Patent discloses these elements. (CIB at 239; CRB at 54-56.)
TPL cites to specific parts of the 638 patent that it asserts discloses these elements. (CRB at 54
(citing *638 Patent, figures 3B,4A-E, 5, 6, 7, 9, 10; 3: 13-48; 4:35-56; 7: 35-49,62-64; 8:5-21;
30-42;11:6-34, 44-49; 4: 35-38; 7-35-8:12; 8:38-48; 9:4-17; 9:58- 10:1; 11:6-15; 11:38-52.)
TPL asserts that based on these disclosures, one of ordinary skill in the art would understand
from the specification that the inventors were in possession of a controller that maps contact pins
to signal lines and data signals between interconnection pins/means or signal lines and contact
pins depending on the identified type of card. (CRB at 55-56.)

TPL further disputes Respondents’ arguments that the 638 Patent negates the later-

claimed inventions of the ’424, 443, and 847 Patents because the inventors, according to
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Respondents, recognized there was no need to have an onboard controller. (CRB at 56.) As

shown in the examples above, the inventors’ disclosure explicitly calls for a single on-board

controller / converter chip read data and identify card type. And, as evidenced by the examples

discussed above, the on-board controller that is disclosed necessarily maps data signals

depending on card type because 1-bit MMC and 4-bit SD share the same set of contact pins, per

the ‘638 Patent’s disclosure.

The ALJ finds that Respondents have failed to show by clear and convincing evidence

that TPL is not entitled to claim the earlier priority date based on Respondents’ contention that

the “means for mapping...” elements are not disclosed in the 638 Patent. For example, the ALJ

finds that the 638 Patent contains the following disclosures that support this element:

A converter chip / controller chip “that is programmed to read and write 1/O pins
that are connected to flash-memory-card connectors and USB interface. Several
different controller and transfer routines are written and programmed . . . . CPU
92 then executes these routines. A high-level scanning routine can sense when a
flash-memory card is inserted. CPU 92 can then begins execution of another
routine specific to that type of flash memory card. Transfer and handshake sub-
routes can then be called.” *638 Patent at 10:42-53.

“Shifter 98 is connected to the data and clock signals from connectors . . . When
data is read from the flash-memory card, a clock is pulsed to synchronize the data
transfer. Shifter 98 clocks in one bit (serial) or word (parallel) of data for each
clock pulse.” *638 Patent at 11:6-13.

In addition, Figure 10 shows that the shifter 98 is part of the controller or
converter chip. ‘638 Patent at Fig. 10

Accordingly, the ALJ finds that Respondents have failed to prove by clear and

convincing that this element is not present in the *638 Patent.

2.

“Contact Pins Mounted On Said Surface,” “Contact Pins Integrated Within

the Molded Plastic,” and “Contact Pins Protruding From the Upper Surface” or
“Lower Surface”/”Upper Portion or Lower Portion”
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Respondents next argue that the 638 Patent does not teach the structural features of the
contact pins that Respondents assert the *443, 424, and *847 Patents identify as novel features of
their later-filed applications. (RIB at 90.) Specifically, Respondents contend that the ’638
Patent does not refer to adapters that are made of molded plastic, to embedding contact pins in
the molded plastic, or to contact pins that protrude from upper or lower surfaces of the molded
plastic. (RIB at 90-91.) Respondents argue that the 638 Patent’s disclosure of a “connector” is
insufficient because “connector” can include plastic and non-plastic connectors and Respondents
assert that plastic connectors were identified as an improvement in the *443 Patent. (RIB at 91.)
Moreover, Respondents argue that TPL distinguished the *443 Patent over the prior art because it
used molded plastic. (RIB at 91.) Respondents also argue that the *638 Patent does not disclose
multiple sets of contact pins mounted to a housing surfaces at a location adapted to interface with
different cards. (RIB at 91.)

TPL argues that while the *638 Patent does not use the word “molded plastic,” it does
disclose “connectors” and a person of ordinary skill would have understood that to include
connectors made of molded plastic. (CIB at 235-236; CRB at 56-58.) TPL also makes similar
arguments with respect to whether the contacts should protrude from the connector. (CIB at 236-
237.)

The ALJ agrees with TPL that Respondents have not shown that the *443, *424, and *847
Patents are not entitled to the effective filing date of the *638 Patent because they do not disclose
the connectors and contact pins claims in those patents. As TPL has shown, the *638 Patent does
disclose connectors. (°638 Patent at Figure 3B, 2:38-50, 3:29-35, 4:21-24, 7:45-59, 7:62-8:32,
8:30-35, 8:67-9:3, 12:34-41, 19:19-26.) Moreover, as TPL has further shown, a person of

ordinary skill would have understood this disclose to include the claimed connectors and contact

90



PUBLIC VERSION

pins. (CX-0944C at Q/A 134, 135A, 136, 138; Tr. 397:22-287:8, 401:9-402:7, 610:7-25.)
Accordingly, the ALJ finds that Respondents’ arguments fail to carry their burden of proof and

are rejected.

3. Means for Identifying a Type of Card

Respondents also argue that the 638 Patent fails to disclose a means for identifying a
type of card as recited in the asserted claims of the 424 Patent. Respondents argue that Order
No. 23 identifies card detect lines and the binary state of data lines as part of the structure
corresponding to this means element. (RIB at 92.) Respondents contend that the 638 Patent has
no disclosure of the structure that corresponds to the use of card detect lines multiplexed with
data lines of another card format. Thus, Respondents argue that the 638 Patent does not disclose
the full scope of the means for identifying. (RIB at 92.)

TPL responds that associated structure for the “means for identifying...” is a controller
and that it is undisputed that the 638 Patent discloses a controller. (CRB at 59.) Moreover, TPL
argues that the 638 Patent teaches using a controller to identify the type of card inserted into the
port. (CRB at 59 (citing CX-0944C at Q/A 168-169; 638 Patent, Figs 4A-E, 5 (pins 25, 26),
4:60-7:32, 8:14-21, 10:42-53, and 11:44-57).) Moreover, TPL notes that the 638 Patent states
“Converter chip 40 detects when a flash-memory card has been inserted into one of the
connectors.” (CRB at 59 (quoting 638 Patent, 8:38-42).) Thus, TPL argues a person of ordinary
skill would understand that the inventors were in possession of a controller for identifying the
type of memory card inserted into said port at the time of filing.

The ALJ agrees with TPL that the specification contains adequate disclosure of the

means for identifying a type of card. (See CX-0944C at Q&A 168-169; 638 Patent, Figs 4A-E,
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5 (pins 25, 26), 4:60-7:32, 8:14-21, 8:38-42, 10:42-53, and 11:44-57.) Accordingly, the ALJ

finds that Respondents have not shown that this element is not disclosed in the *638 Patent.

4. Fewer Signal Lines Than Contact Pins

Respondents contend that the ’638 Patent also fails to disclose the 847 Patent’s
limitation that the number of signal lines in the adapter be fewer than the number of contact pins
provided within the housing. (RIB at 92.) Respondents argue that TPL’s expert “acknowledged
that the elements that he identified from the 638 Patents [sic.] as allegedly teaching this feature
— a double arrow connecting a converter chip 40 to a connector 44 in FIG. 3B and a connection
between USB chip 40 and connector 64 in FIG. 6 — do not disclose a structure that provides
fewer signal lines for contact pins provided in a housing.” (RIB at 92.) Respondents assert that
“[w]ith respect to the FIG. 3B configuration, Mr. Buscaino testified there are 50 signal lines for a
50 pin CompactFlash connector 44.” (RIB at 92 (citing Tr. 649:23-650:8).) Respondents further
assert that “[f]or the FIG. 6 configuration, [Mr. Buscaino] testified there are 9 signal lines for a 9
pin MMC/SD connector.” (RIB at 92 (citing Tr. 651:4-20).) Respondents argue that this
demonstrates that there are an equal number of signal lines as contact pins, not fewer as the *847
Patent’s claims require. (RIB at 92-93.) Respondents further dispute TPL’s contention that the
number of pins in connector 44 is fewer than the number of pins on the controller 40. (RRB at
54.) Respondents argue that this still does not provide support the priority date because TPL
does not discuss “signal lines” or “contact pins” in its argument. Respondents argue that TPL
“confusingly compares pins on a controller to pins on a connector 44 that receives adapters and
not memory cards.” (RRB at 54.) Respondents assert that controller 40 is not a housing having
a port and surface with pins adapted to interface with the electrical contacts of memory cards and

thus its pins are not contact pins.
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TPL responds by arguing that Mr. Buscaino testified that this element is disclosed by
Figure 3B (double arrow), 6, 7, and 9 (line connection 40 and 64). (CIB at 240 (citing CX-
0944C at Q/A 187-188).) TPL argues that Mr. Buscaino explained that signal lines are the
electrical paths between the interconnection pins and the pins on the controller chip and are
usually traces on the PCB on which the chips and connectors are mounted. (CIB at 240.) TPL
argues that as shown in Figure 3B of the 638 Patent, the number of pins in the connector 44 are
fewer in number than the pins on controller 40. (CIB at 240.)

The ALJ agrees with TPL that Respondents have failed to show that this element is not
met. As an initial matter, the ALJ notes that the only evidence cited by Respondents are snippets
of testimony by Mr. Buscaino on cross examination. They point to no testimony by their own
expert. As TPL explained, the number of connections on the controller are fewer than the
number of connections at the connector. Contrary to what Respondents claim, this is not
irrelevant. This demonstrates that while each connection in the connector has electrical
connection connected to it, some of those connections are in fact the same signal line. Moreover,
TPL offered evidence, namely the testimony of Mr. Buscaino, that this element is disclosed in
the 638 Patent. While the ALJ believes that the evidence offered by both sides leaves much to
be desired, the ALJ cannot say that Respondents have demonstrated by clear and convincing
evidence that claim 1 is not entitled to claim priority to the 847 Patent. See Certain Adjustable
Keyboard Support Systems and Components Thereof, Inv. No. 337-TA-670, Final Initial

Determination at p. 77, 93.

5. Other Elements

Respondents also raise in their Post-Hearing Reply Brief a number new elements that

they claim are not contained in the *638 Patent that were not contained in their Opening Post
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Hearing Brief. The ALJ declines to consider these new arguments raised for the first time in their
reply brief. Respondents bear the burden of showing that TPL’s patents are not entitled to claim
priority to the parent application disclosed on their face. Respondents failed to raise these
arguments in their opening brief. Moreover, Respondents’ reply brief contains only the barest
amount of argument (a single paragraph) and cites no evidence to support their clear and
convincing evidence burden. Arguments that are not supported, particularly for arguments on
which a party bears the burden of proof by clear and convincing evidence, will not be considered.
While TPL did provide some argument in its opening brief on these points because they were
contained in Respondents pre-hearing briefs, the ALJ will not allow Respondents to raise new
arguments on which they bear the burden of proof in their reply brief. Accordingly, the ALJ
finds that Respondents’ arguments that the 638 Patent does not disclose xD cards or Wi-Fi is
waived.
C. The Prior Art Devices

Respondents have put forward three prior art devices that they contend (in various
combinations) anticipate or render obvious the asserted claims of the asserted patents. Because
these three references all raise common threshold issues of public availability and clear and
convincing proof of their content, the ALJ considers those issues separately here. These devices

are the Atech Pro II, the Dazzle 6-in-1 DM-8400, and the MultiFlash Device.

1. Atech Pro I1

Respondents contend that the asserted claims of the 623 Patent and the *549 Patent are
invalid under 35 U.S.C. §§ 102 (a) and (b) based on the Pro II that was allegedly sold by Atech
Flash Technology, Inc. (“Atech”). (RIB at 230.) Respondents argue that the Pro II sold

beginning in October 2001. (RIB at 230.) Respondents assert that the Pro II was manufactured
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_ (RIB at 230.) Respondents further claim that on

November 15, 2001, the Pro II device was publicly displayed at an electronics show in Las
Vegas, Nevada. (RIB at 230.) Respondents also point to a review allegedly published on
November 15, 2001 and some U.S. sales that allegedly occurred in February 22, 2002. (RIB at
230.)

Respondents argue that TPL’s examination of Mr. Eric Liu, who Respondents contend
“designed and oversaw the production of the Pro II in 2001, and sold the Pro II in 2001, 2002,
and beyond,” did not establish that “any of Mr. Liu’s documents or testimony are unreliable.”
(RIB at 231.) Respondents argue that Mr. McAlexander’s opinion is “based on many different
kinds of evidence, each of which buttresses the reliability of the evidence as a whole.” (RIB at
231.)

TPL argues that Respondents have failed to prove that the Pro II device functioned the
way they claim or that it existed when they claim. (CIB at 247.) TPL notes that Respondents
principal witness regarding the Pro II device, Mr. Eric Liu, provided and testified documents that
he obtained from web searches after he received a subpoena in this investigation. (CIB at 247.)
TPL argues that the only proof Respondents have of the functionality of the Pro II device is
based on a model that may have been manufactured in 2003. (CIB at 248.) TPL asserts that
there is no corroboration of documentation regarding the functionality of the Pro II device in
2002 or before. (CIB at 248.) For example, TPL contends that RX-346, an internet review of
the Pro II, contains no details about how the device functions and notes that the author had not
received a device yet. (CIB at 248.) As for RX-0354C, TPL asserts that Mr. Liu obtained the

document from the internet after he could not confirm that the document corresponded to the
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controller that was used in the Pro II device sold before the critical date. (CIB at 248-49.) In fact,
TPL argues that Mr. Liu based his belief that RX-0354C related to the correct controller based
" on some information that [l told Atech, which |l based on information that was
allegedly provided by the chip maker. (CIB at 249.) TPL argues that this fails to meet clear and
convincing evidence.

The ALJ agrees with TPL that Respondents have not proved that the Atech Pro II device,
as analyzed by Mr. McAlexander, was available before the priority date for the 632 and ’549
Patents. While the ALJ agrees that Respondents offered evidence that devices that are possibly
similar to the Pro II that Mr. McAlexander analyzed may have been available and sold before the
critical date, Respondents failed to establish by clear and convincing evidence how those devices
functioned at that time. Indeed, the testimony of Mr. Liu falls far short of clear and convincing
evidence. While Mr. Liu offered some testimony as to the functionality, the documents he
offered to corroborate his testimony and confirm the functionality of the device were all obtained
from internet searches long after the fact and many of them were only obtained after TPL sent a
demand letter asserting patent infringement to his company. For example, Mr. Liu admitted that
RX-346 contained no technical details about how the device operated. (Tr. 125:12-25.) The
ALJ further finds that Respondents contentions are undermined by their reliance on RX-0354C, a
speciﬁcatig)n sheet for the ||| | S controller Mr. Liu believes was used in the Pro II.
However, Mr. Liu admitted on the stand that he never had seen the document before he
“Googled it” when he was searching for documents in response to the subpoena in this
investigation that was served on him in 2012. (Tr. 132:22-133:17.) Mr. Liu further stated that
he “assumed” that this was correct document, but did not know for certain. (Tr. 131:16-19.)

Moreover, he admitted that there may be different version of the spec sheet. (Tr. 131:3-8, 131:9-
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15.) Indeed, Mr. Liu testified that he only learned that this may be the controller from
discussions he allegedly had with a manufacturer of the device and from testing documents that
were not submitted into evidence. This does not meet a clear and convincing evidence standard.
Thus, the ALJ finds this evidence to be insufficient to establish by clear and convincing evidence
that the Pro II analyzed by Respondents was available before the priority dates for the ’623

and ’549 Patents.

2. Dazzle 6-in-1 DM-8400

Respondents contend that the Dazzle 6-in-1 DM-8400 is prior art to the *623, *443,°424,
and ’847 Patents because Respondents allege that it was on sale and was first made available to
the public as of October 24, 2001. (RIB at 236.) The ALJ has already determined that
the *443,°424, and ’847 Patents are entitled to a priority date before October 24, 2001, so the
Dazzle 6-in-1 DM-8400 is not prior art for those patents. The only remaining issue is whether
the Dazzle 6-in-1 DM-8400 is prior art for the *623 Patent.

The Respondents argue that they have proven that the Dazzle 6-in-1 DM-8400 (“Dazzle
Reader”) is prior art. (RIB at 236.) Respondents contend that TPL only “complains that witness’
memories might be incorrect” or that documents produced by corporate and individuals may be
facially incorrect. (RRB at 64.) Respondents argue that at the hearing they supported their
invalidity challenges with reference to numerous evidentiary sources that demonstrate the prior
art documents and products were published or publicly available prior to the effective filing dates
of TPL’s patents. (RRB at 64-68.) In response, Respondents complain that TPL attempts to
attack the credibility or authenticity of certain isolated pieces of this evidence, ignoring the
plethora of evidence that contradicts its theory. (RRB at 64-68.) Respondents argue that they

have submitted evidence regarding the prior art products that is “self-corroborative,” and as a
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whole shows that the prior art products are in fact prior art and invalidate the asserted claims of
the Asserted Patents. (RRB at 64-68.)

The ALJ agrees with TPL that Respondents have failed to prove by clear and convincing
evidence that the Dazzle Reader is prior art to the *623 Patent. Respondents arguments that they
have met their burden in proving that the Dazzle Reader is prior art fall wide from the mark for a
number of reasons. First, Respondents mistake not only who bears the burden of proving the
reference is prior art, but also what their burden is. TPL is free to challenge the evidence that
Respondents submitted because Respondents bear the burden of showing that the Dazzle Reader
is prior art by clear and convincing evidence.

Second, Respondents failed to even present any evidence, besides a cursory assertion that
the Dazzle Reader was prior art in their opening brief. This alone would be sufficient to warrant
finding that they have failed to carry their burden.

Third, TPL is correct about many of their complaints about the “evidence” that
Respondents have submitted. For example, the ALJ agrees with TPL and finds that the
testimony and evidence submitted by Mr. Balasubramanian is entitled to almost no weight.
While Respondents are correct that Mr. Balasubramanian did testify that he created his summary
document that Respondents rely on (RX-0182C) “as part of [his] way of getting familiar with all
the products...to increase my knowledge of it...”, the ALJ does not find it to be entitled to much
weight for a number of reasons. First, the document was prepared years after the events it
allegedly documents happened. (RX-0177C at 194:21-195:23, 196:13-197:4). Second, involve
events in which Mr. Balasubramanian was not involved. (RX-0177C at 194:21-195:23, 196:13-
197:4). Third, Mr. Balasubramanian’s reasons for producing such a document were not very

clear nor was it clear that it was meant to be an accurate record of the actual dates when these
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events occurred. Indeed, the very nature of the document and its emphasis on dates is not the
sort of document an engineer prepares to get himself familiar with products. Given that the
timing of this document coincides with the beginning of TPL’s licensing campaign (see infra
Section VII.C), the ALJ suspects that this document may have been motivated at least in part by
the possibility of litigation with TPL. Such documents are “dripping with motivations to
misrepresent.” Hoffman v. Palmer, 129 F.2d 976, 991 (2d Cir.1942) ( Frank, J.) (documents
prepared for litigation are “dripping with motivations to misrepresent”), aff'd, 318 U.S. 109. In
sum, the ALJ finds that these circumstances make this document extremely suspect and leads the
ALJ to question Mr. Balasubramian’s assertions.

In addition, Mr. Balasubramanian’s testimony is further suspect because he does not
know who first sold the Dazzle 6-in-1. (RX-0177C at 206:14-21). He does not know how many
versions of the Dazzle 6-in-1 were offered for sale because he “didn’t handle that product.”
(RX-0177C at 240:3-7.) When was asked when the Dazzle 6-in-1 was first sold, he testified:
“I’'m not aware of that one. The sales -- the sales detail, I'm not aware of it.” (RX-0177C at
149:19-23.) Because press releases “usually [] comes when there is already a customer
commitment,” he “assum[ed]” it was sold in late 2001, but further testified “I don’t know that.”
(RX-0177C at 149:19-150:9.)

Mr. Balasubramanian had no knowledge of some of the exhibits Respondents seek to
introduce to support their date. For example, Respondents’ counsel brought to his deposition
document IDEN-ITC-0000034, which was marked as Exhibit 17 (now RX-0637). Mr.
Balasubramanian testified that Exhibit 17 “wouldn’t have come from me. I don’t recall printing
this.” (RX-0177C at 142:5-9). Despite being Bates-stamped with his company’s name, Identive,

he could not testify to ever having seen Exhibit 17. He is merely “assuming” Exhibit 17 is the
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same as the article he “chanced upon” in 2007. (RX-0177C, 141:22-142:3). Mr.
Balasubramanian was then shown Exhibit 29 (now, RX-0203), which has a different URL than
Exhibit 17 and has a Hewlett-Packard Bates label, not an Identive label. In his deposition, he
believed that Exhibit 29 was the basis for the “2001” introduction date entry on RX-0182C, but,
as TPL points out, Exhibit 29 was produced by HP in this investigation and did not come from
Identive or Mr. Balasubramanian. Compare RX-0203> (HP059512) with RX-0637 (IDEN-
ITC0000034); (RX-0177C at 177:1-11). The ALIJ further notes that Mr. Balasubramanian was
not even able to distinguish between a Dazzle 6-in-1 and a Dazzle 8-in-1. (RX-0177C at 179:9-
18).

Respondents also rely on Mr. Warner’s testimony. However, as TPL points out, Mr.
Warner was also shown Balasubramanian Exhibit 17 (RX-0637). He did not recall reading the
document before his deposition, was not sure where it came from, and believed the content came
from SCM “[b]ecause it says so.” (Tr. 1446:14-1447:14). Mr. Warner testified on cross-
examination that SCM made different Dazzle 6-in-1’s and that different Dazzle 6-in-1’s operated
differently depending on when they were made, but he did not know how or in what manner the
different Dazzle 6-in-1’s would operate differently. (Tr. 1447:15-1448:6).

TPL also notes that Mr. McAlexander relies on an engineering report from TechInsights
for the Dazzle 6-in-1 DM-8400. TPL argues that that particular product in the report was
manufactured in the seventh week of 2002 as indicated by the “0207” in the serial number. (Tr.
1519:7-25). The product could not have been sold in the U.S. until after it was made in China in
2002 and then shipped. (Tr. 1520:1-11).

Mr. McAlexander never reviewed the <ns1:XMLFault xmlns:ns1="http://cxf.apache.org/bindings/xformat"><ns1:faultstring xmlns:ns1="http://cxf.apache.org/bindings/xformat">java.lang.OutOfMemoryError: Java heap space</ns1:faultstring></ns1:XMLFault>