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certain self-cleaning litter boxes and components thereof by reason of infringement of U.S. 
Patent No. RE36,847 (''the '847 patent"). The respondents are Lucky Litter, L.L.C. of Chicago, 
illinois ("Lucky Litter") and OurPet's Company of Fairport Harbor, Ohio ("OurPet's"). 

On December 1, 2008, the presiding' administrative law judge ("AU") issued his final 
initial determination ("ID"), finding that a violation of section 337 has occurred in the 
importation, sale for importation, or sale after importation of certain self-cleaning litter boxes 
and components thereof by reason of infringement of claim 33 ofthe,'847 patent. His final ID 
also included his recommendation on remedy and bonding. Respondents Lucky Litter and 
OurPet's, complainants Applica and Waters, and the Commission investigative attorney ("IA") 
filed petitions (or contingent petitions) for review on December 16, 2008. All parties filed 
responses to the petitions on December 24,2008. Complainants also filed a motion to strike on 
December 23,2008, to which Lucky Litter and the IA filed oppositions on January 5,2009. 

The Commission determined to review certain issues of claim construction, as well as 
invalidity due to antiCipation, invalidity due to obviousness, and direct and contributory 
infringement on February 9,2009. 74 Fed. Reg. 7263 (Feb. 13,2009). Per its notice, the 
Commission also determined to grant Complainants' motion to strike, and set a schedule for the 
filing of written submissions on the issues under review, including certain questions posed by the 
Commission, and on remedy, the public interest, and bonding. The parties have briefed, with 
initial and reply submissions, the issues under review and the issues of remedy, the public 
interest, and bonding. . 

. . 
On review, the Commission has determined to (1) affirm the AU's construction of 

"comb drive" (asserted claims 8, 13,31-33), "comb drive means" (asserted claims 27, 41-42), 
"drive means" (asserted claims 24-25), and "mode selector switch ... moveable between a 
manual operation position ... and an automatic operation position" (asserted claim 33); (2) 
modify the ALI's construction of "discharge position adjacent the discharge end wall" (asserted 
claims 8, 13) to "not distant, nearby," thereby deleting the synonyms "adjoining, continguous, 
abutting, and coterminus;" and (3) construe "coupled to" in the limitation "comb ... coupled to 
the comb drive" (asserted claims 31-33) as "coupled or connected, directly or indirectly;" (4) 
affirm the ALI's finding of violation of § 337 as to Respondent Lucky Litter; (5) affirm the 
ALI's finding that the accused Lucky Litter products infringe claim 33 of the '847 patent; (6) 
affirm the ALJ's finding of violation of § 337 as to Respondent OurPet's; (7) affirm the ALI's 
finding that the accused OurPet's products infringe claim 33 of the '847 patent; (8) affirm the 
ALJ's finding that infringed claim 33 is not invalid due to anticipation or obviousness; and (9) 
affirm the ID on any other findings under review except insofar as they are inconsistent with the 
opinion of the Commission. 

The Commission determined that the appropriate form of relief in this investigation is (1) 
a limited exclusion order prohibiting the unlicensed entry of self-cleaning litter boxes and 
components thereof, including cartridges, covered by claim 33 of U.S. Patent No. Re. 36,847 that 
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are manufactured abroad by or on behalf of, or imported by or on behalf of, Lucky Litter and 
OurPet's; and (2) cease and desist orders against Lucky Litter and OurPet's. 

The Commission further determined that the public interest factors enumerated in section 
337(d)(1) (19 U.S.C. § 1337(d)(I)) do not preclude issuance of the limited exclusion ordeL 
Finally, the Commission determined that the bond under the limited exclusion order during the 
Presidential review period shall be in the amount of 100 percent of the entered value of the 
imported articles. The Commission's orders were delivered to the President and the United 
States Trade Representative on the day of their issuance. 

The Commission has therefore terminated this investigation. The authority for the 
Commission'sdetermination is contained in"section 337 of the Tariff Act of 1930, as amended 
(19 U.S.c. § 1337), and sections 210. 16(c) and 210.41-.42,210.50 ofthe Commission's Rules of 
Practice and Procedure (19 CFR § 210.16(c) and § 210.41-.42, 210.50). 

By order of the Commission. 

MarilynR. 
Secretary to the Commission 

Issued: April 8, 2009S 
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

In the Matter of 

CERTAIN SELF-CLEANING LITTER 
BOXES AND COMPONENTS THEREOF 

Inv. No. 337-TA-625 

LIMITED EXCLUSION ORDER 

The Commission has detennined that there is a violation of section 337 of the Tariff Act 

of 1930, as amended, 19 U.S.C. § 1337, in the unlawful importation, sale for importation, or sale 

after importation by Respondents Lucky Litter, LLC of Chicago lllinios ("Lucky Litter") and 

OurPet's Company of Fairport, Ohio ("OurPet's) of certain self-cleaning litter boxes and 

components thereof, including cartridges, by reason of infringement of claim 33 of U.S. Patent 

No. Re. 36,847. Having reviewed the record in this investigation, including the written 

submissions of the parties, the Commission has made its detennination on the issues of remedy, 

the public interest, and bonding. The Commission has determined that the appropriate form of 

relief is a limited exclusion order prohibiting the unlicensed entry of infringing self-cleaning 

litter boxes and components thereof, including cartridges, manufactured by or on behalf of, or 

imported by or on behalf of Lucky Litter or OurPet's or any of their affiliated companies, parents, 

subsidiaries, licensees, or other related business entities, or their successors or assigns. The 

Commission has also determined that the appropriate form of relief includes cease 'and desist 

orders against Lucky Litter and OurPet's. 

The Commission has determined that the public interest factors enumerated in 19 U.S.C. 

§ 1337(d) and (f) do not preclude issuance ofthe limited exclusion order or cease and desist 



orders. Finally, the Commission has determined that the bond during the Presidential review 

period shall be in the amount of 100 percent of the entered value of the self-cleaning litter boxes 

and components thereof, including cartridges, that are subject to this order. 

Accordingly, the Commission hereby ORDERS THAT: 

1. Self-cleaning litter boxes and components thereof, including cartridges, covered 

by claim 33 of U.S. Patent No. Re. 36,847 that are manufactured abroad by or on behalf of, or 

imported by or on behalf of Lucky Litter and OurPet's, or any of their affiliated companies, 

parents, subsidiaries, or other related business entities, or their successors or assigns are excluded 

from entry for consumption into the United States, entry for consumption from a foreign trade 

zone, or withdrawal from a warehouse for consumption, for the remaining term of the patent, 

except under license of the patent owner or as provided by law. 

2. Notwithstanding paragraph 1 of this Order, the aforesaid imported self-cleaning 

litter boxes and components thereof, including cartridges, are entitled to entry for consumption 

into the United States, entry for consumption from a foreign trade zone, or withdrawal from a 

warehouse for consumption, under bond in the amount of 100 percent of entered value of such 

articles, from the day after this Order is received by the United States Trade Representative as 

delegated by the President, 70 Fed. Reg. 43251 (July 21,2005), until such time as the United 

States Trade Representative notifies the Commission that this action is approved or disapproved 

but, in any event, not later than sixty (60) days after the date of receipt of this action. 

3. At the discretion of U.S. Customs and Border Protection ("CBP") and pursuant to 

procedures it establishes, persons seeking to import self-cleaning litter boxes or components 

thereof, including cartridges, that are potentially subj ect to this Order may be required to certify 
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that they are familiar with the tenus of this Order, that they have made appropriate inquiry, and 

thereupon state that, to the best of their knowledge and belief, the products being imported are 

not excluded from entry under paragraphs 1 through 7 of this Order. At its discretion, Customs 

may require persons who have provided the certification described in this paragraph to furnish 

such records or analyses as are necessary to substantiate the certification. 

4. In accordance with 19 U.S.C. § 1337(1), the provisions of this Order shall not 

apply to self-cleaning litter boxes and components thereof, including cartridges, that are imported 

by and for the use of the United States, or imported for, and to be used for, the United States with 

the authorization or consent of the Government. 

S. The Commission may modify this Order in accordance with the procedures 

described in Rule 210.76 of the Commission's Rules of Practice and Procedure, 19 C.F.R. 

§ 210.76. 

6. The Commission Secretary shall serve copies of this Order upon each party of 

record in this investigation and upon the Department of Health and Human Services, the 

Department of Justice, the Federal Trade Commission, and Customs and Border Protection. 

7. Notice of this Order shall be published in the Federal Register. 

By Order of the Commission. 

Issued: April 8, 2009 
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

In the Matter of 

CERTAIN SELF-CLEANING LITTER 
BOXES AND COMPONENTS THEREOF 

Inv. No. 337-TA-625 

ORDER TO CEASE AND DESIST 

IT IS HEREBY ORDERED THAT OurPet's Company of 1300 East Street, Fairport 

Harbor, Ohio 44077 cease and desist from conducting any of the following activities in the 

United States: importing, selling, marketing, advertising, distributing, offering for sale, 

transferring (except for exportation), and soliciting U.S. agents or distributors for, self-cleaning. 

litter boxes and components thereof, including cartridges, that are covered by claim 33 of U.S. 

Patent No. Re. 36,847, in violation of section 337 of the Tariff Act of 1930, as amended, 19 

U.S.C. § 1337. 

I. 

Definitions 

As used in this Order: 

(A) "Commission" shall mean the United States International Trade Commission. 

(B) "Complainants" shall mean Applica Consumer Products, Inc., of Miramar, Florida, 

and Waters Research Company of West Dundee, illinois. 

(C) "Respondent" means OurPet's Company of 1300 East Street, Fairport Harbor, Ohio 

44077. 
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(D) "Person" shall mean an individual, or any non-governmental partnership, firm, 

association, corporation, or other legal or business entity other than Respondent or its majority 

owned or controlled subsidiaries, successors, or assigns. 

(E) "United States" shall mean the fifty States, the District of Columbia, and Puerto 

Rico. 

(F) The tenus "import" and "importation" refer to importation for entry for consumption 

under the Customs laws of the United States. 

(G) The tenu "covered products" shall mean self-cleaning litter boxes and components 

thereof, including cartridges, that are covered by claim 33 of the '847 patent. 

II. 

Applicability 

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its 

principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled 

(whether by stock ownership or otherwise) and majority-owned business entities, successors, and 

assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section ill, 

infra, for, with, or otherwise on behalf of Respondent. 

III. 

Conduct Prohibited 

The following conduct of Respondent in the United States is prohibited by the Order. For 

the remaining tenu of the patent, Respondent shall not: 

(A) import or sell for importation into the United States covered products; 

(B) market, distribute, offer for sale, sell, or otherwise transfer (except for exportation), in 
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the United States imported covered products; 

(C) advertise imported covered products; 

(D) solicit U.S. agents or distributors for imported covered products; or 

(E) aid or abet other entities in the importation, sale for importation, sale after 

importation, transfer, or distribution of covered products. 

IV. 

Conduct Permitted 

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited. 

by the terms ofthis Order shall be permitted if, in a written instrument, the owner of U.S. Patent 

No. Re. 36,847 licenses or authorizes such specific conduct, or such specific conduct is related to 

the importation or sale of covered products by or for the United States. 

v. 

Reporting 

For purposes of this reporting requirement, the reporting periods shall commence on July 

1 of each year and sh~ll end on the subsequent June 30. However, the first report required under 

this section shall cover the period from the date of issuance of this Order through June 30,2009. 

This reporting requirement shall continue in force until such time as Respondent will have 

truthfully reported, in two consecutive timely filed reports, that it has no inventory of covered 

products in the United States. 

Within thirty (30) days of the last day of the reporting period, Respondent shall report to 
, 

the Commission the quantity in units and the value in dollars of covered products that 

Respondent have imported or sold in the United States after importation during the reporting 
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period and the quantity in units and value in dollars of reported covered products that remain in 

inventory in the United States at the end of the reporting period. 

Any failure to make the required report or the filing of any false or inaccurate report shall 

constitute a violation of this Order, and the submission of a false or inaccurate report may be 

referred to the u.S. Department of Justice as a possible criminal violation of 18 U.S.C. § 100l. 

VI. 

Record Keeping and Inspection 

(A) For the purpose of securing compliance with this Order, Respondent shall retain any 

and all records relating to the sale, offer for sale, marketing, or distribution in the United States 

of covered products, made and received in the usual and ordinary course of business, whether in 

detail or in summary form, for a period of three (3) years from the close of the fiscal year to 

which they pertain. 

(B) For the purpose of determining or securing compliance with this Order and for no 

other purpose, and subject to any privilege recognized by the federal courts of the United States, 

duly authorized representatives ofthe Commission, upon reasonable written notice by the 

Commission or its staff, shall be permitted access and the right to inspect and copy in 

Respondent's principal offices during office hours, and in the presence of counselor other 

representatives if Respondent so choose, all books, ledgers, accounts, correspondence, 

memoranda, and other records and documents, both in detail and in summary form as are 

required to be retained by subparagraph VI(A) of this Order. 
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VII. 

Service of Cease and Desist Order 

Respondent is ordered and directed to: 

(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this 

Order upon each of its respective officers, directors, managing agents, agents, and employees 

who have any responsibility for the importation, marketing, distribution, or sale of imported 

covered products in the United States; 

(B) Serve, within fifteen (15) days after the succession of any persons referred to in 

subparagraph VII (A) of this Order, a copy of the Order upon each successor; and 

(C) Maintain such records as will show the name, title, and address of each person 

upon whom the Order has been served, as described in subparagraphs VII(A) and VII(B) ofthis 

. Order, together with the date on which service was made. 

The obligations set forth in subparagraphs VII(B) and VII(C) shall remain in effect until 

the date of expiration of U.S. Patent No Re. 36,847. 

VIII. 

Confidentiality 

Any request for confidential treatment of information obtained by the Commission 

pursuant to Sections V and VI of this Order should be in accordance with Commission Rule 

201.6, 19 C.F.R. § 201.6. For all reports for which confidential treatment is sought, Respondent 

must provide a public version of such report with confidential information redacted. 
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IX. 

Enforcement 

Violation of this Order may result in any of the actions specified in section 210.75 ofthe 

Commission's Rules of Practice and Procedure, 19 C.F.R. § 210.75, including an action for civil 

penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and 

any other action as the Commission may deem appropriate. In detennining whether Respondent 

is in violation of this Order, the Commission may infer facts adverse to Respondent if 

Respondent fails to provide adequate or timely information. 

X. 

Modification 

The Commission may amend this Order on its own motion or in accordance with the 

procedure described in section 210.76 of the Commission's Rules of Practice" and Procedure, 19 

C.F.R. § 210.76. 

XI. 

Bonding 

The conduct prohibited by Section III of this Order may be continued during the sixty 

(60) day period in which this Order is under review by the United States Trade Representative as 

delegated by the President, 70 Fed Reg 43251 (July 21, 2005), subject to Respondent posting a 

bond of in the amount of 100 percent of entered value of the covered products. This borid 

provision does not apply to conduct that is otherwise permitted by Section N of this Order. 

Covered products imported on or after the date of issuance of this order are subject to the entry 

bond as set forth in the limited exclusion order issued by the Commission, and are not subject to 
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this bond provision. 

The bond is to be posted in accordance with the procedures established by the 

Commission for the posting of bonds by complainants in connection with the issuance o( 

temporary exclusion orders. See Commission Rule 210.68, 19 C.F.R. § 210.68. The bond and 

any accompanying documentation is to be provided to and approved by the Commission prior to 

the commencement of conduct which is otherwise prohibited by Section ill of this Order. 

The bond is to be forfeited in the event that the United States Trade Representative 

approves, or does not disapprove within the review period, this Order, unless the U.S. Court of 

Appeals for the Federal Circuit, in a final judgment, reverses any Commission final 

determination and order as to Respondent on appeal, or unless Respondent exports the products 

subject to this bond or destroy them and provides certification to that effect satisfactory to the 

Commission. 

The bond is to be released in the event the United States Trade Representative 

disapproves this Order and no subsequent order is issued by the Commission and approved, or 

not disapproved, by the United States Trade Representative, upon service on Respondent of an 

order issued by the Commission based upon application therefore made by Respondent to the 

Commission. 

By Order of the Commission. 

Issued: April 8, 2009 
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

In the Matter of 

CERTAIN SELF-CLEANING LITTER 
BOXES AND COMPONENTS THEREOF 

Inv. No. 337-TA-625 

ORDER TO CEASE AND DESIST 

IT IS HEREBY ORDERED THAT Lucky Litter LLC of2 N. Riverside Plaza, Suite 

1433, Chicago, illinois 60606 cease and desist from conducting any of the following activities in 

the United States: importing, selling, marketing, advertising, distributing, offering for sale, 

transferring (except for exportation), and soliciting U.S. agents or distributors for, self-cleaning 

litter boxes and components thereof, including cartridges, that are covered by claim 33 of U.S. 

Patent No. Re. 36,847, in violation of section 337 of the Tariff Act of 1930, as amended, 19 

U.S.C. § 1337. 

I~ 

Defmitions 

As used in this Order: 

(A) "Commission" shall mean the United States International Trade Commission. 

(B) "Complainants" shall mean Applica Consumer Products, Inc., of Miramar, Florida, 

and Waters Research Company of West Dundee, lllinois. 

(C) "Respondent" means Lucky Litter LLC of2 N. Riverside Plaza, Suite 1433, 

Chicago, illinois 60606. 

(D) "Person" shall mean an individual, or any non-governmental partnership, firm, 



association, corporation, or other legal or business entity other than Respondent or its majority 

owned or controlled subsidiaries, successors, or assigns. 

(E) "United States" shall mean the fifty States, the District of Columbia, and Puerto 

Rico. 

(F) The terms "import" and "importation" refer to importation for entry for consumption 

under the Customs laws of the United States. 

(G) The term "covered products" shall mean self-cleaning litter boxes and components 

thereof, including cartridges, that are covered by claim 33 of the '847 patent.. 

II. 

Applicability 

The provisions of this Cease and Desist Order shall apply to Respondent and to any of its 

principals, stockholders, officers, directors, employees, agents, licensees, distributors, controlled 

(whether by stock ownership or otherwise) and majority-owned business entities, successors, and 

assigns, and to each of them, insofar as they are engaging in conduct prohibited by Section Ill, 

infra, for, with, or otherwise on behalf of Respondent. 

III. 

Conduct Prohibited 

The following conduct of Respondent in the United States is prohibited by the Order. For 

the remaining term ofthe patent, Respondent shall not: 

(A) import or sell for importation into the United States covered products; 

(B) market, distribute, offer for sale, sell, or otherwise transfer (except for exportation), in 

the United States imported covered products; 
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(C) advertise imported covered products; 

(0) solicit U.S. agents or distributors for imported covered products; or 

(E) aid or abet other entities in the importation, sale for importation, sale after 

importation, transfer, or distribution of covered products. 

IV. 

Conduct Permitted 

Notwithstanding any other provision of this Order, specific conduct otherwise prohibited 

by the terms of this Order shall be permitted if, in a written instrument, the owner of u.s. Patent 

No. Re. 36,847 licenses or authorizes such specific conduct, or such specific conduct is related to 

the importation or sale of covered products by or for the United States. 

V. 

Reporting 

For purposes of this reporting requirement, the reporting periods shall commence on July 

1 of each year and shall end on the subsequent June 30. However, the first report required under 

this section shall cover the period from the date of issuance of this Order through June 30, 2009. 

This reporting requirement shall continue in force until such time as Respondent will have 

truthfully reported, in two consecutive timely filed reports, that it has no inventory of covered 

products in the United States. 

Within thirty (30) days of the last day of the reporting period, Respondent shall report to 

the Commission the quantity in units and the value in dollars of covered products that 

Respondent have imported or sold in the United States after importation during the reporting 

period and the quantity in units and value in dollars of reported covered products that remain in 
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inventory in the United States at the end of the reporting period. 

Any failure to make the required report or the filing of any false or inaccurate report shall 

constitute a violation of this Order, and the submission of a false or inaccurate report may be 

referred to the U.S. Department of Justice as a possible criminal violation of 18 U.S.C. §lOOl. 

VI. 

Record Keeping and Inspection 

(A) For the pmpose of securing compliance with this Order, Respondent shall retain any 

and all records relating to the sale, offer for sale, marketing, or distribution in the United States 

of covered products, made and received in the usual and ordinary course of business, whether in 

detail or in summary form, for a period of three (3) years from the close of the fiscal year to 

which they pertain. 

(B) For the pmpose of determining or securing compliance with this Order and for no 

other purpose, and subject to any privilege recognized by the federal courts of the United States, 

duly authorized representatives of the Commission, upon reasonable written notice by the 

Commission or its staff, shall be permitted access and the right to inspect and copy in 

Respondent's principal offices during office hours, and in the presence of counselor other 

representatives if Respondent so choose, all books, ledgers, accounts, correspondence, 

memoranda, and other records and documents, both in detail and in summary form as are 

required to be retained by subparagraph VI(A) of this Order. 

VII. 

Service of Cease and Desist Order 

Respondent is ordered and directed to: 
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(A) Serve, within fifteen (15) days after the effective date of this Order, a copy of this 

Order upon each of its respective officers, directors, managing agents, agents, and employees 

who have any responsibility for the importation, marketing, distribution, or sale of imported 

covered products in the United States; 

(B) Serve, within fifteen (15) days after the succession of any persons referred to in 

subparagraph Vll (A) of this Order, a copy of the Order upon each successor; and 

(C) Maintain such records as will show the name, title, and address of each person 

upon whom the Order has been served, as described in subparagraphs Vll(A) and Vll(B) of this 

Order, together with the date on which service was made. 

The obligations set forth in subparagraphs Vll(B) and vn(C) shall remain in effect until 

the date of expiration of U.S. Patent No Re. 36,847. 

VIll. 

Confidentiality 

Any request for confidential treatment of information obtained by the Commission 

pursuant to Sections V and VI of this Order should be in accordance with Commission Rule 

201.6, 19 c.P.R. § 201.6. Por all reports for which confidential treatment is sought, Respondent 

must provide a public version of such report with confidential information redacted. 

IX. 

Enforcement 

Violation of this Order may result in any of the actions specified in section 210.75 of the 

Commission's Rules of Practice and Procedure, 19 C.F.R. § 210.75, including an action for civil 

penalties in accordance with section 337(f) of the Tariff Act of 1930, 19 U.S.C. § 1337(f), and 
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any other action as the Commission may deem appropriate. In determining whether Respondent 

is in violation of this Order, the Commission may infer facts adverse to Respondent if 

Respondent fails to provide adequate or timely infonnation. 

X. 

Modification 

The Commission may amend this Order on its own motion or in accordance with the 

procedure described in section 210.76 of the Commission's Rules of Practice and Procedure, 19 

C.F.R. § 210.76. 

XI. 

Bonding 

The conduct prohibited by Section ill of this Order may be continued during the sixty 

(60) day period in which this Order is under review by the United States Trade Representative as 

delegated by the President, 70 Fed Reg 43251 (July 21,2005), subject to Respondent posting a 

bond of in the amount of 100 percent of entered value of the covered products. This bond 

provision does not apply to conduct that is otherwise permitted by Section IV ofthis Order. 

Covered products imported on or after the date of issuance ofthis order are subject to the entry 

bond as set forth in the limited exclusion order issued by the Commission, and are not subject to 

this bond provision. 

The bond is to be posted in accordance with the procedures established by the 

Commission for the posting of bonds by complainants in connection with the issuance of 

temporary exclusion orders. See Commission Rule 210.68, 19 C.F.R. § 210.68. The bond and 

any accompanying documentation is to be provided to and approved by the Commission prior to 



the commencement of conduct which is otherwise prohibited by Section ill of this Order. 

The bond is to be forfeited in the event that the United States Trade Representative 

approves, or does not disapprove within the review period, this Order, unless the U.S. Court of 

Appeals for the Federal Circuit, in a final judgment, reverses any Commission final 

. determination and order as to Respondent on appeal, or unless Respondent exports the products 

subject to this bond or destroy them and provides certification to that effect satisfactory to the 

Commission. 

The bond is to be released in the event the United States Trade Representative 

disapproves this Order and no subsequent order is issued by the Commission and approved, or 

not disapproved, by the United States Trade Representative, upon service on Respondent of an 

order issued by the Commission based upon application therefore made by Respondent to the 

Commission. 

By Order of the Commission. 

Marilyn . A ott 
Secretary to the Commission 

Issued: April 8, 2009 
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CERTAIN SELF-CLEANING LITTER BOXES AND 
COMPONENTS THEREOF 

33J-TA~625 

PUBLIC CERTIFICATE OF SERVICE 

I, Marilyn R. Abbott, hereby certify that the attached NOTICE OF COMMISSION 
FINAL DETERMINATION OF VIOLATION OF SECTION 337; ISSUANCE OF 
LIMITED EXCLUSION ORDER AND CEASE AND DESIST ORDERS; 
TERMINATION OF INVESTIGATION has been served by hand upon the 
Commission Inyestigative Attorney, VU Q. Bui, Esq., and the following parties as 
indicated, on April 8, 2009 

mJ~t0 l. M0d'ff 
N1arilyn RAbott, Secretary ::9'1 (0 
U.S. International Trade Commission 
500 E Street, SW 
Washington, DC 20436 

COUNSEL FOR COMPLAINANTS APPLICA 
INCORPORATED, APPLICA CONSUMER 
PRODUCTS, INCORPORATED AND WATERS 
RESEARCH COMPANY: 

Jeffrey D. Mills, Esq. 
KING & SPALDING LLP 
401 Congress Avenue - Suite 3200 
Austin, TX 78701 
P-512-457-2024 
F-512-457-2100 

ON BEHALF OF COMPLAINANT WATERS 
RESEARCH COMPANY: 

Vance L. Liebman, Esq. 
FUNKHOUSER VEGOSEN LIEBMAN & 
DUNN LTD. 
55 West Monroe Street, Suite 2300 
Chicago, IL 60603 
P-312-701-6800 
F-312-701-6801 

;" 

( yvia Hand Delivery 
(,I) Via Overnight Mail 
( ) Via First Class Mail 
( ) Other: ___ _ 

ejf}and Delivery 
( ) Via Overnight Mail 
( ) Via First Class Mail 
( ) Other: ___ _ 



Page 2 - Certificate of Service 

ON BEHALF OF RESPONDENT LUCKY LITTER 
LLC: 

Justin L Krieger, Esq. 
KATTEN MUCIDN ROSENMAN LLP 
2900 K Street, NW, Suite 200 
Washington, DC 20007-5118 
P-202-625-3500 
F-202-298-7570 

ON BEHALF OF RESPONDENT OUR PET'S 
COMPANY: 

Paul V. Storm, Esq. 
STORMLLP 
901 Main Street, Suite 7100 
Dallas, TX 75202 
P-214-347-4700 
F-214-347-4799 

GOVERNMENT AGENCIES:' 

Edward T. Hand, Chief 
Foreign Commerce Section 
Antitrust Division 
U.S. Department of Justice 
450 5th Street NW - Room 11000 
Washington, DC 20530 
P-202-514-2464 

George F. McCray 
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I. BACKGROUND 

The Commission instituted this investigation on December 28, 2007, based on the 

complaint of Applica Consumer Products, Inc. ("Applica") and Waters Research Company 

("Waters"), alleging violations of section 337 in the importation into the United States, the sale 

for importation, and the sale within the United States after importation of certain self-cleaning 

litter boxes and components thereof by reason of infringement of various claims of the' 847 

patent. 72 Fed. Reg. 73884 (Dec. 28,2007); see 73 Fed. Reg. 13566 (Mar. 13,2008) (amending 

notice). The complaint named Lucky Litter and OurPet's as respondents, as well as Doskocil 

Manufacturing Co., Inc., which was later terminated from the investigation by settlement in an 

unreviewed ID (Order 50). See Commission Notice of September 15, 2008. 1 

Te~hnology and Patent at Issue 

The technology at issue concerns self-cleaning cat litter boxes. The' 847 patent, entitled 

"Automated Self-Cleaning Litter Box For Cats," is directed to improved self-cleaning cat litter 

boxes and describes a litter box including a comb or rake. JX-l at 1 :59-62. A motor drives the 

comb or rake through the litter to move any cat waste into a waste receptacle. JX-l at 5:36-57. 

Various claims (there are 48 in all, 17 of which are independent and 31 dependent) add 

1 Other pre-hearing IDs summarily determined the issues of the economic prong of the 
domestic industry requirement under section 337, the importation requirement under section 337, 
and the defense of derivation under 35 U.S.C. § 102(f) (Orders 28, 30, and 35, respectively, each 
decided in Complainants' favor). The first of these was reviewed and modified to include an 
order (Order 34) the ALJ had subsequently issued to clarify the reasoning of his original order; 
the latter two were not reviewed. See Commission Notices of August 8 (two notices) & 19, 
2008. 
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limitations such as a sensor for detecting a cat, track members for guiding the comb, and devices 

for changing between manual operation mode and automated operation mode. 

The '847 patent describes its improvements over the prior art self-cleaning litter boxes as 

an improved drive for the rake or comb that can be made responsive to the entry and exit of the 

cat from the litter box; an improved waste receptacle; and alarms that signal insufficient litter 

supply or that the waste receptacle is full. JX-1 at 1 :33-39. 

The '847 patent issued on September 5, 2000, as a reissue of U.S. Patent No. 5,477,812, 

which had issued on December 26, 1995. Michael Waters is the named inventor and the patent is 

assigned to his company, Waters, the complainant in this investigation along with the patent's 

exclusive licensee, Applica. 

Products at Issue 

Complainant Applica markets and sells a line of self-cleaning litter boxes under 

the brand name Littermaid®, including the Littermaid® LM Basic 500 and Elite models that the 

ALJ found, and no party disputes, practice the invention. 

The accused products are automated self-cleaning litter boxes. Lucky Litter markets and 

sells a line of self-cleaning litter boxes under the brand name "ScoopFree." OurPet's markets 

and sells a line of self-cleaning litter boxes under the brand name "SmartScoop." 

Final ID 

On December 1,2008, the ALJ issued his final ID in which he determined that a violation 

of section 337 has occurred in the importation, sale for importation, or sale after importation of 

certain self-cleaning litter boxes and components thereof. He found that the ScoopFree and 
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SmartS coop products infringe claim 33 of the '847 patent, and further that the importation and 

sale of component cartridges by Lucky Litter constitute contributory infringement under 35 

U.S.c. § 271(c). He found that the other claims asserted against Lucky Litter (claims 27,33, and 

41-42) and OurPet's (claims 8, 13,24-25,27, and 31-32) were not infringed, and that the 

allegation of induced infringement against Lucky Litter and OurPet's was not proven. Rejecting 

Respondents' affirmative defenses, the ALJ also found that the asserted claims of the '847 patent 

are not invalid, and that the patent is enforceable. 

Commission Review 

Lucky Litter and OurPet's, Applica and Waters, and the Commission investigative 

attorney ("IA") filed petitions (or contingent petitions) for review. Lucky Litter and OurPet's 

sought review and reversal of the ID's finding of infringement and, on a contingent basis, 

requested that the Commission find additional bases to support an ultimate finding of no 

violation of section 337 based on certain of their affirmative defenses. 

The IA agreed with Respondents (although at times on different grounds) that the ID 

warranted review and reversal and that there were multiple additional bases upon which the 

Commission should make an ultimate finding of no violation of section 337. 

Applica and Waters argued that if the Commission elected to review the ID, it should also 

review several additional grounds not relied on in the ID that support the ultimate finding that 

Respondents violated section 337. Complainants also filed a motion to strike a declaration 

submitted with Lucky Litter's petition and any related text in that petition, which Lucky Litter 

and the IA opposed. 
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On February 9,2009, the Commission determined to review the ID in part. 74 Fed. Reg. 

7263 (Feb. 13,2009). The Commission determined to review the ID's construction of the 

following terms: "comb drive" (asserted claims 8, 13,31-33); "comb drive means" (asserted 

claims 27, 41-42); "drive means" (asserted claims 24-25); "discharge position adjacent the 

discharge end wall" (asserted claims 8, 13); "comb ... coupled to the comb drive" (asserted 

claims 31-33); and "mode selector switch ... moveable between a manual operation position ... 

and an automatic operation position" (asserted claim 33).2 The Commission determined to 

review the following corresponding issues: direct and contributory infringement; invalidity due 

to anticipation; and invalidity due to obviousness.3 The Commission also determined to grant 

Complainants' motion to strike, and set a schedule for the filing of written submissions on the 

issues under review, including certain questions posed by the Commission,4 and on remedy, the 

2 The Commission thus declined to review the other petitioned claim constructions, 
including to "means for selecting" or "mode selector means," "manual operation mode," 
"automatic operation mode" (claim 27), "automatic operation position" (claim 33), "motor 
mounted on the carriage" (claims 8, 13), "comb path," "track member defining comb path" 
(claim 8), and "moving means" (claim 24). 

3 The Commission thus declined to review other petitioned issues such as the ALJ's 
rejection of the affirmative defenses of best mode and inequitable conduct. The ALJ's findings 
and determinations that were not reviewed became the Commission's final determinations under 
Commission rule 21 0.42(h). 

4 The Commission asked the following questions: 

(1) Did the ALJ err in finding that the specification of the '847 patent contains no 
disavowal that limits the claimed comb drive? If the patentee disavowed certain 
drives, what is the correct scope of the disavowal? Does it include, for example, 
worm drives of any configuration, or only the drive disclosed in the Carlisi prior 
art reference, which has a "worm" along the side of the litter box that turns and 
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thereby drives the rake or comb on its path in the litter box? 

(2) What are the differences or similarities in the patent's use of "comb drive" in 
asserted claim 8, "comb drive means" in asserted claim 27, and "comb drive" in 
asserted claim 3 3? 

(3) Is there a difference in function between the "guide" wheels and "guide" pins 
referenced in the specification in connection with figures 1-3 of the '847 patent 
and the "drive" wheels and "drive" pins referenced in claim 10? 

(4) What result should the Commission reach on infringement ifit were to find that 
the '847 patent disavows all worm drives or that it disavows only the Carlisi 
drive? 

(5) What result should the Commission reach on infringement ifit were to find that 
the synonyms for "adjacent" cited in the ID at 143-44 incorrectly narrow the 
limitation "discharge position adjacent the discharge end wall" in asserted claim 
8? 

(6) Is the limitation "comb ... coupled to the comb drive" in asserted claims 31-33 
met in OurPet's SmartS coop under a broader construction that includes, as 
Complainants argue, an "indirect" connection? Should the infringement analysis 
that follows from the correct construction of this limitation be different in claim 
31 than it is in claim 33? Did the ID err in finding claim 33 infringed on the one 
hand and, on the other, that the same limitation is not met for purposes of claim 
31? 

(7) How does a finding of disavowal of all worm drives, or the Carlisi drive, impact 
the consideration of obviousness under § 103 and anticipation under § 102? Do 
the broader constructions of "discharge position adjacent the discharge end wall" 
and "comb ... coupled to the comb drive" advocated by Complainants impact 
either validity analysis? 

(8) Did the ID err in finding that the Strickland prior art reference does not disclose a 
"mode selector switch" to one of ordinary skill in the art? 

(9) Please describe and analyze the intrinsic evidence of record that is pertinent to the 
construction of "mode selector switch ... moveable between a manual operation 
position ... and an automatic operation position" of claim 33. Please identify 
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public interest, and bonding. The parties have filed their submissions and reply submissions. No 

comments were received from others regarding the public interest, remedy or bonding. 

IV. DISCUSSION 

1. Standard of Review 

When, as here, the Commission determines to review an initial determination, its review 

is conducted de novo. Certain Polyethylene Terephthalate Yarn and Prods. Containing Same, 

Inv. No. 337-TA-457, Comm'n Op. at 9 (June 18,2002). Upon review, the "Commission has 

'all the powers which it would have in making the initial determination,' except where the issues 

are limited on notice or by rule." Certain Flash Memory Circuits and Prods. Containing Same, 

Inv. No. 337-TA-382, USITC Pub. 3046, Comm'n Op. at 9-10 (July 1997) (quoting Certain 

Acid-Washed Denim Garments and Accessories, Inv. No. 337-TA-324, Comm'n Op. at 5 (Nov. 

1992)). Commission practice in this regard is consistent with the Administrative Procedure Act. 

Certain EPROM, EEPROM, Flash Memory, and Flash Microcontroller Semiconductor Devices 

and Prods. Containt~g Same, Inv. No. 337-TA-395, Comm'n Op. at 6 (Dec. 11,2000) 

(EPROM); see also 5 U.S.C. § 557(b). 

Upon review, "the Commission may affirm, reverse, modify, set aside or remand for 

further proceedings, in whole or in part, the initial determination of the administrative law judge. 

record evidence of whether each accused device contains a "mode selector 
switch" which is "moveable between a manual operation position ... and an 
automatic operation position." In addition, please address the relevance of 
Overhead Door Corp. v. Chamberlain Group, Inc., 194 F.3d 1261 (Fed. Cir. 
1999), to the claim construction, infringement and invalidity analyses of the 
"mode selector switch" limitation. 
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The Commission may also make any findings or conclusions that in its judgment are proper 

based on the record in the proceeding." 19 C.F.R. § 210.45. This rule reflects the fact that the 

Commission is not an appellate court, but is the body responsible for making the final agency 

decision. On appeal, only the Commission's final decision is at issue. See EPROM at 6, citing 

Fischer & Porter Co. v. Int '[ Trade Comm 'n, 831 F.2d 1574, 1576-77 (Fed. Cir. 1987). 

2. Claim Construction 

As set forth below, we modify the ALl's construction of "discharge position adjacent the 

discharge end wall" (asserted claims 8, 13), supply a construction of "comb ... coupled to the 

comb drive" (asserted claims 31-33), and otherwise affirm the claim construction under review. 

A. "comb drive" 

The term appears in asserted claims 8, 13, and 31-33. The ALJ adopted the following 

construction: "a motor and gear train for driving the comb." ID at 14. In reaching this 

conclusion, the ALJ found that the patent specification contains no disavowal that limits the 

claimed comb drive. He found that the reference in the specification to "worm drives" (JX-l col. 

8:9-12 ("The gear drive connecting motor 55 to shaft 41 is not subject to fouling by the litter, 

which often includes powdery material that is likely to interfere with operation of other drive 

mechanisms such as a worm drive.")), read in the context of the entire patent, is "clearly 

secondary and equivocal at best." ID at 20. 

Complainants argue that the ALl's claim construction was correct and that the ALJ did 

not err in finding that the specification contains no disavowal that limits the claimed comb drive. 

See, e.g., Complainants' Br. at 29,32-69. 
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Respondents argue that the ALJ erred in finding no disavowal of the claimed "comb 

drive." In their view, the disavowal extends not simply to any type of worm drive, but to any 

drive other than as identified in the preferred embodiment of the patent. Thus they argue that the 

correct construction of "comb drive" is a reversible electric motor mounted on and connected in 

driving relationship to the shaft through a gear train as found in the preferred embodiment. See, 

e.g., Respondents' Br. at 6-13; Respondents' Resp. Br. at 9, 11-15. 

The IA contends that the ALJ erred in finding no disavowal of worm drives. In his view, 

"comb drive" covers a motor and gear train, but not worm drives because they were disavowed in 

the specification. In his view, the disavowal covers all worm drives because that is what the 

patent specifically identified as not being part of the invention. See, e.g., oun Br. at 13-15. 

We affirm the ALJ's claim construction of "comb drive." The claim language indicates 

that the "comb drive" is the structure for driving the comb, not all of the structure involved in 

moving and guiding the comb. Based on the claim language, the ALJ correctly tied the definition 

to the basic structure that performs a general drive function, at a minimum the motor in 

combination with a gear train. The ALJ properly declined to read limitations from the 

specification into the use of the term comb drive. ID at 15-16. 

The more difficult question is whether the ALJ erred in finding no disavowal of the 

claimed comb drive in the specification. This is the first question the Commission put to the 

parties in its notice of review. The parties' positions fall into three categories: no disavowal 

(Complainants), a disavowal of any drive (including all worm drives) other than that in the 

preferred embodiment (Respondents), and a disavowal of all worm drives (OUn). No party 
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contends that there is a disavowal limited to the Carlisi drive, noted as prior art in the '847 

patent, or gear drives subject to fouling by litter during operation. 

Upon review, we conclude that the ALJ committed no error and affirm the finding of no 

disavowal. As the ALJ properly determined, claim scope cannot be disavowed unless the 

disavowal is clear and unequivocal. See Paice LLC v. Toyota Motor Corp., 504 F.3d 1293, 1310 

(Fed. Cir. 2007). "'[W]ords or expressions of manifest exclusion or 'explicit' disclaimer in the 

specification are necessary to disavow claim scope." Gillette Co. v. Energizer Holdings, Inc., 

405 F.3d 1367, 1374 (Fed. Cir. 2005). See also Home Diagnostics, Inc. v. Lifescan, Inc., 381 

F.3d 1352, 1358 (Fed. Cir. 2004) ("Absent a clear disavowal or contrary definition in the 

specification or the prosecution history, the patentee is entitled to the full scope of its claim 

language."). 

The cornerstone of the argument for disavowal is the following language found in the 

specification discussing drawings that depict a certain kind of gear train. The specification 

states: 

The gear drive connecting motor 55 to shaft 41 is not subject to fouling by the litter, 
which often includes powdery material that is likely to interfere with operation of other 
drive mechanisms such as a worm drive. 

JX-1 at 8:9-12. The language is directed to the preferred embodiment and so finding this 

sentence to be a disavowal would limit the scope ofthe "comb drive" to the preferred gear drive. 

The plain language ofthe sentence compares the preferred gear drive to all other drive 

mechanisms, with the worm drive identified as one example. The evidence in the record, 

however, is that many types of drive mechanisms were known to persons of ordinary skill in the 
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art at the time of the invention, including many different kinds of worm drives. Tr. at 322-24; 

CDX-372. Any alleged disavowal articulated by this sentence would therefore encompass all of 

these "other drive mechanisms." As a result, the only drive mechanism that is not an "other" 

drive mechanism within the scope of the purported disavowal would be the preferred gear drive. 

On its face, therefore, the sentence would not act as a disavowal that is limited to worm 

drives or to the Carlisi drive because the sentence literally precludes the possibility, and it cannot 

act as a disavowal of all other drives because that would improperly limit the claimed "comb 

drive" to the preferred embodiment. The Federal Circuit has repeatedly warned against 

restricting claims to the preferred embodiment. See, e.g., Ventana Med. Sys., Inc. v. Biogenex 

Labs., Inc., 473 F.3d 1173, 1181 (Fed. Cir. 2006); Johnson Worldwide Assoc., Inc. v. Zebco, 175 

F.3d 985,992 (Fed. Cir. 1999). Even in the Honeywell case cited by Respondents in which a 

disavowal was found, the Court pointed out that the disavowal did not restrict the claims to the 

preferred embodiment.5 Honeywell Int'l, Inc. v. ITT Indus., Inc., 452 F.3d 1312, 1320 (Fed. Cir. 

2006). 

The sentence concerning gear drives instead describes an advantage of the preferred gear 

5 leU Medical, Inc. v. Alaris Medical Systems, Inc., F.3d _,2009 WL 635630 (Fed. 
Cir. 2009), cited to us by Respondents on March 27,2009, is not to the contrary. First, the case 
does not involve an alleged disavowal. Second, the specification of the patent at issue 
"repeatedly and uniformly" described the claim term "spike" as a "pointed instrument for the 
purpose of piecing a seal inside the valve." The Court affirmed the district court's construction 
of spike to be "an elongated structure having a pointed tip for piercing the seal, which tip may be 
sharp or slightly rounded." !d. at *2-*4. The '847 patent specification, on the other hand, 
nowhere "repeatedly" or "uniformly" describes "comb drive" as a structure that excludes all 
other drive mechanisms including a worm drive. In fact, it does not even state this a single time. 
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drive over other known drive mechanisms, including worm drives. It conveys that the preferred 

gear drive is not subject to fouling by litter, whereas litter may interfere with the operation of 

other drive mechanisms, such as worm drives. However, such a statement merely illustrates this 

embodiment's identification as the preferred embodiment, and does not clearly disavow all gear 

drives other than that in the preferred embodiment. Cf Gillette Co. v. Energizer Holdings, Inc., 

405 F.3d at 1371 ("[a] patentee typically claims broadly enough to cover less preferred 

embodiments as well as more preferred embodiments, precisely to block competitors from 

marketing less than optimal versions ofthe claimed invention"); id. at 1374 (while four-bladed 

razors are a less preferred embodiment they are not excluded from the claim scope despite 

consistent reference to a three-bladed razor and criticism of other razor blade configurations with 

more than two blades); N Telecom Ltd. v. Samsung Elec. Co., 215 F.3d 1281, 1292-93 (Fed. Cir. 

2000) (while patent expressed a clear preference for reducing or eliminating "ion bombardment," 

references to "ion bombardment" tended to evidence inclusion of that technique rather than 

exclusion). 

In addition, the preferred gear drive sentence does not specifically identify the Carlisi 

prior art, or any other prior art reference for that matter. Nor does it even refer to the "comb 

drive," which is the limitation whose scope is at issue. Cf Verizon Servs. Corp. v. Vonage 

Holdings Corp., 503 F.3d 1295, 1303 (Fed. Cir. 2007) (rejecting an invitation to limit a claim 

term based on a "discussion ofthe 'present invention'" where the actual claim term was not 

specifically referenced). 

Finally, Respondents' attempt to link the preferred gear drive sentence in the specification 
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with other references in the patent to improvements of the "present invention" over the prior art 

is too attenuated and the statements cited too general to demonstrate the patentee's manifest 

exclusion of certain gear drives. For example, the third paragraph in the background identifies 

improvements of the "present invention" over the prior art as follows: 

The present invention provides effective improvement for the rake drive of 
the Carlisi device so that movement of the comb or rake through the litter 
can be made responsive to entry and exit of the cat from the litter box .... 
The invention also provides for improvements in the disposal receptacle, 
which may also serve as a container for new litter supply. Alarms are also 
provided for an insufficient litter supply and a full disposal receptacle. 

JX-l at col. 1 :47-56. There is no mention in these statements of a disavowal of certain gear 

drives and, where Carlisi is specifically called out, it is in reference to the '847 patent invention's 

responsiveness to cat exit, not the type of gears utilized in its drive system. 

Similarly, the summary section contains four paragraphs identifying obj ects of the 

invention. The first, the "principal" object, is identified as an improved drive that is "directly 

responsive to the exit of a cat from the litter box." JX-l at col. 1 :59-62. The second paragraph 

refers to the improvement that the drive does not operate on a periodical basis so that there is no 

substantial possibility that the comb mechanism will carry out a cleaning operation while a cat is 

present in the litter box. JX-l at col. 1 :63-2:2. The third paragraph states as follows: 

Another object ofthe present invention is to provide a new and improved 
drive for an automated self-cleaning cat litter box that is simple and 
economical in construction and that can afford an extended operating life, 
requiring little or no attention apart from battery replacement. 

JX-l at col. 2:3-7. 

While this language tracks language that appears in connection with the preferred gear 

13 



PUBLIC VERSION 

drive sentence appearing later in the specification, it fails to support a disclaimer. JX-l at col. 

8:14-17. To the contrary, its generality and lack of any criticism of the gear drive used in Carlisi 

or any other prior art undermines Respondents' argument that the sentence that later refers to the 

gear drive of the preferred embodiment was intended to limit the invention to the preferred 

embodiment and operate as a complete surrender of known drive mechanisms. There is similarly 

no support for finding that the specification supports a more limited disclaimer that operates to 

exclude all worm drives, as the IA contends. The most that the preferred gear drive sentence 

could be read for is that the claimed comb drive excludes gear drives that are exposed to fouling 

by litter. Fouling by litter, after all, is the criticism in the preferred gear drive sentence, and 

glossing over it robs the provision of meaning. 

We determine that the ALJ applied the proper legal standard and correctly concluded that 

there is no disavowal. Accordingly, we affirm his construction of the term "comb drive." 

B. "comb drive means" 

The term appears in asserted claim 27, 41 and 42. The ALJ adopted the following 

construction: the function is "driving the comb between the storage position and the discharge 

position;" the structure is "a reversible electric motor 55 mounted on and connected in driving 

relationship to the shaft 41 and the gear train that connects the motor 55 to the shaft 41" plus any 

equivalents ofthat structure. ID at 23. 

Complainants argue that this term should be construed the same as "comb drive" - a 

motor and a gear train. They contend that the term is not a means-plus-function limitation under 

§ 112, ~ 6. They argue that even if § 112, ~ 6 were to apply, the proper construction would be 
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essentially the same, the motor and gear train plus equivalents thereof. See, e.g., Complainants' 

Br. at 70-77. 

Respondents contend that this is a means-pIus-function limitation under § 112, ~ 6 that is 

properly interpreted by looking to the specification. In their view, it should be construed as a 

reversible motor mounted on and connected in driving relationship to the shaft and gear train, 

plus, at a minimum, guide wheels and guide pins. See, e.g., Respondents' Br. at 16-18; 

Respondents' Resp. Br. at 9-10, 16-21. The IA goes further, contending that this means-plus­

function limitation also requires as part of the construction the tracks with apertures, and the 

guide wheels and pins. See, e.g., oun Br. at 14. 

We conclude that the ALJ properly construed the disputed limitation as a means-plus­

function claim under 35 U.S.C. § 112, ~6. The patentee's use of the word "means," as the ALJ 

held, creates a presumption that the element is a means-plus-function element under § 112, ~6. 

See, e.g., Envirco Corp. v. Clestra Cleanroom, Inc, 209 F.3d 1360, 1364 (Fed. Cir. 2000). We 

agree with the ALJ that Complainants have not rebutted that presumption. See, e.g., Sage Prods., 

Inc. v. Devon Indus., Inc., 126 F.3d 1420, 1427-28 (Fed. Cir. 1997). The claim language does 

not identify sufficient structure to overcome the presumption. Complainants' own expert 

admitted as much on cross-examination, stating in relation to defining "comb drive" that it is 

necessary to look at the specification to understand it. See Tr. at 285 (Q. "So is it necessary to 

look at the specification to understand what the comb drive is?" A. "To me that is necessary, for 

one of ordinary skill in the art, they would have to look back at the spec to understand the 

ambiguity here to correct that."). Moreover, Complainants' argument that the term "comb drive 
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means" should be equated with "comb drive" ignores the patentee's use of very different 

terminology and his purposeful functional claiming. The patentee refers to comb drive "means" 

no fewer than three times in claim 27. 

Construction of a limitation in means-plus-function form, as found here, requires the 

court to identify first the function of the means-plus-function limitation and, second, the 

corresponding structure in the specification necessary to perform that function. See, e.g., BBA 

Nonwoven Simpsonville, Inc. v. Superior Nonwovens, LLC, 303 F.3d 1332, 1343-44 (Fed. Cir. 

2002). In the event the court is unable to elucidate a corresponding structure from the 

specification or claim in a means-plus-function format, that claim fails for indefiniteness. See, 

e.g., Aristocrat Techs. Austl. PTY Ltd. v. Int'l Game Tech., 521 F.3d 1328, 1338 (Fed. Cir. 2008). 

The ALJ properly identified the function here: "driving the comb between the storage 

position and the discharge position." JX-1 at 13:28-29. Turning to what is specifically disclosed 

in the specification, which the statutory doctrine requires, the ALJ found that the corresponding 

structure is all elements or equivalents of the following description: "a reversible electric motor 

55 mounted on and connected in driving relationship to the shaft 41 and the gear train that 

connects the motor 55 to the shaft 41.,,6 ID at 23. Had the patentee not wished to include this 

6 Specifically, the specification states that: 

The improved self-cleaning cat litter box 20, FIGS. 1-3, includes a comb drive 
that comprises a reversible electric motor 55 mounted on and connected in driving 
relationship to the shaft 41 that supports comb 43; the final gear 57 of the gear 
train that connects motor 55 to shaft 41 is the only gear that appears in the 
drawings, FIGS. 1-3. 
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structure within the claim limitations, he could have elected not to use the functional claiming. 

Instead, he elected to claim by function. We therefore find that Complainants' allegation of error 

is not demonstrated. 

We also find that the ALl's claim construction is not too broad for failure to include the 

various additional items the Respondents and IA propose. All are referred to in the specification, 

but were rejected by the ALI as improperly importing limitations into the claim because they are 

unnecessary to drive the comb. He finds that they are part ofthe guidance system and provide no 

driving force to the comb. ID at 23; see also id. at 15-16 (differentiating between the two 

functions). That finding appears well-supported by the claim language and specification 

language, as well as expert testimony the ALI appears to have credited at least in part, 

differentiating between drive and guide functions in the specified system. We note, however, 

that the patent itself uses "drive" or "guide" to refer to the wheels with pins that travel on the 

track. In un-asserted claim 10, the wheels are referred to as "drive wheels," and the pins are 

referred to as "drive pins." IX-l at 10:56-57, 59-60.7 The parties were asked to comment on 

whether these wheels performed different functions. 8 We agree with Complainants that even if 

IX-l at 3:31-36. Per the specification, the shaft is clearly included in the corresponding structure 
for performing the identified function of driving the comb between a storage position and 
discharge position. 

7 The abstract also refers to "drive wheels": "In the improved construction the comb path 
refers includes multi-perforate track members on opposite sides of the litter chamber; those 
tracks are engaged by rotatable drive wheels connected to the comb." 

8 Complainants responded that the drive wheels and guide wheels are presumed to have 
different functions, but identified none. They also argued that, in any event, there is no evidence 
that the guide wheels or "drive wheels" supply driving force. See, e.g., Complainants' Br. at 77-

17 



PUBLIC VERSION 

the terms are used interchangeably in parts of the patent, there is no evidence that these guide 

wheels or "drive wheels" supply driving force. The ALJ, in our view, properly declined to 

include in the "comb drive means" limitation the guide wheels or "drive wheels." 

We therefore affirm the ALJ's construction of "comb drive means." 

C. "drive means" 

The term appears in asserted claims 24-25. Applying 35 U.S.C. § 112, ~6, the ALJ 

adopted the following construction: the function is "driving the moving means between the 

storage position and the discharge position;" the structure is "a reversible electric motor 55 

mounted on and connected in driving relationship to the shaft 41 and the gear train that connects 

the motor 55 to the shaft 41" plus any equivalents of that structure. ID at 25-26. 

Complainants argue that the ALJ properly found that this was a means-plus-function 

limitation under § 112, ~ 6, but that he improperly read in limitations from the preferred 

embodiment. The correct construction, they contend, is a motor and gear train plus equivalents 

thereof. See, e.g., Complainants' Br. at 80-81. Respondents argue that the ALJ's definition 

should be affirmed. See, e.g., Respondents' Br. at 115. The IA argued that the term should be 

construed similarly to the lA's proposed construction of comb drive means, and therefore is 

erroneous for the same reasons. See, e.g., oun Pet. at 19. 

No party contests that the ALJ correctly construed this limitation as a means-plus-

80. Respondents argued that there is no difference in function between the referenced guide and 
drive wheels. They also argue that the patent does not distinguish between the drive and guide 
systems in that components are shared for both functions. See, e.g., Respondents' Br. at 18-22. 
The IA argued the guide wheels and drive wheels appear co-extensive. oun Br. at 15. 
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function limitation under § 112, , 6. No party argues that the ALJ mis-identified the function 

for the driving means, which tracks the function identified for the "comb drive means" limitation. 

Complainants and the IA also similarly argue that the correct construction of the structure should 

be the same as with the "comb drive means" limitation. We find no error in the ALI's 

identification of the function for the driving means, nor in his determination that the structure in 

the specification that corresponds to this function is, similar to his construction with respect to 

"comb drive means," the same reversible electric motor mounted on and connected in driving 

relationship to the shaft and the gear train that connects the motor to the shaft, plus any 

equivalents. We therefore affirm the ALI's construction. 

D. "discharge position adjacent the discharge end wall" 

The ALJ adopted a dictionary definition to construe the term "adjacent," stating as 

follows in quoting from the definition found in the Webster's New Collegiate Dictionary (1979 

ed.): "'not distant: NEARBY,' with synonyms being 'ADJOINING, CONTIGUOUS, 

ABUTTING, AND COTERMINUS'." ID at 143-44. 

Complainants argue that the term "discharge position adjacent the discharge end wall" 

means a discharge position for the comb that is not distant from the adjacent end wall, thus 

eliminating the synonyms to which they object. In their view, when properly construed this 

limitation is met in the OurPet's product. See, e.g., Complainants' Br. at 81-86; 159-61; 

Complainants' Resp. Br. at 48-50,91-101. 

Respondents argue that the term was properly construed and means that the final position 

of the comb upon discharge of the litter is not distant or is nearby the wall at the opposite end of 
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the litter box from the storage end wall and toward which the comb is driven on its way to the 

comb discharge position. They contend that the ALJ did not apply the synonyms in reaching his 

fully supported conclusion that this limitation is not met in the OurPet's product. They further 

contend that there is no infringement under any reasonable construction of "adjacent." See, e.g., 

Respondents' Br. at 24-28; Respondents' Resp. Br. at 10, 103-08. 

The IA takes the same position as Respondents, stating that the ALJ's findings of no 

literal infringement and no infringement under a doctrine of equivalents should be affirmed. 

See, e.g., oun Br. at 16-18. 

We determine to revise the ALJ's claim construction to strike the synonyms. As set forth 

in our infringement discussion below, however, we affirm the ALJ's finding of non-infringement 

because his factual findings are well-supported even under this new construction, which is the 

construction it appears he applied in any event, notwithstanding his initial reference to the 

objectionable synonyms. 

The difference between "nearby" and, for example, "adjoining," may in theory be 

significant, and the context provided by the' 847 patent seems to point to a definition that does 

not include the cited synonyms. For example, the specification qualifies the term "adjacent" with 

a restrictive modifier when it describes an abutting, adjoining, or contiguous relationship 

between components. Thus, when the specification refers to the preferred embodiment's waste 

receptacle 68 at the discharge end of the litter box, it states that the receptacle is "positioned 

immediately adjacent the discharge end 28 of the litter box." JX -1 at 3 :62-66 (emphasis 

supplied). Similarly, in describing the position of the comb 43 when the return movement is 
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finished in the preferred embodiment, the specification states: "When comb 43 has finished its 

movement back to the point closely adjacent to storage end wall 25, its two main guide wheels 

52 and 53 encounter the steeply inclined upward extensions 36 and 37 of tracks 32 and 33." JX-

I at 6:39-42 (emphasis supplied). In both examples, the use ofthe restrictive modifier describes 

structures in abutting, adjoining, or contiguous relationship. JX-l at Figures 2-3. This shows, as 

Complainants' argue, that "adjacent" without a restrictive modifier, as used in the claim 

language, is intended to describe more broadly the positional relationship ofthe subject 

structures than the cited synonyms imply, and that the ordinary meaning of "nearby or not 

distant" is correct. Cf Free Motion Fitness, Inc. v. Cybex Int'l Inc., 423 F.3d 1343, 1349 (Fed. 

Cir. 2005) (finding patent specification at issue "most consistent with defining adjacent to mean 

'not distant'" rather than a more restrictive definition). 

On the other hand, Complainants go too far in arguing that "fixed switch actuation pin 

62," identified in figures 1-3, is described as "adjacent" the comb storage end. The patent 

describes two pins that help the carriage to stop as ittraverses back and forth across the litter pan: 

A first switch actuation pin 61 is located adjacent the comb storage end 29 of 
litter box 20. A similar fixed switch actuation pin 62 is positioned at the other 
end, the discharge end 28, oflitter box 20. 

JX-l at col. 3:46-49 (emphasis supplied). The first pin 61 is described as "adjacent," whereas the 

second pin 62 is described as "at" the discharge end, where the comb ultimately comes to deposit 

the waste it has scooped. Therefore, "adjacent" is not used to describe the location of fixed 

actuation pin 62. The plain fact is that pin 61, which is described as "adjacent" the comb storage 

end is directly next to storage end 29. Pin 62, on the other hand, is located toward the far end, 
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but not immediately next to the far end wall and, in this location, is not described as "adjacent." 

Respondents go so far as to suggest that this location is therefore not "adjacent" the discharge 

end wall. The most that can be said is that because pin 62 is not described in the patent as 

"adjacent" to anything, its position relative to the rear portion of the carriage when the carriage is 

in the discharge position has no direct bearing on the factual question of whether or not the 

SmartS coop comb is adjacent the discharge end wall. 

For these reasons, we revise the ALJ's construction to delete the referenced synonyms. 

The correct construction of the term "adjacent" in the limitation "discharge position adjacent the 

discharge end wall" is "not distant: nearby." 

E. "comb . .. coupled to the comb drive" 

This term appears in asserted claims 31-33. One of the grounds on which the ALI found 

that the SmartS coop does not infringe independent claim 31 and dependent claim 32 is that it 

does not contain a comb "coupled to a comb drive." ID at 165, 167, 168. The ALI found that 

while the comb in the SmartScoop is connected to the comb drive, it is only "indirectly" 

connected. He describes it as being "three steps removed" because it takes three steps to 

assemble the components parts of the comb drive element, the carriage, and the comb. ID at 167. 

Although claim 33 contains the same limitation, the ALI found that the SmartS coop infringed 

claim 33. ID at 175. 

Complainants argue the ALI erred in his claim construction. They contend that "comb 

... coupled to the comb drive" means any comb that is connected, directly or indirectly, to the 

comb drive. A construction of "coupled to" that limits the claim language to combs that are only 
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directly connected to the comb drive is contrary to the ordinary meaning of that phrase, and 

excludes the preferred embodiment disclosed in the '847 patent. See, e.g., Complainants' Br. at 

86-88. They contend the SmartScoop meets this limitation if properly construed. They also 

argue that the ALJ erred in failing to perform the same infringement analysis for 33 as he did for 

claim 31 (and dependent claim 32). See, e.g., Complainants' Br. at 21-22, 121-26. 

Respondents argue that the term was properly construed by the ALJ to the extent he used 

the ordinary meaning of the word "coupled." They contend that the limitation is not met under 

any reasonable construction ofthe term "coupled," even when considering that "coupled" could 

include an indirect connection. In their view, the ALJ erred in failing to apply the same 

infringement analysis to claim 33 that he applied to claim 31 (and dependent claim 32) to find the 

SmartScoop products did not infringe claim 33. See, e.g., Respondents' Br. at 29-35; 

Respondents' Resp. Br. at 10,31-32,73,75-76. 

The IA concurs with the others that the ALJ erred in not performing the same 

infringement analysis for claims 31-33. He argues that Complainants' proposed construction is 

too broad such that it unfairly reads on the accused devices. In his view, the ALJ correctly 

applied claims 31 and 32 to the accused products to find that they do not read on the accused 

device. See, e.g., oun Br. at 18-19. 

The only point on which the parties agree is that the same infringement analysis should 

apply regarding the "comb ... coupled to the comb drive" limitation that appears in each of 

claims 31, 32, and 33. These claims refer to "a comb extending between two opposed sidewalls 

and being coupled to the comb drive .... " JX-l at 13:66-67 (claim 31 and 32) & 14:15-16 
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(claim 33). The ID's findings that the OurPet's product infringes claim 33 and yet does not meet 

this limitation in claim 31 and 32 are inconsistent. The parties have not attempted to harmonize 

these findings, and we see no justification or support for doing so. In terms of the ID's 

inconsistent analyses, therefore, we agree with the parties that there was error. 

We also agree with Complainants that a construction of "coupled to" that limits the claim 

language to combs that are only directly connected to the comb drive is contrary to the ordinary 

meaning of "coupled to," and would exclude the preferred embodiment disclosed in the patent. 

The claim language does not say "directly coupled to." Instead, the '847 patent uses the broad 

and general term "couple." The ordinary meaning ofthis term is not limited to "directly 

coupled" and instead extends to a direct or indirect connection, a point Respondents and the IA 

appear to concede. See, e.g., The American Heritage College Dictionary (3d ed.) at 318 ("to link 

together; connect"). This is consistent with how the Commission and courts have construed the 

ordinary meaning of "coupled to" in other cases. See, e.g., Certain Power Supply Controllers 

and Prods. Containing Same, Inv. No. 337-TA-541, unreviewed Final Initial and Recommended 

Determinations, at 30 (July 18, 2006) (Luckem, J.) (finding that "one of ordinary skill in the art 

would construe the claim phrase 'couple' to mean that a direct or indirect connection exists in 

order to be able to perform specific activities or actions."); Johnson Worldwide Assocs., Inc. v. 

Zebco Corp., 175 F.3d at 992 ("the unmodified term "coupled' generically describes a 

connection"); Silicon Graphics, Inc. v. nVidia Corp., 58 F. Supp. 2d 331,346 (D.Dei. 1999) 

(finding that the ordinary meaning of the term "couple" is "coupled or connected, directly or 

indirectly") . 
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The specification confirms that "coupled to" has its ordinary meaning in the claims at 

issue and extends to indirect connections. In the preferred embodiment ofthe '847 patent, the 

comb is indirectly coupled to the comb drive through the hangers 42 and shaft 41. JX -1 at Fig. 2. 

Specifically, the final gear 57 is connected to the shaft 41, JX-l at 3:34-36, which is connected to 

hangers 42, JX-l at 3:6-9, which are connected to comb 43. JX-l at 3:9. Ifa direct connection 

were required, the preferred embodiment would be excluded from the claim. See Pfizer, Inc. v. . 

Teva Pharmaceuticals, USA, Inc., 429 F.3d 1364, 1374 (Fed. Cir. 2005) (a construction that 

excludes a preferred embodiment is "rarely, if ever, correct."). 

A construction of "coupled to" that covers both direct and indirect connections of the 

comb and comb drive is therefore consistent with both the well-established ordinary meaning of 

"coupled to" and the '847 patent specification. The correct construction of the claim term is, 

accordingly, "coupled or connected, directly or indirectly." 

The ID, on the other hand, contains no formal construction and its reasoning suggests that 

the ALJ applied a narrower understanding of the claim term to claims 31 and 32. Specifically, 

the ID states that, "[b ]ecause the comb is indirectly connected to the comb drive and is three 

steps removed from a direct connection to the comb drive itself, I find that it is not coupled to the 

comb drive." ID at 167. The ID effectively supplied a claim construction that requires a direct 

connection. We reject this construction as erroneous and find that the correct construction of the 

limitation is "coupled or connected, directly or indirectly." We also find error in the ID's failure 

to apply the same analysis of the "coupled to" limitation in claims 31-32 and claim 33. 
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F. "mode selector switch ... moveable between a manual operation position ... 
and an automatic operation position" 

The ALJ adopted the following construction: "a switch that is operatively connected to 

the comb drive and is moveable between the manual and automatic operation positions." ID at 

44.9 In reaching this construction, he rejected the narrower construction proposed by the 

Respondents and the lA, i.e., that each of the switch positions must be stationary so that the 

switch remains in that position while in the selected mode. He cites and discusses Overhead 

Door Corp. v. Chamberlain Group, Inc., 194 F.3d 1261 (Fed. Cir. 1999) in his analysis. ID at 

45-46. 

Complainants argue that the ALl's claim construction regarding the switch element of 

claim 33 is correct and that he properly applied his construction to make his finding that claim 33 

is infringed by the accused products. In Complainants' view, the ALl's reliance in part on 

Overhead Door to support his analysis was reasonable and warranted. See, e.g., Complainants' 

Br. at 25-28,88-113, 126-156. 

Respondents argue that the mode selector switch must have two discrete and spatially 

separated positions, one for manual operation and one for automatic operation. They contend 

that the ALJ erred in declining to limit the switch of claim 33 to a switch having two distinct 

9 With respect to the term "manual operation position," the ALJ adopted the following 
construction: "a position of the mode selector switch where combing is initiated in response to 
human-based input." ID at 47. With respect to the term "automatic operation position," the ALJ 
adopted the following construction: "a position of the mode selector switch where combing is 
initiated in response to a cat exit." ID at 48. We did not determine to review the ALJ's 
construction of either term. 
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spatial positions. Applying the correct claim construction, they contend, results in the conclusion 

that none of the accused devices meets the mode selector switch limitation because their switches 

are not moveable between two positions. They argue that the ALJ improperly relied on the 

Overhead Door case in his claim construction and infringement analyses. See, e.g., 

Respondents' Br. at 50-64; Respondents' Resp. Br. at 10, 34-35, 76-81. 

The IA contends that the plain language of the "mode selector switch" element requires 

that the switch be spatially changeable with one location of the switch relating to manual 

operation and the second location relating to automatic operation. He argues that it was error for 

the ALJ to adopt a broader construction of the switch element not requiring this spatial 

movement, and further that the Overhead Door case is distinguishable and should not have been 

relied on by the ALJ. See, e.g., OUIl Br. at 22-23. 

We find that the ALJ's claim construction is correct. The intrinsic evidence, not 

Overhead Door, supplies the claim construction. 

The ALJ properly rejected Respondents' and the IA's effort to read limitations into the 

claim that exclude push button or momentary switches, or that require the switch to remain in a 

stationary, set position during a combing operation. At the time of the invention, many types of 

switches were well-known, including push button switches. See, e.g., Tr. at 268, 463-64; CX-

893C at Q. 365; CX-894C at Q. 210-11. In fact, Mr. Waters used a push button switch (which he 

referred to as a "momentary switch" in his testimony) in the prototype that served as the basis for 

the '847 patent. Tr. at 567-69; CX-894C at Q. 211. A push button or momentary switch moves 

to one position to initiate a manual operation and then immediately returns to the other position. 
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See RX-233C at Q. 60. It is not a switch with a stationary position. 

Reading the plain language of the claim, the ALJ correctly found that it does not include 

"any limitation requiring the switch positions to be stationary." ID at 44. The language "switch" 

being "moveable between" manual and automatic positions, literally requires nothing more than 

that the switch be moveable between two positions, one for "manual operation" and the other for 

"automatic operation." The plain language of the claim therefore does not indicate that a push 

button switch is excluded, or that a switch must remain stationary for the combing operation. 

Nor does the specification of the '847 patent redefine the terms to exclude a push button 

or momentary switch. See ID at 45 (ALJ noting that the specification does not limit the claim to 

require the switch position to be stationary). See also ID at 46 ("The intrinsic evidence does not 

demonstrate the patentee's intent to deviate from the plain language of the claims."). The 

specification contains no language restricting the structure of the "mode select switch." See, e.g., 

Fig. 5 at item 91 (block diagram of preferred embodiment representing actual structure and 

information flow; item 91 represents "mode select switch"). 

Instead, the specification makes clear that the "switch ... moveable between" claim 

language refers to the position of the switch upon initiation or actuation of a manual or automatic 

operation, not its position during a combing operation. The' 847 patent specification contains 

numerous references indicating that the switch is for actuating or initiating an operation. See, 

e.g., JX-l at 5:27-35 (referring to "actuation of a self-cleaning operation"); 7: 14-16 (referring to 

"actuation of a self-cleaning operation"); 7:20-24 (referring to "initiation" of comb litter 

procedure when switch is set for manual mode). The switch could not be required to remain in a 
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set, stationary position throughout an entire cleaning operation when the intrinsic evidence 

demonstrates that the focus of the claim is on the position of the switch when combing is 

initiated. 

No part of the specification supports Respondents' proffered claim construction. Relying 

upon figure 7 and its accompanying description, Respondents originally argued that the 

specification requires that the invention, when in the manual operation position, comb on a 

cyclical basis. As the ALJ found, however, the '847 patent is clear that manual operation 

includes the initiation of a single operation comb litter operation and is not limited to cycling of 

the comb. ID at 35-36. The ALJ found that Respondents had misread the cited passage, and that 

in the context of the description of Figure 7, it actually shows that "manual mode" can be a single 

comb litter operation. ID at 36. Respondents point to the same provision of the specification 

they had misread in an effort to limit the "manual operation position" to cyclical raking, and offer 

a variation on the argument. They contend on review that the specification says the switch is 

"set" and "that the manual mode may be 'maintained. '" Respondents' Br. at 54, referring to JX-

1 at 7:14-29. From this they conclude that for a switch to be set, it must have a stationary 

position. !d. The contention is unpersuasive. As the Respondents appear to recognize, at most 

the provision discloses that a manual mode "may be maintained." What this means is that the 

manual mode may, or may not, be maintained. ID at 35. Manual mode is not maintained, for 

example, when a single litter operation is initiated. In that case, the mode selector switch is "set" 

for manual mode when it is moved to the position that causes initiation of a manual cleaning 

operation. In the case of a push button or momentary switch, for example, moving the switch to 
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the down position "sets" the initiation of a manual cleaning operation, even though the switch 

then returns to the up position. Respondents' construction is therefore untenable under a proper 

reading of the specification. 

Neither the claim language nor the specification therefore requires each switch position to 

be stationary or fails to encompass a push button or momentary switch. Moreover, the 

prosecution history the Respondents cite, as the ALJ concludes, "merely re-states the claim 

language found in claim 33 and does not add any further limitation to the claim." ID at 126. Cf 

JX-l at 14:22-28 with JX-2 at 375-76. As the ALJ found, the fact that "switch" and "moveable" 

are underlined in the cited prosecution history does not indicate that push button switches. are 

excluded, or that the switch must remain in a stationary position during the combing operation. 

Citing Overhead Door as supportive of this claim construction is not improper. In that 

case, the Federal Circuit addressed the issue of whether a push-button, momentary switch 

literally met claim language that required "a switch moveable between program and operate 

positions .... " Id. at 1265, 1273-74. The Court held that the district court correctly construed 

this element as a "moveable[] switch connected to the microprocessor having at least two 

positions." !d. at 1273-74. Similar to Respondents here, the accused infringer argued that its 

momentary switch "does not have an operate position, the program position is not stationary, and 

the switch does not permit the user to select the 'operate' mode." !d. at 1274. The Court rejected 

this contention, affirming a finding that the subject "two-position, spring-loaded, push-button 

switch" satisfied the "switch moveable between" limitation. Id. Overhead Door is therefore 

consistent with the ALl's construction based on the record in this case, although it clearly does 
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not dictate the result reached. 

Accordingly, we affirm the ALl's construction of "mode selector switch ... moveable 

between a manual operation position ... and an automatic operation position," to mean "a switch 

that is operatively connected to the comb drive and is moveable between the manual and 

automatic operation positions."lo 

3. Infringement 

For the reasons set forth below, we affinn the ALl's finding that the Lucky Litter and 

OurPet's products infringe claim 33 based on, inter alia, the additional ground that "the comb ... 

coupled to the comb drive" limitation reads on the accused products. We affirm the finding 

against Lucky Litter of contributory infringement. And we affirm, with the modifications 

identified, the findings that other asserted claims were not infringed. 

A. Claim 33 

1idependent claim 33 provides as follows: 

A self-cleaning cat litter box comprising: 

a pan-shaped housing defining an upwardly open litter chamber to 
be filled to a given fill level with cat litter; 

a comb drive coupled to the housing; 

a comb extending between two opposed sidewalls and being 

10 On review, the parties have advanced arguments regarding the correct construction of 
other claim terms that we determined not to review, such as "automatic operation position" in 
claim 33 and "motor mounted on the carriage" in claims 8 and 13. While these and other 
challenges are preserved by the parties' petitions for review, the parties have presented no basis 
for us to reconsider our determination not to review these claim terms. 
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coupled to the comb drive and movable between a storage position 
and a discharge position, the comb projecting down into the litter 
chamber to a level below the fill level so that the comb engages 
clumps in the litter and moves such clumps toward the discharge 
position; and 

a mode selector switch operatively connected to said comb drive, 
the switch being moveable between a manual operation position 
wherein an operator causes the comb to move toward the discharge 
position and an automatic operation position wherein the comb 
moves toward the discharge position automatically upon the 
occurrence of a predetermined event. 

lX-1 at 14:10-28. 

Complainants argue that the ALl's findings that Lucky Litter and OurPet's infringe claim 

33 should be affirmed. Turning to the disputed claim terms, they contend that the accused 

devices have a "comb drive" and a "comb ... coupled to the comb drive," and also have an 

components ofthe "mode selector switch" element of claim 33. See, e.g., Complainants' Br. at 

115-56. 

Respondents seek a reversal of the ALl's findings of infringement of claim 33. They 

argue that claim 33 is not infringed by the SmartScoop or Lucky Litter ScoopFree devices. They 

contend that neither device contains a "comb drive" under the correct construction of the term. 

They also argue that the ALl properly found that OurPet's Smartscoop does not contain a "comb 

... coupled to the comb drive" for purposes of claim 31 and the same finding should apply to 

claim 33. Finally, they argue that neither the SmartScoop nor ScoopFree devices has a "mode 

selector switch ... being moveable between a manual operation position and an automatic 

operation position." See, e.g., Respondents' Br. at 22-24,28-35,50-51,56-60,62-64; 
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Respondents' Resp. Br. at 73-8l. 

The lA argues that the ALJ's findings that Lucky Litter and OurPet's infringe claim 33 

should be reversed. He argues that under the correct construction of "comb drive" and of the 

"mode selector switch" limitation, the accused products do not infringe claim 33. He also argues 

that the OurPet's device does not contain a "comb ... coupled to the comb drive" under the 

term's correct construction. See, e.g., oun Br. at 16, 18-19; OUll Pet. at 17,33,40. 

We determine that the findings of infringement of claim 33 by the ScoopFree and 

SmartS coop products should be affirmed based on a finding that the "comb ... coupled to the 

comb drive" element is present in the accused devices. 

First, we have affirmed the ALJ's construction of the "comb drive" element of claim 33, 

including his rejection of Respondents' and the lA's arguments that certain drives were 

disavowed by the patentee in the '847 patent. The accused devices indisputably contain a comb 

drive under the construction we affirm - a motor and gear train for driving the comb. Moreover, 

we note that we would reach the same finding on infringement even if the specification were 

construed to effect a disavowal. As noted in our claim construction analysis, if, contrary to our 

construction, the preferred gear drive sentence constituted a disavowal, it would be of gear drives 

exposed to fouling by litter only. However, the facts clearly show, and we therefore find, 

alternatively, that the comb drives in the Lucky Litter and the OurPets' products - the motors or 

their gear trains - are not subject to fouling by litter. See, e.g., Tr. at 736-37,816; RX197C Q. 53 

(Lucky Litter products); lX-lOC at 70-71 (OurPet's products). The design of the comb drives in 

these products eliminates exposure to, much less fouling by, litter. Thus, even if, contrary to our 
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finding, the patentee disavowed certain comb drives, the scope of the disavowal would not 

extend to the accused products. Accordingly, the comb drive limitation of claim 33 is met in the 

accused devices. 

Second, we have found that the ALJ erred in failing to consider the "comb ... coupled to 

the comb drive" element in his analysis of whether the SmartScoop devices infringe claim 33. 

Applying the correct claim construction to the record on infringement leads us to make the 

factual finding that this claim element is present in the SmartScoop. The comb drive is contained 

in the motor unit housing. CPX-49. (CDX-70 includes a color photo that shows the inside of the 

motor unit housing with the cover removed.) The motor unit housing is connected to the 

carriage, CPX-37, which in the SmartS coop also holds the waste unit. The carriage is connected 

to the comb. CPX-38. 

In assembling the product, the motor unit housing is mounted on the litter box. CX-

137/RX -140 at 6-7. After the motor unit housing is mounted on the litter box, the carriage is 

then assembled and connects to the motor unit housing. Id. at 8. Latches engage between the 

motor unit housing and the carriage, which partially sits on the motor unit housing. Id. The 

comb is then assembled with and connected to the carriage. Id. 

Therefore, the comb drive is connected to the comb through the motor unit housing and 

the carriage. While this connection is indirect in that the comb is, as the ALJ found, "three steps 

removed" from the comb drive, the comb drive and comb are no less "coupled to" each other 

within the ordinary meaning of the term. In fact, they are not unlike the preferred embodiment, 

which presents this coupling at two removes, inserting a shaft and hangers between the comb and 
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comb drive. Adding an additional remove between the comb and comb drive does not break the 

requisite link to show "coupled to." The connection between the comb and comb drive in the 

SmartScoop products, albeit involving several steps and thus indirect, is plain and clear, and 

without it, the comb would not rotate or move at all. The comb drive of the SmartScoop drives 

the comb of that product by way of the clear connection between the two structures. We find that 

these structures are "coupled to" one another and, therefore, find that the "comb ... coupled to 

the comb drive" limitation is present in the SmartScoop products. 

Lucky Litter has not argued that its device does not meet the "comb ... coupled to the 

comb drive" limitation, and the evidence is clear that it does. The ScoopFree comb is coupled to 

the comb drive as follows: the comb drive is connected to the lead screw, the lead screw is 

connected to a nut, and the nut is connected to the comb. See RX-ll-13, 16-17; CDX-35. See 

also RX-233C at Q. 40 (describing the connection between the ScoopFree comb drive and one of 

the lead screws), 41 (describing the connection between the lead screws and the nuts), 43,51 

(describing the connection between the nuts and the rake) ("A rake subassembly is attached to 

the two nuts in the lead screw drive ... When the motor is operated, the worm gear transmission 

turns the lead screws. When the lead screws tum, the nuts and rake subassembly move linearly 

along the mechanism subassembly."); CX-893C at Q. 345 ("The coupling between the comb and 

comb drive as represented in this demonstrative is through the nut follower, the lead screw, 

pulley and belt components as part of the cat litter box."). Thus, we find that this element is 

present in both the Lucky Litter and SmartS coop devices. 

Third, we have affirmed the ALl's construction ofthe "mode selector switch" limitation. 
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Based on the construction he adopted, we affirm his findings of fact determining that the claim 

limitation is met. With respect to the Lucky Litter ScoopFree products, the ALJ reasonably 

concluded that the switch is "moveable between" the "manual operation position" and the 

"automatic operation position." The switch is a cycle button and an example of one is marked as 

CPX-28. It must be physically held in the "down" position to make contact, and as soon as it is 

released, it returns to the "up" position. ID at 125; RX233C at Q. 60. The ALJ reasonably 

determined that in the "up" position, which is the default position, the cycle button is in 

automatic operation mode. ID at 125. There was no dispute that in this mode the ScoopFree 

products comb in response to a cat exit. ID at 127; CPX-12 at 1; Tr. at 464-65; RX-233C at Q. 

59. The evidence showed that when the ScoopFree product is powered on, it is configured for 

automatic operation. ID at 125; RX-233C at Q. 61. When a user presses the cycle button to its 

"down" position, the unit is put into manual mode, where combing is initiated in response to 

human-based input. The ALJ reasonably determined that this is the manual operation position. 

ID at 125; CX-893C at Qs. 366-74. This position causes the unit to cycle once, following which 

it returns to an automatic mode. ID at 117. Based· on these well-supported underlying findings, 

the ALJ reasonably concluded, therefore, that the cycle button in the Lucky Litter product is a 

switch that is "moveable between" the "manual operation position" and the "automatic operation 

position." Expert testimony further supported this conclusion. CX-893C at Q. 368. 

Similarly, with respect to the OurPet's SmartS coop device, the ALJ reasonably concluded 

that it "possesses a switch that is moveable between a manual operation position and an 

automatic operation position .... " ID at 175. An example of this switch is marked as CPX-27. 
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In the SmartScoop, this button is referred to as the "power" switch. The evidence showed that 

the button on the SmartS coop called the "power" switch is the mode selector switch. ID at 174. 

As the ID found, when pressed a first time, this switch causes the SmartScoop to go into a 

manual operation mode in which a cleaning cycle occurs in response to the human input of 

pressing the momentary switch. ID at 174-75; JX -19C at 90, 75-76. Immediately upon 

completing the connection calling for a manual cleaning cycle, the switch returns to its "up" 

position and allows the SmartS coop processor to assume an automatic operation mode, in which 

it waits for an infrared sensor to inform it that a cat has exited the litter box. ID at 174-75; JX-

8C at 37,88; JX-19C at 103-05; JX-10C at 157-58. At that point, the SmartScoop automatically 

initiates a delay of 10-15 minutes, after which the cleaning cycle is initiated. ID at 175; CPX-40 

at 4; JX -19C at 179. Once the SmartScoop is in automatic operation mode, one need only press 

the switch twice - first, to put it into its "waiting" mode, and a second time to put it into the 

manual operation mode. ID at 174-75; JX-19C at 125-26, 179; JX-8C at 59-62,89-90. Thus, the 

switch can be moved from its "up" automatic operation position to a "down" manual operation 

position by pressing it twice. 

Based on his well-supported underlying findings, the ALJ reasonably concluded, 

therefore, that the cycle button in the OurPet's product is a switch that is "moveable between" the 

"manual operation position" and the "automatic operation position." Expert testimony further 

supported his conclusion. CX-893 at Qs. 803-05. 

OurPets contends, however, that its products really have only one mode for cleaning a 

box - "the comb cycles through the box in response to the push of a button by a user and then 
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waits to move again following the entry and exit of an object," Respondents' Resp. Br. at 78, but 

this conflates the two modes of operation into one. Manual mode of operation is literally where 

combing is initiated in response to human-based input - an operator pressing the switch down. 

Automatic operation mode is literally where combing is in response to cat exit, which is what 

takes place once the comb has swept through the litter the device waits to sweep again upon 

sensing the arrival and departure of a cat. The record thus supports the ALJ's conclusion. We 

therefore affirm the ALJ's findings that the "mode selector switch" limitation of claim 33 is met 

in the Lucky Litter and OurPet's products. 

Based on our infringement analysis with respect to the disputed claim terms in claim 33 

under review, "comb drive," "comb ... coupled to the comb drive," and the "mode selector 

switch" set out above, we conclude that each of these elements in present in the accused 

products. Except as discussed above, the parties have failed to demonstrate error in the ALJ's 

ultimate findings that the Lucky Litter and OurPet's products infringe claim 33. Our review of 

the record satisfies us that Complainants have met their burden of proving infringement. We 

therefore affirm the ALJ's ultimate findings that both the OurPet's SmartS coop and Lucky Litter 

ScoopFree automatic litter boxes infringe claim 33 of the '847 patent. 

B. Contributory Infringement 

The ALJ found that Lucky Litter engaged in contributory infringement of the '847 patent 

under 35 U.S.c. § 271(c) through the importation and sale of replacement cartridges that are 

combined with the frame of the ScoopFree self-cleaning litter box. ID at 130-33. 

Lucky Litter argues that the Commission should reverse the ALJ's determination that 
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Lucky Litter's importation and sale of Scoop Free disposible cartridges constitutes contributory 

infringement. Lucky Litter argues first that it may not be held liable for contributory 

infringement because its ScoopFree devices do not directly infringe the '847 patent. Lucky Litter 

further argues that the finding that its disposable litter cartridges have no substantial non­

infringing uses is clearly erroneous. See, e.g., Respondent's Br. at 64-66; Respondents' Resp. Br. 

at 94-96. Complainants argue that there was no error and the finding of contributory 

infringement should be affirmed. See, e.g., Complainants' Br. at 171-77. 

In light of our determination to affirm the finding of direct infringement of claim 33 by 

Lucky Litter, Lucky Litter's first argument lacks merit. See, e.g., Joy Techs., Inc. v. Flakt, Inc., 6 

F.3d 770, 774 (Fed. Cir. 1993) ("Liability for ... contributory infringement is dependent upon 

. the existence of direct infringement."). We also reject Lucky Litter's second argument. 

The ALJ reasonably found that Lucky Litter's planned future use of cartridges in the 

ScoopFree Slide, a manual litter box, did not qualify as a substantial non-infringing use. ID at 

132. Lucky Litter has not pointed to any evidence of an actual use of replacement cartridges in 

the ScoopFree Slide by anyone, instead arguing that the evidence showed that the ScoopFree 

Slide "would be on the market by the end of the year." Respondents therefore have no record 

evidence of actual use of the replacement cartridge with the ScoopFree Slide. Absent evidence 

of actual use that qualifies as a substantial non-infringing use, the ALJ reasonably rejected 

Respondents' allegation that the proposed ScoopFree Slide is a substantial non-infringing use. 

See Mentor HIS, Inc. v. Med. Device Alliance, Inc., 244 F.3d 1365, 1379 (Fed. Cir. 1991) 

(upholding a finding of non-substantial use where there was a lack of "any actual uses" that were 
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non-infringing). The ALJ gave full consideration to Lucky Litter's other allegations regarding 

purported non-infringing uses and rejected those allegations based on his reasonable weighing of 

the evidence and credibility determinations. ID at 132-33. We affirm his finding of contributory 

infringement by Lucky Litter. 

C. Other Infringement Findings 

1. Claims 31-32 

Complainants asserted claim 31 against OurPet's, and the ALJ found that the claim was 

not infringed, in part because the "comb ... coupled to the comb drive" limitation was not met in 

OurPet's device. He also found that the OurPet's device did not meet the limitation of a "comb 

drive including a drive motor mounted on the carriage" in claim 31, ID at 164-67, which claim 

construction and infringement finding are not under review. The ALJ further found that because 

the SmartScoop products do not infringe claim 31, they do not infringe dependent claim 32. ID 

at 168. 

Based on our determination on review that SmartS coop meets the "comb ... coupled to 

the comb drive" limitation, as discussed in connection with claim 33, this limitation does not 

serve as a basis for finding non-infringement by OurPet's of claims 31 and 32. We nevertheless 

affirm the ALl's findings of non-infringement of claims 31 and 32 because they are supported by 

the unreviewed finding that SmartScoop does not meet the limitation "comb drive including a 

drive motor mounted on the carriage." 

2. Claims 8 and 13 

The ALJ found that claims 8 and 13, which Complainants asserted against OurPet's, were 
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also not infringed. He found that the elements in claim 8 of a "discharge position adjacent the 

discharge end wall" and of a "reversible motor ... mounted on the carriage" were not present in 

the SmartScoop, and it followed that dependent claim 13 was also not infringed. ID at 141-48. 

We have revised the ALJ's construction of the "discharge position adjacent the discharge end 

wall" limitation to eliminate the synonyms he cited that unduly narrow the tenn "adjacent." 

With respect to this limitation, the ALJ considered whether it was met against the record 

evidence and concluded that it was not. First he found that the tenn discharge position clearly 

refers to the final position of the comb upon discharge of the litter. The next movement 

contemplated in the patent is " ... back to the storage position." ID at 143 quoting JX-1 at 10:27. 

Relying on RX-138.8, he found that the position ofthe "comb" in the accused product tenninates 

its movement in a discharge position "that is not fairly described as 'nearby' when one considers 

the relationship of the comb in its 'discharge position' (i.e., vertical and removed from the 

discharge end wall) and the overall confines of the comb path and relative distances available 

between 'the storage position at the storage end wall' and the 'discharge position' at the 

'discharge end wall.'" ID at 143-44. 

This is a reasonable conclusion based on the record evidence, which shows that the 

SmartS coop comb actually rotates away from the discharge wall through more than 180 degrees 

to a vertical discharge position at which point the clumps carried out of the litter by the comb are 

deposited in a waste receptacle that is located behind the comb. In its discharge position, the 

comb on the SmartScoop is virtually parallel to the discharge end wall at a distance more than 

equal to the length of the comb tines. See, e.g., RX-138.8; RX-231 at Qs. 61-64. Based on this 
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evidence, the ALl was not persuaded there was infringement under the doctrine of equivalents 

either, concluding that in an invention of this type and size, the difference in the manner of 

achieving the result is not "insubstantial." ID at 145. 

The ALl thus refused to stretch the ordinary meaning of the word "adjacent" to include a 

position that he reasonably concluded was much farther from the discharge end wall than is 

naturally implied by definitions of "not distant" and "nearby." While he initially cited synonyms 

for "adjacent," he did not refer to them in his application ofthe facts to the claim construction. 

His fact-finding and the conclusions he reached are sound and apply equally if the synonyms are 

stricken from the cited definition. When the SmartScoop comb is in its discharge position it is 

sufficiently distant the discharge end wall so as not to be "adjacent" within the meaning of the 

claim limitation. We therefore find that under the broader construction we have adopted, this 

element is not present in the SmartS coop products for the reasons the ALl articulated. We affirm 

the ALl's findings that Complainants failed to prove infringement of claims 8 and 13. 

4. Validity 

A. Anticipation 

Respondents argue that if "comb drive" is broadly construed, then claim 33 is anticipated 

by the Carlisi prior art reference. See, e.g., Respondents' Br. at 35-36; Respondents' Resp. Br. at 

61-65. The IA agrees. See, e.g., QUll Br. at 19-21. Complainants contend that claim 33 is not 

anticipated by Carlisi and that the ID correctly found that Respondents failed to prove that Carlisi 

discloses a "mode selector switch" and an "automatic operation mode." See, e.g., Complainants' 

Br. at 180-85. 
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As set forth below, claim 33 is not anticipated by Carlisi as the ALJ reasonably 

concluded. First, the 10 applied the correct legal standard and properly found that because 

Carlisi was before the patent examiner during prosecution, Respondents had the added burden of 

overcoming the presumption that the USPTO properly did its job in allowing the' 847 patent to 

issue. 10 at 64, 66. See American Hoist & Derrick Co. v. Sowa & Sons, Inc., 725 F.2d 1350, 

1359 (Fed. Cir. 1984). Second, with the exception of "comb ... coupled to the comb drive," we 

have affirmed the claim construction applied by the ALJ in claim 33. The lO's conclusion did 

not tum on this element, however, and all parties agree that it does not impact the anticipation 

analysis. Finally, the 10 is supported by the twin findings that Respondents failed to demonstrate 

that Carlisi discloses the "mode selector switch" and the "automatic operation position." 10 at 

72-73 (discussed more fully below). 

The 10 does not fully explain the rationale for thes'e twin findings, however, and instead 

simply incorporates by reference the analysis perfonned under claim 27. 10 at 73. With respect 

to claim 27, the 10 found that Respondents failed to demonstrate that Carlisi discloses the "mode 

selector means" and the "automatic operation mode," which is not the same language found in 

claim 33. 11 Respondents contend that the ALJ improperly conflated the anticipation analysis of 

two claims with different limitations. The twin findings are well-supported and we therefore 

reject the challenge. 

The 10 construed automatic operation mode in claim 27 as "a mode of operation where 

11 The 10 also found that the "comb drive means" element of claim 27 is not disclosed in 
Carlisi. 10 at 68. 
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combing is initiated in response to cat exit." ID at 37. Similarly, the ID construed "automatic 

operation position" as "a position ofthe mode selector switch where combing is initiated in 

response to cat exit." ID at 48. Both of these constructions are based on the construction of 

"automatic operation" that refers to combing in response to cat exit. In his analysis under claim 

27, the ALl correctly found, based on the record evidence, that "[n]othing in the [Carlisi] patent 

describes or discloses a mode of operation where combing is initiated in response to a cat exit." 

ID at 69. Because the evidence shows that Carlisi does not disclose a self-cleaning operation in 

response to cat exit, Carlisi therefore does not disclose "an automatic operation mode" as 

required by claim 27 or an "automatic operation position" as required by claim 33. 

With respect to "mode selector means" in claim 27, the ID construed the term under 

§ 112, ~6 to require a switch for selecting between manual operation mode and automatic 

operation mode plus a microprocessor programmed to perform a particular algorithm. ID at 30. 

The ID construed "mode selector switch" in claim 33 to mean "a switch that is operatively 

connected to the comb and is moveable between the manual and automatic operation positions." 

ID at 44. In his claim 27 analysis, the ALl found that in Carlisi there is no "explicit mention of 

any switch and microprocessor combination that allows for the selection between modes and no 

indication that the on/off switch and the timer are connected in any way." ID at 69. He also 

found that Carlisi does not inherently "disclose the 'mode selector means. '" As he stated, 

"[t]here is no indication in Carlisi that when the on/off switch is turned off, it puts the litter box 

into a mode where a rake is driven [] periodically by a timer." ID at 70. 

The ID's incorporation by reference ofthe claim 27 analysis into its claim 33 analysis 
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goes to this narrower point regarding the Carlisi switch. As the ALJ found, Carlisi discloses an 

on/off switch; it also discloses combing periodically through the use of a timer. ID at 69. On 

this record, however, it is not apparent that Carlisi discloses a switch for selecting between a 

manual operation and an automatic operation, and Respondents therefore failed to meet their 

burden of proving that all elements of claim 33 were disclosed in the prior art reference. 

For these reasons, we affirm the finding that claim 33 is not anticipated by Carlisi. 

B. Obviousness 

Respondents argued below that claims 8, 13,24-25,27,31-33, and 41-42 are invalid 

under 35 U.S.C. § 103(a) based on claim-specific combinations of prior art references (Carlisi 

combined with one or more of Strickland or Johnson and, in the case of claim 13, Kakuta) which 

they allege rendered each element ofthose asserted claims obvious. The IA concurred with 

Respondents if, he indicated, the ALJ,were to adopt broader claim constructions for these claims 

than the IA proposed. ID at 79-81; 84-85; 88-89; 89-91; 92-95; 97-98. 

The ALJ adopted the broader claim constructions but found the defense unavailing. First, 

he determined the qualifications of a person of ordinary skill in the art. He found that such a 

person would have an undergraduate degree in mechanical engineering or equivalent experience 

and that, due to their educational background or experience, they would have some knowledge of 

the sensor motor systems, switch hardware, circuitry, control logic, microcontrollers, and 

computer programming. ID at 78. He then found that none ofthe asserted claims is rendered 

obvious to a person of ordinary skill in the art by the combinations of prior art references 

asserted. ID at 82-84 (claim 8); 84-88 (claim 13); 88-89; (claims 24-25); 89-92 (claim 27),92-94 
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(claims 31-32), 94-97 (claim 33), 97-99 (claims 41-42). Finally, he found that the commercial 

success of the Littermaid® products support a finding of non-obviousness as a secondary 

consideration. ID at 103-07. 

Respondents and the IA argue that under the claim constructions adopted by the ALJ, the 

asserted claims are invalid as obvious. See, e.g., Respondents' Resp. Br. at 34, 65-72 (claim 33 

obvious if comb drive broadly construed), 90-92 (claims 27, 41, 42 invalid under broad 

construction of comb drive means), 96-101 (claims 8,24,25,31, and 32 obvious in light of 

Carlisi and Johnson), 101-03 (claim 13 obvious in light of Carlisi, Johnson and Kakuta); OUll 

Br. at 19-21. Complainants contend that Respondents failed to meet their heavy burden to prove 

that any of the asserted claims of the '847 patent would have been obvious to a person of 

ordinary skill in the art and that, accordingly, the ID should be affirmed. See, e.g., Complainants' 

Br. at 198-204 (failure to prove claims 8,24,25,31 and 32 obvious in light of Carlisi and 

Johnson); 204-07 (failure to prove claim 13 obvious in light of Carlisi, Johnson and Kakuta); 

208-22 (failure to prove claims 27 and 33 obvious in light of Carlisi and Strickland); 222-23 

(failure to prove claims 41-42 would have been obvious); 223-43 (objective evidence of non­

obviousness). 

We affirm the ID's findings that the asserted claims ofthe '847 patent are not obvious. 

The ALJ applied the proper legal standards and, upon reviewing the evidence, assessing witness' 

credibility and demeanor, and appropriately discounting testimony, correctly concluded that 

Respondents' evidence failed to satisfy the burden of proof by clear and convincing evidence. 

The ALJ took into consideration the entire record and his findings on each claim and as regards 

46 



PUBLIC VERSION 

the secondary considerations are well-supported. The closest call in our view concerns claim 33, 

the single claim found infringed, which we discuss below. 

Respondents argue that claim 33 would have been obvious in 1994 (the original 

application for patent was filed on January 15, 1995), based on the combination of Carlisi and 

Strickland. They contend that Carlisi discloses all ofthe elements of claim 33 except for the 

"mode selector switch" limitation. They contend that Strickland discloses the missing "mode 

selector switch" limitation. Strickland concerns a "cat waste disposal system." RX-6. Instead of 

using a comb to rake clumps to a waste container, Strickland employs a conveyor belt to send 

used litter into a waste receptacle, which may be operated either by a timer or by a pressure 

sensor for sensing the presence ofthe cat. RX-6 at 3:23-26, 4:63-5:2. Strickland also teaches "a 

manual actuating means 55 provided in timer 54 to open and close the base 32 and move the belt 

surface 14 as desired by the operator." RX-6 at 3:20-23. Respondents claim that this "manual 

actuation means" is the "mode selector switch" of claim 33 and that claim 33 would have been 

obvious in 1994 by combining these two references. 

The ALJ considered the evidence and concluded that Respondents failed to prove that 

Strickland discloses a "mode selector switch" that is moveable between a manual operation 

position and an automatic operation position. ID at 95. He had already concluded in his 

anticipation analysis that Carlisi does not disclose such a switch. ID at 73. Since neither ofthese 

two references disclosed the "mode selector switch" element of claim 33, he concluded that 

Respondents failed to carry their burden of proof of obviousness for claim 33. ID at 97. 

Respondents contend the ALJ erred in finding that Strickland does not disclose the "mode 
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selector switch" element of claim 33. We find that the ALJ did not err in finding insufficient 

proofthat Strickland discloses the "mode selector switch" element, and that the evidence fully 

supports his conclusion that claim 33 is not obvious in light of Carlisi and Strickland. First, the 

U.S. Patent and Trademark Office examined both of these references - Carlisi and Strickland 

before it issued claim 33. The PTO ultimately concluded that the "mode selector switch" of 

claim 33 (and the "mode selector means" of claim 27) was missing from the Carlisi/Strickland 

combination. See JX-2 at 393,396 (overcoming rejection of claim 33 based on "mode selector 

switch"). Because these references were examined, the ALJ correctly determined that 

Respondents bear the added burden of overcoming the deference due to the PTO. ID at 96; see, 

e.g., Pharmastem Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d 1342, 1366 (Fed. Cir. 2007) 

("When the party asserting invalidity relies on references that were considered during 

examination or reexamination, that party 'bears the added burden of overcoming the deferwce 

that is due to a qualified government agency presumed to have done its job. "'). 

Second, as the ALJ found, Strickland does not even use the word "switch." Beyond the 

one sentence reference to "manual actuation means," Strickland contains no discussion or 

explanation of "manual actuation means." ID at 96. As the ALJ properly concluded, the term 

"manual actuation means" is "vague, and the specification does nothing to clarify what structure 

this term encompasses." ID at 96. Strickland thus contains no specific reference to a switch - a 

term which is known to refer to a variety of structures and only a general reference to "manual 

actuating means." The ALJ was correct to point out the vagueness of the disclosure, and it fully 

supported his conclusion that Strickland does not supply the "mode selector switch" element of 

48 



PUBLIC VERSION 

claim 33 of the '847 patent. 

Third, Respondents presented no evidence, much less clear and convincing evidence, that 

Strickland discloses a "mode selector switch" moveable between a manual operation position and 

an automatic operation position, which is the claim element alleged to be disclosed. The ALl 

was correct to highlight this separate point - not only does the Strickland reference fail to 

mention a switch, it fails to mention a switch moveable between these two positions, which is 

integral to this element in claim 33. ID at 96. The specific claimed function ofthe "mode 

selector switch" in claim 33 is its being moveable between a manual operation position and an 

automatic operation position. 

Due to the lack of any evidence of the Strickland "manual actuation means" performing 

the claimed function of being moveable between such positions, the ALl properly found that one 

of ordinary skill in the art would not necessarily understand that the "manual actuation means" of 

Strickland encompassed the "mode selector switch" of claim 33 of the '847 patent. ID at 96. As 

the ALl reasonably pointed out, "[w]hile it is possible that the 'manual actuating means' of 

Strickland could be a switch, such speCUlation does not amount to clear and convincing evidence 

supporting the assertion of invalidity." ID at 96. The ALl's statements reflect his careful 

assessment of the record against the heightened burden of proof imposed on Respondents in 

trying to prove invalidity. 

Moreover, Complainant's expert, Dr. Wood, reviewed these same references and he also 

concluded that a person of ordinary skill in the art would not understand Strickland, or the 

combination of Carlisi and Strickland, to disclose the "mode selector switch" element of claim 
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33. He also determined that the Strickland waste management system is fundamentally different 

from the Carlisi system in that Carlisi seeks to filter waste from litter and reuse the litter over an 

extended period of time, whereas the Strickland system dumps cat waste and litter together while 

continually replenishing a measured quantity of cat litter. CX-934C at Qs. 145, 150, 154-57, 

174, 176; JX-2 at 375-76. Because the systems are so different, he opined that a person of 

ordinary skill in the art would not make the leaps necessary to combine the Carlisi and Strickland 

references so as to create an operable comb-based self-cleaning litter box system that includes the 

mode selector switch and associate manual operation and automatic operation, as disclosed in 

claim 33. CX-934C at Qs. 147, 157, 174, 176. According to him, the combination of Carlisi and 

Strickland would result in an inoperable system. He specifically testified that a person of 

ordinary skill in the art would not readily combine the teachings of Strickland's "manual 

actuating means" with Carlisi: 

Simply taking the 'manual actuating means' of Strickland and attempting to apply 
it to the 'automatic moving means' of Carlisi would not work from a common 
sense point of view. It is not possible to simply take the manual means and 
associated circuitry from Strickland and stick them within the Carlisi system. 
These systems will not match up or align in any way and will not operate either 
mechanically or electrically. 

CX-934C at Q. 146. 

While the ALJ did not reach this level of analysis, content as he was that Strickland failed 

to disclose the "mode selector switch" of claim 33, the record clearly demonstrates further 

affirmative support for his conclusion that Respondents failed to prove that claim 33 is invalid as 

obvious in light of Carlisi and Strickland. 
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The ALJ's finding on secondary considerations also supports his rejection of 

Respondents' validity defense and conclusion that the invention would not have been obvious in 

1994. See Ortha-McNeil Pharmaceutical, Inc. v. Mylan Labs, Inc., 520 F.3d 135S, 1365 (Fed. 

Cir. 200S) (These objective indicia "'may often be the most probative and cogent evidence of 

nonobviousness in the record. "'). The ALl credited Complainants' evidence and found that the 

commercial success of the Littermaid® product indicated that the 'S47 patent would not have 

been obvious in 1994. ID at 104-05. Complainants also demonstrated the requisite nexus 

between commercial success and the patented product by showing that they (1) market a 

commercially successful product, and (2) the patent in question claims that product. The ALl 

found that since 2001, Littermaid sales have exceeded $[ ] million annually, and the annual 

average during the last seven years has been over $[ ] million. ID at 104. 

Contrary to Respondents assertions, we are not persuaded that the ALl ignored the factual 

record or took an improperly limited view of the prior art references. Respondents disagree with 

the result the ALl reached, but fail to demonstrate a sound basis for disturbing it. For example, 

they point out that during prosecution the PTO examiner himself indicated that he thought 

Strickland discloses a "switch," but they ignore that he ultimately concluded that Strickland does 

not disclose the "mode selector switch" element. Weare also satisfied that the ALl gave full 

consideration to Respondents' expert's testimony regarding switches, as the ALl directly quoted 

from it elsewhere in his ID. See ID at 91. Their argument that Complainant's expert testified in 

Respondent's favor also does not bear close scrutiny. See, e.g., CX-934C at Qs. 146-47. In 

short, the ALl was correct when he determined that Strickland does not clearly disclose a mode 
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selector switch and that Respondents failed to establish that claim 33 is obvious in light of Carlisi 

and Strickland. 

The ALJ's findings regarding the validity of other claims reflect the ALJ's proper 

consideration of the record evidence, findings of fact, and application of law to fact. Because we 

have not changed any claim construction that would impact the validity analyses and the findings 

are well-supported, we affirm the ALJ's findings that none ofthe asserted claims are invalid as 

obvious under § 103. 

5. Remedy, the Public Interest, and Bonding 

The ALI recommended that the Commission issue a general exclusion order under 19 

U.S.C. § 1337(d)(2)(A)-(B). In his view, a general exclusion order is necessary (1) to prevent 

circumvention of an exclusion order limited to products of the named Respondents (the statutory 

subparagraph A requirement), and (2) because there is a widespread pattern of unauthorized use 

within the United States and it is difficult to identify the source of the infringing product (the 

statutory subparagraph B requirement). ID at 199-200. The ALI also recommended the issuance 

of cease and desist orders against Respondents under 19 U.S.C. § 1337(f)(1). ID at 204. Finally, 

he recommended a bond in the amount of 100 percent of the entered value of any infringing self­

cleaning litter boxes and components thereof during the period of Presidential review. ID 208. 

Complainants argue that the Commission should adopt the ALJ's recommendation to 

issue a general exclusion order, and that such an order is warranted under subparagraphs A and B 
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of 19 U.S.c. § 1337(d)(2). Complainants' Remedy Br. at 4-20. 12 They further argue that the 

ALJ correctly determined that cease and desist orders are appropriate. !d. at 20-21. They further 

contend that they would receive insufficient relief if the exclusion and cease and desist orders 

permitted Lucky Litter to continue infringing the '847 patent by supplying replacement 

cartridges. !d. at 21-26. In their view, the proposed general exclusion order and cease and desist 

orders are consistent with the public interest. !d. at 26-28. They also argue that the Commission 

should adopt the ALJ's bond recommendation (100 percent). Id. at 28-31. 

Respondents and the IA argue that the recommendation for a general exclusion order is 

unsupported and should not be adopted. They contend that neither statutory criterion for a 

general exclusion order (subparagraphs A or B) is met on the evidence in the record. See, e.g., 

Respondents' Br. at 74-78; OUlI Br. at 25-27. In their view, the appropriate relief is a limited 

exclusion order, but they differ on its terms. 

Respondents contend that the LEO should be tailored to cover only products that include 

a mode selector switch and infringe claim 33, which they argue would therefore except new 

products that they claim to be importing since the final ID issued in this investigation. They 

argue that these new products have modified switches that are not "moveable between a manual 

operation position and an automatic operation position," and that these products are therefore 

non-infringing. They propose including a provision in the LEO that requires them to certify that 

12 They argue that if the Commission does not issue a general exclusion order, it should 
issue a limited exclusion order directed to all infringing self-cleaning litter boxes and 
components thereof, including cartridges, that are manufactured by or for Respondents. !d. at 20. 
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the imported products meet the exception. Respondents' Br. at 66-71 & Exh. A (Decl. of Alan 

Cook). 

Respondents further contend that the limited order should not cover replacement 

cartridges because barring such importation will deprive consumers of the ability to use non­

infringing products, including their new ScoopFree Slide, which is not automated and which they 

say they started shipping in December 2008, and their new SX-1, SX-E, and SX-2 automatic 

litter boxes, which they argue have been re-designed to remove the functionality of the cycle 

button and will start shipping in January 2009. !d. at 69-71 & Exh. A. Respondents argue that 

covering the replacement cartridges would also be against the public interest because it would 

deny owners of the accused products access to such products and therefore the use of their litter 

boxes. !d. at 71-72. Finally, they argue that the bond during the period of Presidential review 

should be set at three percent. !d. at 78-81. 

The IA opposes including in the LEO or cease and desist orders Respondents' additional 

limiting language regarding the switch limitation of claim 33, but he is otherwise essentially in 

accord with their positions. oun Br. at 24-28. Including replacement cartridges in any order 

would be against the public interest, in his view. Id. at 28-30. He calculates an even lower bond 

rate of 2.66 percent based on a royalty agreement. Id. at 30-31. 

Analysis 

The Commission has "broad discretion in selecting the form, scope and extent of the 

remedy." Visco/an, S.A. v. United States Int '[ Trade Comm 'n, 787 F.2d 544, 548 (Fed. Cir. 

1986). A limited exclusion order is the usual remedy when a violation of Section 337 is found. 
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The statute provides that, "[i]f the Commission determines, as a result of an investigation under 

this section, that there is a violation of this section, it shall direct that the articles concerned, 

imported by any person violating the provisions of this section, be excluded from entry into the 

United States .... " 19 U.S.C. § 1337(d)(1). 

A general exclusion order, conversely, is available only when complainants meet the 

heightened requirements of Section 337(d)(2), which provides as follows. 

The authority of the Commission to order an exclusion from entry of articles shall be 
limited to persons determined by the Commission to be violating this section unless the 
Commission determines that--

(A) a general exclusion from entry of articles is necessary to prevent circumvention of an 
exclusion order limited to products of named persons; or 

(B) there is a pattern of violation of this section and it is difficult to identify the source of 
infringing products. 

19 U.S.C. § 1337(d)(2). 

In addition to, or in lieu of, issuing a limited or general exclusion order, the Commission 

may issue a cease and desist order directing any person violating, or believed to be violating, 

Section 337 to cease and desist from engaging in the unfair methods or acts involved. !d. at 

§ 1337(£)(1). 

Exclusion Order 

We disagree with the ALJ's recommendation in light of our conclusion that the record 

fails to demonstrate that either section 337(d)(2)(A) or (B) is satisfied. We address subparagraph 

B first because the ALJ emphasized "widespread importation of the infringing products by 

foreign manufacturers" and the fact that "the offending products do not bear any identifying data 
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showing their manufacturer, making it difficult to identify their origin." ID at 199. 

In this case, there is no evidence of importation by any foreign manufacturers, and 

subparagraph B is clearly not met. Originally there were three Respondents in this investigation, 

one of which settled with Complainants early in the proceeding. All three are importers of the 

accused products; Complainants also import their products that practice the invention. During 

the investigation, in which they participated fully, Respondents identified a specific and limited 

number of manufacturers oftheir self-cleaning litter boxes. CX-204 at 5-6; CX-269C. 

What the ALI identifies as "widespread importation of infringing products" refers 

exclusively to Respondents' infringing products. The volume and value of this infringing 

activity is significant - the ALI states that over 200,000 units of infringing self-cleaning litter 

boxes and components thereof with a value of more than $15,000,000 have been sold for 

importation, imported, and/or sold after importation. J3 ID at 199. However, the only evidence in 

the record of infringing imports is of Respondents' products. That is, Respondents accounted for 

all of the infringing imported products. Complainants have failed to identify a single act of 

importation that is unrelated to one of the Respondents. Under the circumstances, this is not the 

sort of "pattem of violation of this section" that paragraph B contemplates, particUlarly when 

further considered in light ofthe second part of paragraph B - "and it is difficult to identify the 

source of infringing products." 

In the ALI's view, the lack of a mark on the product or its packaging identifying the 

13 Complainants say the numbers are higher. Complainant's Remedy Reply Br. at 9 
(citing 230,000 units of Respondents' infringing litter boxes and [ ] replacement 
cartridges). 
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manufacturer is significant, but we disagree with this application of the statutory provision. The 

statute requires that the "source" of the infringing products be difficult to identify, and that is not 

the case here. It is undisputed that all of these imported products are the Respondents'. In fact, 

each Respondent is clearly identified on its products and the products' packaging.14 We therefore 

do not find that subparagraph B is met. 

We also find insufficient evidence to support the requisite risk of circumvention under 

subparagraph A to warrant a general exclusion order. The ALJ states that there are numerous 

producers in China who could make litter boxes, and further states that business conditions in the 

United States, such as demand conditions and distribution networks, support a finding that 

subparagraph A is met. ID at 199. Respondents and the IA argue that such statements are 

guesswork, which we find unnecessary to reach. The fatal shortcoming is the lack of correlative 

intent or likelihood of infringement by Respondents' manufacturers or any other foreigil 

manufacturers the indicia of evidence that would warrant a general exclusion order. The 

existence of an opportunity to make infringing products is simply not enough to satisfy the 

requirements of subparagraph A. 

The closest Complainants get to making a case that a general exclusion order is necessary 

is with respect to evidence that Lucky Litter has arrangements with three purchasers whereby the 

purchasers take possession and title of the product in China and arrange for its importation into 

the United States themselves, without Lucky Litter's involvement. See CX-118 Q. 19 at 15. 

Lucky Litter, in these sales, is therefore not the importer. We note that these transactions 

14 We note that Complainants' products also do not identify the name of the foreign 
manufacturer. 
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constitute only part of Lucky Litter's sales, see, e.g., CX-805C, Tr. at 775-76, and there is also no 

proof on this record that OurPet's has similar arrangements. 

We find that the evidence does not support finding that a general exclusion order is 

necessary under subparagraph A. Even if Lucky Litter is completely removed from importing in 

these transactions, Commission limited exclusion orders are meant to reach covered products that 

are "manufactured by or on behalf of' or "imported by or on behalf of' the named person (here 

Lucky Litter). Such language in a Commission limited exclusion order is broad enough to bar 

the infringing imports of Lucky Litter products that are imported directly by certain customers of 

Lucky Litter. Moreover, the standard Commission cease and order contains language in its 

proscriptions that would be broad enough to bar this type of conduct by Respondents, as 

recognized by the IA and Respondents. Such orders are subject to enforcement by penalty, 

against the named company as well as its principals, officers, employees, agents, and others, 

pursuant to section 337(f)(1). Individuals involved in proscribed conduct may even be held 

personally liable for penalties. 

There is, therefore, no incentive to violate the Commission cease and desist orders or 

limited exclusion orders and these two types of orders constitute appropriate remedies given the 

violation. Accordingly, we find that the record does not demonstrate that "a general exclusion 

from entry of articles is necessary to prevent circumvention of an exclusion order limited to 

products of named persons" under section 337(d)(2)(A). 

We therefore determine to issue a limited exclusion order against the Respondents. We 

agree with Complainants, however, that the alternative recommendation of the ALl that the 
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limited order specify model numbers is not appropriate. The Commission does not identify 

specific model numbers in its orders because "[a]n exclusion or cease and desist order which 

specifically lists the models to which it applies merely invites an unscrupulous respondent to 

change the model number to circumvent the order." Certain Cellular Radiotelephones and 

Subassemblies and Component Parts Thereof, Inv. No. 337-TA-297, USITC Pub. 2361 (Feb. 

1991), Comm'n Op. on Remedy, the Public Interest and Respondents' Bonding at 5 (Aug. 29, 

1989). Moreover, any recitation of model numbers would place an additional burden on 

Customs, which the Commission has generally sought to avoid. See, e.g., Certain Integrated 

Circuit Telecommunication Chips and Products Containing Same, Inv. No. 337-TA-337, 

Comm'n Op. on the Issues Under Review and Remedy, the Public Interest, and Bonding at 32-34 

(Aug. 1993). 

We also reject Respondents' request that the exclusion order carve out an exception for 

their recent "new designs" and new products because the Commission has regulatory safeguards 

in place to prevent the enforcement of an exclusion order against products that do not violate 

section 337. If Respondents believe that their new products do not violate section 337 and they 

want to avoid potential liability for civil penalties, they may avail themselves of the procedures 

of Commission Rule 210.79, 19 C.F.R. § 210.79, which provides that a party may request an 

advisory opinion as to whether its product is subject to the order. 15 In the framework of such a 

proceeding, unlike here, the record could be developed to determine whether the subject products 

15 In addition, Respondents may request a ruling from U.S. Customs and Border 
Protection that their new designs are not covered by the Commission order. 19 C.F.R. § 177.1, et 
seq. 
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infringe. We also find that the need for the certification provision requested by Respondents is 

mooted by our determination that the order not carve out an exception for any new litter box 

designs. 

We agree with Complainants that components including replacement cartridges should be 

covered by the limited exclusion order (and the cease and desist orders). Respondents and the IA 

argue that the inclusion of replacement cartridges is improper and would be against the public 

interest. We disagree. The statute clearly contemplates such inclusion because Lucky Litter 

cartridges were specifically found to infringe the '847 patent. Because the replacement cartridges 

were found to independently infringe under the doctrine of contributory infringement, their sale 

and importation violate section 337 and should be included in the scope of any remedy issued. 

See 19 U.S.c. § 1337(d)(I) ("[i]fthe Commission determines, as a result of an investigation 

under this section, that there is a violation of this section, it shall direct that the ,.articles 

concerned, imported by any person violating the provisions of this section, be excluded from 

entry into the United States .... "). Complainants' statutory relief would be vitiated, and Lucky 

Litter would be authorized to simply continue its infringement, if the orders permitted Lucky 

Litter to continue infringing the' 847 patent by supplying replacement cartridges. 16 

Finally, based on new designs that Respondents have developed after the ALJ issued his 

final ID, we find that there is no legitimate basis upon which to include an exemption for 

complete litter boxes or cartridges. Lucky Litter advocates exclusion of all cartridges from 

coverage of the limited order on the basis that new products are non-infringing. However, these 

16 We address in the relevant section below the issue of whether the public interest favors 
the inclusion of replacement cartridges in any remedial order. 
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products have not been adjudicated and the remedy phase of this investigation does not establish 

a procedure for re-trying the violation case or conducting a new trial to make new infringement 

determinations. These products are not even before the Commission. 

Cease and Desist Orders 

Neither Lucky Litter nor OurPet's disputes that the record supports issuing cease and 

desist orders against them in the event a violation is found, and we determine that such orders are 

appropriate in this investigation. For the reasons articulated with respect to the limited exclusion 

order, we also find that the products covered by the cease and desist orders are litter boxes and 

components, including the cartridges. 

Public Interest 

When issuing an exclusion order or a cease and desist order, the Commission considers 

whether the statutory "public interest" factors preclude the contemplated relief. The statutory 

public interest factors are "the public health and welfare, competitive conditions in the United 

States economy, the protection of like or directly competitive articles in the United States, and 

United States consumers .... " 19 U.S.C. §§ 1337(d)(1), (f)(I). 

We do not find that the public interest in the unfettered access to Lucky Litter 

replacement cartridges trumps the public interest that we have held "favors the protection ofD.S. 

intellectual property rights by excluding infringing imports." Certain Two-Handle Centerset 

Faucets and Escutcheons, and Components Thereof, Inv. No. 337-TA-422, USITC Pub. 3332, 

Comm'n Op. at 9 (July 2000); S. Rep. No. 100-71, at 128 (1987) ("The owner of intellectual 

property has been granted a temporary statutory right to exclude others from making, using or 
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selling the protected property .... The importation of any infringing merchandise derogates from 

the statutory right, diminishes the value of the intellectual property, and thus indirectly harms the 

public interest."}. 

Moreover, in this case, we are not dealing with public health and safety concerns. Nor 

are we persuaded of any significant harm to U.S. consumers. The record shows that Lucky 

Litter's self-cleaning litter boxes cost between $45 and $175, and its replacement cartridges cost 

approximately $15. The Commission has issued exclusion order and cease and desist orders 

against products and their components that were far more expensive. See, e.g., Certain 

Hardware Logic Emulation Systems and Components Thereof, Inv. No. 337-TA-383, USITC 

Pub. 3089, Comm'n Op. on Remedy, the Public Interest, and Bonding (Mar. 31, 1998). 

Meanwhile, Complainants are fully able to meet demand for automated litter boxes. In addition, 

there is also a supplier of permanent cartridges that are compatible with the ScoopFree product. 

See ..:..:.....:-'-'-'-==-:::..;~==-::..;:.=.,.c=== We recognize that the contemplated relief regarding cartridges 

may have a negative effect on U.S. consumers; specifically, it may make it more difficult for 

current owners of the accused Lucky Litter litter boxes to find compatible cartridges if the 

accused cartridges are subject to exclusion. We find, however, that the effect on consumers is 

not so great that the order should not issue with respect to the cartridges. Under these 

circumstances, we conclude that the public interest is not inconsistent with, and indeed supports, 

the issuance of a limited exclusion order and cease and desist orders covering self-cleaning litter 

boxes and components thereof, including cartridges. 
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Bonding 

The ALJ reasonably determined on this record that a calculation based on price 

comparisons was impractical, and that relying on the royalty rate in the Applica agreement was 

inappropriate because the agreement contained mixed terms, including a significant lump sum 

payment that Respondents and the IA ignore. Accordingly, we adopt the ALl's recommendation 

of 100 percent for the Presidential review-period bond. 

IV. CONCLUSION 

For the above-stated reasons, the Commission has determined to (1) affirm the ALl's 

construction of "comb drive" (asserted claims 8, 13,31-33), "comb drive means" (asserted 

claims 27, 41-42), "drive means" (asserted claims 24-25), and "mode selector switch ... 

moveable between a manual operation position ... and an automatic operation position" 

(asserted claim 33); (2) modify the ALl's construction of "discharge position adjacent the 

discharge end wall" (asserted claims 8, 13) to "not distant, nearby," thereby deleting the 

synonyms "adjoining, continguous, abutting, and coterminus;" and (3) construe "coupled to" in 

the limitation "comb ... coupled to the comb drive" (asserted claims 31-33) as "coupled or 

connected, directly or indirectly;" (4) affirm the ALl's finding of violation of § 337 as to 

Respondent Lucky Litter; (5) affirm the ALl's finding that the accused Lucky Litter products 

infringe claim 33 ofthe '847 patent; (6) affirm the ALl's finding of violation of § 337 as to 

Respondent OurPet's; (7) affirm the ALl's finding that the accused OurPet's products infringe 

claim 33 ofthe '847 patent; (8) affirm the ALl's finding that infringed claim 33 is not invalid 
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due to anticipation or obviousness; (9) affirm the ID on any other findings under review except 

insofar as they are inconsistent with the opinion ofthe Commission; and (10) issue a limited 

exclusion order and cease and desist orders against Respondents, in the form prescribed above, 

and set the bond rate for the Presidential review period at 100 percent. 

By order of the Commission. 

• 

Marilyn R. Abbott 
Secretary to the Commission 

Issued: April 28, 2009 
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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 

In the Matter of 

CERTAIN SELF-CLEANING LITTER 
BOXES AND COMPONENTS THEREOF 

Investigation No. 337-TA-625

NOTICE OF COMMISSION DETERMINATION TO REVIEW A FINAL INITI& 
DETERMINATION IN PART; GRANT A MOTION TO STRIKE; AND SET A 

SCHEDULE FOR FILING WRITTEN SUBMISSIONS ON THE ISSUES UNDER 
REVIEW AND ON REMEDY, THE PUBLIC INTEREST, AND BONDING 

AGENCY: US.  International Trade Commission. 

ACTION: Notice. 

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has 
determined to review in part the final initial determination (“ID”) issued by the presiding 
administrative law judge (“ALJ”) on December 1,2008, in the above-captioned investigation, 
and has granted Complainants’ motion to strike. 

’ 

FOR FURTHER INFORMATION CONTACT: Mark B. Rees, Office of the General 
Counsel, U.S. International Trade Commission, 500 E Street, SW, Washington, D.C. 20436, 
telephone (202) 205-3 116. Copies of non-confidential documents filed in connection with this 
investigation are or will be available for inspection during official business hours (8:45 a.m. to 
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street, 
SW, Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the 
Commission may also be obtained by accessing its Internet server at ht@://wwi 1. iuifc.~mt. The 
public record for this investigation may be viewed on the Commission’s electronic docket 
(EDIS) at http://edis. usitc.gov. Hearing-impaired persons are advised that information on this 
matter can be obtained by contacting the Commission’s TDD terminal on (202) 205-1810. 

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on 
December 28,2007, based on the complaint of Applica Consumer Products, Inc. of Miramar, 
Florida (“Applica”) and Waters Research Company of West Dundee, Illinois (“Waters”). 72 
Fed. Reg. 73884 (Dec. 28,2007); 73 Fed. Reg. 13566 (Mar. 13,2008). The complaint alleges 
violations of section 337 of the Tariff Act of 1930 (19 U.S.C. 0 1337) in the importation into the 
United States, the sale for importation, and the sale within the United States after importation of 
certain self-cleaning litter boxes and components thereof by reason of infringement of U.S. 
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Patent No. RE36,847 (“the ‘847 patent”). The respondents are Lucky Litter, L.L.C. of Chicago, 
Illinois (“Lucky Litter”) and OurPet’s Company of Fairport Harbor, Ohio (“OurPet’s”). 

On December 1,2008, the ALJ issued his final ID, finding that a violation of section 337 
has occurred in the importation, sale for importation, or sale after importation of certain self- 
cleaning litter boxes and components thereof by reason of inhngement of claim 33 of the ‘847 
patent. His final ID also included his recommendation on remedy and bonding. Respondents 
Lucky Litter and OurPet’s, complainants Applica and Waters, and the Commission investigative 
attorney (“IA”) filed petitions (or contingent petitions) for review on December 16,2008. All 
parties filed responses to the petitions on December 24,2008. Complainants also filed a motion 
to strike on December 23,2008, to which Lucky Litter and the IA filed oppositions on January 5 ,  
2009. 

Having examined the record in this investigation, including the ALJ’s final ID, the 
petitions for review, and the responses thereto, the Commission has determined to review the 
following issues: the construction of “comb drive” (asserted claims 8, 13,31-33), “comb drive 
means” (asserted claims 27,4 1 -42), “drive means” (asserted claims 24-25), “discharge position 
adjacent the discharge end wall” (asserted claims 8, 13), “comb . . . coupled to the comb drive” 
(asserted claims 3 1 -33), and “mode selector switch . . . moveable between a manual operation 
position . . . and an automatic operation position” (asserted claim 33); invalidity due to 
anticipation; invalidity due to obviousness; and direct and contributory infringement. 

On review, the Commission requests briefing on the above-listed issues based on the 
evidentiary record. The Commission is particularly interested in responses to the following 

Did the ALJ err in finding that the specification of the ‘847 patent contains no 
disavowal that limits the claimed comb drive? If the patentee disavowed certain 
drives, what is the correct scope of the disavowal? Does it include, for example, 
worn drives of any configuration, or only the drive disclosed in the Carlisi prior 
art reference, which has a “worm” along the side of the litter box that turns and 
thereby drives the rake or comb on its path in the litter box? 

What are the differences or similarities in the patent’s use of “comb drive” in 
asserted claim 8, “comb drive means” in asserted claim 27, and “comb drive” in 
asserted claim 33? 

Is there a difference in hnction between the “guide” wheels and “guide” pins 
referenced in the specification in connection with figures 1-3 of the ‘847 patent 
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Patent No. RE36,S47 ("the 'S47 patent"). The respondents are Lucky Litter, L.L.C. of Chicago, 
Illinois ("Lucky Litter") and OurPet's Company of Fairport Harbor, Ohio ("OurPet's"). 

On December 1, 200S, the ALJ issued his final ID, finding that a violation of section 337 
has occurred in the importation, sale for importation, or sale after importation of certain self­
cleaning litter boxes and components thereof by reason of infringement of claim 33 of the '847 
patent. His final ID also included his recommendation on remedy and bonding. Respondents 
Lucky Litter and OurPet's, complainants Applica and Waters, and the Commission investigative 
attorney ("IA") filed petitions (or contingent petitions) for review on December 16, 200S. All 
parties filed responses to the petitions on December 24,2008. Complainants also filed a motion 
to strike on December 23,2008, to which Lucky Litter and the IA filed oppositions on January 5, 
2009. 

Having examined the record in this investigation, including the ALJ's final ID, the 
petitions for review, and the responses thereto, the Commission has determined to review the 
following issues: the construction of "comb drive" (asserted claims 8, 13,31-33), "comb drive 
means" (asserted claims 27, 41-42), "drive means" (asserted claims 24-25), "discharge position 
adjacent the discharge end wall" (asserted claims 8, 13), "comb ... coupled to the comb drive" 
(asserted claims 31-33), and "mode selector switch ... moveable between a manual operation 
position ... and an automatic operation position" (asserted claim 33); invalidity due to 
anticipation; invalidity due to obviousness; and direct and contributory infringement. 

On review, the Commission requests briefing on the above-listed issues based on the 
evidentiary record. The Commission is particularly interested in responses to the following 
questions: 

(1) Did the ALJ err in finding that the specification of the '847 patent contains no 
disavowal that limits the claimed comb drive? If the patentee disavowed certain 
drives, what is the correct scope ofthe disavowal? Does it include, for example, 
worm drives of any configuration, or only the drive disclosed in the Carlisi prior 
art reference, which has a "worm" along the side of the litter box that turns and 
thereby drives the rake or comb on its path in the litter box? 

(2) What are the differences or similarities in the patent's use of "comb drive" in 
asserted claim 8, "comb drive means" in asserted claim 27, and "comb drive" in 
asserted claim 33? 

(3) Is there a difference in function between the "guide" wheels and "guide" pins 
referenced in the specification in connection with figures 1-3 of the '847 patent 
and the "drive" wheels and "drive" pins referenced in claim 10? 

(4) What result should the Commission reach on infringement ifit were to find that 
the' 847 patent disavows all worm drives or that it disavows only the Carlisi 
drive? 
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( 5 )  What result should the Commission reach on infringement if it were to find that 
the synonyms for “adjacent” cited in the ID at 143-44 incorrectly narrow the 
limitation “discharge position adjacent the discharge end wall” in asserted claim 
8? 

(6) Is the limitation “comb . . . coupled to the comb drive” in asserted claims 3 1-33 
met in OurPet’s SmartScoop under a broader construction that includes, as 
Complainants argue, an “indirect” connection? Should the inhngement analysis 
that follows from the correct construction of this limitation be different in claim 
3 1 than it is in claim 33? Did the ID err in finding claim 33 infringed on the one 
hand and, on the other, that the same limitation is not met for purposes of claim 
3 l ?  

(7) How does a finding of disavowal of all worm drives, or the Carlisi drive, impact 
the consideration of obviousness under 0 103 and anticipation under fj 102? Do 
the broader constructions of “discharge position adjacent the discharge end wall” 
and “comb . . . coupled to the comb drive” advocated by Complainants impact 
either validity analysis? 

(8) Did the ID err in finding that the Strickland prior art reference does not disclose a 
“mode selector switch” to one of ordinary skill in the art? 

(9) Please describe and analyze the intrinsic evidence of record that is pertinent to the 
construction of “mode selector switch . . . moveable between a manual operation 
position . . . and an automatic operation position” of claim 33. Please identify 
record evidence of whether each accused device contains a “mode selector 
switch” which is “moveable between a manual operation position . . . and an 
automatic operation position.’’ In addition, please address the relevance of 
Overhead Door Corp. v. Chamberlain Group, Inc., 194 F.3d 1261 (Fed. Cir. 
1999), to the claim construction, infringement and invalidity analyses of the 
“mode selector switch” limitation. 

The Commission has also granted Complainants’ motion to strike the Declaration of Alan 
J. Cook that was submitted by Lucky Litter along with its petition for review. The declaration 
and its exhibits are not part of the record on violation in this investigation. References to such 
information in Lucky Litter’s petition for review are also therefore stricken. This action is taken 
without prejudice to Lucky Litter submitting any information contained in the declaration and 
exhibits that is relevant to the remedy and bonding issues in this investigation at the appropriate 
time. 

In connection with the final disposition of this investigation, the Commission may (1) 
issue an order that could result in the exclusion of the subject articles from entry into the United 
States, and/or (2) issue one or more cease and desist orders that could result in respondents being 
required to cease and desist from engaging in unfair acts in the importation and sale of such 
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articles. Accordingly, the Commission is interested in receiving written submissions that address 
the form of remedy, if any, that should be ordered. If a party seeks exclusion of an article from 
entry into the United States for purposes other than entry for consumption, the party should so 
indicate and provide information establishing that activities involving other types of entry either 
are adversely affecting it or are likely to do so. For background, see In the Matter of Certain 
Devices for Connecting Computers via Telephone Lines, Inv. No. 337-TA-360, USITC Pub. No. 
2843 (Dec. 1994) (Commission Opinion). 

If the Commission contemplates some form of remedy, it must consider the effects of that 
remedy upon the public interest. The factors the Commission will consider include the effect 
that an exclusion order and/or cease and desist orders would have on (1) the public health and 
welfare, (2) competitive conditions in the U.S. economy, (3) U.S. production of articles that are 
like or directly competitive with those that are subject to investigation, and (4) U.S. consumers. 
The Commission is therefore interested in receiving written submissions that address the 
aforementioned public interest factors in the context of this investigation. 

If the Commission orders some form of remedy, the President has 60 days to approve or 
disapprove the Commission’s action. During this period, the subject articles would be entitled to 
enter the United States under bond, in an amount determined by the Commission and prescribed 
by the Secretary of the Treasury. The Commission is therefore interested in receiving 
submissions concerning the amount of the bond that should be imposed. 

WRITTEN SUBMISSIONS: The parties to the investigation are requested to file written 
submissions on the issues under review. The submissions should be concise and thoroughly 
referenced to the record in this investigation. Parties to the investigation, interested government 
agencies, and any other interested parties are encouraged to file written submissions on the issues 
of remedy, the public interest, and bonding. Such submissions should address the recommended 
determination by the ALJ on remedy and bonding. Complainants and the Commission 
investigative attorney are also requested to submit proposed remedial orders for the 
Commission’s consideration. Complainant is hrther requested to provide the expiration date of 
the ‘847 patent and state the HTSUS number under which the accused articles are imported. The 
written submissions and proposed remedial orders must be filed no later than the close of 
business on February 20,2009. Reply submissions must be filed no later than the close of 
business on February 27,2009. No further submissions on these issues will be permitted unless 
otherwise ordered by the Commission. 

Persons filing written submissions must file the original document and 12 true copies 
thereof on or before the deadlines stated above with the Office of the Secretary. Any person 
desiring to submit a document (or portion thereof) to the Commission in confidence must request 
confidential treatment unless the information has already been granted such treatment during the 
proceedings. All such requests should be directed to the Secretary of the Commission and must 
include a full statement of the reasons why the Commission should grant such treatment. See 
section 201.6 of the Commission’s Rules of Practice and Procedure, 19 C.F.R. 0 201.6. 

4 

articles. Accordingly, the Commission is interested in receiving written submissions that address 
the form of remedy, if any, that should be ordered. If a party seeks exclusion of an article from 
entry into the United States for purposes other than entry for consumption, the party should so 
indicate and provide information establishing that activities involving other types of entry either 
are adversely affecting it or are likely to do so. For background, see In the Matter o/Certain 
Devices/or Connecting Computers via Telephone Lines, Inv. No. 337-TA-360, USITC Pub. No. 
2843 (Dec. 1994) (Commission Opinion). 

If the Commission contemplates some form of remedy, it must consider the effects of that 
remedy upon the public interest. The factors the Commission will consider include the effect 
that an exclusion order andlor cease and desist orders would have on (1) the public health and 
welfare, (2) competitive conditions in the U.S. economy, (3) U.S. production of articles that are 
like or directly competitive with those that are subject to investigation, and (4) U.S. consumers. 
The Commission is therefore interested in receiving written submissions that address the 
aforementioned public interest factors in the context of this investigation. 

If the Commission orders some form of remedy, the President has 60 days to approve or 
disapprove the Commission's action. During this period, the subject articles would be entitled to 
enter the United States under bond, in an amount determined by the Commission and prescribed 
by the Secretary ofthe Treasury. The Commission is therefore interested in receiving 
submissions concerning the amount of the bond that should be imposed. 

WRITTEN SUBMISSIONS: The parties to the investigation are requested to file written 
submissions on the issues under review. The submissions should be concise and thoroughly 
referenced to the record in this investigation. Parties to the investigation, interested government 
agencies, and any other interested parties are encouraged to file written submissions on the issues 
of remedy, the public interest, and bonding. Such submissions should address the recommended 
determination by the ALI on remedy and bonding.: Complainants and the Commission 
investigative attorney are also requested to submit proposed remedial orders for the 
Commission's consideration. Complainant is further requested to provide the expiration date of 
the '847 patent and state the HTSUS number under which the accused articles are imported. The 
written submissions and proposed remedial orders must be filed no later than the close of 
business on February 20,2009. Reply submissions must be filed no later than the close of 
business on February 27,2009. No further submissions on these issues will be permitted unless 
otherwise ordered by the Commission. 

Persons filing written submissions must file the original document and 12 true copies 
thereof on or before the deadlines stated above with the Office of the Secretary. Any person 
desiring to submit a document (or portion thereof) to the Commission in confidence must request 
confidential treatment unless the information has already been granted such treatment during the 
proceedings. All such requests should be directed to the Secretary of the Commission and must 
include a full statement of the reasons why the Commission should grant such treatment. See 
section 201.6 ofthe Commission's Rules of Practice and Procedure, 19 C.F.R. § 201.6. 

4 



Documents for which confidential treatment by the Commission is sought will be treated 
accordingly. All nonconfidential written submissions will be available for public inspection at 
the Office of the Secretary. 

The authority for the Commission’s determination is contained in section 337 of the 
Tariff Act of 1930, as amended (19 U.S.C. 0 1337), and in sections 210.42-.46 of the 
Commission’s Rules of Practice and Procedure (19 C.F.R. 00 210.42-.46). 

By order of the Commission. 

Secretary to the Commission 

Issued: February 9,2009 
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the Office of the Secretary. 
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Tariff Act of 1930, as amended (19 U.S.C. § 1337), and in sections 210.42-.46 of the 
Commission's Rules of Practice and Procedure (19 C.F.R. §§ 210.42-.46). 

By order of the Commission. 

~~~ 
Marilyn . Abbott 
Secretary to the Commission 

Issued: February 9, 2009 
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