In the Matter of

Certain Light-Emitting Diodes and Products
Containing Same

Investigation No. 337-TA-512

Publication 3944 August 2007

U.S. International Trade Commission

(4 N

-

A
/ /\ [/ \\

Washington, DC 20436




U.S. International Trade Commission

COMMISSIONERS

Daniel R. Pearson, Chairman
Shara L. Aranoff, Vice Chairman*
Deanna Tanner Okun
Charlotte R. Lane
Irving A. Williamson*

Dean A. Pinkert*

*Commissioner Irving A. Williamson was sworn in on February 7, 2007, and Commissioner Dean A. Pinkert was sworn in on
February 26, 2007; they did not participate in this investigation. Commissioner Shara L. Aranoff was sworn in on September 6,
2005, and only participated in this Investigation following remand to the Administrative Law Judge. Commissioner Marcia E.
Miller, whose term ended on September 6, 2005, participated in the Investigation until remand to the Administrative Law Judge.
Commissioner Stephen Koplan, whose term ended on February 6, 2007, and Commissioner Jennifer A. Hillman, whose term
ended on February 23, 2007, participated in all phases of this investigation.

Address all communicationsto
Secretary to the Commission
United States International Trade Commission
Washington, DC 20436



U.S. International Trade Commission

Washington, DC 20436
WWw.usitc.gov

In the Matter of

Certain Light-Emitting Diodes and Products
Containing Same

Investigation No. 337-TA-512

Publication 3944 August 2007






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of _
Investigation No. 337-TA-512
CERTAIN LIGHT-EMITTING DIODES
AND PRODUCTS CONTAINING SAME

NOTICE OF COMMISSION FINAL DETERMINATION OF NO VIOLATION OF
SECTION 337 AS TO FIVE PATENTS AND VIOLATION OF SECTION 337 AS
TO THREE PATENTS; ISSUANCE OF LIMITED EXCLUSION ORDER;
TERMINATION OF INVESTIGATION

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.8. International Trade Commission has determined
that there is no violation of 19 U.S.C. § 1337 by Dominant Semiconductors Sdn. Bhd. (“Dominant”)
withrespectto United States Patent Nos. 6,066,861, 6,277,301, 6,613,247, 6,245,259, and 6,592,780
(collectively, the “Particle Size Patents™); that there is a violation by Dominant with respect to
United States Patent Nos. 6,376,902, 6,469,321, and 6,573,580 (collectively, the “Lead Frame
Patents”); and that the Commission has determined to issue a limited exclusion order.

FOR FURTHER INFORMATION CONTACT: Michelle Walters, Esq., Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 708-5468. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to 5:15
p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street, S.W._,
Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server at http.//www.usitc.gov. The
public record for this investigation may be viewed on the Comumission's electronic docket (EDIS)
at http.//edis.usitc.gov. Hearing-impaired persons are advised that information on this matter can
be obtained by contacting the Commission’s TDD terminal on(202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation based on
a complaint filed by Osram GmbH and Osram Opto Semiconductors GmbH, both of Germany
(collectively, “Osram™). 69 Fed. Reg. 32609 (June 10, 2004). In the complaint, as supplemented
and amended, Osram alleged violations of section 337 of the Tariff Act of 1930 in the importation
into the United States, the sale for importation, and the sale within the United States after



importation of certain light-emitting diodes and products containing the same by reason of
infringement of various claims of the Particle Size Patents, United States Patent No. 6,576,930 (the
“‘930 patent”), the L.ead Frame Patents, and United States Patent No. 6,716,673 (the “*673 patent™).

On May 10, 2005, the presiding administrative law judge (“ALF") issued his final initial
determination (“ID”) finding the sole remaining respondent, Dominant, in violation of section 337,
but only with respect to the *673 patent. The ALJ concluded that the asserted claims of the Particle
Size Patents were invalid for indefiniteness, that the ‘930 patent and the Lead Frame Patents were
not infringed by Dominant’s accused products, and that Osram did not meet the technical prong of
the domestic industry requirement with respect to the ‘930 patent.

On June 24,2005, the Commission determined to review the ALJ’s findings and conclusions
regarding the Particle Size Patents, the ‘930 patent, and the Lead Frame Patents. 70 Fed. Reg. 37431
(June 29,2005). The Cominissiondeclined to review the ALJ’s determination of violation of section
337 with respect to the ‘673 patent.

On review, the Commission determined that the Particle Size Patents were not invalid for
indefiniteness and construed the disputed phrase “mean grain diameter d,,” to mean average diameter
by volume. Inv. No. 337-TA-512, Comm’n Op. at 4-14 (Aug. 12, 2005). The Commission
remanded the investigation to the ALJ for a determination on infringement and domestic industry
with regard to the Particle Size Patents consistent with the Commission’s opinion. In addition, the
Commission left open the question whether the asserted claims of the Particle Size Patents are
invalid as indefinite for failing to specify the type of instrument that should be used to determine the
“mean grain diameter dg,.” With regard to the ‘930 patent, the Commission terminated the
investigation with a finding of no violation. Finally, the Commission deferred addressing the issue
of violation with respect to the Lead Frame Patents, as well as issues relating to remedy, public
interest, and bonding. 70 Fed. Reg. 48194 (Aug, 16, 2005).

The ALJ issued a remand initial determination (“Remand ID”) on October 31, 2005, finding
no violation of section 337 with regard to the Particle Size Patents, because Osram failed to show
that there was an industry in the United States that practices those patents. The ALJ also concluded
that some of Dominant’s accused products do not infringe the asserted claims of the Particle Size
Patents. Finally, the ALJ declined to revisit the issue of indefiniteness, because Dominant failed to
raise it on remand.

In its remand notice, the Commission had invited comments from the parties addressing the
ALJ’s determination on remand, and on November 10, 2005, Osram filed comments, challenging
the Remand ID. 70 Fed. Reg. 48194 (Aug. 16,2005). On November 18, 2005, Dominant and the
Commission investigative attorney each filed responses to Osram’s comments, asserting that the
ALJ’s determinations on remand are not erroneous.

Having examined the record of this investigation, including the ALJ’s fina] ID and Remand
ID and the submissions of the parties, the Commission has determined (1) that there is no violation
of section 337 by Dominant with regard to the Particle Size Patents; (2) that there is a violation of
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section 337 by Dominant with regard to the Lead Frame Patents; and (3) to issue a limited exclusion
order with respect to the Lead Frame Patents and the ‘673 patent. The Commission’s order was
delivered to the President on the day of its issuance.

The authority for the Commission’s determination is contained in section 337 of the Tariff
Act of 1930, as amended (19 U.S.C. § 1337), and in section 210.45 of the Commission’s Rules of
Practice and Procedure (19 C.F.R. § 210.45).

By order of the Commission.

Secretary to the Commission

Issued: January 11, 2006






UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN LIGHT-EMITTING
DIODES AND PRODUCTS
CONTAINING SAME

Inv. No. 337-TA-512

LIMITED EXCLUSION ORDER

The Commission has determined that there is a violation of section 337 of
the Tariff Act of 1930 (19 U.S.C. § 1337), as amended, in the unlawful
importation and sale by respondent Dominant Semiconductors Sdn. Bhd.
(“Dominant”) of certain light-emitting diodes by reason of infringement of one or
more of claims 1 and 5-8 of United States Patent No. 6,376,902, claims 1 and 5-8
of United States Patent No. 6,469,321, claims 1, 5-8, and 10-11 of United States
Patent No. 6,573,580, and claims 1-3 and 5 of United States Patent No. 6,716,673.

The Commission has also made its determination on the issues of remedy,
the public interest, and bonding. The Commission has determined that the
appropriate form of relief is a limited exclusion order prohibiting the unlicensed
entry of infringing light-emitting diodes that are manufactured abroad by or on
behalf of, or imported by or on behalf of, Dominant. The Commission has further
determined that the public interest factors enumerated in 19 U.S.C. § 1337(d) do
not preclude issuance of the limited exclusion order, and that the bond during the
Presidenﬁial review period shall be in the amount of 100 percent of the entered

value of the light-emitting diodes that are subject to this Order.



Accordingly, the Commission hereby ORDERS that:

1. Light-emitting diodes that infringe one or more of claims 1 and 5-8 of
United .States Patent No. 6,376,902, claims 1 and 5-8 of United States Patent No,
6,469,321, and claims 1, 5-8, and 10-11 of United States Patent No. 6,573,580,
and light-emitting diodes that are made by methods that infringe one or more of
claims 1-3 and 5 of United States Patent No. 6,716,673, and are manufactured
abroad by or on behalf of, or imported by or on behalf of, Dominant
Semiconductors Sdn. Bhd., or any of its affiliated companies, parents,
subsidiaries, or other relafed business entities, or any of its successors or assigns,
shall be excluded from entry for consumption into the United States, entry for
consumption from a foreign trade zone, or withdrawal from a warchouse for
consumnption, for the remaining term of the patents, except under license of the
patent owner or as provided by law.

2. Light-emitting diodes that are excluded by paragraph 1 of this Order are
entitled to entry for consumption into the United States, entry for consumption
from a foreign trade zone, or withdrawal from a warehouse for consumption,
under bond in the amount of 100 percent of the entered value pursuant to
subsection (j) of section 337 of the Tariff Act of 1930, as amended, 19 U.S.C.

§ 1337(j), from the day after this Order is received by the President until such time

as the President notifies the Commission that he approves or disapproves this



action but, in any event, not later than 60 days after the date of receipt of this
action.

3. In aﬁcordance with 19 U.S.C. § 1337(1), the provisions of this Order
shall not apply to light-emitting diodes that are imported by and for the use of the
United States, or imported for, and to be used for, the United States with the
authorization or consent of the Government.

4. The Commission may modify this Order in accordance with the
procedures described in section 210.76 of the Commission’s Rules of Practice and
Procedure, 19 C.F.R. § 210.76.

5. The Secretary shall serve copies of this Order upon each party of record
in this investigation and upon the Department of Health and Human Services, the
Department of Justice, the Federal Trade Commission, and the U.S. Bureau of
Customs and Border Protection.

6. Notice of this Order shall be published in the Federal Register.

By Order of the Commission,
[

Marllyn R. Abbo
Secretary to th& Commission

Issued: January 11, 2006



CERTAIN LIGHT EMITTING DIODES
AND PRODUCTS CONTAINAING SAME

337-TA-512

CERTIFICATE OF SERVICE

1, Marilyn R. Abbott, hereby certify that the NOTICE OF COMMISSTON FINAL
DETERMINATION OF NO VIOLATION OF SECTION 337 AS TO FIVE PATENT AND
VIOLATION OF SECTION 337 AS TO THREE PATENTS; ISSUANCE OF LIMITED
EXCLUSION ORDER; TERMINATION OF INVESTIGATION, was served upon all parties
via first class mail and air mail where necessary on January 11, 2006.

ON BEHALF OF COMPLAINTANTS

OSRAM GmbH and OSRAM Opto
Semiconductors GmbH:

Evelyn G. Heilbrunn, Esq.
FISH & RICHARDSON P.C.
1425 K Street, NW

Suite 1100

Washington, DC 20005

Alan D. Smith, Esq.

Charles H. Sanders, Esq.

FISH & RICHARDSON P.C,
225 Franklin Street

Boston, MA 02110

ON BEHALFOF DOMINANT
SEMICONDUCTORS SDN BHD:

Anna, Kurian, Esq.

Celine Jimenez Crowson, Esq.
Raymond A. Kurz, Esq.
HOGAN & HARTSON, LLP
Columbia Square

555 Thirteenth Street, N.W.
Washington, DC 20004

Marilyn R. Abbott, Secretary

U.S. International Trade Commission
500 E Street, SW Rm 112

Washington, DC 20436

GOVERNMENT AGENCIES

John Parris, Esq.

Associate Director for Intematlona] Antitrust
Federal Trade CDmmlSSlon

Room 380 e
Pennsylvania Avenue at Sixth Sreet NW
Washington, DC 20580

Richard Lambert, Esq.

Office of General Counsel

Department of Health & Human Services
National Institure of Health

Bldg. 31, Room 2B50

9000 Rockville Pike

Bethesda, Md 20892-2111

Charles S. Stark, Esq.

Antitrust Division

U.S. Department of Justice

Room 3264, Main Justice

Pennsylvania Avenue & Tenth Street, NW
Washington, DC 20530

George F. McCray, Esq.

Chief, Intellectual Property Rights Branch
T.S. Bureau of Customs and Border
Protection

1300 Permsylvania Avenue, NW
Washington, DC 20229
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C.

In the Matter of

CERTAIN LIGHT-EMITTING Investigation No. 337-TA-512
DIODES AND PRODUCTS
CONTAINING SAME

COMMISSION OPINION
On January 11, 2006, the Commission issued notice of its final determination that
respondent Dominant Semiconductors Sdn. Bhd. (“Dominant™) did not violate section 337 of the
Tariff Act of 1930 (19 U.S.C. § 1337) (“section 337”) with respect to United States Patent Nos.
6,066,861, 6,277,301, 6,613,247, 6,245,259, and 6,592,780 (collectively, the “Particle Size
Patents,” or respectively, the “*861 patent,” the ““301 patent,” the “‘247 patent,” the “‘259
patent,” and the “*780 patent”). In that same notice, the Commission advised that it had
determined that Dominant violated section 337 with respect to United States Patent Nos.
6,376,902, 6,469,321, and 6,573,580 (collectively, the “Lead Frame Patents,” or respectively, the
““902 patent,” the “‘321 patent,” and the “*580 patent”).! This opinion sets forth the reasons for
the Commission’s determinations.
I. BACKGROUND
A. Procedural History

The Commission instituted the above-captioned investigation on June 10, 2004, based on

! Copies of the Particle Size Patents and Lead Frame Patents are attached to this opinion.

\
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a complaint filed by Osrah GmbH and Osram Opto Semiconductors GmbH, both of Germany
(collectively “Osram™). 69 Fed. Reg. 32609 (June 10, 2004). The complaint, as supplemented
and amended, alleged violations of section 337 in the importation into the United States, the sale
for importation, and the sale within the United States after importation of certain light-emitting
diodes (;‘LEDS”) and products containing the same due to infringement of various claims of the
Particle Size Patents, the I.ead Frame Patents, United States Patent No. 6,576,930 (the “*930
patent™), and United States Patent No. 6,716,673 (the ““673 patent”). Osram originally charged
three respondents with infringing its patents: Dominant, American Opto Plus, Inc. (“AOP”), and
American Microsemiconductor, Inc. (“AMS”). Respondents AOP and AMS were terminated

from the investigation based on settlement agreements, leaving Dominant as the sole respondent.

On May 10, 2005, the presiding administrative law judge (“ALJ”) issued his final initial
determination (“1D”) finding Dominant in violation of section 337 due to infringement of the
‘673 patent, but finding no violation with regard to the nine other patents. ID at 128-31 & 148-
49. He reasoned that Dominant induced infringement of claims 1-3 and 5 of the ‘673 patent and
that Osram met the domestic industry requirement with regard to that patent. /d. With respect to
the nine other asserted patents, the ALJ found that they were either invalid or not infringed.
Specifically, the ALJ concluded that the asserted claims of the Particle Size Patents were invalid
as indefinite, because he found the phrase “mean grziin diameter d.,” insolubly ambiguous. ID at
39. In addition, he concluded that the asserted claims of the Lead Frame Patents and the ‘930
patent were not infringed by Dominant’s accused products and that there was no domestic

industry with respect to the ‘930 patent. ID at 69-70 & 113-17.
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The Commission determined not to review the ALF s determination of violation with
respect to the ‘673 patent, but determined to review the ALJ’s determination of no violation with
regard to the Particle Size Patents, the ‘930 patent, and the Lead Frame Patents. 70 Fed. Reg.
37431 (June 29, 2005). On review, the Commission determined that the Particle Size Patents
were not invalid for indefiniteness and construed the disputed phrase “mean grain diameter d,”
to mean average diameter by volume. Inv. No. 337-TA-512, Comm’n Op. at 4-14 (Aug. 12,
2005). The Commission remanded the investigation to the ALJ for a determination on
infringement and domestic industry with regard to the Particle Size Patents consistent with the
Commission’s opinion. /d. at 15. In addition, the Commission left open the question of whether
the asserted claims of the Particle Size Patents were invalid as indefinite for failing to specify the
type of instrument that should be used to determine the “mean grain diameter d;,.”” /d. With
regard to the 930 patent, the Commission terminated the investigation with a finding of no
violation. Id. at 26. Finally, the Commission deferred addressing the issue of violation with
respect to the Leéd Frame Patents, as well as issues relating to remedy, public interest, and
bonding. 70 Fed. Reg. 48194 (Aug. 16, 2005).

The ALJ issued a remand initial determination (“Remand ID") on October 31, 2005,
finding no violation of section 337 with regard to the Particle Size Patents, because Osram failed
to show that there was an industry in the United States that practices those patents. Remand 1D
at 3. The ALJ also concluded that some (but not all) of Dominant’s accused products do not
infringe the asserted claims of the Particle Size Patents. Remand ID at 4-5, Finally, the ALT
declined to revisit the issue of indefiniteness, because Dominant failed to raise it on remand.

Remand ID at 20.
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In its remand notice, the Commission had invited comments from the parties addressing
the ALJ’s determination on remand, and on November 10, 2005, Osram filed comments,
challenging the Remand ID. 70 Fed. Reg. 48194 (Aug. 16,2005). On November 18, 2005,
Dominant and the Commission investigative attorney each filed responses to Osram’s comments,
asserting that the ALJ’s determinations on remand are not erroneous.

B. Patents and Products at Issue |

Only two sets of patents remain under consideration in this investigation with respect to
the question of violation, the Particle Size Patents and the Lead Frame Patents. The Particle Size
Patents relate to casting compositions that convert light emitted by a semiconductor to light of a
different wavelength. Osram alleges that Dominant’s white DomiLLEDs, Power DomiLEDs,
Super Small DomiLEDs, Spice LEDs, and NovaLEDs infringe claims 1, 3, 6-7, and 10-13 of the
‘861 patent; claims 1-2, 6-7, 1‘1-12, and 14-15 of the ‘301 patent; claims 1, 3, 6-7, 10-15, 17, and
20-21 of the ‘247 patent; claims 1, 3, 6-7, 10-13, and 15 of the 259 patent; and claims 2-5, 7,
and 10 of the ‘780 patent. The Lead Frame Patents relate to optoelectrical structural elements
having a number of external connections for improved conduction of heat away from a
semiconductor chip. Osram asserts that Dominant’s white and non-white Power DomiLEDs
infringe claims 1 and 5-8 of the ‘902 patent; claims 1 and 5-8 of the ‘321 patent; and claims 1, 5-
8, and 10-11 of the ‘580 patent.

II. ANALYSIS
A. The Particle Size Patents
The ALJ concluded that Dominant’s accused LEDs containing phosphor { ]

(“F-series phosphor™), which has a mean grain diameter of [ ] micrometers (“um™), literally
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infringe the asserted claims of the Particle Size Patents. Remand ID at 4-5. The ALIJ, however,
concluded that Dominant’s accused LEDs containing phosphors [

] (“N-series phosphors”), which have mean grain diametersof |  Jumand [ ]
um, respectively, do not infringe the asserted claims of the Particle Size Patents literally or under
the doctrine of equivalents. Remand ID at 5. He concluded that they do not literally meet the
“mean grain diameter ds,” limitation and that finding phosphors that have a mean grain diameter
greater than 5 um equivalent to the claim element “mean grain diameter dy, < 5 um” would
entirely vitiate the claim limitation. Remand ID at 5 & 11. The AL]J also concluded that
prosecution history estoppel does not apply to preclude application of the doctrine of equivalents
and that Osram failed to show that Dominant’s N-series phosphors are equivalent to the claimed
pigment. Remand ID at 14-15. With respect to the domestic industry requirement, the ALJ

-concluded that Osram failed to satisfy the technical prong, because Osram did not prove that its
phosphors have a mean grain diameter less than or equal to 5 pm. Remand ID at 17-19. Finally,
the ALJ concluded that a determination of whether the Particle Size Patents are invalid as
indefinite for failing to specify the instrument’s type was unnecessary, because Dominant failed
to raise the issue on remand. Remand ID at 20. For the reasons discussed below, we agree with
the ALJ that Osram has not shown that Dominant’s accused products containing the N-series
phosphors infringe the asserted claims in the Particle Size Patents either literally or under the
doctrine of equivalents, but disagree with the ALJ’s analysis of prosecution history estoppel. We
also agree with the ALJ that Osram has not shown that there is an industry in the United States
that practices those patents and that there is no reason to revisit the issue of indefiniteness.

1. Infringement
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Claim construction is the first step in any infrin;gement analysis. See Cybor Corp. v. FAS
Techs., Inc., 138 F.3d 1448, 1454 (Fed. Cir. 1998) (en banc). The second step entails a
comparison between the properly construed claims and the allegedly infringing device. Id
Claim 1 of the ‘861 patent is representative of the independent claims at issue in the Particle Size
Patents:

A wavelength-converting casting composition, for converting a wavelength of ultraviolet,
blue or green light emitted by an electroluminescent component, comprising:

a transparent epoxy resin;

an inorganic luminous substance pigment powder dispersed in said transparent epoxy
resin, said pigment powder comprising luminous substance pigments from a
phosphorus [sic] group having the general formula A;B,X,,:M, where A is an element
selected from the group consisting of Y, Ca, Sr; B is an element selected from the
group consisting of Al, Ga, Si; X is an element selected from the group consisting of
O and S; M is an element selected from the group consisting of Ce and Tb;

said lJuminous pigments having grain sizes <20 pm and a mean grain diameter dg, < 5 pm.
‘861 patent, col. 10, 1. 14-29 (emphasis added). The claim language at issue is identified in
bold. In our opinion dated August 12, 2005, we construed the phrase “mean grain diameter d,,”
to mean average diameter by volume. Comm’n Op. at 4-14. Now, we consider the comparison
of the asserted claims with the accused products.

Dominant does not contest the ALJ’s conclusion that its accused LEDs containing F-
series phosphor infringe the asserted claims of the Particle Size Patents. Similarly, Osram does
not contest the ALJ’s conclusion that the LEDs containing N-series phosphors do not literally
infringe those claims. Hence, we adopt those portions of the ALJ’s Remand ID. Osram does,

however, challenge the AL)’s determination that Dominant’s accused LEDs containing N-series

phosphors do not infringe the asserted claims under the doctrine of equivalents. We agree with
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the ALJ that a finding of equivalence in this instance would vitiate the mean grain diameter
limitation for the reasons discussed in Moore U.S.A., Inc. v. Standard Register Co., 229 F.3d
1091 (Fed. Cir. 2000). In addition, we find Abbott Laboratories v. Dey L.P., 287 F.3d 1097,
1107-08 (Fed. Cir. 2002), to be distinguishable from the present case, not only due to the
difference in claim language used, but also because application of the doctrine of equivalents in
Abbott did not eliminate an upper limit from the range as it would here.

We also agree that, alternatively, Osram has not shown that Dominant’s N-series
phosphors are insubstantially different from the claimed pigments. Osram had the burden of
proving infringement under the doctrine of equivalents by a preponderance of the evidence, but
failed to satisfy its burden. See Cross Med. Prods. Inc. v. Medtronic Sofamor Danek, Inc., 424
F.3d 1293, 1310 (Fed. Cir. 2005). Osram points to Dominant’s witness, Mr. Low, who is argued
to have testified that Dominant’s products containing F-series and N-series phosphors perform
the same function in the same way to achieve the same result. Complainants’ Petition for
Review by the Commission at 15-16. Mr. Low’s testimony, however, is merely conclusory and
does not speak to the issue here, namely, whether the N-series phosphors are equivalent to the
claimed pigments. Instead, Mr. Low compares Dominant’s LED devices as a whole to each
other. This comparison is irrelevant to a determination of infringement. Dr. Zachau’s testimony
suffers from the same defects. Id. at 22-23. Indeed, Osram does not provide any persuasive
evidence suggesting that the function, way, and result of the claimed element are insubstantially
different from the alleged equivalent.

The specification of the ‘861 patent indicates that the function of the claimed pigments

having a mean grain diameter less than or equal to 5 pm is to convert light from one wavelength
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to another, thereby resulting in homogenous light, and, by avoiding clumping, to minimize
sedimentation in production and processing. See ‘861 patent, col. 1, 11. 63-67, col. 2, 11. 1-3, col.
3, 11 16-28, & col. 4,11 47-54; CX-1301C at 16-18 (Waitl Direct); CX-1303C at 20-21 (Strauf
Direct), CX-1311C at 10-12 (Zachau Direct); Zachau, Tr. at 690-91. We agree with t.he ALJ that
Osram failed to show that the accused particles perform substantially the same function as the
claimed pigments. While the specification indicates that “[e]ssentially no problems of wetting
and/or sedimentation occur” in the novel composition having the claimed particles, it is clear that
Dominant’s phosphor particles sediment during production and processing. See id. at col. 3, 1.
27-28; CX-1303C at 7-8 (Strauf} Direct); CDX-191.

Moreover, while there is evidence that the N-series phosphors convert light from one
wavelength to another, resulting in homogenous light, see CX-1312C at 43 (Zachau Direct),
Osram has failed to show that they do so in substantially the same way. The claims require that
the pigments have a mean grain diameter less than or equal to 5 pum. Dominant’s N-series
phosphors, however, have a mean grain diameter of [ ] pmand [ ] pm, both of which are more
than [ ] greater than recited mean grain diameter. RX-431C; Nauman, Tr. at 360. A change of
this magnitude can hardly be regarded as insubstantial. In addition, Osram expended
considerable effort explaining that large particles are inferior to small particles, because they
sediment, thereby interfering with the light emission and with the manufacturing processes.
Zachau, Tr. at 690-91; CX-1311C at 10-12 (Zachau Direct); CX-1303C at 20-22 (Strauf Direct).
Osram cannot now assert that particles with a mean grain diameter larger than 5 pm are
insubstantially different from the claimed particles. Such an assertion is unsupported by the

evidence. Accordingly, we adopt the ALJ’s determination that Dominant’s accused LLEDs do not
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infringe the asserted claims of the Particle Size Patents under the doctrine of equivalents.

Although we agree with the ALY’s ultimate conclusion of no infringement under the
doctrine of equivalents, we disagree with his conclusion that prosecution history estoppel does
not apply to the asserted claims as Dominant argued. The ALJ reasoned that “the claimed
particle size limitation was included in nearly every set of claims as originally filed and was not
added to overcome an obviousness prior art rejection based on [the asserted prior art].” Remand
ID at 14-15. Although the particle size limitation was present in nearly every asserted
independent claim as originally filed, the single instance where it was not included resulted in
prosecution history estoppel.

During prosecution of the application that lead to the 301 patent, Osram amended
independent claim 1 by adding the disputed mean grain diameter limitation in an attempt to
distinguish the claims from the prior art references relied upon by the examiner. CX-13 at OS
120580. This amendment was a narrowing one substantiaily related to patentability, thereby
invoking a presumption that Osram surrendered all equivalents relating to the amended element.
This presumption can only be overcome if “[t]he equivalent [was] unforeseeable at the time of
the application; the rationale underlying the amendment [bears] no more than a tangential
relation to the equivalent in question; or there [was] some other reason suggesting that the
patentee could not reasonably be expected to have described the insubstantial substitute in
question.” Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., Ltd., 535 U.S. 722, 740-41
(2002).

That was not the case here. We cannot conclude that particles with larger sizes were

unforeseeable at the time of the invention. Indeed, Dr. Zachau testified that Osram experimented
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| with large particles before reducing the particle size. CX-1311C at 5-12 {Zachau Direct). In
addition, we cannot conclude that the addition of a maximum mean size is tangential to the
alleged equivalent, which exceeds that maximum. Finally, there appears to be no other reason
that the patentee could not reasonably have been expected to describe the substitute in question.
Accordingly, the presumption stands that Osram surrendered all equivalents relating to the
amended particle size limitation in claim 1 of the ‘301 patent.

This contraction of scope of equivalents applies with equal force to other claims in the
same application and to claims in continuing applications that include the same limitation, even
though they were not amended. See Glaxo Wellcome, Inc. v. Impax Labs., Inc., 356 F.3d 1348,
1356 (Fed. Cir. 2004) (“[Tlhe Festo bar to the doctrine of equivalents applies to all of the {*]798
claims containing the ‘critical’ HPMC limitation.”); see aiso Biovail Corp. Int’l v. Andrx
Pharm., Inc., 239 F.3d 1297, 1304 (Fed. Cir. 2001); Elkay Mfg. Co. v. Ebco Mfg. Co., 192 F.3d
973,980 (Fed. Cir. 1999). We note that prosecution history estoppel does not apply to the ‘861
patent, because it is the parent of the ‘301 patent. The application of prosecution history
estoppel does not change our ultimate conclusion that Dominant’s LEDs that contain the N-
series phosphor do not infringe the asserted claims of the Particle Size Patents under the doctrine
of equivalents.

2. Domestic Industry

We agree with the ALJ that Osram did not satisfy its burden of proof with regard to the
technical prong of the domestic industry, because Osram failed to prove that the mean grain
diameter of its phosphor is less than or equal to 5 um. Accordingly, we adopt that portion of the
ALJ's Remand ID.

10
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3. Invalidity

We also agree with the ALJ that a determination of whether the Particle Size Patents are
invalid as indefinite for failing to specify the type of instrument that should be used to determine
the “mean grain diameter d,” is unnecessary, because Dominant failed to raise the issue on
remand. Accordingly, we adopt that portion of the ALJ’s Remand ID.
B. The Lead Frame Patents

The Lead Frame Patents were not remanded to the ALJ, their consideration being
deferred until after the conclusion of the remand. Accordingly, we now address the ALT’s final
ID issued on May 10, 2005 with regard to the Lead Frame Patents. In that final ID, the ALJ
determined that Dominant’s accused device, the Power DomilED, does not literally infringe the
Lead Frame Patents, because it Jacks a third external connection that is “thermally conductively
connected” to the chip carrier part of the LED and because that connection does not “start[ ]
from said chip carrier part [and] run toward the outside in a stellate form.” 1D at 95-107.
Further, he determined that, although the accused device’s third ground lead is equivalent to the
recited external connection with respect to the requirement that it be “thermally conductively
connected” to the chip carrier part, it is not equivalent with respect to the requirement that it
““start| ] from said chip carrier part [and] run toward the outside in a stellate form.” 1D at 113.
Accordingly, he concluded that Dominant’s Power DomiLLED does not infringe any of the
asserted claims of the Lead Frame Patents. For tﬁe reasons discussed below, we disagree with

the ALJ’s conclusion of no infringement and find infringement under the doctrine of equivalents.

1. Claim Construction
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Claim I of the ‘902 patent is representative of the independent claims at issue in the Lead

Frame Patents. The phrases under consideration are identified in bold below:

An optoelectronic surface-mountable structural element (SMD), comprising:

a lead frame having a chip carrier part, external connections, and a connection part
disposed at a distance from said chip carrier part, at least three of said external
connections being heat-conducting connections thermally conductively connected
to said chip carrier part;

an optoelectronic chip heat-conductively connected to said chip carrier part of said lead
frame, said optoelectronic chip having an electrical contact electrically conductively
connected to said connection part; and

a casing having a foundation encasing said optoelectronic chip and a part of said lead
frame, said foundation having a first main surface and an outward facing second main
surface disposed opposite said first main surface, said external connections and said
connection part project outside of said casing, said external connections and said
connection part being bent outside of said foundation toward said outward-facing
second main surface of said foundation and in a further course being further bent one
of below said foundation toward a center of said outward-facing second main surface
and away from said foundation for forming rocker-shaped connection stumps, said at
least three of said external connections projecting from said casing on at least two
sides of said casing at different places at a distance from each other, said heat-
conducting connections as seen in a top view of said lead frame projecting from said
casing on at least two sides and starting from said chip carrier part run toward
the outside in a stellate form within said casing and separately from each other.

‘902 patent, col. 7, 1. 31-62 (emphasis added).

The ALJ construed several claim terms of the Lead Frame Patents, and we adopt his
claim construction in its entirety. Further, we add a construction for the phrase “start from,”
which was not originally construed. The claims and specification of the ‘902 patent illustrate
that the words “start” and “from” are used in their ordinary context and that the inventor did not
ascribe any special meaning or add any requirements to the terms. See ‘902 patent, col. 2, L. 67

to col. 3, 1l. 1-3; col. 7, 1. 61-63. There are many “ordinary meanings” of the term “start;”
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however, in the context of the claims, the appropriate ordinary meaning is “[6] b : to range from
a specified initial point” and “2] d : a place of beginning : point of departure.” WEBSTER’S
THIRD NEW INTERNATIONAL DICTIONARY 2227 (2002); see also SHORTER OXFORD ENGLISH
DICTIONARY 3006 (5 ed. 2002). Likewise, the term “from” is “1 — used as a function word to
indicate a starting point.” WEBSTER’S THIRD NEW INTERNATIONAL DICTIONARY at 913; see also
SHORTER OXFORD ENGLISH DICTIONARY at 1039. Accordingly, we construe the phrase “start
from” to mean ‘“‘to range from a specified starting point.”

2. Infringement

As noted above, infringement involves comparison of the properly construed claims with
an accused device. Cybor, 138 F.3d at 1454, The accused device, Dominant’s Power

DomiLLED, is illustrated below with the added labels:

[
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a. Literal Infringement

The ALJ concluded that Dominant’s Power DomiLED literally meets all of the
limitations of the asserted independent claims in the Lead Frame Patents, except for the
“thermally conductively connected” limitation and the “start[ ] from said chip carrier part [and]
run toward the outside in a stellate form” limitation. ID at 95-107. The ALJ concluded that the
limitation “thermally conductively connected” is not literally present, because Lead 2 is not
“connected” to the chip carrier part. ID at 101. We disagree. The ALJ construed the phrase
“thermally conductively connected” to mean “connected to provide thermal conduction away
from the chip carrier part.” 1D at 87. The ALJ applied this construction to require a direct
physical connection between Lead 2 and the chip carrier part. We find that the ALJ’s claim
construction, while correct, does not require a direct physical connection between Lead 2 and the
chip carrier part.

Applying the ALJ’s claim construction, we find that there is ample evidence suggesting
that Lead 2 is connected to provide thermal conduction away from the chip carrier part. First,

the evidence illustrates that the [

]. CX-1302C at 29 (Bar-Cohen Direct); CX-194C; CDX-42. Even though the |
1. “inefficient infringement is infringement still.” See Shamrock
Techs., Inc. v. Med. Sterilization, Inc., 903 F.2d 789, 792 (Fed. Cir. 1990). Second, infrared

photographs taken of the Power DomiLED during operation illustrate that I.ead 2 conducts
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thermal encrgy away from the chip carrier part.> CX-1302C at 34-36 (Bar-Cohen Direct); CDX-
47, CX-266. The photo below shows that, during operation, Lead 2 increases in temperature as
do the two contiguous leads. CX-266; Bar-Cohen, Tr. at 262-66. The fourth lead (i.e., the one
connected by a bond wire), however, does not increase in temperature relative to the board at all.
Although the temperature at Lead 2 is not as high as leads 3 and 4, the claim does not require
that all three external connections dissipate the same amount of heat, rather only that they be

“thermally conductively connected” to the chip carrier part.

[

]

Finally, thermocouple measurements of the leads confirm that Lead 2 increases in temperature

2 Dominant’s assertion that Osram’s thermal tests are of questionable reliability, because
they test Dominant’s Power DomiLED, which contains a { ], and Osram’s Power TopLED,
which contains a [ ], is unpersuasive. See Response of Respondent Dominant
Semiconductors Sdn. Bhd. to the Notice of Commission Determination to Review a Final
Determination on Violation of Section 337 (*DDom. Sub.”) at 89. In assessing infringement, w¢
compare the accused device with the claimed invention, not the patentee’s commercial
embodiment. Johnson & Johnston Assoc. Inc. v. R.E. Serv. Co., Inc., 285 F.3d 1046, 1052 (Fed.
Cir. 2002). Therefore, Osram’s Power TopLED is not relevant to this inquiry.
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when a current is applied to the chip and that the heat is not merely a backward flow of thermal
energy from the circuit board to Lead 2. CX-1302C at 36-41 (Bar-Cohen Direct); CDX-49 &
50; CX-263. Accordingly, the preponderance of the evidence shows that Lead 2 is literally
thermally conductively connected to the chip carrier part as required by claim 1. See Centricut,
LLC v. Esab Group, Inc., 390 F.3d 1361, 1367 (Fed. Cir. 2004). Nevertheless, we agree with
the ALJ that the final limitation, reciting “starting from said chip carrier part run toward the
outside in a stellate form within said casing and separately from each other,” is not literally
present in the accused device, because Lead 2 does not itself “start from” the chip carrier part.
See CX-397C. Accordingly, there is no literal infringement.
b. Doctrine of Equivalents

Since all of the limitations of claim 1 of the ‘902 patent, save one, are literally present in
the accused device, we only consider whether the Power DomiLED has an equivalent to the
limitation “starting from said chip carrier part run toward the outside in a stellate form within
said casing and separately from each other.”® The ALJ concluded that the “Power Domil.LED
does not have three external connections that start from the chip carrier part; it only has two.”
ID at 113. Further, he determined that the two external connections run in parallel directions
and, therefore, do not satisfy the stellate form limitation. /d As discussed below, we disagree.

In order to establish infringement under the doctrine of equivalents, each limitation in the

claim must be met either literally or equivalently. See Dolly, Inc. v. Spalding & Evenflo Cos.,

* During prosecution, no claims were rejected and no amendments were made to the
claims of the ‘902 patent, the ‘321 patent, or the ‘580 patent; thus, the scope of equivalents is not
narrowed by prosecution history estoppel as discussed in Festo Corp. v. Shoketsu Kinzoku Kogyo
Kabushiki Co., Ltd., 535 U.S. 722 (2002).
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Inc., 16 F.3d 394, 397 (Fed. Cir. 1994). Determining equivalence generally includes
consideration of whether the “function, way, or result” of an accused substitute structure is
substantially different from that described by the claimed limitation. See Odetics, Inc. v. Storage
Tech. Corp., 185 F.3d 1259, 1267 (Fed. Cir. 1999) (quoting Warner-Jenkinson Co., Inc. v. Hilton
Davis Chem. Co., 520 U.S. 17, 39-40 (1997)).

The ALY improperly excluded the [ ] from his consideration of infringement under
the doctrine of equivalents. The Federal Circuit instructs that additional components can be
considered during a doctrine of equivalents analysis. Dolly, 16 F.3d at 398 (“An accused device
may infringe under the doctrine of equivalents even though a combination of its components
performs a function performed by a single element in the patented invention.”); see also Intel
Corp. v. US. Int’l Trade Comm'n, 946 F.2d 821, 832 (Fed. Cir. 1991). The properly framed
issue, therefore, is whether the three ground leads plus the | ] found in the accused device
are equivalent to the three external connections recited in the claims with respect to the “starting
from” limitation. Based on the function-way-result test, we conclude that they are.

The function of the external connections, according to the claims, is to conduct heat from
the chip carrier part to the external connections. ‘902 patent, col. 7, Il. 34-39. The specification
indicates that they also transfer electricity. Jd. at col. 4, 11. 63-67. Dominant does not dispute
that all of its ground leads, including Lead 2, conduct electricity. See Respondent’s Reply to the
Staff Attorney’s and Complainants’ Submissions on the Issues under Review and on Remedy,
the Public Interest, and Bonding (“Dom. Reply Sub.”) at 83. Further, as discussed above with
regard to literal infriﬁgement, all three ground leads in the Power DomiLED, including the [

I> conduct heat from the chip carrier part to the external connections. See
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CX-1302C at 34-41 (Bar-Cohen Direct); CX-1313C at 2-4 (Bar-Cohen Direct Rebuttal); Bar-
Cohen, Tr. at 262-66; CX-263; CX-266.

Dominant’s main argument, therefore, comes down to an assértion that the [

] is less efficient at conducting thermal energy than external connections that
literally start from the chip carrier part. See Dom. Sub. at 89. The Federal Circuit, however, has
consistently held that differences in efficiency, either decreases or increases, are the types of
differences “which fail to avoid infringement because of the doctrine of equivalents.” Yarway
Corp. v. Eur-Control USA, Inc., 775 F.2d 268, 275 (Fed. Cir. 1985); see also Laitram Corp. v.
Cambridge Wire Cloth Co., 863 F.2d 855, 859 (Fed. Cir. 1988); Insituform Techs., Inc. v. Caf
Contracting, Inc., 161 F.3d 688, 693 (Fed. Cir. 1998). Accordingly, the difference in efficiency
is insubstantial and does not preclude a finding that all three ground leads perform the same
function as the claimed limitation.

The claims themselves describe the way in which the claimed external connections
transfer heat and electricity; they (a) start from the chip carrier part and (b) run toward the
outside in a stellate form within the casing and separately from each other. See ‘902 patent, col.
7. 11. 59-63. The three ground leads perform the function described above in substantially the
same way as the claimed external connections. In fact, two of the ground leads start directly
from the chip carrier part and perform the function in exactly the same way. The third lead,
Lead 2, does not literally range from the chip carrier part as required by the claim; however, the
evidence illustrates that Lead 2 starts from the | ], which in turn starts from the chip
carrier part. See CX-397C; RX-50. See also Richardson v. Suzuki Motor Co., Ltd., 868 F.2d
1226, 1239 (Fed. Cir. 1989); Ethicon Endo-Surgery, Inc. v. U.S. Surgical Corp., 149 F.3d 1309,
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1317 (Fed. Cir. 1998) (stating that the “all-elements” rule should not be applied to reduce the
application of infringement under the doctrine of equivalents to “nothing more than a repeated
analysis of literal infringement™). As such, [ ] “start from” the chip
carrier part, and although the Power DomiLED accomplishes the function in a slightly different
way, the difference is insubstantial, especially since claim 1 does not require that the external
connections be contiguous with the chip carrier part. See CX-1313C at 2-4 (Bar-Cohen Direct
Rebuttal). Thus, in our view, the evidence supports the conclusion that the gro.und leads and the
[ ] in the Power DomilLED perform the same tunction in substantially the same way as the
claimed limitation.

This situation differs from Asyst Techs., Inc. v. Emtrak, Inc., 402 F.3d 1188 (Fed. Cir.
2005), where the Federal Circuit concluded that the claimed phrase “mounted on™ is binary (i.e.,
the second microcomputer is either mounted or unmounted), so the fact that the microcomputer
in the accused device was unmounted precluded a finding of infringement. In Asyst, the accused
equivalent did not meet the claim limitation, because it was unmounted. Asysf, 402 F.3d at 1195.
In the present case, on the other hand, the alleged equivalent [

] actually meets the recited claim limitation, because the | ] starts from the
chip carrier part. See Richardson, 868 F.2d at 1239 (holding that a spring that was pivotally
secured to a swing arm that, in turn, was pivotally secured to a frame was equi\.ralent to a “spring
means having a first end pivotally secured to said frame™); see also Riles v. Shell Exploration
and Prod. Co., 298 F.3d 1302, 1310 (Fed. Cir. 2002) (holding that the record supported a jury’s
finding that a device that transferred a platform’s load from a metal frame through wood timbers
to metal support pilings was equivalent to a device that transferred a platform’s load through “a
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metal-to-metal bearing contact™). |

Moreover, the ground leads perform the requisite function by running toward the outside
in a stellate form within the casing and separately from each other as required by claim 1. Since
the ALJ concluded that Lead 2 does not start from the chip carrier part, he did not consider it
when he turned to the “stellate form” limitation. Instead, he only considered the two ground
leads that he found satisfied the external connections’ limitations. ID at 106-07. Because we
conclude that the [ | starts from the chip carrier part, we include it in
our analysis of the stellate form and conclude that the three ground leads and | ] perform
the function in this way. CX-397C; CX-1302C at 50 (Bar-Cohen Direct). Asthe ALJ
determined, the term “‘stellate” means “star shaped.” “Stellate form™ refers to the external
connections’ resemblance of a star. Accordingly, after considering the schematic of Dominant’s
Power DémiLED, it is evident that the three ground leads plus the [ ] run toward the
outside of the LED in a shape that resembles a star and are separate from each other.” See CX-

" 397C; RX-50. Therefore, the ground leads in the Power DomiLED perform the same function in
substantially the same way as the claimed limitation.

Finally, we conclude that the claimed limitation and the [ ]
achieve the same result. The claimed external connections result in heat being transferred away
from the optoelectronic chip, so that it cools down and does not become impaired due to
excessive heat. See ‘902 patent, col. 1, Il. 63-67, col. 2, 1l. 1-18, & claim 1; see also CX-1302C

at 6-9 (Bar-Cohen Direct). Likewise, the ground leads of Dominant’s Power DomiLED transfer

* Dominant did not argue that the three ground lcads together fail to make a star shape,
but rather only that the two leads it considered to be external connections fail to form a star
shape. Dom. Reply Sub. at 83-84.
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heat away from the optoelectronic chip. See CX-266. We are unaware of any evidence that
suggests that Dominant’s ground leads do not dissipate enough heat to prevent the chip from
becoming impaired. In fact, Mr. Low, a member of Dominant’s board of directors and
Dominant’s head of research and development, attributes the Power DomiLED’s ability to
function at high current rates to the addition of extra heat-dissipating ground leads. See CX-
407C (“The Power DomiLED series of devices were designed for high current drive. [ts high
current drive capability is derived from the package’s greater capacity to dissipate heat. Heat
dissipation is enhanced by the improved lead-frame design where [

]. These { ] enable heat to dissipate more rapidly compared to the
existing DomiLED devices [ 1.}, Accordingly, the result of
the accused device’s ground leads is the same as the claimed external connections.

Thus, Osram has shown by a preponderance of the evidence that the [

] and the claimed external connection perform the same function in substantially the
same way to achieve the same result as the claimed limitation. Therefore, the three ground leads
plus the [ | found in the Power DomiLLED are equivalent to the claimed external
connections, and the accused LEDs infringe claim 1 of the ‘902 patent. Since claim 1 of the
‘321 patent and claim 1 of the ‘580 patent contain the same disputed terms and the ALJ found
that the other limitations of these claims are met, we conclude that they are also infringed by the
Power DomiLEDs under the doctrine of equivalents.

c. Dependent Claims
The ALJ concluded that the additional limitations found in dependent claims 5-8 of the
‘902 patent are literally met. We adopt his findings and determine that these claims are infringed
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by the Power DomiLEDs under the doctrine of equivalents. The ALJ, however, did not
specifically make any findings of fact with regard to the dependent claims asserted in the ‘321
patent or the 580 patent. However, we note that the dependent claims are substantially similar
to those asserted in the ‘902 patent and, therefore, the same evidence and findings made by the

ALJ with regard to the ‘902 patent can be relied upon for these claims. ID at 114-16.

[

] See CX-1302C at 61-62 & 72 (Bar-
Cohen Direct); CDX-68 & 69; CX-404C. Claim 10 of the ‘580 patent recites that, stdrting from

the chip carrier part, the “external connections run apart within said casing first in a stellate form
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and then break to perpendicularly penetrate said side surfaces.” [

] See CX-1302C at 72-73 (Bar-Cohen Direct); CDX-80; CX-397C. Finally,
claim 11 of the “580 patent recites that the casing has a foundation and that at least three separate
external connections and the connection part are “bent outside of said foundation toward said
second main surface and in a further course being bent in a manner selected from a group
consisting of being bent below the casing toward a center of said second main surface and being
bent away from said casing for forming rocker-shaped connection stumps.” [

] See CX-1302C at 73-74 (Bar-Cohen Direct); CDX-81; CX-265; CX-

407C. [

3. Domestic Industry

We agree with the ALJ that Osram satisfied the domestic industry requirement Wi.th
regard to the Lead Frame Patents and adopt the ALJT’s determination.

4. Invalidity

We agree with, and adopt, the ALJ’s construction of the term “stellate form,” which
disposes of Dominant’s assertion that the claims in the Lead Frame Patents are invalid in light of
the asserted prior art.” Accordingly, we adopt the ALJ’s determination that the claimed invention
is not anticipated or rendered obvious by the prior art of record.
C. Remedy, Public Interest, and Bonding

The Commission is authorized to issue a limited exclusion order when the Commission
determines that there is a violation of section 337. 19 U.S.C. § 1337(d). In addition to, or in Iieﬁ
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of, an exclusion order, the Commission is also authorized to issue a cease and desist order
directing a person to cease and desist from engaging in the unfair methods or acts involved in the
investigation. fd. § 1337(f)(1). Osram requests that the Commission enter a permanent, limited
exclusion order prohibiting the importation into the United States of Dominant’s infringing LED
products and a cease and desist order prohibiting Dominant and its distributors, representatives,
and customers from selling, advertising, marketing, storing, demonstrating, or testing the
infringing LEDs in the United States. Complainant’s Submission in Support of Commission’s
Review of Final Initial Determination at 116. Osram requests that the orders cover not only the
accused LEDs themselves, but also downstream products that incorporate LEDs, such as
automotive products and cell phones, and requests a certification procedure for the downstream
products. Id.

We have determined to issue a limited exclusion order directed to Dominant’s light-
emitting diodes that infringe one or more of the asserted claims of the Lead Frame Patents
(claims 1 and 3-8 of the ‘902 patent, claims 1 and 5-8 of the ‘321 patent, and claims 1, 5-8, and
10-11 of the ‘580 patent) and directed to Dominant’s light-emitting diodes that are made by
methods that infringe one or more of claims 1-3 and 5 of the ‘673 patent. We agree with the ALJ
that the order should not cover downstream products or include Osram’s requested certification
provision, because to do so would unduly expand the coverage of the exclusion order to include
downstream products that are disproportionately priced relative to the LEDs at issue and would
unduly interfere with legitimate commerce. Certain Eraseable Programmable Read-Only
Memories, Inv. No. 337-TA-276, USITC Pub. 2196, Comm’n Op. at 124-26 (May 1989), aff’'d
sub nom. Hyundai Elec. Indus. Co. v. U.S. Int’l Trade Comm’n, 899 F.2d 1024 (Fed. Cir. 1990).
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We have declined to issue a cease and desist order, because, although Osram points to evidence
suggesting that there are commercially significant domestic inventories of infringing Dominant
LEDs, see, e.g., CX-1335, CX-1337, CX-1338C, we agree with the ALJ that Osram has not
shown that Dominant maintains those inventories. Instead, it is clear that the inventories
identified by Osram are owned by third parties. Accordingly, we decline to issue a cease and
desist order against Dominant.

Further, we find that consideration of the public interest factors in 19 U.S.C. § 1337(d)(1)
does not preclude issuance of the limited exclusion order. Dominant has not shown that the
public health and welfare will be harmed by the exclusion of its LEDs. Further, competitive
conditions favor protection of intellectual property over inexpensive copies, and exclusion of the
infringing LEDs would not harm competition, because there are sufficient non-infringing and
licensed replacements to supply the domestic market.

We have determined to set the temporary impeortation bond for the Presidential review
period at 100 percent of the entered value of the infringing light emitting diodes. The licensing
agreements proffered by Dominant contain mixed terms, including lump sum payments and
royalty rates. See complaint and accompanying licenses. Accordingly, it is difficult to
determine what rate the parties would have negotiated had they only selected a royalty rate.
Thus, it is not possible to set the bond based on a royalty rate. In addition, there is no
information relating to the price of Osram’s LEDs in order to determine the price differential
between the patented and infringing goods. When a price differential cannot be established, the
Commission has found that a 100 percent bond is justified. See Certain Flash Memory Circuits
and Prods. Containing Same, Inv. No. 337-TA-382, USITC Pub. 3046, Comm’n Op. at 26-27
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(July 1997). Accordingly, a 100 percent bond is “sufficient to protect the complainant from any
injury.” 19 U.S.C. § 1337(e)(1).
III. CONCLUSION
For the reasons discussed herein, the Commission terminates this investigation with a
finding of no violation of section 337 with regard to the Particle Size Patents and a finding of

violation of section 337 with regard to the L.ead Frame Patents.
By Order of the Commission.
S/
Marilyn R. Abbott

Secretary to the Commission

Issued: January 26, 2006
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UNITED STATES INTERNATIONAL TRADE COMMISSION

Washington, D.C.

In the Matter of

CERTAIN LIGHT-EMITTING DIODES AND Inv. No. 337-TA-512
PRODUCTS CONTAINING SAME

INITIAL DETERMINATION ON REMAND REGARDING THE PARTICLE SIZE
PATENTS

Administrative Law Judge Charles E. Bullock
(October 31, 2005)

L Background |

The undersigned issued an Initial Determination in this investigation on May 10,2005. On
August 10, 2005, the Commission gave notice of its decision and order to remand part of this
investigation to the undersigned for further proceedings and findings in light of certain
determinations made by the Commission.! On August 12, 2005, the Commission issued its Opinion
in this matter.?

In its review of the ID, the Commission reversed on the legal issue of indefiniteness of the

term “mean grain diameter d.,” with respect to the Particle Size Patents and censtrued the claim

! See Notice of Commission Final Determination of no Violation of Section 337 as to One
Patent and Determination to Remand the Investigation as to Certain Other Patents; and Order
(August 10, 2005).

? See Commission Opinion (August 12, 2005).
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limitation as “the average diameter based on the volume of particles.”® The Commission further
ordered the undersigned to make a determination of whether there is a violation of Section 337 with
respect to the Particle Size Patents by October 11, 2005.* On October 4, 2005, the undersigned
issued Order No. 33: Initial Determination Extending Target Date to January 10, 2006, extending
the deadline for issuing the recommended determination by one-month to November 10, 2005. On
October 12, 2005, the Commission issued a notice of decision not to review the initial determination.

Only issues of law, not fact, were reviewed by the Commission that led to this remand.> As
an extensive factual record has already been made in this investigation, the undersigned did not
reopen the record or order any further discovery or taking of evidence in this investigation. On
August 16, 2005, the undersigned issued Order No. 32 regarding the remand. The undersigned
perrnitted the parties® to present their cases and affirmative defenses through initial and reply briefs
on the remand issues on the basis of the factual record already presented in the investigation. The
parties briefs were limited to changes in light of the Commission’s claim construction in the ID’s
determination regarding the Particle Size Patents on the issues oft (i) literal infringement and
infringement under the doctrine of equivalents; (ii) practice of patent claims originally at issue that

are affected by the Commission Order in connection with the technical prong of the domestic

* See Commission Order 4 1; Commission Opinion at 4, 14.
* See Commission Order {7 1-2; Commission Opinion at 25-26.

* See Markman v. Westview Instruments, Inc., 52 F.3d 967, 970-71 (Fed. Cir. 1995) (“the
interpretation and construction of patent claims, which define the scope of the patentee’s rights
under the patent, is a matter of law exclusively for the court”), aff’d, 517 U.S. 370 (1996).

¢ The parties include Complainants OSRAM GmbH and OSRAM Opto Semiconductors
GmbH (collectively “Osram” or “Complainants”; Respondent Dominant Semiconductors Sdn.
Bhd. (“Dominant”); and the Commission Investigative Staff (“Staff™).
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industry requirement under 19 U.S.C. § 1337(a}(2) on the part of the domestic products that were
originally identified at the hearing as practicing those claims; and (iii) indefiniteness based on failure
to specify which type of instrument should be used to ascertain the mean., On August 30, 2005, the
parties filed their initial remand briefs. On September 9, 2005, the parties filed their reply remand
briefs.

The Administrative Law Judge hereby determines that a violation of Section 337 of the Tariff
Act of 1930, as amended, has not been found in the importation into the United States, the sale for
importation, or the sale within the United States after importation of certain light-emitting diodes
and products containing same in connection with claims 1, 3, 6-7, and 10-13 of U.S. Patent No.

| 6,066,861 (“the “861 patent™); claims 1, 3, 6, 7, 10-13, and 15 of U.S. Patent No. 6,245,259 (“the

*259 patent™); claims 1-2, 6-7, 11-12, and 14-15 of U.S. Patent No. 6,277,301 (“the “301 patent™);
claims 2-5, 7, and 10 of U.S. Patent No. 6,592,780 (“the ‘780 patent”); and claims 1, 3, 6-7, 10-15,
17, 20 and 21 of U.S. Patent No. 6,613,247 (“the ‘247 patent”) because a domestic industry in the
United States does not exist that practices U.S, Patent Nos. 6,066,861; 6,245.259; 6,277,301;
6,592,780; and 6,613,247.7
IL. Infringement

The asserted claims of the Particle Size Patents that are at issue in this investigation are
claims1,3,6,7,10,11, 12, and 13 of the ‘861 patent; claims 1, 3, 6, 7,10, 11, 12 and 13 of the “259
patent; claims 1,2, 6,7, 11, 12, 14, and 15 of the *301 patent; claims 2, 3, 4, 5, 7, and 10 of the <780

patent; and claims 1, 3, 6,7, 10-15, 17, 20 and 21 of the ‘247 patent. Dominant does not dispute that

7 See Certain Removable Electronic Cards and Electronic Card Reader Devices, Inv. No.
337-TA-396 Commission Opinion (August 13, 1998) (“The failure to satisfy the domestic
industry requirement precludes a finding that [the Respondent] violated section 337,

3.



its accused products meets each and every limitation of all the asserted claims of the Particle Size
Patents, except for the claim limitation that the phosphor power have a “mean grain diameter d,, <
5 pm.” Dominant purchases all its phosphor powder from Phosphor Technology, Inc., which
provides phosphor specification sheets.® All parties agree that the phosphor specification sheets from
Phosphor Technology are reliable and accurate.’

A. Literal Infringement

There appears to be no disagreement from the partiesAthat Dominant’s accused products that
are made with [ ] phosphor literally infringe the asserted claims of the Particle Size
Patents under the Commission’s claim construction.”” The only dispute between the parties is
whether Dominant has actually stopped making its accused products with the [ ]
phosphor."! Dominant claims that it stopped using the [ ] phosphor after this
investigation was instituted in order to ensure that its product did not infringe the Particle Size
Patents.'? Regardless, as Dominant used the [ ] phosphor when the investigation was
instituted and could possibly revert to using the | ] phosphor, a finding of infringement
is appropriate for thls investigation. Based on Coulter Counter data from Phosphor Technology, Dr.

Nauman testified that Dominant’s [ ] phosphor has a volume mean particle size of 4.4

*RIB 3, 5. See RX-449C (Low Direct) at 15-17; RX-348C (Phosphor Technology Vérbal
Quotation); CX-148C (Low Dep.) at 203.

?RIB 5, n. 1; SIB 8-9. See CX-1304C (Nauman Direct) at 25-26; RX-472C (Holloway
Rebuttal) at 5-9.

PCIB12;CRB5;RIB4; SIB9; SRB 1.
1 CIB 15-21; CRB 6-7; RIB 4; SIB 8; SRB 2.
2 RIB 4. See RX-449C (Low Direct) at 16-17.

-4-



um.” Accordingly, Dominant’s accused products that are made with [ ] phosphor
literally infringe the asserted claims of the Particle Size Patents.

In addition, there is no disagreement between the parties that Dominant’s accused products
that are made with either | ] phosphor or { ] phosphor in combination
with[ ] do not literally infringe the asserted claims of the Particle Size Patents under

the Commission’s claim construction.'* Based on Coulter Counter data from Phosphor Technology,

Dr. Nauman testified that: Dominant’s [ ] phosphor has a volume mean particle size of
7.7 pm; Dominant’s [ ] phosphor has a volume mean particle size of 8.9 pm; and that
Dominant’s mixture of [ Jand [ ] phosphor has a volume mean particle

size of 7.7-8.9 pm."* Accordingly, Dominant’s accused products that are made with [

] or a mixture of the two phosphors do not literally infringe the asserted claims of
the Particle Size Patents. Therefore, the only remaining issue is whether Dominant’s accused
products that are made with | ] phosphor, or a combination of the two
phosphors infringe the asserted claims of the Particle Size Patents under the doctrine of equivalents.

B. Infringement Under the Doctrine of Equivalents
Under the doctrine of equivalents, infringement may be found if the accused product

performs substantially the same function in substantially the same way to obtain substantially the

13 See RX-449C (Low Direct) at 16; RX-431C (Phosphor Technology Order &
Calculations) at last page; Nauman, Tr. 359-60, 384-85; CX-878C (Phosphor Technology
document); RDX-16.

“ CIB 21, CRB 7, RIB 3-4; RRB 8; SIB 9-10; SRB 1.

15 See RX-431C (Phosphor Technology Order & Calculations) at last page; Nauman, Tr.
359-60; RDX-16. See ailso RX-399C (Science and Technology Laboratory Particle Analysis
Report) at DS150254-55; RX-348C (Phosphor Technology Verbal Quotation).
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same result.'® Osram asserts that any of Dominant’s accused products that are made with

[ linfringe the Particle Size Patents under the doctrine of equivalents.!” Dominant and

Staff disagree that Dominant’s accused products that are made with either [ ] or

[ 1 phosphor infringe the Particle Size Patent under the doctrine of equivalents. '
Osram concedes that the mean diameter of Dominant’s { ]} phosphor powder

is 7.7 pm, which falls outside the literal scope of the claims, which requires a volume mean diameter
< 5 um.” Osram argues that it is well-established, however, that accused products éan infringe
under the doctrine of equivalents where they use an ingredient that lies outside a numerical range in
the claims.*® According to Osram, testimony from Mr. Low, a Dominant employee, shows that
Dominant’s LEDs that are manufactured with the { ] phosphor powder perform the
same function in the same way to obtain the same result as the LEDs that were manufactured with
the [ 1 phosphor powder.2!

Osram also cites to the history of the development of the patented invention for support.

' Graver Tank & Mfg. Co. v. Linde Air Products Co., 339 U.S. 605, 608 (1950). See also
relevant law discussion in the Injtial Determination issued on May 10, 2005.

'"CIB 21-31; CRB 7-27.
' RIB 8-15; RRB 11-31; SIB 10-14; SRB 2-3.
¥ CIB 22; CRB 24.

* CIB 22; CRB 14-15, 22-27. Hilton Davis Chemical Co. v. Warner-Jenkinson Co., Inc.,
114 F.3d 1161, 1164 (Fed. Cir. 1997) (finding a pH of 5.0 was equivalent to the claimed range of
6.0 to 9.0); San Huan New Materials High Tech, Inc. v. Int'l Trade Comm’n, 161 F.3d 1347,
1357 (Fed. Cir. 1998) (affirming Commission’s finding that 5,450-5,850 ppm oxygen was
equivalent to the claimed range of 6,000-35,000 ppm oxygen); Laitram Corp. v. Cambridge Wire
Cloth Co., 863 F.2d 855 (Fed. Cir. 1988).

2 CIB 24; CRB 8. See Low, Tr. 486-87.
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According to Osram, when it was developing the patented invention, Osram initially used larger
phosphor particles, but Osram found that LEDs made with larger phosphor particles failed to achieve
homogeneous light and caused sedimentation problems. When Osram switched to smaller phosphor
particles, these problems no longer existed.# Therefore, Osram argues that, based on its experience,
if Dominant were using a larger particle size than the claimed particle size, one would expect to see
substantially less homogeneous light output from those LEDs. Because the evidence shows the
opposite, Osram argues that Dominant’s products infringe. According to Osram, Dr. Zachau
testified that a comparison of the homogeneity of the light emitted by Dominant’s LEDs before and
after the phosphor switch are insubstantially different.”

Dominant asse.rts that a finding of infringement under the doctrine of equivalents for
phosphors with a volume mean grain diameter > 5 pm would impermissibly vitiate the claim
limitation “ mean grain diameter < 5 pm” and render the claim limitation meaningless.* In the
alternative, Dominant argues that, even if it would be permissible to vitiate the “< 5 pm” claim
limitation, Osram cannot prove that Dominant’s phﬁsphors are insubstantially different from

phosphors that are less than or equal to 5 pm.* For example, Dominant argues that Osram has

2 CIB 27-29. See CX-1301C (Waitl Direct) at 15-17; CX-1303C (Strauss Direct) at 21-
25; CX-1 (the ‘861 patent), col. 1:67-2:1; col. 3: 16-19; col. 5:15-19.

# CIB 29-31; CRB 8. See CX-1312C (Zachau Direct) at 43; CX-296 (Chromaticity
chart).

“ RIB 9-10; RRB 12-13 citing Moore U.S.A., Inc. v. Standard Register Co., 229 F.3d
1091, 1106 (Fed. Cir. 2000); Freedman Seating Co. v. American Seating Co., 420 F.3d 1350,
1358 (Fed. Cir. 2005).

¥ RIB 11 citing Warner-Jenkinson Co., Inc. v. Hilton Davis Chemical Co., 520 U.S. 17,
24 (1997).

-7-



repeatedly noted that the claimed small particle sizes are functionally beneficial because they do not
sediment and can be homogeneously distributed in the resin and that Dominant’s devices have more
sediment and are therefore not homogeneously distributed in the resin.?® In addition, Osram
employee Dr. Zachau testified that large phosphor particles are undesirable because the particles fend
to settle, which makes it difficult to control the production process.”” Dominant also disputes that
its phosphors perform in substantially the same way or achieve substantially the same results as the
claimed phosphor particles because sedimentation affects conversion efficiency, color variation, and
homogeneity of light.?*

Dominant also argues that Osram is precluded from raising the doctrine of equivalents
because of prosecution history estoppel. According to Dominant, Osram specifically amended the
claims of the Particle Size Patents to include the language “mean grain diameter < 5 pm” inresponse
to an Office Action rejecting the claims in part on the basis of particle size.”

Dominant disputes that any testimony from Mr. Low supports a finding that Dominant copied
Osram’s patents. While Dominant concedes that “copying may be relevant to obviousness,” courts

have made clear that copying “is of no import on the question of whether the claims of an issued

% RIB 12; RRB 26-27. See CDX-191.

?RIB 12; RRB 26. See CX-1311C (Zachau Direct) at 10-11; Zachau, Tr. 690-91. See
also CX-1303C (Strauss Direct) at 20-21,

% RIB 13-15; RRB 20-22, 29-31. See CDX-191, Complainant’s Initial Post-Hearing
Brief at 48, 50.

#RRB 11-12, 25-26. See CX-13 (‘301 prosecution history) at 0S117904-05.
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patent are infringed.”*

Osram counters Dominant’s argument regarding sedimentation because the evidence shows
that sedimentation in Dominant’s LEDs made with [ ] and [ - ]is
indistinguishable.” Osram also disputes that prosecution history estoppel applies because it argues
that even if a claim is written in the form of a numerical range, the test of equivalence focuses on
whether the accused device functions equivalently.”? Osram distinguishes Moore because it did not
contain a numerical range. Rather, Moore s claim limitation was phrased in terms of “majority,”
which is opposite from “minority,” whereas here, the numerical limitations are not opposites of each
other.*

Staff asserts that Particle Size Patents establish two functions for the “mean grain diameter”
limitation, includipg: 1) the production of LED devices that emit homogenous, color-stable mixed-
colored light; and 2) enabling the mass production of such LED devices at a reasonable engineering
effort and expense and with maximally replicable component characteristics.> Staff arguesthat, with
respect to the first function, Dominant’s accused products that are made with phosphor powders

having a mean grain diameter < 10 pm perform the function in the same way, to achieve the same

* RRB 17-18 citing Allen Eng'g Corp. V. Bartell Indus., Inc., 299 F.3d 1336, 1351 (Fed
Cir. 2002), Warner-Jeninson, 520 U.S. at 36.

*' CRB 16-20. Compare CX-1084C & CX-1085C at 0S8115252-56 (picture of LED made
with [ 1) with CDX-191 & RX-352C at 12 (back) & 13 (front) (picture of LED
made with [ D.

32 CRB 20-22 citing Hilton Davis, 114 F.3d at 1164 and San Huan, 161 F 3d at 1357.
* CRB 21-22. Moore, 229 F.3d at 1095, 1106-12.
* SIB 11. See CX-1 (the ‘861 patent), col. 1:63-2:7.
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result, as the patented invention.”® Staff argues that, with respect to the second function, there is no
evidence that Dominant’s accused products, which use phosphors with a mean grain diameter < 10
pm, accomplish the stated function in substantially the same way, and achieves substantially the
same result, as phosphors having a mean grain diameter < 5 pm.*® According to Guenter Waitl, the
individual who oversaw the development of the patented technology, the inorganic phosphors used
in the patents are extremely hard substances and have a tendency to abrade thersystem used to
dispense the resin/phosphor mix. Mr. Waitl testified that mass production of the patented technology
only became possible when Osram began using phosphors with smaller particle size.”” Staff argues
that there is no evidence in the record indicating whether Dominant has had a problem with abrasion
after switching to the larger phosphor powders or if Dominant has been able to avoid the problem
in another way.*®

Osram counters Staff’s arguments. Osram disagrees that the manufacturing test for
equivalence should be part of the inquiry. In the alternative, Osram argues that there is sufficient
evidence, i.e. Mr. Low’s testimony, that proves Dominant did not change its manufacturing approach
when it switched to the larger phosphor.” Osram also argues that there is no indication that

Dominant has any problems with abrasion because none of Dominant’s LEDs suffer from the “black

35 SIB 12. See CX-296 (Chromaticity chart).

% SIB 12-13. See Zenith Labs., Inc. v. Bristol-Meyers Squibb Co., 19 F.3d 1418, 1419,
1424-25 (Fed. Cir. 1994) (accused product did not infringe asserted patent under doctrine of
equivalents because it did not have the manufacturing-related benefits of the patented invention).

37 See CX-1301C (Waitl Direct) at 14-17.
#SIB 12-13.
¥ CRB 9-10. See Low, Tr. 483-84.
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LED” problem where the LEDs produce nearly no light.® According to Osram, it requested
discovery from Dominant as to any manufacturing changes and that Dominant provided no such
discovery, so it can only be assumed that no manufacturing changes were made.” Osram also
disputes that Zenith Laboratories is on point because in that case there was evidence that the accused
product was not functionally equivalent to the patented invention.*

The undersigned finds the arguments of Dominant and Staff persuasive. The undersigned
finds that a finding of infringement under the doctrine of equivalence for LEDs made with
Dominant’s [ ] phosphor powder would entirely vitiate the claim limitation “mean
grain diameter < 5 pm” and that Dominant’s use of | ]} phosphor powder is not an
insubstantial <;hange from the claimed phosphor powder.”® The Particle Size Patents specifically
state that the advantages of using phosphor powder with a mean grain diameter < 5 pm includes,
among other things, the production of homogeneous light and being able to mass produce LEDs at
reasonable engineering effort and expense.* The Particle Size Patents also go on to state that it is
even more desirable to have an even smaller phosphor size than five microns, preferably, one to two
microns.*

A product that falls outside a numerical range claimed in the patent can still infringe under

@ CRB 11. See CX-1301C (Waitl Direct) at 16; CX-1311(Zachau Direct) at 9.
“ CRB 12-13. See Order No. 22 at 2 (November 12, 2004).

2 CRB 13-14.

2 Moore, 229 F.3d at 1106; Freedman, 420 F.3d at 1358-59.

# CX-1 (the “861 patent), col. 1:63-2:7.

# CX-1 (the ‘861 patent), col. 2:22-24, Claim 4.
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the doctrine of equivalents if it is functionally equivalent. Osram has not, however, proved that
Dominant’s LEDs made with [ ] phosphor powder are functionally equivalent.
Dominant and Staffhave pointed to several substantial differences between Dominant’s| - -

] phosphor powder and the claimed phosphors having a mean grain diameter < 5 pm. For
example, there is evidence that Dominant’s LEDs made with [ ] have more
sedimentation and may not be as easily mass produced when compared with phosphors having a
mean grain diameter < 5 p.m..“‘

The Particle Size Patents themselves discuss how sedimentation from larger particles is
undesirable.” While Osram acknowledges that all white LEDs have some sedimentation, Osram
concludes that Dominant’s white LEDs before and after the phosphor switch do not have severe
sedimentation, unlike what was experienced by the inventors.*® But the fact that Dominant’s LEDs
that are made with [ - ] phosphor powder do not experience as much sedimentation as
Osram’s phosphors did when using phosphor powder with larger volume grain diameters during the
development of the invention has no bearing on infringement. Although Osram cites to acomparison
of CX-1084C and CX-1085C at O8115252-56 with CDX-191 and RX-352C at 12-13,* Osram does

not cite to any testimony from any witness comparing these exhibits.>® Based on a review of the

* CX-1311C (Zachau Direct) at 10-11; Zachau, Tr. 690-91; CX-1303C (Strauss Direct) at
20-21; CX-1301C (Waitl Direct) at 14-17; CDX-191.

7 CX-1 (the ‘861 patent), col. 2:45-47; 3:16-28.
“ CRB 19.

¥ The undersigned notes that there is no page within RX-352C that is labeled 12 or 13.
Counting 12 and 13 pages in from the first page of the exhibit brings one to DS149759-60.

* See CRB 16-17 and Complainant’s Rebuttal Finding of Fact (CRFF) R306.
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exhibits themselves, the undersigned does not find that such a comparison supports a finding that
that there is no difference in sedimentation between Dominants LEDs made with [ ]
versus [ ]

As to Osram’s arguments that its history of developing the patented invention supports a
finding in equivalence, the undersigned does not find these arguments persuasive. Osram makes the
assumption that, because it was not able to come up with a way to use larger phosphor particles to
produce homogeneous light, that Dominant could not have done so. And while Osram concedes that
Dominant could have invented a new way of using lager particles while still achieving homogeneous
light, Osram argues that Dominant has not offered any evidence of any experimentation. But the
burden is not on Dominant to disprove infringement; it is Osram’s burden to prove infringement.
The lack of evidence regarding Dominant’s manufacturing experience using the larger phosphor does
not support Osram’s position.

While Osram asserts that Mr. Low’s testimony shows that Dominant did not change its
manufacturing at all, the evidence does not support such a conclusion. Mr. Low testified that
Dominant received a shipment of the larger phosphor on July 13" and that Dominant was able to
immediately start using the phosphor.*? No specific questions were asked about the manufacturing
procéss, and no such assumption will be inferred. In addition, no assumptions will be made regarding
the undersigned’s order regarding the motion to compel. In Order No. 22, Osram requested that
Dominant produce “information regarding what is done to the phosphors after they are purchased
by Dominant, including which phosphors are used in the allegedly infringing products,” which the

undersigned found to be discoverable under 19 C.F.R. § 210.27(b), and ordered that such documents

! Low, Tr. 483-84.
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be produced. The order was in regard to what was done to the phosphor, not the entire manufacturing
process of the LED. Therefore, no broad sweeping conclusions about Dominant’s manufacturing
process can be inferred from this portion of Mr. Low’s testimony. -

The undersigned also finds Hilton-Davis/Warner-Jenkinson to be distinguishable. In Hilton-
Davis/Warner-Jenkinson the claim term at issue involved “a pH from approximately 6.0 to 9.0,”
where the Federal Circuit held that a pH of 5 was equivalent.” Here, the claims do not cite an
approximate mean grain diameter < 5 pm. Rather, cases cited by Dominant are more on point, such
as Moore, where the Federal Circuit held that, “to allow what is undisputedly a minority (i.e., 47.8%)
to be equivalent to a majority would vitiate the requirement . . .” and that “it would defy logic to
conclude that a minority—the very antithesis of a majority—could be insubstantially different from a
claim limitation requiring a majority.”” Although here, the claim term does not recite a majority or
minority, the claim limitation is similar because it is phrased in terms of being less than or equal to,
which is opposite to being greater than.

While it does not affect the determination of the question of infringement under the doctrine
of equivalents, as to Dominant’s prosecution history estoppel argument, the undersigned does not
find that prosecution history estoppel is applicable here because the claimed particle size limitation
was included in nearly every set of claims as originally filed and was not added to overcome an

obviousness prior art rejection based on Shimizu and Matsukiyo in combination with WO

%t Hilton-Davis, 114 F.3d at 1164; Warner-Jenkinson, 520 U.S. at 22 (emphasis added).

* Moore, 229 F.3d at 1106.
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98/12757.%*

Accordingly, based on the foregoing, Osram has failed to prove, by a preponderance of
evidence, that Dominant’s products infringe the Particle Size Patents under the doctrine of
equivalents.

II. Domestic Industry - Technical Prong

The parties dispute whether Osram’s products meet the technical prong of domestic industry.
Osram asserts that there is no dispute that its white LEDs satisfy the technical prong because
Dominant conceded the issue, so it is now hereby waived.” In the alternative, Osram argues that,
if the undersigned finds that the technical prong issue has not been waived, that Osram should be
allowed to supplement the record with additional evidence.* While Staff agrees that Osram has
satisfied the domestic industry requirement, Staff does not agree that Staff has waived any right to
challenge Osram’s domestic industry arguments.”” Dominant disputes that there has been any waiver
and asserts that the Commission lacks subject matter jurisdiction because Osram has failed to meet
the technical prong of the domestic industry requirement because there is no evidence whatsoever
regarding whether Osram’s products have a volume mean particle size < 5 pm.*®

Staff concedes that there is no specific evidence in the record as to the volume mean particle

* See Respondent’s Initial Post-Hearing Brief at 81; CX-13 (‘301 prosecution history) at
0S117904-05, 118729-31.

5 CIB 32; CRB 28.
% CRB 29-30.

7 SRB 4-5, n. 1.

* RIB 2-3; RRB 3-8.
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size of the powders used in Osram’s products.”® Staff, however, asserts that because there is some
evidence that the “number mean™ grain diameter of the powder used in Osram’s products is < 5 pm,
one can reasonably infer that at least some of Osram’s products use a phosphor powder having a
volume mean that is < 5 um.*® Staff bases this inference based on the volume mean being generally
larger than the number mean by 1.2 and 4 times, based on the calculations performed by Dr. Nauman
on the phosphor powder used in Dominant’s accused products.®!

Osram agrees with Staff’s analysis. Osram further asserts that the number mean diameter of
particles in Osram’s powder is smaller than the number mean diameter of particles in Dominant’s
[ ] powder, which hﬁs been found to infringe. Therefore, according to Osram, “[s]ince
OSRAM’s phosphoris even smaller than the [ 1 phosphor that literally satisfies the claims,
OSRAM'’s phosphor must also literally satisfy the claims.”® Osram also argues that, becauée its
products have less sedimentation than Dominant’s products, there are fewer larger particles, which
heavily affects the mean particle size by volume.® In the alternative, Osram argues that, even is its
phosphors do not fall within the literal scope of the claims, it satisfies the claims under the doctrine
of equivalents.*

Dominant asserts that all of the evidence introduced by Osram with respect to the grain

* SIB 15; SRB 4.
6 SIB 15-16; SRB 4.

61 SIB 16; SRB 4. See RX-431C (Phosphor Technology Order & Calculations) at last
page.

2 CRB 28.
8 CRB 31-32.
 CRB 30, n. 5.
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diameter of the phosphors used in its products are based on the number of particles, not the volume
of particles.** Dominant dismisses Staff’s speculations as to the volume mean particle size of the
powder used in Osram’s products based on comparison of ratios between volume mean and number
mean, especially for phosphors made by different manufacturers. For example, the volume mean to
number mean ratio for Phosphor Technology’s { J phosphorequals 4.0 (4.4/1.1), while
the volume mean to number mean ratio for Phosphor Technology’s { ] phosphor
equals 1.2 (8.9/7.6).% According to Dominant, the ratios are different between the F and N series
phosphors for phosphors made by the same manufacturer, i.e. Phosphor Technology, so it would be
not be reasonable to infer any such ratios to phosphor made by a different manufacturer, i.e. Osram’s
phosphor manufacturer.

Osram and Staff point to various exhibits to support an assumption that Osram’s white LEDs
have a volume mean particie size < 5 um. But there is no direct evidence in the record regarding
what the volume mean particle size of the phosphor used in Osram’s white LEDs. While Osram
urges the undersigned to admit an additional exhibit into the record,®’ the undersigned denies this
request, not only based on untimeliness, but also because there is no supporting testimony regarding
this exhibit.® Osram had the burden to prove that it met the technical prong of domestic industry.

Absent a stipulation from the parties that the technical prong of the domestic industry requirement

¢ RIB 2-3; RRB 6. See CX-1304C (Nauman Direct) at 35-37; CX-1315C (Nauman
Rebuttal) at 4.

% RRB 7-8; RX-431 (Phosphor Technology Order & Calculations).
¥ RX-218C (E-mail from Dr. Klaus Hohn to Herbert Brunner with attachments).
% See Ground Rule 9.4.13, Order No. 2 (June 14, 2004).
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was met, Osram took a risk by not having certain evidence admitted into the record. There is no
excuse for Osram failing to submit any direct evidence for inclusion in the record that shows the
volume mean particle size of the phosphor used in Osram’s white LEDs when Osram submitted
direct evidence for inclusion in the record that shows the volume mean particle size of the phosphor
used in Dominant’s accused products. Osram was fully aware of the possibility that the undersigned,
or the Commission, could adopt the claim construction that “mean grain diameter d,;” means
“average diameter based on the volume of particles.” Failure to introduce any evidence or testimony
as to this possibility falis on Osram.

While it is true that, at the beginning of the hearing, Dominant stated that it did not intend
to cross~examine any of Osram’s witnesses as to domestic industry, this was limited to the economic
prong of domestic industry.®® In additioﬁ, Dominant specifically stated that, while it did not intend
to cross-examine four economic prong domestic industry witnesses, Dominant still had a number
of objections to their witness statements and corresponding exhibits, and that Dominant was not
waiving its right to challenge Osram’s assertion of domestic industry.” No such similar agreement
was made regarding the technical prong of domestic industry, so Osram cannot claim that it has been
taken advantage of. And even though Dominant, in its post-hearing brief, which was filed affer the
hearing, agreed that it would not chalienge Osram’s assertion that the technical prong of domestic
industry for the Particle Size Patents was met, this does not explain why Osram failed to introduce
any evidence regarding the volume mean particle size of phosphor used in its products during the

hearing when it had more than ample opportunity to do so.

® Wright, Tr. 7-8 (Prehearing Conference 12/6/04).
™ Wright, Tr. 7-8; Bullock, Tr. 8 (Prehearing Conference 12/6/04).
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As to the various extrapolations and assumptions urged by Osram and Staff to be adopted,
the undersigned does not find such arguments persuasive when there is no indication why such
assumptionsshould be gdopted when direct evidence could have, but was not, presented. In addition,
even if the undersigned were inclined to analyze such arguments, there is simply no basis in the
record from which one can infer the relationship between volume mean and number mean. In
addition, while Osram compares the number mean grain diameters of its own phosphor powder with
that of Dominant’s [ } phosphor powder, case law makes it clear that it is improper to
compare the patentee’s commercial embodiment with an accused product because the analysis
should be centered around the claims.” In addition, the undersigned finds that there is no basis with
which to conclude that Osram’s products meet the technical prong under the doctrine of equivalence,
as there has been no testimony or argument, other than a summary statement in a footnote in Osram’s
reply remand brief.

Accordingly, the undersigned finds that Osram has failed to prove that its white LEDs
practice the Particle Size Patents because there is no direct evidence that the phosphor used in the
white LEDs have a volume mean particle size < 5 pm. Therefore, Osram has failed to meet the

technical prong of the domestic industry requirement.

" Zenith Labs, 19 F.3d at 1423; SRI Int'l v. Matsushita Elec. Corp., 775 F.2d 1107, 1121
(Fed. Cir. 1985) (infringement is determined by comparing an accused product not with a
preferred embodiment described in the specification, or with a commercialized embodiment of
the patentee, but with the claims). While the case law specifically refers to infringement, rather
than the technical prong of domestic industry, the undersigned finds its equally applicable.
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IV. Indefiniteness
Dominant no longer raises the argument that the Particle Size Patents are indefinite based on

a failure to specify which type of instrument should be used to determined the “mean grain diameter

ds.”™  Accordingly, no determination as to indefiniteness is necessary in this Recommended

Determination.

V. Conclusions of Law

1. Dominant’s accused products that are made with [ ] phosphor literally infringe
the asserted claims of the Particle Size Patents in violation of 35 U.S.C. § 271(a).

2. Dominant’s accused products that are made with [ Jor| 1
phosphor do not infringe the asserted claims of the Particle Size Patents, either literally or
under the doctrine of equivalents, under 35 U.S.C. § 271(a).

3. Anindustry in the United States does not exist with respect to Osram’s light-emitting diodes

that are protected by the Particle Size Patents, as required by 19 U.S.C. § 1337(a)(2) and (3).

2 RIB 15-16; RRB 31. It should be noted that Dominant takes this position based on the
Commission’s claim construction of the term “mean grain diameter d.,,” and that it reserves the
right to raise this argument if the Commission’s claim construction is challenged or reversed.

-20-



- Within seven days of the date of this document, each party shall submit to the office of the
Administrative Law Judge a statement as to whether or not it seeks to have any portion of this
document deleted from the public version, The parties’ submissions must be made by hard copy by
the aforementioned date.

Any party seeking to have any portion of this document deleted from the public version
thereof must submit to this office & copy of this document with red brackets indicating any portion
asserted to contain confidential business information, The parties’ submission conceming the public

version of this document need not be filed with the Commission Secretary.

SO ORDERED.

Charles E. Bullock
Administrative Law Judge
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IN THE MATTER OF CERTAIN LIGHT-EMITTING 337-TA-512
DIODES AND PRODUCTS CONTAINING THE SAME

CERTIFICATE OF SERVICE

I, Marilyn R. Abbott, hereby certify that the attached ORDER was served upon, Benjamin
D.M. Wood, Esq., Commission Investigative Attorney, and the following parties via first class
mail and air mail where necessary on _ November 22  , 2005.

Marilyn R. Abbott, Secretary

U.S. International Trade Commission
500 E Street, S.W., Room 112A
Washington, D.C. 20436

FOR COMPLAINANTS OSRAM GmbH & OSRAM Opto SEMICONDUCTORS Gmbh:

Evelyn G. Heilbrunn, Esq.
FISH & RICHARDSON P.C,
1425 k Street NW

Suite 1100

Washington, DC 20005

Alan D. Smith, Esq.

Charles H. Sanders, Esq.
_FISH & RICHARDSON P.C.

225 Franklin Street

Boston, MA 02110

FOR RESPONDENTS DOMINANT SEMICONDUCTORS SDN. BHD:

Anna, Kurian, Esq,

Celine Jimenez Crowson, Esq,
Raymond, A. Kurz, Esq.
Anna Kurian Shaw, Esq.

Ajit J. Vaidya, Esq.

William T Slaven, Esq.

David D. Nelson, Esq.
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washtagton, D.C,

In the Matter of

CERTAIN LIGHT-EMITTING
DIODES AND PRODUCTS
CONTAINING SAME

Inv. No. 337-TA-512

NOTICE OF COMMISSION FINAL DETERMINATION OF NO VIOLATION OF
SECTION 337 AS TO ONE PATENT AND DETERMINATION TO REMAND THE
INVESTIGATION AS TO CERTAIN OTHER PATENTS

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY:: Notice is hereby given that the U.S. International Trade Commission has detefmined
that there is no violation of 19'U.S.C. § 1337 by Dominant Semiconductors Sdn. Bhd, (“Domigant™:. |
with regard to United States Patent No. 6,576,930 and that the Commission has determined to
remand the investigation with respect to certain other patents to the presiding administrative law
judge.

FOR FURTHER INFORMATION CONTACT: Wayne Herrington, Esq., Office of the General
Counsel, U.8. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 205-3090, or Michelle Walters, Esq., Office of the General Counsel, U.S.
International Trade Commission, 500 E Street, . W., Washington, D.C. 20436, telephone (202) 708-