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e demonstrates that, in connectton wrth a program at PARC known as Copperﬁeld the mventors
I

S "‘ ‘_ '.bullt\and tested dlsplay cells meetmg the elements of the asserted clanns no later than December

i ’says that Dr Ho testified that he and Dr Crawford bmlt embodnnents of the clanned mventrons e
by fall 1995 .(Citing CX—424OC at Q. 56- 58) Thomson says Dr Ho testlﬁed that they bmlt '
amsotroplc smart spacers in non—actlve areas of quartz substrates usmg masks they had des1gned "

g _ .: and that then' cell assembly vendor Standlsh Industnes, assembled thelr substrates into dlsplay _
- cells using standard LCD cell assembly techmques at their request (Id Q63-64) Thomson
o states that Dr.-Ho testlﬁed a techmcxan workmg at hlS d1rect10n used PARC's masks to form datah |
L and scan lmes out of opaque metal on quartz substrates (Id Ql 65 ) Thomson alleges that the
L opaque metal lmes were formed usmg the same masks and metal used to form data and scan

5 lmes for PARC's Copperﬁeld dtsplays known as Ansel dlsplays (Id) Thomson avers that over o

T the data and scan lmes they apphed ITO and Aﬁer applymg ITO Dr Ho used one of the1r
L Ansel "smart spacer" masks (Id and CPX—SC CPX—6C CPX—7C CPX-SC), to -
photohthographrcally form out of polynmde separate amsotrop1c spaomg elements over. the
_ _,t.opaque areas of the data and scan 11nes (Cltmg CX—4240C at Q. 111, 165 ) Thomson contmues
o that the spaomg elements included matenal afﬁxmg them to the substrate (Id Q 166) B
o : Thomson contmues that they coated a second quartz substrate thh ITO (Id Q 172) and

- provided both substrates to Standish, a vendor used by PARC, for cell assembly at their request

using standard apphcatlon of an ahgnment layer and mechamcal rubbmg (Id Qs 165 66)
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5 :.af_Thomson says When these dlSPlaY CCHS came back from Standxsh, Dr. Ho 5 lab techmcra.ns tested‘ |

| f-'the:r optlcal properues by sw1tch1ng the dlsplay cells on and oﬁ' to evaluate whether the

e amsotroplc spacers caus "d defects in the PlX v (Id Q‘ 171)

= Thomson alleges that Dr Ho s testrmon‘_‘ i’ corroborated by the patent's December 1995 i

- Inventron Proposal mcludes the questron "Has Inventton been buxlt, made run or tested, " whlch'
_was answered "Yes" (Id at PARC878) Thomson contends th1$ is cons1stent with the ennre o :
document Thomson asserts that the "Smart Spacer Fabrlcatlon" section states that "[w]e have R
o : : . photol1thograph1ca11y engineered smart spacer technology for AM LCD pIOJectlon hght valves" -
‘_ uand that "usmg negative photo-reactlve polylrmde and carefully designed masks we have
o " succeeded in building amsotroplc spacers as shown in F1g 2(a). " (Id. at PARC0876 ) Thomson ‘
’1 adds that the "(3) Spacer Dlstnbutlon and Count" section’ states "[w]e mmmuze the number of -
smart spacers to ensure optlmum optlcal performance We have tested 1 spacer every mtersec’uon
(/1) and 1/4 (see Fig. 3(a)) " (Id at PARC877) Thomson reasons that in order to have tested
B : optlcal performance of spacers at every mtersectron or fourth mtersectlon, drsplay cells had to '
have been bullt mcludmg substrates that were mechamcally rubbed w1th the substrates afﬁxed
_together and-filled w1th hqmd crystal as adm1tted by Dr. Lowe (Cltmg Tr at 1031:10-15. )
o '» Thomson concludes that otherw15e no optlcal performance tests could have been performed

.‘:‘vf(Id ) and thls corroborates reducuon to pracnce

Thomson says that Dr Ho $ testlmony 1s further corroborated by notes from the mvenuon ,
rev1ew panel at’ Xerox known as the TAP Panel (Cltmg CX-164SC and CX-4304C at Q 156- .
159) Thomson avers that these notes, dated February 20 1996, state that the smart spacer

mventlon "has successfully been reduced to pracnce " (Cltmg CX-1645C at PARC872)

fl _Inventlon Proposal (CX-1643 C) wnnessed:;, y non—mventor Russell Martm Thomson says the R
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DR unde nond1sclosure agreement == for assembly mto dtsplay cells as requeste_:‘:

o _;f__""(cmng CX-1642C and CX—424ZC at Q 89- 92 97) Thomson says th1s document dlscusscs a

';,_A,._:'techmque " (Id)

(% "Thomson states that the TAP Panel noted that "[t]he concepts are bemg pursued,wnh a:vendor

IR (Standrsh) under nondrsclosure agreements % (Id ) Thomson contends that thls corrobo ves Dr;' :

st1mony that substrat mcludmg amsotropxc spacmg eleme

| Thomson adds

: were sent to Standrsh-— : o

' Dr Ho s testlmony 1s also corroborated by the Copperﬁeld Program Rev1ew dated June 21 1996.‘5 o

. : method to "pattem polymnde spacers over the opaque reg10ns of the actrve rnatnx where they

o will not affect the 1mage and states that "test cells have been successfully assembled usmg this

Thomson argues that whlle Respondents crte to Cooper v, Goldfarb 154 E. 3d 1321 1330\ .

R ; (F ed C1r 1998) for the proposmon that an mventor s testlmony must be corroborated, they

- 1gnore Cooper $ dlscussmn of the rule of reason. that "the law does not 1mpose an nnpossrble
‘ - standard of mdependence on corroboratlve ev1dence by requlrmg that every pomt\ of a reductlon ‘
. to practice be corroborated by ev1dence havmg a source totally mdependent of the mventor

o L mdeed, such a standard 1s the antrthesrs of the rule of reason. i (Cltmg Cooper at 133 1)

ek ’Thomson says that the Federal Ctrcmt held that, m v1ew of statements by th mventor explannng

BT the nnportance of certain elcments and dlscussmg SpCCIﬁC embodunents to be constructed the

o evidence as a whole corroborated the mventor s reductmn to practlce Id Thomson contends

o "'vthat here the ev1dence of corroboratton amply satrsﬁes E ederal C1rcu1t case law

W estabhsh that th mventor actually (reduced the mve ion

Referrmg to Reese V. Hurst 661 F 2d 1222 1240 (C C P A 1981), crted by respondents

-Thomson argues that the opmron acknowledges, that “the goal of corroboratron 1s s1mp1y to

to practrce) and knew 1t Would »work,

L by proof that could not have been fabncated or falslﬁed " Thomson states that Reese S




. Thomson asserts that here, the '063 Inventlon Proposal was w1tnessed by Russell Martm, ‘

pr Owdmg mdependent corroboratron (Cltmg CX—16430 at PARCS73 and CX—4240C atQ

R 232) Thomson adds that Dr Ho s testtmony is mdependently corroborated by the TAP Panel

a rule of reason analysrs these documents amply corroborate Dr Ho s testlmony

" gcan lmes (C1t1ng CX-424OC at Q. 165 CX-4242C at Q 80 and CX-4303C at Q 155)

- data and scan: hnes but he already adm1tted under oath they were data and scan hnes that they

acknowledges that a Wrtness s1gnatur on : _corroboratmg document welghs agamst fraud (Id)

-notes and Copperﬁeld Program Rev1ew nerther of whrch he authored (Cltmg CX-164ZC CX— _ 'l

L 1645C; cx4304c at Q. 156-59; and cx-424zc at Q 89-92, 97) Thomson concludes thait under;""f‘f';‘i".-‘

Thomson argues that the display cells descnbed by Dr Ho and corroborated by
documents met all claim limitations. (Citing CX—424ZC at Q 56- 81 89-92, 97; and CX—43 03C
at Q. 153- 159) Thomson alleges that one: substrate was d1v1ded or pamtloned mto light- -

transmrssrve actlve aperture areas and opaque non-active areas by the opaque metal dati and

y Thomson says that Dr Lowe recently attempted to argue that these ‘opaque metal hnes were not.

) met the cla1m hmrtatrons, and that o'party has reqmred an actlve matrix d1splay mcludmg

| mmultlple TFT sw1tches to satrsfy th .clanns (Crtmg Tr at 1037:16-1038: 6 1038 21 1039: 7)
Thomson alleges that the d1splay cells also mclude "a plurality of spaemg elements separate from -
.one another" that are formed on the non-actlve areas of said first substrate" because the'spacmg=~
_v elements in'the d1$p1ay cells were formed at every mtersectlon (or every fomth mtersectlon) of L
opaque data and scan hnes as admltted by Dr Lowe. (Cltmg CX—4242C at Q 80 CX-4304C at
., Q. 155 and Tr at 1040 10-17) - Thomson contmues that the spacing elements were afﬁxed to the :
non-active areas of the substrate, and contalmng "spacmg layer mcludmg an afﬁxmg layer the P

| . afﬁxmg layer covermg at least a portlon of the non-actrve area and remammg substantlally
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. . :"foutsrde of the actlve aperture area." (Crtmg CX-4240C at Q 165 174) Thomson says Dr. H°
S _\:',‘tesnﬁed, and Dr Lowe admrtted, that these spacmg elements were amsotrop 1c. (Crtmg CX-
e 42400 axQ 165 and Tr at 1040 . 9) Thomso

o v standard mechamcal rubbmg and cell assembly performed by Standlsh at PARC's request met

', ‘eges that Dr Lowe also admrtted that the

VIR L]

'of the amsotrop1c spacers fabncated by Dr Ho. (C1t1ng Tr at 1042 18 1043 6 and CX—424OC a

_;,Q 165 66) | ' o
| Thomson adds that the mventors also reduced to practlce Ansel substrates for Ansel -
d1sp1ay cells by Apnl 22 1996 that were sent to Standlsh for assembly and returned as d1sp1ay
i .cells in the ordinary course of busmess (Crtmg CX—424OC Qs 162 252 55) Thomson asserts |
B that thls 1s corroborated by Dr. Ho s lab notebook whlch confirms that he bullt Ansel wa.fers : -

- with:spacers acceptable for assembly by Standlsh and that substrates W1th unacceptable spacers o ’

: he rejected for assembly by Standlsh (Cltmg CX-1644C at PARC1366 1367) 'Ihomson

concludes that there isa corroborated April 1996 conceptlon with d111gent reductlon to practlce <

“_of Ansel dlsplay cells for ﬁmshed monitors too, and th1s is prlor to both Lowe and M1yazak.1 RS

In 1ts reply brief Thomson contends that “the con51stent testtmony of Dr Ho is moreth A o |
- suﬁiclent to prove reductlon to practlce by December 1995 » Thomson urges that the TAP Panel i
and Copperﬁeld Pro gram Review documents (CX-1645C and CX-1645C) prov1de further
ummpeachable contemporaneous corroboratron Thomson argues that whlle Respondents .
B suggest that the Inventron Proposal TAP Panel and Copperﬁe]d Program Revrew documents
‘ themselves require corroboratlon, the Federal Circuit i 1mposes no such requuement To support H
its argument Thomson pomts to Mahurkar V C. R Bard Inc 79 F 3d 1572 1577- 78 (F ed Clr

/

L : 1996 ) notmg that the court satd, "This court does not reqmre corroboratlon where a party seeks o
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: .; to prove eoncep tlon thr o ugh the use of physrcalexhrblts ]d The tner of fact can conclude for

n'bmtheart"
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- ,1tself what documents show, ard' ’d b :t‘ ’tlmony as to what e exlublt would mean to one skrlled

Thomson counters that 1t does not rely on "merely fortuttous mherency" of an afﬁxmg

";‘g-: .layer Thomson says mstead, Dr: West testrﬁed that the Inventlon“Proposal d1scloses

R ‘;-;.;"photohthographlcally formmg the smart spacers from a negatrve photo-reactwe polylmlde

S the ﬁlmg date ofthe ‘063 patent, whrch was Apnl 15 1997

h that w111 have an adhesmn layer that afﬁxes the matenal to the substrate itis formed on" .‘
sufﬁcrent to thhstand subsequent mechamcal rubbmg (Cltmg CX-4242C at Q 68 and CX-

: 1643C ) Thomson asserts that th1s matches the '063 patent’s descnptlon of spacers made of

, negatrve photoreactlve matenal that adheres them to the substrate Thomson contends that Dr
fi-'\West properly concludes from the Inventron Proposal that the mventors had concerved and- bulltv .
i vspacmg elements mcludmg an afﬁxmg layer under clarms 1-4 and 8 of the '063 patent (Id)
Dlscussmn and Conclusxons The partles dlspute whether or not Lowe and Mlyazakr

are pnor art to the ‘063 patent The ev1dence supports ﬁndmgs that Lowe (RX- 16) was filed on.

May 10 1996 and Mryazakr (RX 12) was ﬁled on September 5 1996 Both ﬁhng dates precede »

- Still, this does not end the mqurry as in this mstance “a. document is prlor art only when |

. published before the mventron date ” Mahurkar v, C R. Bard Inc 79 F3d 1572 1576 (Fed

Cir. 1996) The Federal Crrcutt has explamed that ¢ pnonty of mventlon goes to the ﬁrst party T

to reduce an mventlon to practlce unless the other party can show that it was the ﬁrst to concelve |

* - the mvenuon and that it exercrsed reasonable drhgence in later reducmg that mventlon to

practrce o Id (quottng Prlce V. Symsek, 988 F 2f 1187 1190 (Fed Cir. 1993)) Therefore to .

demonstrate that Lowe and Mlyazalq are not prior art, Thomson must show elther (1) an earher .
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::conceptlon and red ct1 n to practlce or (2) an earher conce ‘tron coupled w1th “reasonable

» drhgence toward reductlon to practlce from a date Just pnor to the: other party s concept:lon to 1ts
reductmn to practlce ” Id at 1578, -
‘ “Conceptlon is the formatlon in the mmd of the mventor of a deﬁmte and permanent

7 . RN

; 1dea of the complete and operatlve mventlon, as 1t is therefore to vbe apphed in practlce e Krzdl

V. McCormzck’ 105 F 3d 1446 1449. (Fed Cu' 1997) (quotmg Cole ( n.v Dznes, 754 F 2d 353

359 v(F‘ d er 1985) “A conceptlon must encompass all lnmtatrons”of the clalmed mventlon[ ]” o
Singh Brake 317 F.3d 1334, 1340 (Fed. Cir. 2003), © - B
“To show actual reductlon to practree an mventor must demonstrate. that the mventlon is |
suitable for 1ts mtended pm‘pose ” Mahurkar, 9 F.3d at 1578 « [C]onstrucuve reductlon to
- practlce occurs when a patent apphcatron on the clalmed mventlon 1s ﬁled ? Solvay SA V.-
 Honeywell Intl, Inc., 622F.3d 1367, 1376 (Fed. Cir 2010)- - _l e 1 '_ RN
Oral testxmony regardmg oonoeptlon reductlon to practlce, and d111gence must be. g
corroborated Medzchem, S. A V. Rolabo S.L., 437 F 3d 1157, 1169-1170 (Fed C1r 2006), ‘
: Brown v. Barbaczd 436 F.3d 1376 1380 (Fed. Cir. 2006) Mahurkar, 79 F.3d at 1577 Prtcev,w :
988 E. 2d at 1 194 A “rule of reason” analys1s is performed to determme corroboratlon, requmng
[a]n evaluatlon of all pertment ev1denoe .so that a sound determmatron of the credlblhty ofthe
mventor $ story may be reached ” Prtce, 988 F.2d at 1195 “[C]orroboratlon may be prov1ded
g by sufﬁcrent mdependent clrcumstantlal ev1dence and. corroboratlon of every factual 1ssue 7
contested by the. partres is not a requlrement of the law » In re Jolley, 308 F. 3d 1317 1328 (Fed

. C1r . 2002).

Thomson asserts that there Was a conceptlon and actual reduc’uon to practlce pnor to both ST

Lowe and Mlyazak1 Thomson makes no ola1m of conceptlon prior to Lowe and Mlyazakl
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- coupledWlth reasonable dlhgence leadmg to a reduct1on to practrce after Lowe and M1yazak1
| Thus, absent a showmg by Thomson thatv" 'e., mventron that is the subject of the asserted clatms
: T of the ‘063 patent was co

Lo Mryazakl those patents w111 be found to be pnor att

""1ved and reduced to pracnce pnor to the ﬁlmg dates of Lowe and

Thomson has produced evrdence that an mventron was concerved and reduced to practrce .

o pnor to the ﬁhng dates of Lowe and Mryazakr The 1ssue 1s whether or not there 1s sufﬁcrent

"evrdence that all of the elements of the asserted clalms of the ‘063 patent were, 1n fact, concerved
e and reduced to practrce by that apparatus as Thomson asserts ‘AUO’s posmon is that Thomson s

. evrdence faﬂs to show that the mventlon mcluded the requrred actrve aperture area, non-active

mvennon to practice by the fall of 1995.. (CX-4240C at Q. 57 ) Dr Ho testlﬁed thatin the -

o :*Copperﬁeld dlsplay program He sald that along w1th Dr. Crawford he des1gned the dlsplay;"

area, atﬁxmg layer and mechanical rubbmg, and that Thomson ] ev1dence falls fo prove that the .

o mventron was reduced to practlce pnor to the filing of Lowe and Mryazakr
Dr J ackson Ho a named mventor on the ‘063 patent, testlﬁed that he and Dr Crawford

concerved of the invention of the ‘063 patent prior to October 1995 and had reduced the S

+ summer of 1995 be was conductmg mdependent research related to Ansel wafers for use m_the o

. 'cells and Standlsh Industnes, acell assembly vendor, assembled the substrates into drsplay cells = ‘

using standard LCD cell assembly techmques Dr Ho testrﬁed that they had built the mventlon

| by December 4 1995, (CX‘4240C at Q. 58- 64)

)

: To corroborate Dr Ho 'S testlmony, Thomson has produced the Inventlon Proposal (IP)
_ iigisubrrutted to the Xerox Patent Department by Dr Ho and Dr Crawford on J anuary 17, 1996.
it Each page of the document 1s s1gned by Dr Ho and Dr. Crawford and is wnnessed by Russell

', Martmon January 16, 1996 (cx-164sc)
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theart (_;X-4242CatQ 68) “ . [ o
'l-TheIPdcscnbes S |

L “We cunently have under IP (951947) several methods to allev1ate this problem
. and - we propose here another one based on smart spacers formed
i photohthograph1cally with an organic coating such as polyimide or a dep051ted
f’dlelectnc such as CVD ox1de, nitride, and/or oxy mtnde IR . .~/ s

(CX-1643C at PARC 00000873 ) The foregomg language i remarkably sumlar to that found in- e

' ‘_the speclﬁcatlon ‘.

_Aﬁer coating the bottom substrate 12 w1th athin coatmg of negattve photoreswt
or negative uv curable polyimide, spacers are photohthographlcally formed in
~ _ non-active areas 36 of the bottom substrate 12. Alternatively, the spacers 54 may _
be photolithographically formed from a depos1ted d1e1ectnc such as CVD oxide,
nitride and/or oxy/mtnde

' :”'(JX-l at3 45 50 ) In Sectlon III B. 4, supra 1 concluded that this language prov1des two

o altematlvcs to. w1t ) applymg the descnbed aﬁ'lxmg layer to. the substrate and then. formmg

L the spacers photohthographlcally on the thin coatmg of afﬁmg layer on the substrate ‘or (2)

"j'*v;1‘§phot011thograph1cally formmg the spacers dlrectly on the substrate usmg a depos1ted d1e1ectnc
e SUCh as CVD 0X1de mtnde and/or oxy/mtnde Applymg that reasomng to the issue at hand I W

E " ﬁnd that the IP does, in fact, reveal the afﬁxmg layer of asserted cla1m 1




- This is consrstent w1th Dr. Ho’s memory. -

SE . of the non-actrve area of a subslrate and a plurahty of spacing elements on that same substrate o

e ‘Clalm 1 clearly mtends for the spacmg elements to be aﬂixed to the substrate by the afﬁxmg

ptmug VERSION

The IP clearly d1scusses and prop :,‘ﬂ,es an mventlon that contams actlve and non active

e areas, and 1t descnbes placmg the spacer elements m a hldden posrtlon m the non-actrve areas o'

. the substrate (CX—16430 at PARC 00000873 ) | | |
| Fmally, I note that the IP clearly d1scusses that the spacers are “hrghly amsotroprc in-
. N shape” to be compatrble w1th the aggresswe mechamcal rubbmg” process of the LCD assembly S

' (CX-1643C at PARC 00000873 ) Based upon the foregomg, P ﬁnd that the’ IP dlscloses |

N ’conceptlon of each and\every element of clarms 1 and 11 of the ‘063 patent
.. I turn to the issue of whether or not the admitted eV1dence demonstrates that the mventors
) .reduced the mventnon to practrce pnor to the ﬁlmg dates of Lowe and Mryazakl | L
Dr. Ho testified that he and Dr Crawford built embodiments of the clarmed mventlons by

'. fall 1995 (CX-4240C at Q 56-58.) The evidence is that the masks for creatmg the dlsplay cells E o
: were completed by October 15, 1995, (See CPX—OOS 008C (mscnptmns on the physmal plates) ) R ‘ B ‘. .

Claim 1 of the ‘063 patent requ]res a separate affixing layer that covers at least a portron

layer, because 1t requrres that the. spacmg elements and the substrate be mechamcally rubbed

after whmh the spacmg elements wrll serve to separate the two substrates. (IX-1 at 5'24-39 )

The IP states that the smart spacers were fabncated and descnbes the process followed to
: mclude “[ﬂ 1rst, the spacers are bmlt on the substrate w1th photo~11thographrc techmques

: »l :followed by the spm coating of the polymlde [sic] for the ahgnment layer of the quuld crys

This does not descnbe fabncatlon usmg an afﬁxmg layer The “polymrde layer descnbed in the f--,._i; SO

IP is an “ahgnment layer” of the hqurd crystal So, whlle the IP mcludes the concept of an '
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N :. .T‘Wlth anaﬁixmg layer

.iinmgi'c vm‘zsrox

afﬁxmg layer, the descnptron of the method for fabncatmg the dlsplay cell onnts th1s layer

Based upon all of the for‘egomg, I ﬁnd that the ewdence supports a ﬁndmg, testrﬁed by Dr

'West, Dr Ho and corroborated by the IP that the invention of clalm 11 of the ‘063 patent was

conoelved and reduced to practlce by not later than J anuary 16 1996 the date that the IP was

y ‘wrtnessed by Russell Martm .Ifind, too, that the ev1dence does not support a ﬁndmg that the o

‘-elements of cla1m 1 were mcorporated in their. ent1rety in the dlsplay cells manufactured

" according to the process descnbed in the IP, because the IP faﬂs to chsclose that they were made B

I : oo ' b

Based upon the foregomg, Ifind that Lowe and Mryazakr are pnor art to asserted claun 1 .

.but that they are not pnor art to asserted clann 11, which was concerved and reduced to praetlce , ) "

priorito the filing dates of Lo.we and Mlyazakr;i. :

2 Anticipation )

a Urahe . o
AUO’s Posntlon AUO contends that J. apanese Unexamined Patent Apphcatlon

‘Publication No. H2 110432 (“Urabe”) relates toa hqurd orystal dlsplay devrce for useina:’

pro_yechon-type display and drscloses spacmg elements for controllmg the gap between oppo Smg LI

substrates. AUO says accordmg to Urabe, reotangular—shaped composites of POlyum de B
containing d1spersed glass fibers are selectrvely formed in the hght non—transm1551ve regrons of
__the display cell and mechamcally rubbed along their long axes. (C1tmg RX-158C at Q 281 287

RX-22 Flgs lA-E and2 AUO THO 0499923 925)

2 While Thomson alleges that there was a reduction to practice in Apnl, 1996 by sendmg Ansel wafers to an v
" outside contractor for construction, the evidence does not support a finding regarding the specific elements or
processes used to- make the Ansel wafers on this occasion. - The evidence also does not clearly indicate that the. e
- wafers were ever actually constructed on this occasion — only that they were approved as aeceptable for o
constructlon (CX-1644C at PAR01366~1367) -

12
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AUO contends that it is undrsputed that Urabe dlscloses most of the elements of: the Lo

asserted clmms of the ‘063 patent under erther srde s proposed clarm constructrons (Crtmg RX C

158C at Q 288 3 1 8) AUO asserts wrth respeet to the mdependent clauns l and 11 the only

elements that Dr West attempted to drspute as bemg present in Urabe are ‘g plurahty of spacmg“ - |

: elements separate from one another, said spacmg elements bemg amsotropre in shape in clann 5 o

1; and the correspondmg limitation i m clarrn 11 namely “formmg a plurallty of spacmg elements -

R ,separate from one: another on the ﬁont surface and non-active areas of sa1d ﬁrst substrate the

spacmg elements bemg anisotropic in shape. 23 (Crtmg Tr. 1531:10- 1533 1 1)

AUO argues that the partres d1spute regardmg the plurahty limitation turns on whether

) Urabe’s spacmg clements are the glass fiber spacers labeled 4 in Frgure 2 of Urabe as Thomson

. contends, or are the rectangularly—shaped composrtes yellow rectangles in RDX-241 - of ‘
. polyimide (labeled 5in Urabe F 1gure 2) contammg drspersed glass ﬁber spacers (labeled 4in |
. -‘Urabe Figure 2), as Respondents contend (Comparmg RX-158C at Q 284 w:th CX—4304C at -

Q. 269) AUO argues that under erther eontentlon, Urabe meets the plurallty hmrtatlon, assertlng'_' A
: that Dr West admrtted as much durmg cross exa.rnmatron N | | (

" AUO asserts that Dr. West admrtted that there are 14 such spacers shown in Figure 2,

which constitutes a plurahty (Crtmg Tr. 1536 24- 1538 3. ) AUO contmues, he admitted that
each of those spacers in Flgure 2is physrcally separate from all of the others (Id at 1538:4-7. )

AUO says, ﬁnally he admrtted that each of those spacers is amsotroplc in shape because cach has

. a length d1mens1on that i 1s greater than thelr vwdth dunensron (Id at 1538 21 1539 11 )

AUO alleges that Dr West also conceded that Frgure 2 shows a plurahty of such

rectangularly—shaped composrtes and that each such compos1te is separate from every other such S

2 AUO notes that dunng the cross-exammanon of Dr. West, these hmrtatrons were referred to by the abbreviation

. “the plurahty hmrtatlon - (Cltmg Tr. 1533:12-16. ) That abbrev1at10n is also used by AUO here.
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composrtes is amsotroplc in shape because each has a length dunenswn along the Y axrs 'that i

greater than the w1dth dn:nensmn along the X axrs (Tr .71535 : 19-

536.-1'1 ) AUO contends that: oy
: Dr. 3 Lowe S testlmony demonstrates that the composxte structure of polylmrde 5 contalmng |
v ,;_'spacers 4 performs the functlon of spacmg the two substrates apart from each other and
o provrdmg 2 substanually umform cell gap (Crtmg RX-158C at Q 284 293 296 and Tr
i 1091 7-1 l) AUO concludes that’ under Respondents’ contention about what const1tutes the -
‘ spaemg elements in Urabe, the plurahty hrmtatron is fully met, and Dr Lowe agrees (Crtmg

o ‘Rx-lssc at Q. 202:296, 310 312) e

‘AUO alleges that w1th respect to the elements of the asserted dependent clalms, there is
o ﬁ: no: dlspute that Urabe dlscloses them as well AUO states that regardless of whose contention is
L ‘correct about what constltutes the spacing elements in Urabe, Dr. West admrtted that Urabe
kS {7‘.‘expressly drscloses formrng the spacers photohthographrcally usmg a mask, as called for by
claims | 2 and 17.- (Cltmg Tr. 1544:13-1549:22; and RX- 1580 at Q 283 302, 318) AUO
- contmues that Dr West also adrmtted that Urabe expressly d1scloses preventmg formatmn of the L |
’spacers wrthm the actrve aperture area, as called for by clarm 3 (Cltmg Tr 1596 22-1597 8

RX-22 at AUO-THO 0499925 first column, ﬁnal paragraph and RX-158C at Q 303) AUO

: adds that Dr West adrmtted that Urabe expressly drscloses that the spacers “extend along a ﬁrst

-axisand. along a seeond axis shorter than the ﬁrst ax1s ’as reerted in claims 4 and 12 (Cltmg Tr. “

1535 19- 1536 11 1538 21- 1539: 11 and RX-ISSC at Q 304) AUO concludes that Dr West
adrmtted that Urabe expressly d15closes rubbmg the spacers along their long axrs as re(:1ted in .

clalm 14 (C1t1ng Tr 1535 19- 1536 11 1539 \12-1540 :17; andRX 158C atQ 316) AUO




| o alleges that there isno dlspute that the add1t1ona1 lmntatlons of dependent claims 8 and 18 are

":{If : met by Urabe

In its reply bnef AUO argues that it makes no dxfference that Urabe does not use the -

E ‘:word ‘composrte " AUO says that is s1mp1y~-Dr Lowe ] shorthand for therectangular structures‘ :

o consxstmg of polynmde 5 contammg spacers 4 shown in Flgure 2 of Urabe AUO continues that

although Dr West opmed that the polymnde, alone, does not function asa spacmg element or
: ‘control the cell:gap (C1t1ng CX-43 04C at Q 273-275), he never squarely addressed Dr Lowe 5
" opunon that “[t]he structure that prov1des for a ‘uniform gap between the substrates contams both - o
| polyimide and fibers or beads and the resultmg cell gap is determmed by the eombmed thickness
| Of~the :polyimlde and the fibers or beadsvthat’ are dispersed in the _polyimide.”" (Citing RX-158C
. atQ. 284 and Tr 1091:7- 11) AUO argues that Dr, Lowe’s testlmony regardmg compos1te
| spacmg elements is, therefore, unrebutted and undlsputed |
AUO asserts that it does not matter that each composue compnses multlple palts because
nothmg’; in the claims or the parties® constructions requires that the spacmg element___s be made of - L
one and only one matenal (Cltmg Tr. 1050:24-1051:2, 1091:16- 1092 2) . Fao
| AUO next argues that Urabe’s composttes are formed on the non-actlve areas and |
-Thomson’s argument to the-contrary is contradteted by Urabe’s express disclosure, as Dr. West -
admitted on cross-examination. (Citing RX-22 at AUO-THO 0499925, first coluimn, second |
paragraph; and Tr. 1548:20-1549:22, 1552:12-21, 1596:22-1598:16) AUO concludes that Dr.
" Lowe’s: test1mony that Urabe’s spacers. 4 are made- by a mechanical process before they are
_dlspersed in polyumde and coated on the substrate (Cltmg Tr. 1048:2- 23 1056:2- 9) does not

N _change the fact that the composite spacing elements are formed on the non-active areas.

- AUO alleges that it has consmtently been Respondents’ posmon that Urabe s spacmg
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‘ 1 AUO; says"that Thomson now takes. the posrtlon that Respondents should be precluded""f:

o from rmsmg_:the defense of antlcrpatlon under Dr West’s mterpretatlon of what eonstltutes R

' Urabe s spacers, because they d1d not advance that posmon in their pre-tnal bnef AUO argues )

e, e ; .»that, in the1r pre-tnal brlefs, Respondents rarsed the issue of antxclpatron by Urabe under what ;

o (Crtlng Tr 1054 16 24 1353: l 13541 and Tr. 1538 21 1539 11 1593 15 1595 7

L they beheved to be the proper mterpretatron of what constttutes Urabe ) spacers (Cltmg APHB_

- at 90- 100) AUO argues that this was more than sufﬁc1ent to- preserve the issue of antxclpatlon by /- E s
‘ :Urabe 24 partlcularly where as here, the ewdence of antlcrpatlon ‘under. Dr West’s mterpretatron .

' d1d not exist- untll hlS cross-exammatron was completed AUO argues that respondents cannot be- "

faulted, much less precluded beeause they falled to marshal in then' pre-tnal bnef arguments B

predlcated on ev1dence that d1d not yet ex1st

R ,-AUO contends that the spacers 4in Urabe are amsotroplc AUO refers to the teStImOHY‘

. of both Dr. Lowe.and Dr. West, saymg they. test:lﬁed that Urabe 5. spacers 4 are amsotroplc |

AUO says that Thomson s arguments regardmg dependent clalms 2, 3 12 14 and 17 are
based on the ﬂawed notron that Urabe’s spacers 4 WhICh are made. from glass ﬁbers are* pre

‘ l_fabrrcated ”? AUO says tlns is mcorrect and urges that the glass fibers used by Urabe only

2 AUO cites Certain Silicon Microphone Packages, Inv: No. 337-TA-629, 2009 ITC LEXIS 2444 at *173 (Jan. 12, .
2009) as rejecting the waiver argument, stating’ that a brief discussion in pre-trial bnef was enough to put. ..
Complamant on notrce that pnor art could be asserted as an obwousness reference
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= become the sp c ce 4 after they are dlspersed m polyxm1de, after they are coated onto the entire

| vsurface of the substrate and aﬁer they are formed in. the desrred locatlons of the ‘substrate by

o removmg them from all but the non-actrve area that is hght non- transrmssrve AUO concludes atf:- R :

- that pomt and that pomt only, the glass ﬁbers could be sa1d to be spacers

CMI’s Posrtron Wh11e Jommg m AUO’s brref on. antrclpatron, CMI subnuts addrtlonal o

. argument in 1ts reply bnef

CM[ says that Thomson only drsputes that Urabe d1Scloses the pluralrty ltmrtatron, “a

' plurahty of spacmg elements separate ﬁom one another sald spacmg elements bemg amsotroprc :

" iin shape” for claim'l. and “formmg a plurahty of spacmg elements separate from one another on o

g the ﬂont surface and non-actrve areas of said ﬁrst substrate the spacmg elements bemg

o amsotroprc in shape” for claim 1 L. | “ | o
CMI states that Thomson s arguments regardmg Urabe stem from its dlspute that . "
composrte spacing elements 1dent1ﬁed by Dr Lowe, compnsmg polymnde and ﬁbers are the
. spacmg‘elements disclosed by Urabe. CMI continues that Thomson argues that the fibers alone
. are the. spacmg elements CMI contends that this dlspute is “largely nrelevant, both because
. Thomson must respond to Respondents mvahd1ty contentlon rather than respond to a made up o
preferred contentlon, and under elther theory Urabe antlctpates the £063 patent

- CMI says that if the “cornposrte spacmg elements” are recogmzed as the dlsclosed -

spaemg elements Thomson drsputes that the ﬁber subparts of the comp051te are separate from e

- one another and d1sputes that the compos1te spacing elements are hmrted to the non-actrve areas ‘

Ml concludes that Thomson disputes that the composrte spacmg elements perform the requn‘ed

spacing function.

.~ CMI says that Thomson admits that a composite “has multiple parts;” but then argues that " -
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élements be separate from each other, not that subparts of the spacing elements be Separate from

agcompos1te are not separate from eaeh other CMI alleges that Dr West 'drsagrees wrth

E Thomson 8 argument, admrttmg that the composrte spacmg elemen s': are separate from each

" other (Cltmg Tr 1534 20 1535 18)

- CMI contends that Urabe s composrte spacmg elements are not formed untll they are .

-the composrte spacmg elements from fonmng in actlve aperture areas. (Crtmg Tr 1596 22- ;

CMI eontends that the composrte spacmg elements are formed of both polyrmlde and ‘
- ﬁbers CMI contmues that Thomson and Dr: West dispute that the polyumde performs the .
spacing function, but not that the ﬁbers do (Cltmg CX-4304Cat Q 273-275) CMI says the}t
provide no argument that the overall compos1te does not perform the spacing flmetron, only

N addressmg its. subparts CMI argues that unllke Dr. West, Dr. Lowe addressed the composrte

s Astructures and opmed that they perform the ﬁmctlon of spacmg the two substrates and prov1d1ng L

e ;'asubstanually uniform cell gap. (Crtmg RX-158C at Q. 284, 293, 296; and Tr, 1091: 711)

: extensmn of thrs argument, Thomson argues that the ﬁbers ate not formed usmg a mask as

cMI says that if cons1dered the d1sclosed spaemg elements, Thomson drsputes that the |

ﬁbers (S“bpa“s of ‘he °°mP°SIte Spacmg elementS) meet the plurahty 11m1tatlon. CMI says that o
Thomson dlsputes that the ﬁbers are separate ﬁ'om one another and that they are amsotroprc |

- CMI adds that Thomson argues that the ﬁbers are not formed on the substrate and as an : ., , Sy

r);

. reqmred by clalms 2 and 17 CMI ooncludes that Thomson argues that the number and locatron
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- . of the ﬁbers cannot be controlled and they could overlap the actrve areas CMI says applymg _ e

thrs argument to clarm 3 ’I‘homson d1sputes that the ﬁbers are prevented ﬁom bemg formed m -

the. actlve areas:”

Thomson s argument that the ﬁbers are not separate ﬁom each other falls for the same )

reason Thomson s argument that the composrtes are not Separate spacmg elements falls above "

. Thomson argues the: ﬁbers are connected by polyrmrde but dlsputes that the POlynmde is part o f L

o ‘T"‘the spacing elements Thus the ﬁbers are separate from each other Dr West also testlﬁes that the .
.. ﬁbers are separate from each other (AUO PTB at 54; Tr. 1536: 24-1538 7. ) |
‘ CMI says that Thomson states that Respondents failed to argue that the ﬁbers. were |
-amsotroprc in shape, and are therefore precluded from domg SOTOW. CMI counters that Dr.
Lowe expla.ms that the Urabe reference drscloses compos1te spacers to one of skill in the art.
(Cmng RX 158C at Q 283) CMI argues that counsel for Thomson opened the door to
. consrdermg the fibers the spacing. elements by askmg Dr. West about the spacers Dr: Lowe

identified, soliciting Dr. West’s oprmon that the spacmg elements are the ﬁbers (Cxt:mg CX-

4304C at Q. 270-275) CMI adds that at tnal ‘upon cross exammatron of thrs testlmony, Dr West |

. " adrmtted that the fibers were in fact amsotroprc (Crt:tng Tr 1538 21 1539 11)

CMI states that Thomson argues that the fibers are not formed on-the substrate, nor are
they formed with a mask. CMI responds that, as Urabe explams and Dr West agrees,
photohthography using a mask 1s used to apply and control the locatron of the spacers when they - |
are formed from the ﬁber on the substrate (C1tmg Tr 1544: 13 1549 22)

CcMI says while Thomson argues that the ﬁbers may overlap the active areas, Dr. West
disagrees, testlfymg that,Urabe dtscloses'hrrntmg ‘the fibers to_ the non-actlve areas. (Crtmg Tr.

1596:22-1597:8) CMI contends that using photolit_hography and masks, Urabe teaches




‘ any alleged "comp051te," are spacers in Urabe (Cltmg CX—4304C at Q 273-275) Thomson

o e "contends that a composne, by det'mmon, has multlple parts Thomson reasons that tlns cannot
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controllmg therr locatlon to prevent them from formmg 1n the actlve aperture nareas

Thomson s Posmon' Thomson argues that Urabe does not ant1c1pate b ecause 1t farls to’ - i

‘dlsclose amsotroprc spacmg elements (CX—4304C at Q 262-286 299-302 ) Thomson» says that

J»Respondents contend that Urabe dlscloses "compos1te spacmg elements" made of polylrmde and

5pre-fabncated spacers but Urabe makes clear that pre-fabncated spacers Urabe labeled (4), not -,

| : contends that the function performed by poly1m1de in Urabe is not spacmg but mstead IS to :
’dlsperse pre-fabrlcated spacers. (Id. at Q 273) Thomson alleges that Urabe does not d1sclose
that any area of polyimide and prefabncated spacers functrons together asa compos1te-spacmg
- velement." (/d.) Thomson asserts that Dr. Lowe admits that the word "compostte" is never
’ dmcussed in Urabe and that Urabe mstead states that pre fabncated spacers 4 are the spacers |

- (Citing Tr at 1047 9- 9-18)

Thomson argues that “Respondents concoctlon of polym:ude areas as co;hj;ositevspacing o

elemen " vitiates the separate spacmg element hrmtatlons of the: '063 claJms i Thomson '

"sat1sfy claims to separate spacmg elements and is contrary to the '063 patent‘s use of separate
. spacmg elements to provrde preclse control over the count and locatlon of spacers. (Crtmg CX-
4304C at Q. 278-286 and Tr. at 1050: 16 1051 13 )

Thomson adds that, in Urabe the alleged "composne spacmg elemen 'are not forrned“‘on__ o .

| the non—actwe areas as reqmred by claim 11 but mstead are formed by roll coatmg pre- o
fabncated spacers roll coated over an entne substrate and then “trying to remove the spacers

- from actlve areas.’ Thomson alleges that Dr Lowe adrmts "spacers are not formed anywhere

near the _substrate and couldn't pos51bly be formed e1ther inor not in' the non-actlve ateasas -
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.z ,P_rovided by the ‘063 patent. (C1t1ng Tr. lat 10'48'2-.23:‘{ ‘ 1()562-9 1591:6-21 3 Thomson says in a

) : [the ‘063 patent] spacers of clarm 11 are formed on the non-actrve areas as admrtted by Dr.

Lowe (C1t1ng Tr. at 1052 22-1053 1) Thomson adds that the mabrhty to control locatron of -

‘spacers randomly roll coated over the substrate also means spacers erl overlap active aperture

| areas (Crtmg CX-4304C at Q. 284) Thomson alleges that Urabe dJscloses no method to remove”

i .if"spacers oVerlappmg actrve aperture areas (Id) Thomson concludes that, because they wrll

' ‘17.""3‘ 'j’:'i':remam in'the actrve aperture area, thrs w111 cause optrcal defects snmlar to those caused by pnor

. art spacers desonbed in the '063 patent (Id and CDX-1295)

Thomson contends that Respondents also have not asserted that pre-fabncated spacers of .

o ‘Uﬁ}b,e,afe anisotropic spacing elements of the '063 patent.- Thomson says Respondents never

" ~made that argument and failed to do so in their Pre-Trlal Briefs, SO they cannot argue this now.

Thomson adds that Dr. Lowe asserted in h1s wrtness statement that "the ﬁber or bead spacers by

themselves do not perform the functron of a spacing elemen " (Cltmg Tr at 1054 16-24,

1587: 21 1589 14; and RX-158C at Q. 296) Thomson concludes that, as Dr Lowe admitted at

ER -;itnal and Dr West conﬁrmed Urabe's pre-fabncated spacers are 1sotrop1c e

Thomson argues that Urabe cannot antrcrpate dependent claims 2 and 17 of the '063
X patent based on the pre-fabncated spacers because those clarms require formmg spacers using a

. mask. (Crtmg cx-4304c at Q»‘.287-291 310) Thomson says that Dr. Lowe admits that spacers

L (4) are not formed usmg a mask (Cltrng Tr at 1055 13 19) Thomson contends that Urabe:

o cannot antrcrpate clarm 3 because pre- fabncated spacers are coated across the entrre substrate, |

e 'mcludmg aetrve aperture areas and therefore they are not prevented from bemg formed in actrve

g ."v aperture areas (Citrng CX—4304C at Q 292-296) Thomson adds that Urabe does not antlcrpate |

. dependent clalms 4 12 and 14 because “Respondents erroneously rely on non—exrstent
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o "composrte spacmg elements " (Id at Qs 297—298 303 308) Thomson concludes that Urabe
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e | does not ant101pate clmms 8 and 18 for the same reasons, it does not anncrpate clanns 1 and 1 1

In its reply bnef Thomson says tha " respondents argue for the ﬁrst tn:ne that pre- o .

: fabncated spacers 4in Urabe are spacmg elements under the clarms (Cltmg AIB at 54)
. ':j " Thomson contends that Respondents never argued that these spacers satrsﬁed the clalms in thelr ,
Pre-Trral Bnef (Cltmg APHB at 90 100) Thomson says, fact, Respondents and therr expert :

. ‘drsclarmed the pre—fabncated spacers 4 as spacmg elements in the claims, (Cltmg APHB at 97 e

and RX-l 58C at Q. 296) Thomson argues that thrs argument is walved and refuted by thelr
brleﬁng and expert Thomson asserts that the pre-fabrlcated spacers do not satlsfy the spacmg

elements of clanns 1 and 11 or dependent clarms, because, ﬁrst, Dr Lowe admrtted and Dr

West agreed that pre-fabncated spacers are 1sotr0plc (Cltmg Tr at 1054 16-24, 1587 21- : .i

.‘1589 14) Thomson says that although Respondents pomt to Dr West drscussmg drmensmns of o r
: pre-fabncated spaCers, Dr West specxﬁcally testrﬁed that "there s no teachmg that those are -

- anything other than 1sotrop1c " (Id ) Thomson says there isno teachmg in Urabe to apply »
: " ‘ adrmttedly 1sotroplc pre-fabneated spacers ina manner to prov1de any amsotropy, and that 1s

“ why Dr Lowe d1savowed anncrpatlon by the pre fabncated spacers and conﬁrmed that all

e partles agree that they are 1sotrop1c .

Thomson says that, whrle Respondents attempt to obﬁJscate the requlrement by

. s truncatmg the term to just "the plurahty hm1tat10n " claJm 11 requlres "formmg a plurahty of
spacmg elements separate from one another on the front surface and non-actlve areas. of sa1d ﬁrst_
f-“_substrate " ,Thomson argues that the pre-fabncated spacers in Urabe farl th1s 11m1tat10n beeause '

asDr Lowe admltted,- "the spacers are not fonned a_nywhere_ near the substrate" _and "couldn't o




L _(Cltmg Tr at 1048:2-23, 1056: 2-9 1591 6-21)
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* :_:,':_v.“posmbly be formed elther in or not m" the non-acnve areas as prov1ded by the '063 patent

e Dlscussmn and Conclusmns Based upon the ev1dence in the record I ﬁnd that

B Respondents have, failed to. meet thelr burden to prove by clear‘and convincing evidence that

y f'vf,,,lUrabe dlscloses each and every element of the asserted claims of the ‘063 patent.”

The d1spute here is whether or not Urabe drscloses (1) spacmg elements that are formed o o

‘ -::'W1th1n the non-actlve area of one substrate and (2) the spacmg elements of Urabe are amsotroplc__ :
= v'm shape | |

Frrst, I note that both asserted independent cla1ms 1 and 11 requu‘e that the spaelng
elements be amsotropm in shape (JX—l at 5 31- 32 6 17—18 )

AUO’s argument is that the spacmg elements 1dent1ﬁed in Urabe are the rectangularly—

shaped “composxtes yellow rectangles in RDX-241 a= of polylmrde (labeled 5 in Urabe Figure

| 2) contarmng dxspersed glass fiber spacers (labeled 4in Urabe F1gure:2 ” Thomson contends that

lthe spacers are the 1tems labeled “4” in Flgure 2 of Urabe

Thomson contends that AUO falled to djsclose m 1ts pre-hearmg bnef that 1t would argue

o :that the spacers (4) 1n Flgure 2of Urabe are amsotroprc in shape and that AUO has walved that '

| '_Jargument Based upon areview of AUO’s pre-hearmg brief, I concur. . AUO argues in 1ts pre-
hearmg br1ef that the d1spute will turn on whether the spacmg elements of Urabe are ©

composrte of poly1m1de contammg d1spersed ﬁbers or beads as Respondents contend, or the

- fibers or beads alone as Complamants contend ” (APHB at 92 ) AUO fa.lls to argue that the |

: ﬁbers (4) are amsotroprc in shape In fact, descnbmg Urabe, AUO argues *, Urabe dlSClOSGSM:

B comblmng pnor art spaoers with polyrmrde to form amsotrop1c spaclng elements and that those

N amsotroplc spacmg elements should be mechamcally rubbed along therr long axes » (APHB at’ o
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“ j‘f*96 ) Clearly AUO only treated the issue of amsotroplc spacers asa part of the composrte” they o

= assert as the spacmg elements

- 4 AUO urges that 1t ﬁrst became aware of the argument that the spacers (4) are amsotroprc‘,

i .of themselves durmg Dr West’s cross-exammatlon, and that AUO could not ‘therefore have put- S

~'the argument ints pre-hearmg ﬁlmgs

Dr West adrmtted that each of the 14 spacers shown in Flgure 2 has a length dlmenSIOn

= that is greater than thelr wrdth dimension. (Tr. at 1538 21 1539 11 ) Urabe shows at Flgure 2 a =

e plurahty of spacers labeled “4” that are, in fact longer than they are w1de (RX—22 at Frgure 2 )

- This is ev1dent from Flgure 2 w1thout any need for expert testimony on that pomt AUO is
‘ mcorreet that Dr West admltted that the spacers in Urabe are “amsotroprc ” He only adrmtted
that they haVe a length greater than their wdth |

Dr Lowe, on the other haud, testlﬁed that the spacers 4 of Urabe are. “cyhndncal”

~ shape, and are, therefore, “1sotroprc” as opposed to “anisotropic.” (Tr at 1054 16-24) Dr West

“ 'agreed that the Urabe spacers are 1sotroplc, based upon his reading: of the specrﬁcatlon in Urabe ‘
: that descrlbes the spacers as olymer beads glass ﬁbers or: the hke ? (Tr at 15 89 2 13 )
. 'Frnally, a revrew of Urabe supports Dr West’s testtmony regardlng the nature of the Spacers S
‘ revealed by Urabe, when it states:. | ‘ v 7

The . liquid crystal dlsplay dev1ce of the present mventlon cornprises spacers "
(4) composed of glass ﬁbers, polymer beads, or the 11ke S

l

R (RX~22 at AUO-THO 0499924 )

2 Based upon the foregomg, I ﬁnd that AUO ‘has mrscharacterrzed the testlmony and 1ts

o own pre-heanng bnef to argue that it ﬁrst learned that Dr West beheved that the spacers (4) of i

'L Flgure 2 of Urabe are amsotroplc I ﬁnd that AUO has warved the argument that the spacers (4) -

alone are amsotropxc by farhng to raise 1t in 1ts pre-hearmg bnef




Regardmg the ments of the. wa1ved argument, .based upon the testlmony of experts for

. both AUO and Thomson d1scussed supra, I ﬁnd that Urabe dlscloses spacers that are. lSOllI'OplC m B

shape rather than amsotroplc as requxred by clalms 1 and 11

The rema:mng argument on th1s issue is AUO’s ongmal posmon that Urabe drscloses '

k amsotroplc spacers m the form of the rectangularly-shaped compos1tes yellow rectangles m : :

o ‘:RDX-241 —of polylmrde (labeled 5 m Urabe Flgure 2) contarnmg drspersed glass ﬁber spacers

= ':'(labeled 4 in Urabe Figure 2). On tlus pomt, Thomson angues persuasrvely that “Respondents’ '

concoction of polyumde areas as composne spacmg elements’ vmates the separate spacmg

element hmltatrons of the ’063 clanns, A composrte w1th separate parts as disclosed in Urabe , *‘__:;\;; :

cannot satlsfy elarms to separate spacmg elements and 1s contrary to the ‘063 patent’s use of

separate spacmg elements to provrde preerse conn'ol over the count and locatlon of: spacers

L (cx-4304c at Q. 278-286; Tr. at 1050:16- 1051 13)

I turn to the final point of contentlon, whrch is whether or not the spacmg elements are e y

“formed” on the non-active area ofa substrate as requlred by mdependent claim ll AUO’ R

expert Dr. Lowe, testlﬁed unequlvocally that the spacers (4) of Urabe are not formed on the 3

A 'substrate Rather, they are made mechamcally and then dlspersed in polylmlde and then spread BT

on the substrate in the polymnde 'Ihey are not formed photohthographlcally and they are .

drspersed over the entire substrate mcludmg both the active and non-actlve areas. (Tr. at 1048 2-

-1049-13 ~)

' A review of Urabe drscloses that the ent1re substrate is coated Wlth a matenal produced L B

by dlspersmg spacers (4) in polylmrde ©) and then usmg a photohthographm process; for

example to remove: the spacers in the portlons Where the p1xel electrodes are to be la1d out o ER

(RX 22 at AUO THO 0499924)
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It is clear from readmg Urabe and observmg Dr Lowe’s testlmony, that the spacers of '

“Urabe. are’ not “fortmd” on the substrate They are pre manufactured mechamcally and then B

) d18persed on the substrate In addmon, when they are initially placed on the substrate they are -
i placed everywhere on the substrate w1thout regard to active and non—actrve areas, whrch is-

. *“contrary to the teachings of clarm 11.

Respondents have fa11ed to meet thelr burden to prove by clear and convmcmg ev1dence

o that Urabe d1scloses each and every element of asserted clalms l 2,3,4, 11 12 14 orl7andI -

L ﬁnd that Urabe does not, therefore, antrcrpate those claims of the ‘063 patent

A patent is presumed to be vahd and each clarm of a patent shall be presumed va.hd even
- though dependent on an invalid cla1m 35 U.S.C. § 282 If I determmed cla1ms 1 or. ll to be

antrclpated and mvahd, I could still fmd that their respect1ve dependent claims are vahd - Since,

e f'f;however I have found clalms l and 11 to be not ant1c1pated therr respectrve dependent clarms

N all of the elements of the1r respectlve independent. clalms See Inre Fritch, 972 F2d 1260 1266

o " | 702 F.2d .989 A 991 (F ed. Cir. 1983) . Based upon the foregomg, I find that Urabe does not

| fz;i‘:(“Sugata”) dlscloses a]most all of the elements of the asserted clanns of the ‘063 patent under BT

e (C1tmg Tr 1558: 12- 1550: 8)

are necessanly not ant1c1pated because they depend from clarms 1 orll and necessanly contam

- (Fed C1r 1992), In re Royka 490 F.2d 981, 983-985 (C C.P. A 1974) see also Inre Sernaker

| ant1c1pate dependent clalms 2-4, 8, 12 ‘14,17 or 18 of the ‘063 patent

b. . Sugata

AUO’s Position: AUO alleges that it 1s undisputed that USS. Patent No. 4,568,149

e1ther srde s proposed constructlons (C1tmg RX-ISSC at Q. 344 373) AUO says the only

- 'dlspute is whether Sugata’s rubbmg step 1s performed before or after the spacers are formed

\




o UO asserts that rubbmg after formatm' ,, f thev pacers is clearly taught in Sugata’

o _.i;descnptron of Frgure 3(a) whrch Dr. West admrts he de not d1scuss m h1s w1tness statement

o (Crtmg Tr. 1563 24-1564: 4) AUO says w1th reference to Flgure 3(a), Sugata discloses that the o

e spacers are formed on msulatmg layer Sa, whlch is on the electrode plate S (Cltmg RX—lS at

13:47- Sl) AUO alleges that then, after descrrbmg the formatron of all of the other structures on :

i o electrode plate S and oppos1te plate 7, Sugata states that an msulatmg ﬁlm is formed on each of

. the electrode plates, followed by rubbing to form an alignment 1ayer L

SN Each surface of two electrode plates in. contact with the hqu1d crystal may be
"+ coated with an insulating material. ... To the msulatmg film of this type, an
_orientation controlling treatment is apphed . As atypical process forthe
“orientation controlling treatment, the surface of the msulatmg film is rubbed i m
-~ one direction with a velvet or cloth.

"“"rf‘*”f"‘»(Id at 4: 31-44 ) AUO says that Dr. West adm1ts that the msulatmg matenal that is rubbed and
--forms an ahgnment layer is “over the top of everythmg, in contact w1th the hquld crystal ”»
(Crtmg Tr 1581 11- 13). AUO contends that "Everythmg mcludes the spacers which were i

: 'prevrously formed on a different msulatmg layer — layer Sa. AUO summanzes that Sugata o

o ..-f-gpla.mly drscloses the steps of (1) fonmng the spacers on layer Sa, and (2) subsequently |

o »deposrtmg insulating rnaterra.l over the top of everythmg, followed by rubbmg “AUO concludes 'f L

o that Sugata teaches that step (1) is performed before step (2), not the reverse order as Thomson

,contends (Citing RX-158C at Q. 334-335)

AUO contrnues that Dr. -West admrts that accordmg to Sugata, the spacers-are formcd on

layer 5a, as descnbed at. column 3 lmes 47-51, not on the msulatmg matenal that is applred over -

T «everythmg and then rubbed to form an alrgmnent layer as descnbed at column 4 hnes 31-45.

(Cltmg Tr. 1573: 22-25 RX—158C at Q 328 335 340 341; and RDX-224) AUO next contends »

5 'that Dr West “1mphc1tly admlts that msulatmg layer 5a cannot be the msulatmg materlal

G ) descrrbed at column 4, lmes 31-45, that gets rubbed to form the ahgnment or onentatron layer




plcture elements are on top of msulatmg layerl 5a, but “as Dr vWest adm1 » electrodes 4a—d

must be “underneath » not on top of the onentatlonlayer : (Cltlng Tr 1576 17 1577 1 RX 15 at Co

e 7 9 and RX—158C at Q 338) AUO adds that Dr. West agrees that the purpose of layer 5ai is to -

TEN prevent short c1rcu1ts (C1t1ng Tr 1572 23 1573 12), not to form an onentatlon layer AUO

T reasons that, therefore the record 1s clear that the msulatmg matenal that is rubbed is not, and
‘ sf;cannot be, layer 5a on wh1ch the spacers are fonned (Cltmg RX-lSSC at Q 339)
AUO avers that in his witness statement, Dr West read Sugata’s dlsclosure at column 4 - Lo

o lmes 31 to 45 (descnbmg an msulatmg matenal that is rubbed) together with the d1sclosure at

column 4, lme 65 to column 5 llne 4 (statmg th | m F1g 3(b), the spacers are formed on an A

s msulatmg layer) to conclude that the spacers must have been formed after the rubbmg step

fr ‘(Cltmg CX-4304C at Q 320 -321) AUO argues that this is ennrely unsound AUO states that

E the passage from column 4 lme 65 to column 5 lme 4 of Sugata concems the formatlon of

SR ‘spacers on. the upper electrode plate in Flgure 3(b) AUO says it does nothmg to change the

o descnpnon of F 1gure 3(a) in whlch the spacers are formed on layer Saon the lower electrode

o plate in Frgure 3(a) ol owed by the depos1tlon of an msulatmg matenal and rubbmg to form an e

N onentatlon layer (C1t1ngRX 158C atQ 335 338 RDX~226 and Tr. 1563 11—25)

ln 1ts reply bl’lef AUO Says that Thomson d1storts the record by claxmmg that Drl Lowe e
admxtted that “the pnor art often prov1ded for spacers formed after the mechamcal rubbmg step ” |

o (Cltmg CIB at 46 (mtmg Tr 1058 21 1059: 2)) AUO contends that Dr Lowe never said “ofte

‘mstead, he testlﬁed that “both processes were known ? (C1t1ng Tr 1095 1 8) AUO adds that

"Thomson clalms Respondents’ argument is that “it can be mferred ﬁom Sugata that the spacmg :'; -

| g p elements are: formed pnor to the rubbmg step » (C1t1ng CIB at 46) AUO says that Res'? lndents » 32; _
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do not rely on mference Rather Respondents’ pOSlthl‘.’l is “Rubbmg aﬁer formatlon of the o

spacers 1s clearly taught 1n Sugata’s descnptlon of Flgure 3(a) R (Cxtmg ALB at 56)

CMI’ Posntmn. Whlle joining in AUO’s argument on annclpatron, CMI submrts 1ts

P

: ;own argument ina reply bnef

CMI says that Thomson S sole argument that the Sugata reference does not antlcrpate the
: ‘»: - | -:_:‘063 patent is that mechamcal rubbmg is performed before the spacers are formed. CMI asserts
o that thls 1gnores or nnsreads the crted embodlment CMI states that attrial it was shown that Dr.: ..
West’s opinion was based on comblmng two d1st1nct msulatmg layers dlsclosed by Sugata CMI N
avers that Dr. West admrts, he does not address this embodiment in h1s witness statement (Cltmg -

Tr. 1563 24-1564:4) CM[ reasons therefore, Dr. Lowe s testlmony regardmg tlus reference, and

CMTI’s arguments relatmg to it, have not been addressed or rebutted by Dr West

CMI avers that Dr. West adrmtted at trial that Sugata d1scloses two msulatmg layers
:~(C1tmg Tr. 1567 15- 1568 4) CMI adds that Dr. West agreed that the spacers (6a through 6d) are
formed on one of those layers, insulating layer 5a. (Citing Tr. 1573 22 1574 3) CMI says this i is ..
supported by the Sugata reference, RX-15, at 3 47-51 a disclosure Dr West testrﬁed he did not
| 'mclude in h1s wrtness statement (C1t1ng Tr 1582 :20-24) CMI states that Dr West further
testified that msulatmg layer S5a could be the second msulatmg layer as well—the orientation

layer that is subjected to meehanical rubbing. (Citing Tt. 1574:16-19) CMI says that Dr. West

= ’admrtted that msulatmg layer 5ais taught to be underneath the picture elements (shown as 4a-4d :
inthe ﬁgure above) (Crtmg Tr 1574 20 1575 2. ) CMI concludes that Dr. West explamed that 1f

B ; msulatmg layer 5a were subjected to mechamcal rubbmg, that layer would have to be above the

:*pteture elements to functlon properly (Cltmg Tr 157 6 17-157 7: 1)

o

CMI argues that th1s mterpretatlon is not how one of ordmary sklll in the art would




: ‘ drsclose rubbing aﬁer spacers are formed rather Sugata actually d1scloses rubbmg before

L mterpret Sugata CMI a33erts that Sugata explams that msulatmg layer 5a 1s formed beneath the :" o

plcture elements (Cltmg RX-15 at Flgure 3(a)) CMI says spacers are formed on msulatmg layer -

5 (RX -15 at Flgure (3a) ) Aﬂer the prcture elements are formed an msulatmg ﬁhn is apphed on ‘

p top of all of the structures and the ﬁlm 1s mechamcally rubbed (Cltmg RX—158C at Q. 335) CMI S

reasons that smee the ahgnment ﬁlm is apphed on top of the spacers and subsequently rubbed
Sugata dlscloses that the spacers are subjected to mechamcal rubbmg
Thomson s Posntmn Thomson argues that Sugata does not ant1c1pate, because the -

| asserted claims require mechamcal rubbing after formatron of the spacers and Sugata farls

spacers are formed. (Citing CX—4304C atQ 315-321; 325-38; and CDX 1299-1302) rhomson'ff” o

) contends that the sequence of the mechamcal rubbmg step 1s an unportant element of the '063 .
patent clarms it was added by amendment in prosecutron to drstmgmsh Hasegawa (Id at Qs.

- 3164 323 and JX-6 at THOM3427 -31) Thomson alleges that Dr Lowe admltted at tnal that the

_ prior art often provided for spacers formed aﬁer the mechanical rubbmg step (Citing Tr. at

: - 1058 21 1059 2) Thomson continues that Dr. West testrﬁed that Sugata dlscloses th "rubbmg

o ”occurs before spacer formatmn (Citing CX-4304C at Q 315- 321 and Tr, at 1584. 3 1587 20.) -

- . concludes that Sugata dlscloses to one of ordmary sk111 that pacers are formed after th‘

‘:"j"Thomson says in Sugata, spacers are formed on an msulatmg layer Whlch Sugata refers to as’ ai'

film that has been subjected to an "onentatron controllmg treatmen " (Id Q 320; and RX-IS at

S 4 31-45 4 64 5: 5) Thomson avers that Dr West testlﬁed that the reference to "orlentatron{' i
;controllmg treatment" is a reference to the msulatlng ﬁlm havmg been mechamcally rubbed

before spacer formatlon (Citing CX-4304C at Q 319 and Tr at 1586 9- 16) Thomson

B msulatmg film has been coated on the substrate and after the rubblng process has been‘

1700




. inSi Sugata. (Crtmg RX-158C atQ. 336)

" performed. (Jd., Q. 321) Thomson argues that this is coftrary to the asserted claims of the '063

- not. shownmSugata. (Cltmg Tr at 1584 23 1586 16 and RX-158C atQ 336) Thoxnson avers S

that Dr West unamblguously explamed at trial that the msulatlng ﬁlm that forms the ahgﬂmeﬂt B

layer in Sugata is "the msulatmg layer that they refer to all the way through, and 1t teaches that

Vo the msulatmg layer is under the spacer and rubbed before the spacers are put on." (Cltlng Tr at -

1586 1 19) Thomson says the experts' drspute is summarlzed by CDX-1299 ink whlch each

- expert has shown where each beheves the onentatron layer is found in Sugata (C1tmg CDX- .

. 1299 and “1586: 20 1587 20”)

Dlscussmn and Conclusmns Based on the evrdence in the record I ﬁnd that |

‘.‘Respondents faﬂed to oft‘er clear and convmcmg ev1dence that Sugata anttcrpate any of the .

| “‘asserted clarms of the ‘063 patent
The dtspute here is whether or not Sugata drscloses mechamcal rubbmg after the spacers L

- are formed as requlred by the asserted clarms

v that the onentatron ﬁlm that he clalms is apphed after the spacers are formed is not even shown:_ S

Based upon a thorough rev1ew of the ev1dence presented, meludmg the; ugata reference I

,(Exhlbrt RX-15), I fmd that Respondents have farled to meet thelr burden to show that Sugata

L dtscloses mechamcal rubbmg of the substrate and spacers aﬂer the spacers have been formed as h o

R 'h‘requlred by the asserted clalms of the '
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: (RX 15 at’ F1gure 3(8.)) : E i o <fu-'.<'_f: ; g:/ .
Sugata reveals that spacer members (6a, 6b, 6c and 6d) are fixed on row electrodes laa, -
lab .. (oron column electrodes 3a, 3b etc wlnle not shown in thls Figure) on the electrode

5 L plate S-through the msulattng layer 5a # (RX -15 at 3:47-51) (Emphasis added ) The reference

o : to ﬁxmg the spacer mem,bers “through” the msulatmg layer mdlcates that the msulatmg layer

o ex1sts prior to the ﬁxmg of the spacer members, rather than havmg the msulatmg layer apphed -

o after the spacer members were in place ThlS is the only d15cuss10n of the sequence of. placmg

= L the spacer members occumng in Sugata with reference to Flgure 3(a)

£ spacer members ot in mechamcal rubbmg of an msulatmg layer or the spacer members That '

R remammg dlscussron merely provrdes mformatron about the make-up of the Vanous elements

| members on the TOW. electrodes Sugata dlSCUSSﬁS (1) the tlnck:ness of the spacer members (2)

'Ihe remalmng dlscussmn of Fl gure 3(a) does not reveal a sequence of events in fonmng o

that are mcluded m the dlsplay cell For exa.mple followmg the descnptlon of ﬁxmg the spacer i
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- s the pattern, tlnckness and composmon of the non-transmrssrve members, (3) the composmon of

o “ | the msulatmg rnatenal and the need to apply an, orlentatron controllmg treatment (1 €. mechamcal

| o 'rubbmg) to the msulatton matenal wrthout mentlon of mechamcal rubbmg of the spacer L

S members and: (4) a type of llqurd crystal that may be used 1n the mventlon These various |

descnptlons and detarls do not provrde a sequentral process for formmg the d1sp1ay cell or any of
i X 1ts parts.” They do not hmt at mechamcal rubbmg of the spacer members after they have been
.,;_ﬁxed (RX-15 at 3:52-4: 63) - |
Sugata describes the process shown in Flgure 3(b) to mclude non-transmlssrve members .'
and color ﬁlters are formed on the electrode plate, whrch are coated with an msulatmg layer (ﬂOtg,'
shown)"“ “Further, spacer members 6a, 6b, 6¢ and 6d . are dlsposed ‘on\the msulatmg layer

- .along the non-transm1ss1ve members 12 ? (RX 15 at 4:64-5:4. ) There isno drscussron of the

o t1mmg or exrstence of mechamcal rubbmg in connectron wrth Flgure 3(b)

In Sugata’s clalms the onlyone that even approaches a sequentral d1scussion regarding

the: spacer members is. dependent clalm 9, Wthh limits 1tself toa dlscussmn of etchmg -not -

E mechanicel rubbing. (RX-15at 83 33 37)
| Finally, Dr. West unamblguously testlﬁed at trial that the msulatrng fiim that forms the -

. valiignment layer in Sugata is “the msulatlng layer that theyrefer to all the way through, and 1t

= bg.vl_‘.-__teaches that the insulating layer is under the spacer and rubbed before the spacers are put on.”

- ,,](T 1, at 1586:1- 1587 20; CDX~1299 (demonstratmg that each expert has shown where each

K_,beheves the orlentatlon layer is found in Sugata) )

Based upon all of the foregomg, I ﬁnd that Respondents have farled to meet therr burden L '

B > to provrde clear and convmcmg evidence that Sugata reveals each and every element of asserted R

clarms lorllof the ‘063 patent.




vahd, and each 'I laun of ; a patent sha]l be presumed vahd even: e

_ though dependent on an mvahd claJm 35 U S C §‘282 If I determmed clarms 1 or 11 to be

L antwrpated and mvahd I could st111 ﬁnd that the:r respectlve dependent clanns are vahd. Smce

- however, I have found clarms 1 and 11to be not antrc1pated thelr respectrve dependent clarms

.1 are necessanly not antlcrpatedﬁ because they depend from olalms 1or 1 1 and necessanly contam kY

‘ 'all of the elements of theu: respectrve mdependent olarms | See In re F rltch, 972 F 2d 1260 1266 :

| = (Fed C1r 1992), In re Royka 490 F 2d 981 983 985 (C C P A 1974), see also Inre Sernaker,
702 F 2d 989 991 (Fed C1r 1983) Based upon the foregomg, 1 fmd that Sugata does not -
ant1c1pate dependent clarms 2-4 8 12 14 17 or 18 of the ‘063 patent o

c Lowe

AUO’s Posrtron AUO alleges that 1t is undlsputed that the Lowe patent drscloses most o

of the elements of the asserted clanns under erther side’s proposed constructlo‘ns (C1tmg RX

158C at’ Q 388—417) AUO a]leges that the only drsputes are:. (1) whether Lowe s rear substrate

121 is d1v1ded or partltroned mto “an actrve aperture area and a non-actlve area,” (2) whether the. .

e

) spacers 30 and 31 taught by Lowe are “separate from one another 2 and (3) Whether Lowe §

" .}'substrates 12 and 13 form a “dlsplay oell“’

: AUO asserts that Lowe teaehes that lns drsplay cell can be used ina ﬂat panel drsplay

that is “transmlsswe, or backh ”? (Cltmg RX 16 at. 1 :5- 15 ) AUO says that Lowe drscloses that e

’ rear substrate 12 can be transparent (Id at 3 15 17 4 16 18) and can be coated wrth a plurahty of

| **-electrodes 17\made from atransparent electrrcally?‘lv 'nductmg materlal (Id at 3 22 24 4 22-24

o 4 33-35) AUO states that Lowe ﬁthher drscloses that, for a hrgh resolutwn dlsplay; “the prxels

. w111 be addressed by an actrve matnx 1n whrch h prxel is dnven via an mtegrated crrcult .

swrtch g (Id at 4 30—32 ) AUO adds that Lowe teaches that “the spacers remam sufﬁclently




"dth‘ to be hldden in the mterp1xel gaps” (Id at 4 '64 65), and that “[t]here is an

advantage 1n posrtlonmg the spacers in the mterprxel gap since they do not then mterfere w1th or‘:'

R } degrade the vrsual performance of the dlsplay ” (I at 5 3-6 ) AUO argues that, taken together .‘

o these passages clearly teach that the rear. substrate 12 can be an actrvc matnx array that is
- part1t10ned 1nto an actlve aperture area correspondmg to the plurality of transparent electrodes 17 :

and ‘a non-actlve area correspondmg to the mterplxel gaps, ‘where the data and scan lmes and |

‘ 1spacers are located and ‘which are opaque (Crtmg RX 158C at Q 384 390 391)

AUO says for a transrmssrve, backlit chsplay, the electrodes will be transparent (ld, at ._ A

| “ 1:5-15, 3: 22-24, 4: 22-24 ) AUO alleges that Dr. West agrees that Lowe s dlsclosure of an actrve .
matrix necessanly means ‘-‘the data and scan lines of the active matrix are'opaque ? (Cltmg CX-
4304, Q. 349) AUO contends that this conclusion is remforced by the teachmg that the spacers
are “hrdden 1n the mterprxel gaps,” wlnch is snmlar to language used to descnbe the non—actrve
area in the ‘063 patent (Ertlng JX-1 at2: 37-39) and to language used by Dr West to 1dent1fy the

. opaque non-actlve area in the accused products.. (Crtmg Tr. 235: 18-236 18) |

AUO argues that the ‘063 patent clalms can be read on the Lowe patent in two ways

T WRegardmg the ﬁrst way, (1 e that the two substrates 1dent1ﬁed in clarms 1 and 11 of the ‘063

i patent correspond to Lowe s rear substrate 12 and mtermedlate substratc 13) AUO alleges that o
. Thomson and Dr. West make no argument that spacers 31 in the rear subcell are not “separate
:from one another ? (Crtmg CX-4304 Q. 352) .
| Regardmg the second way, (1 . in which the- two substrates of claims 1 and 11 of the
g :‘063 patent correspond to Lowe’s front substrate 11 and rear substrate 12) AUO says that in the |
- : double cell, a substantlally umform gap is mamtamed between substraies 1 and 12 by the T

overlappmg spacers 30 and 31. (Crtmg RX—16 F1g 3A 3 5 1 55 6: 3-5)

s
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AUO asserts that as shown m Flgure 3A , ach p ir f overlappmg spacers 30 and 31 1s

"A_;‘?Eseparate from every other such pair, and each spacer 30 is separated from each correspondmg

- spacer 31 by mtermedlate substrate 13, AUO argues that Lowe’s dlsclosure of an addltlonal

| ._,:.;:MartStores Ine,,ST5 F.3d 1312, 1319-20 (Fed Cir. 2009))

substrate 13 does not av01d antlcipatlon (Citmg Orzon IP, LLC V. Hyundaz Motor Am 605 F 3d__.;.v o

';v 967 977 (Fed Cir. 2010) to say that the presence of functionahty in the prlor art eference - e

| 'addmon to the requirements of a claim does not av01d anticlpanon and Exergen Corp V. Wal-

AUO contends that if the Court ﬁnds that Lowe s double eell ant1c1pates the “063: cla.ims
- then there is nomeed to address Thomson 'S altematlve argument that the rear subcell isnota
“display cell” as set forth in the preamble of claims 1 and l 1. |
In 1ts reply bnef AUO says that each of Thomson s three arguments was addressed in
AUO’s openmg bnef (C1t1ng AIB at 59- 62 ) AUO says however, that Thomson errs in -

contendmg that the only active matrix embodlment in Lowe is one that uses reﬂectlve metal in

- ~theactive aperture area. AUO asserts that although the- Lowe patent dlscusses an example ofa

i reﬂective active matrix dlsplay cell (C1t1ng RX—16 at 4 42-47), it also dlscloses the use of act1ve »

» matnx addressmg more generally (Ia’ at 4:29- 32) AUO contends that the Lowe patent mcludes
' dependent claims directed to an active matrix (claims 2,_ 13 and 14) and a transnnssive hqu1d
E crystal display (claim 11). (Citing RX-16 at 8:31-32, 53-54, 58—613 AUO a]leges that Thomson :

- does not and cannot dlspute that the act1ve mamx substrate ina transm1ss1ve LCD is partltioned

| f,mto a hght-transmlsswe actlve aperture area and a non-actlve area (contaimng the opaque data

o and scan hnes) in accordance \mth ‘063 cla1ms I and 11

Thomson’s Position:. Thomson contends that the asserted clanns requlre at least one of

the substrates d1v1ded mto a 11ght-transm1sswe area that does not overlap an area where data and o

e




. scan lmes cross over 1n the dlsplay cell 'and an opaque aIe&L"- Thomson says that Respondents v'

B '.clte to statements in Lowe that there is "a transparent front substrate 11 and a transparent or

< -‘ opaque rear substrate 12 " and that "the mner surface of the rear substrate is coated w1th an ‘
'electrode matenal l7 whrch can be transparent or opaque reﬂectlve or hght absorbmg,

. : dependmg on the partlcular hqurd crystal effect employed " (Cltmg RX—16 at 4 16-25 )

R Thomson asserts that Respondents prov1de no explanatlon as to how these c1tat10ns d1v1de or.

o non-actlve area. (Cr’ung CX—4304C at Q 346) Thomson avers that Dr West's opmed that one: -
R would not read these passages to necessanly drsclose drvrslon of one of the substrates mto actrve
aperture areas. and non-actlve areas: (Id Qs. 347- 348) ThomSOn states that accordmg to Lowe
-+ the first substrate 1 1 is always transparent wrth a transparent electrode materlal 16 coated onits
inner surface. (Cltmg RX- 16 at 4 22- 25) Thomson says this substrate is not drvrded mto hght— ,
- transmssrve areas and opaque areas (Cltmg CX-4304C at Q. 348) Thomson contmues that
Lowe then drscloses that the second substrate 12 can be wholly transparent or wholly opaque
: ,(Cltmg RX—16 at4:18- 20) Thomson argues there is no dlsclosure to d1v1de the second substrate -
 12/into actrve aperture areasora "hght-transrmssrve area that does not overlap an area where |
data and scan lines intersect” and non-acttve areas that are opaque. (Crtmg CX 4304C at Q 348)
. Thomson adds there i isno dtsclosure to d1v1de the second substrate into v1s1ble and non-vrsrble
N - parts of a pixel under Respondents" constructron (Id) Thomson concludes that although Lowe
2 mentlons an actrve matrrx, the embodrment referenced by Lowe lacks hght—transmlsswe actrve o B
.‘aperture areas because it uses hlghly reﬂectlve metal such as alummum, and does not teach | :
Sl partrtlonmg a substrate accordmg to clalms of the '063 patent (Id Q 349) |

Thomson contends that Lowe also fa.lls to antrcrpate because spacers 30 and 31 are not "a .
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S partr’uon at, least one substrate mto hght—transmlsswe actrve aperture areas deﬁned by an opaque o




| _»,bare combmed (Id )

L 'm the ﬁmshed drsplay cell (Cltmg CX-4304C at Q. 352) Thomson reasons that thrs is necessaryy..,_' RN

-beoause spacer 30 only mamtams the drstance etween substrate 11 and ﬂexrbl ‘ membrane 13
. fand spacer 31 only maintains dlstance between substrate 12 and ﬂexrble membrane 13 (Id)

B Thomson concludes that to mamtam the umform drstance between the outer substrates l l and

. ‘.12 whrch Lowe pomts to as the ﬁrst and second substratesm the '063 patent, spacers 30 and 3l L

Thomson alleges that Dr Lowe newly asserts that spacers 31 alone are a plurahty of
” separate spamng elements (Citing CX-4304C at Q 353) Thomson argues ‘that, spacers 31 alone -

~do not meet the clalms because mtermedrate substrate 13 must be clamped and held m tensron |

" between spacers 30 and 31, (Cltlng cx-4304c at Q. 355; and RX-16 at 6:2- 10) Thomson adds

. that the compartment between substrates: 12 and 13, on its own; wﬂl not absorb all hght and

functlon as a display cell. (Cltmg CX—4304C at Q. 355 and RX-16 at 6 18- 39 )

CInits reply brief Thomson says that Respondents argue that because Lowe mentrons an

L - ,actlve matrix dlsplay ina laundry hst of substrate and array combmatrons, that Lowe must

 disclose partrtronmg of the '063 patent (Cltmg AIB at 59 -60): Thomson avers that Dr. West

' testified that Lowe does not dlsclose a substrate partltloned according to the '063 patent and it is

- not mherent because the COmbmanons, mcludmg the one- used by Lowe throughout the patent do’

;.. ~ not meet the partltlomng element (Cltmg CX—43 04C at Q 346- 348) Thomson says Respondentsl |

T ‘-:’.:'also focus on the requlrement that spacmg elements either spacers 31 alone or spacers 30 and 31 L

eombmed be "separate from one another " Thomson argues that Spacers 31 even if separate do o

""" not function to mamtam a substantra]ly umform eell gap because Lowe reqmres an mtermedlate L

o

- substrate clamped between two spacers to mamtam umformlty (Crtmg CX'43 O4C at Q. 352‘5 5) -
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acmg elements separatefromone another " Spacers 30 and 31 are ahgned spacers R a




o . " one another to mamtam umformrty (Id )

: _:‘-izThomson argues tha fS ‘rs 30 and 31 are not separate because the spacers rnust be parred wrth

Dlscussron and Conclusrons Based on the evrdence in the record I ﬁnd that
Respondents have falled to offer clear and convmcmg evrdence that Lowe antrcrpates any of the

lassertedclaunsofthe ‘063 patent. - -4 e

In Sectlon IV B 1 supra I found that Lowe is prror art to asserted clarm l but that 1t is

”_..:ﬁa': not prror art to asserted clarm 11, whrch was concerved and reduced to practrce prror to. the ﬁhng"‘f‘ o

o hdate of Lowe

1 begm by consrdermg the merits of whether or not clear and convmcmg evrdence.

| -estabhshes that Lowe antrcrpates each and every element of asserted claim 1 of the ‘063 patent.
| The drspute is whether or not Lowe reveals: 0 one of said two substrates drvrded into an active
aperture area and a n_on—actrvearea; 2)a pluralrty‘of spacing elements separate from one |
another,and 3) that the pluralityr of separate spacer elements function to mamtam 'a suhstantjally' .
uniform.'c’ell 'é"ap_hetween the two substrates that cor’res_pondto those of the ‘063 patent. |

i Frrst, I find that Respondents hat_"'e‘_ not’estahlished by clear and convincing evidence that

" either of the two substrates in Lowe are divided between an active and non-active area a‘s o

construed herein. The detailed descrrptlon of the preferred embodlments in Lowe reveals
transparent ﬁont substrate 11 and a transparent or opaque rear substrate 12 ” Lowe discloses that
 the rear substrate is coated w1th an electrode matenal 17 whrch can be transparent or opaque . '
reﬂectlve or light absorbrng, dependmg on the partlcular hqmd crystal effect employed ”? There

. bls no drscussron of d1v1dmg a substrate mto hght‘transmrssrve and opaque areas as requrred by. -
- 'the ‘063 patent (RX 16 at 3:15- 25 4; 16-25) Dr West’s credlble testrmony accurately :

: descrlbes the foregomg provrsrons -of Lowe and conﬁrms that there 1s no drsclosure of drvrdmg

RS




: 'PUELIC ,.V.ERSION. -

" ““‘_;_the second substrate into v1s1b1e and non-wsrble parts ofa plxel He also said that Lowe s e

o ::f‘dlsclosure of actxve matnx can be and speclﬁcally 1s used ln a manner that does not requue -
| partmomng mto hght tl'ansmlsswe actlve aperture areas and opaque non-actlve areas, He
detalled how Lowe teaches that the substrate is transparent but the electrodes of the act1ve s

.. matrix are opaque, and the substrate is not partttxoned (CX—4304C at Q 346 349 CDX 1307

i 1308, 1309 ) 4 | | |
Regardmg the requlrement in the ‘063 patent for a plurahty of spacmg elements separate
from one. another I made clear in Section III B.6, supra that the structures are not physwally .
connected 1o one another In Lowe the spacmg elements are stacked one on top of the other but 1
o they are separated by a thin ﬁlm Thus they are not “d1rectly” or “physwally” connected to one |
another; and this element is met (RX 16 at F1gure 3(a) 3:51-55, Figure 2; 4: 49 53. ) :

Regardmg the thtrd and ﬁnal contested element, however AUO has fa11ed to provrde . :
clear and convmcmg ev1dence of d1sclosure by Lowe." When argumg the construction to be

gtven to the terms ‘a pluxaht’y of spacing elements separate from one another” and “spacmg

o -7'-‘e1ements” in clalms 1 and 11 respectlvely, AUO argued persuaswely that a person of ordinary

.‘ | skrll in the art would have known at the time the ‘063 patent apphcanon was ﬁled that the

~ function of the spacing elements would be camed out by placmg the elements in contact with the
_surfaces of the two substrates to be mamta.med ata substantlally umform distance from one:.

- another ‘Asa result, in Sectlon III B 6 supra I construed the term in the context of the asserted

- clalms of the ‘063 patent (as AUO urged) to mean “two or more structures, not: physwally |

connected to one another, whlch structures serve to substant1a11y umformly separate two o

| SUbSt_rates,—sald structures formed on one of said two SUbStrat?S and Q,Ont_aCtmg the second o

»”
.




o zisubstrates and contactmg the second substrate Lowe. dlscloses instead that the structure of its" '

The two substrates of Lowe that correspond to the substrates of clarm 1 of the ‘063 patent -":

are those desrgnated as the “front substrate and rear substrate Lowe clearly does not teach

B that the separate structures that serve as spacmg elements are formed on one of sa1d two

H' mventlon is'quite d1fferent from that of the ‘063 patent’s mventlon. Lowe descnbes avery thm E
P mtermedlate ﬁlm or substrate placed between the front substrate and the rear substrate % (RX 16 N

l":other wrth the thm

: {*at 3 17-18 Flgure 4,3:56- 61 .) The spacing elements stacked one upon‘

R mtermedlate film or substrate separatmg them serve, respectlvely, to prov1de a gap between one :

- ofthe front substratetor the rear substrate and the mtermedlate film or substrate The separate

spacmg elements do not contact both the front and rear substrate ‘The ﬁtmforrn spacmg” thatis" o

mamtamed is not between the front and rear substrates as contemplated in the ‘063 patent but
' between one of the front or rear substrates and the third substrate wlnch isa thm ﬁlm (CX— -

4304C at Q. 362 RX-16 at 4: 16—20 5: 61-6 6.) -

S ;In fact, Lowe clalms in 1ndependent clann 15

a 'rA hqu:ld crystal drsplay cell compnsmg

. at least two compartments each separated by means of & thm transparent
.membrane held in tension by at least one peripheral adhesive seal, and maintained
~ in precise spatial separation by means of accurately positioned spacers, and in L
- which the membrane is substantrally thifiner than the thickness of each of saJd v
:compartments TR

i (RX 16 at 8 20-28 ) Reference to the same two compartment structure separated by the
thmmembrane is repeatedthroughout the cla.rms ofLowe (See eg RX 16 at 8 66 9 5 CoT e

©9:16-23, 933 39 10713 10:23- 31 1039-48)

s AUO does not argue that the thin film third susbtrate combined with one of the front or rear substrates would

... result ina complete liquid crystal display cell, and I find that such a combination would not result in a complete S
liquid crystal-display cell, because Lowe makes it clear that the front and rear substrates are necessary to achieve a B i

complete hquld crystal dtsplay cell. )
: 181




, Based upon the foregomg, I fmd that Respondents have faxled:to meet then' burden tor:

' v'provrde clear and convmcmg ev1dence that Lowe d1scloses each and every element of asserted R

| cla1m 1
I have already found that Lowe is: not pnor a1t to 1ndependent clalm 1 1 of the 63 patentt .

ar "fNevertheless, if one were to ﬁnd that Lowe is pnor art to c1a1m 11 of the ‘063 patent, the facts

“and loglc that resulted in my ﬁndmg that Lowe does not ant1c1pate c1a1m 1 of the ‘063 patent

R - would apply equally to cla1m 11 The elements of clarm 11 do not matenally dlffer from clalm 1

e 'as to the three disputed elements treated in tlus sectlon It would then, be my ﬁndmg that

!Respondents have fatled to meet thelr burden to prov1de clear and convmcmg ev1dence that

“ Lowé dlscloses each and every element of asserted clalm 11 of the ‘063 patent

A patent is presumed to be vahd and each claun of a patent shall be presumed vahd even o

& though dependent onan 1nval1d claun 35U. S C § 282 If I determmed clauns lor 11 to be

‘ 'anncrpated and 1nva11d I could still: ﬁnd that thelr respectwe dependent c1a1ms are vahd SmCe,

" ‘f' however, Ihave found clalms 1 and 11 to be not antlc1pated, thelr respectlve dependent clalms | ' :':,f

~are necessanly not antlcrpated because they depend from clalms ‘ or 11 and necessanly COntam __ e

v. all of the elements of thetr respecnve mdependent cla1ms See Ih :re Frztch 972 F. 2d 1260 1266 ;
(Fed. Cir. 1992); In re Royka 490 F‘ 2d 981, 983-985 (C. C-P‘A 1974); see also In re Semaker,

- 702 F.2d 989 991 (Fed. C1r 1983) Based upon the foregomg, I ﬁnd that Lowe does not

e ant1c1pate dependent cla1ms 2 4 8,12, 14 17 or 18 of the ‘063 patent

d.: Mlyazakl s

AUO’s Posmon AUO alleges that ’Ihomson does not chspute fhat M1yazak1 ant1c1pates .
cla1ms 11 12 14, 17 and 18 of the ‘063 patent AUO says 1t is und1sputed that Mlyazalﬂ

dlscloses almost all of the elements of asserted clarms 1-4 _and 8 of the ‘063 patent under elther




L ;;layer covers the red subp1xels_1n_ the actrve aperture area. (Crtmg CX'43 04C at Q 376 382)

. L 2 A at 2) AUO contends that M1yazak1 ] red color ﬁlter 32R, regardless of its locatlon 1s not an ."__‘f .

IS ‘(Cmng 2 Flgs 24 25,3192 and CDX'1323) AUO asserts that 1ayer 32R is pattemed and o

. separate from the red color ﬁlter 32R in the same way that the spacmg elements in the ‘063

| PUBLICVERSION o

" s1de s proposed clatm constructtons (Crtmg RX— 1.58C at Q 437-453) AUO argues

_ __f‘spurported drstmctlon is that Mryazakr s afﬁxmg layer does n' t'_remam substantrally ’

i outsrde of the active aperture area, as rec1ted in ‘063 claJm 1 AUO says that Thomson argues

| :-'that thrs drstmctlon ex1sts because M1yazak1 s red color ﬁlter 32R, wh1ch 1t calls the aﬁixmg

AUO says that Thomson :argument 1gnores 1ts own proposed constructlon for “Mg

H layer,” whrch is: “materlal that attaches the spacmg elements to a substrate » (Crtmg JX-37 Ex o

¢ afﬁxmg layer” at all because it does not attach the spacmg elements to the substrate AUO

elaborates the Mryazakr patent ﬁgures and Thomson s own demonstratives clearly show that the"i'v

.. -’.--'ﬁlter 32R is separate from the spacers 33 and does not attach the spacers 33 to the substrate

o etched to form two separate structures red color ﬁlters 32R and the bottom layer of the spacers
33. AUO says whereas the red color ﬁlters 32R are formed over the actrve aperture areas the ( |
spacers 33 are fonned over the hght-shreldmg layer 36 (Crtmg RX—12 at Fxgs 24-25 31-32;

7L 19 20:13-32; 22:23-33; and 23:21- 23) AUO says that the boﬁom layer °fSPa°er33 o

patent are separate from one another they have been formed from a smgle layer of matenal but s

aré patterned and etched to form separate structures AUO reasons that the a.tﬁxmg layer in_ EE

L Mryazakr ] stacked color ﬁlter 1s outsrde the aetrve aperture area | (Cltmg Tr: 1064 l-22)

- AUO says that Miyazaki dlscloses an altematlve method for forrmng spacers in wh1ch
the spacers are patterned from a coatrng of unplgmented resm m a separate step performed after

the red green and blue color ﬁlter layers have been formed (Crtmg RX-12 at 7: 66 8: 11 RX
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"'1580 at Q 134436; RDX-228 and Tr V1068 13 24) AUO alleges that Thomson and its expert

,:layer remams “substantrally outsrde of the actlve aperture area.” (C1tmg JX-l at 5 33 34 ) AUO

says that Thomson argues, mcorrectly, that thxs alternatlve spacer formatlon method cannot be

o Qusss; and ch-1332)

- used to. make the spacers shown in F 1gures 24—25 and 31 -32. of Miyazakr (Crtmg CX-4304C at X

AUO contends that Mlyazakr 8 drsclosure of an altematlve spacer formatron method is
. not lnmted to a partxcular embodrment and can be used as an altematlve way to form the spacers
in any of the d1Sclosed embodlments mcludlng those shown in Flgures 24 and 31. (Citing RX-. )
o 12 at 7 66- 8 11 and Tr 1094: 11 13) AUO says the ﬁrst method ofmakmg the spacers has the |

: ’advantage of reducmg the number of maskmg steps, but Miyazaki plamly drscloses that the

IR spacers “may be formed: otherwrse by use of a resm contammg no plgment after provrdmg the

o color layer w1thout bemg formed srmulta.neously w1th the color layer » (Crtmg RX-12 at 8 1 3)

AUO argues that the fact that this alternatlve method is taught as less than optrmal does not "

avord antmlpanon AUO cites lelups-Rothenberg, Inc v Assoczated Reg ’l and Unzv

o vPathologzsts Inc 642 F. 3d 1031 1038 39 (Fed Clr 2011) to say areference is no less S

anncrpatory if, after drsclosmg the mventron',.the reference .then dlsparages it.

| In 1ts reply brief AUO demes that Dr Lowe adtmtted that the spacers in Mryazak1 ]
‘Figures 24 and 31 were made ina partlcular way usmg stacked constructlon (Refemng to ’fr
1062 25- 1066 17) AUO counters that when: Thomson showed: Dr Lowe page 120 of hrs witness
. statement (RX 158C), he explamed that the modlﬁed Versmns of Flgures 24 and 31 in RDX-228 |
are “just followmg the Words in the Mryazakr patent” where “Mryazakr states that mstead of

‘ using the 00101' filter there, you can use another lay‘er.‘”v (Citing Tr. 10 68:l 3_2 4) >

o do not drspute that, when M1yazak1 ) spacers are made usmg tlus alternatlve method, the afﬁ g o




Thomson s Posntion Thomson arguesathat M1yazak1 does not antxc1pate at least clarms 5 E

" 1-4 and 8. Thomson says that clann 1 requlres "the spacmg layer mcludmg an afﬁmng layer

A the afﬁxmg layer covenng at least a portlon of the non-actrVe area and rema.mmg substantlally

| outsrde of the aetlve aperture area." (Cltmg CX-4304C at Q 367 393) Thomson asserts that ;

o M1yazak1 s alleged aﬁixmg layer does not remain substant1ally outsrde of the active aperture ‘.
- area, rather the afﬁxmg layer in M1yazak1 covers the entrre substrate (Id Qs 376-3 82)

| ‘ :‘Thomson contmues that the alleged spacmg elements in M1yazak1 rehed upon by Dr: Lowe are: |

" formed at the same tlme as the- R, G and B portlons of the color ﬁlter w1th the three layers 32R, ,.

o 32G and 32B sequentlally deposited on the substrate 30to form both color resist portrons of the :

o color ﬁlter and the spacing elements. (C1tmg CX-4304C at Q. 376 380 and RX 12 at 7:7-31)

, Thomson states that the afﬁxmg layer (32R) is not kept out of the active aperture area because

" one thlrd of all subplxels on: the color filter wrll be covered by the 32R resist. (Citing CX-4304C "

: at Q 38 l) Thomson alleges that Dr. Lowe adrmtted that the materral he'was accusmg of being

the afﬁmg layer is in the actrve aperture area. (Citing Tr. at 1062: 12-16)

Referrmg to Dr. Lowe’ s posmon that Mlyazakl discloses an alternatwe embodrment “ L T

where spacers in some embodlments are formed of a single unp1gmented matenal Thomson o
eontends that this argument was not contained in Dr. Lowe s expert report (CX-4304C atQ. .
| 381, 383) Thomson admits that Dr. Lowe's report did mclude a chart that string c1ted tlns

i matenal but asserts that Dr Lowe never contended that matenal was an alternatlve way to make N

el the speclﬁc spacers at-1ssue in Figures 24 and 31. Thomson argues that the: spacers formed in the

o alternatlve embodlment are not amsotroprc, rather they are prllar-shaped 1sotrop1c spacers

»

‘ '-?~§:§"(C1t1ng CX-4304C at Q 383-385 and RX-12 at 10 54- 59) Thomson adds that the spacers in i

e ‘Frgure 24 and 31, upon which Dr. Lowe rehes ate formed from the same stacked constructron =




. "that mcludes an afﬁxmg layer across the entlre substrate as dlscussed above they are not formed Co

usmg Dr Lowes altematlve embodunent (Crtmg CX—4304C at Q. 383-392) Thomson o

I concludes that Dr LoWe admrtted that the spacers in Flgures 24 and 31 were made ina part1cu1ar;i‘ _

. way usmg stacked constructron (C1t1ng Tr. at 1062 25 1066 17)

Drscussron and Conclusmns Based on the ev1dence in the record, I ﬁnd that

, ,:Respondents have faded to oft'er clear and convmcmg ewdence that Mryazakl antlclpates any of

o the asserted clarms of the ‘063 patent |
In Sectlon V. B 1 supra, I found that Mryazakr is pnor art to asserted claim 1; but that 1t
- ismnot pnor art to asserted clarm 11, which was concerved and reduced to practlce prror to the o
ﬁlmg date of Mlyazakl | " .
I ﬁnd that Mlyazakr does not dlsclose an affixing layer as reqwred by asserted cla1m lof
the ‘063 patent Contrary to AUO’s conten’uons Mryazakr does not use the term “afﬁxmg” to
: descnbe the pIacement of the spacers 33§ in the substrate 30 of the Mryazakl mventlon Instead
. - Miyazaki discloses “formmg” stacked spacers onthe substrate 30. The term- “stacked” mthls
- context denves from the source of the spacers whmh is three color layers of red green and
7 blue (33R, 33G and 3313) (RX 12 at Flgure 1, 7 16 19.) In descnbmg the techmque used to
construct the stacked spacers, M1yazak1 teaches:
.For Green and Blue color layers 32G and 32B are repeatedly disposed in the
. -portion where color layers are: to be provided and color layers 22G, (sic) 32B are
repeatedly formed in the portion where the pillar-shaped spacer 33 istobe .
.+ provided by repeating the same processes. Then, these color layers are |

) respectrvely baked at 230° for 60 minutes. The color layers 32R, 32G, 32B and
the plﬂar-shaped spacer 33 are thus formed :

o
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L R 'Frgures 24 31 and 19 clearly lack any reference to or showmg of an aﬂixmg layer

‘ burden to prove by clear and convincing evidence that that Mlyazakr drscloses each and every

- element of claxm 1of the ‘063 patent

PUBLICVERSION

Based upon the foregomg I conclude that the Respondents have farled to meet therr

I have found that Mryazakr 1s not prior art to asserted c1a1m 11 of the ‘063 patent o

;Nevertheless assummg arguendo that Mryazakr is pnor art to claJm 11, I wﬂl ‘treat the ments of S i

~AUQO’s claim that 1t antrcrpates claims11, 12, 14 17 and 18

: 'spacer elements do not he substantlally outsrde the actlve aperture area as. required by the second o o

" The color. layers of Mryazakr that compnse the. stacked spacmg elements are, in fact, 1dent1ﬁed

; iappears to be no. further dlspute regardmg whether or not the elements of clarm 11 are taught

b ::"’. Therefore, if Mryazakl is found to be pnor art to cla1m l 1, I would find that Mlyazakl anttcrpates

: extend along a ﬁrst ax15 and along a second axis shorter than the first axis. I note that thrs

! \

Clarm 11 does not reqmre an afﬁxmg layer. Thomson claims, however that any alleged .

element of clarm 1 l Thomson mcorrectly identifies layer 32R as an a]leged “afﬁxmg layer

. -as 32R, 32B and 32G in Flgures 1,19, 24 and 25 The spacmg elements are clearly shown tobe

: :-,outsrde of the active aperture area (i.e..in the “non-active” areas of the ﬁrst substrate). There.

claim 11 and renders it mvahd

I turn to clarm 12, whrch depends from claim 11 and requnes that the spacmg elements

element is met by Mryazakr’s descnptron of the spacing elements as descnbed in the dlscussmn

of Figuire 21, whrch states that the : spacer 33 “takes an elhptlcal shape havmg a mmor d1ameter of

% Wlnle AUO mvokes Frgures 24,25,31 and 32 in its argument, Mlyazaln refers back to Flgure 1 to reveal the .
method of construction of the display cell and the spacers. The somewhat torturous route is Figure 31 referring to.
Figure 24, which in turn refers to Figure 19. Finally, Flgure 19 refers the reader to Flgurc 1. (RX -12 at 22:18-21,

18: 33 38 15:38-48, 65-67) : y . . :
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...7Pm and a major dxameter of 14 .,

: v:'elalm 12 of the ‘063 patent, rendenng 1t mvahd

Ly descnbes “[r]efernng 0 FIG 15 the duectron of the maJor dlameter of the spacer £33 of the

] opposrte substrate 30 shown in FIG 24 is comcrdent wrth the onentatlon dlrecnon (onentauon I8

d1rect10n) and there decreases a probablhty of bemg broken by the rubblng (RX -12 at 19: 15-

i 19 ) The ev1dence is clear and convmcmg that this dlsclosure by M1yazak1 antlclpates clann 14

: and renders it mvahd
: Claim 17 depends from claim 11 and requires that the formmg ’step comprises :

photohthographlcally formmg the spacmg elements havmg the amsotroplc shape using a mask
)

. Dr. Lowe testlﬁed for AUO that in hrs opmlon, Mryazakl dxscloses thls element He referred toa

. chart attached to hrs expert report for reference In that chart, he identifies Mlyazakl column ’

8 6-9 to support lns opnnon (R.X 158C at Q 466 RX-8 at pp 21-22. ) A readmg of Mlyazakl - o

.area for forming the spacer” being. 1rrad1ated There isno mentlon of forming the spacer itself by .

= photohthography M1yazak1 actually descnbes a much drﬁ'erent process for formmg the spacers o

i

o f"f"fthat the record mted by AUO laeks clear and convmcmg ev1dence that Mlyazakr chscloses eaoh

) and every element of dependent claim 17.;;"-

- Finally, clalm 18 depends from claun 11 and teaches that the drsplay cellisa hqu1d

crystal display cell and further compnses prov1d1ng a llquld crystal layer mterposed between the P

R (RX 12 at 16 22-24 Frgure 21 ) I conclude that clear

and convmcmg ev1dence shows that Mlyazakl teaches the hmltatlon of the element contamed m ‘

: “Clalm 14 ‘which depends from c1a1m 11 v1a cla1m 12 and requlres that the spacmg v N

-:elements be rubbed along the ﬁrst (1 e. long) axis.. M1yazak1 dlscloses thls element when 1t N R

e in context however reveals that the hnes crted by Dr Lowe refer to preparatlon of the “d 1red R

. at7:16-8:14, which includes the language cited, ,supra, at 72431, (RX 12,8t 7:16-8: 14) 1fnd




: ﬁrst and second substrate ‘ There appears' to be no dtspute that Mryazakr drscloses a hqmd

S -Thrs process is descnbed in detarl in Mryazakl and results in the creatlon of a hquld crystal

| " crystal dlsplay cell wrth a hqurd crystal 1ayer mterposed between the ﬁrst and second subs’n‘ates )

: ';-:“s'.j'drsplay devrce (1 e. —cell) w1th hquld crystal located between the two substrates 11 and 30 (See

g RX12at628-835)

Based upon all of the foregomg, I ﬁnd that M1yazak1 has not been shown by elear and

E ‘convmcmg evrdence to drsclose each and every element of claun 1 and it has not been shown by co

o »clear and convmcmg evrdence to be pnor art to cla.rm 11

A patent is presumed to be vahd and each claim of a patent shall be presumed valid even "

§ though dependent on an mvahd cla1m 35 US.C. § 282 If I determmed clanns Torll to be

- antlcrpated.and mvahd I could Stﬂl ﬁnd.that therr respectlve dependent clmms are valid: Smce

R however I have found clanns 1 a.nd 11 to be not antrcrpated thelr respectrve dependent clanns

- 14 and 18 and renders them mvahd

"*are necessanly not antlclpated, because they depend from clanns 1 or 1 1-and necessanly contam '
~ allofthe elements of their respectrve mdependent claims. See In re Fritch, 972 F. 2d 1260 1266 .

(Fed Cir. 1992), In re Royka 490 F 2d 981, 983- 985 (C. C P A 1974), see also In re Sernaker,

702 F.24 989, 991 (Fed "clr“'1983) Based upon the foregomg,"r' find that Mlyazakl does ot £
ant1c1pate dependent clarms 2-4, 8,12, 14, 17.0or 18 of the ‘063 patent. - 1
Based upon the foregomg, assumrng arguendo that Mlyazakl was found to be prior artto 3 |

: | claim 11, then I would ﬁnd that M1yazak1 antrcrpates each and every element of clanns 11, 12
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| 3 Obvrousness i:‘_!‘-_,{_}‘- L s | |
| a. UrabeIn Combinatron Wrth Tsuboyama

AUO’s Posrtron AUO argues that the asserted clalms of the ‘063 patent ould have

: :been obv10us in v1ew of Urabe (RX—22) alone orin combmatlon w1th U S Patent No 4 775 225 ’_
(“Tsubcyam ) (RX 18). AUO begms by saymg the only drspute regardmg antrclpatlon of the A
;‘ '-iasserted clalms by Urabe is whether the spacmg elements in Urabe are a compos1te of polyrmrde _

5 .-__j contammg drspersed ﬁbers, as Respondents contend, or Just the fibers, as. Thomson contends

'-""}f "iAUO says regardless of the outcome of thrs drspute however 1t would have been obv10us to one

\

of ordmary skrll in the art to use polymude alone wrthout drspersed ﬁbers, to form Urabe s 3

rectangular spacing structures AUO contends that formmg spacmg elements from polymnde

was well-known pnor to the ﬁhng date of the ‘063 patent and is taught, for example, by .

Tsuboyama AUO asserts therefore, that one. of ordmary skill in the art w1th knowledge of both -

references would know that Urabe s rectangular structures could be made of polylmrde alone,

“ without ﬁbers and would make that substrtutlon in Urabe in order to provrde a srrnpler less .

T ?‘-f.-'_.cosﬂy and cleaner process, (Crtmg RX—158C at Q. 515, 530 535) AUO contends that w1th that.

" srmple and obvious substrtutron of matenals == polyrmrde alone for polymude w1th drspersed
- - fibers -- each and every element of the asserted clarms of the ‘063 patent is.met in the same way .
: as descnbed above with respect to antlcrpatron by Urabe ? (Cltrng RX-l 58C at Q. 515- 5 16)

AUO alleges that Dr. West adm1tted on cross—exammatlon that he does not know of any reason

~why mstead of usmg polyumde w1th dlspersed spacers as drsclosed in Urabe, one could not use '_ ;

B polynmde alone as the spacer materlal and obtam the very same result (Crtmg Tr 1549 23-

1550: 17)




. and RX 158C at Q 525) AUO says in Examples 1-23 Tsuboyama teaches to form the spacers v .

AUO asserts that Tsuboyama drscloses a 11qu1d crystal dev1ce havmg two substrates 3

) (called ﬁrst and second base plates in Tsuboyama), and spacers between the substrates (Cltmg I

, .RX-18 Abstract, 2 34-46) AUO says that examples 1-23 of Tsuboyama drsclose detarled

, ,'.,.‘process steps for formmg the spacers and the rest of the dlsplay cell (Crtmg RX—18 at 8 25 9 36

. 'iﬁom polylmrde for example “PIQ” produced by Hrtach1 Kasel Kogyo K K (Cltmg RX—18 at

“--8 35 38 and RX—158C atQ 526)

AUO argues that fora hypothetical person havmg ordmary sklll in the art in 1997 wrth T

g access to both the Urabe and Tsuboyama references it would have been ObVlOllS to substltute the '

' - polymnde material disclosed in Tsuboyama for the polymnde contmmng drspersed ﬁbers .

o ?"E'"'"‘_‘ _ d1sclosed in Urabe. (Cltmg RX-158C at Q. 530 and Wyers v’ Master Lock Co., 616 F 3d 1231

1242 (Fed Cir. 2010)) AUO states ﬂrat a hypothetlcal skrlled artrsan would understand that

. Tsuboyarna s polyrmrde spacer matenal could be used to fbrm a layer that is sufficiently thrck to

B satisfy Urabe’s reqmrements for cell gap spacmg (Cltmg RX-ISSC at Q. 527 533) AUO

" -,;»:contmues that Tsuboyama teaches formmg Spacers ‘that prov1de cell gap. spacmg (hqmd crystal

. layer thlckness) of less than 10 mrcrons usmg a polynmde or other matenal that does not contain J . i

: “f-"')ﬁdlspersed ﬁbers or beads (Crtmg RX—18 at 3:64, 4:52-65, 8: 35 52) AUOQ says Urabe teaches o
~.that the cell gap spacing should be 4 to 6 microns for a twrsted nematlc hqurd crystal cell and
‘about 2 microns for a ferroelectric hquld crystal cell. (Crtmg RX 22 at AUO THO 0499923
. second column) .‘ : | ' .
AUO argues that- the mterrelated teachmgs of the pl'lOl’ art and the demands of an efficient
B ) | and workable manufactunng process would have prowded a strong motrvat:lon to substltute the

» polyu:mde of Tsuboyama for the dlspersron of Urabe, makmg the ﬁbers or beads mmecessary




;(Citlng RX-’ 1580 t‘ : 534) AUO asserts that ﬁrst, by substrtutmg Tsuboyama ] spacer

R .matenal for’Urabe S, ¢ ne of ordmary sk111 1n the art could save processmg steps and matenal by

| ) ,‘ehmmatmg the drspersed glass ﬁbers or polymer beads dlsclosed in Urabe (Cltmg RX-15 8C at

. Q 533) AUO says second, there would be a clear advantage to ehmmatlng the ﬁbers or, beads

.ﬁom the manufactunng process because the ﬁbers or, beads may contammate the clean room
‘ envxronment (Cltmg RX 158C at Q 535) AUO concludes that one of ordmary Sklll in the art
would see a clear advantage to ehmmatmg these small partrcles ﬁom the process o
| AUO says that Thomson argues that the substrtutlon of TsuybOyama is contrary to |

- Urabe’s teachmg to use conventlonal spacers (Cltmg CDX-1345 to 1347) AUO argues that

, Urabe does not teach the use of conventlonal spacers AUO says that, just like the ‘063 patent, _ o

, Urabe addreSSes the problems thh conventronal ball or ﬁber spacers that are randomly.

: ,d1stnbuted on the substrate, mcludmg degradatlon of the pro_]ectedlrmage caused by spacers in -

¢ the actlve p1xe1 area. (Comparmg RX—22 at AUO-THO 0499924 wzth JX-I at 2:6- 17) AUO _' ‘

asserts that nearly ten years earher than the ‘063 ﬁlmg date, Urabe proposes the same solutlon as

l the ‘063 patent namely usmg photohthography to seleetlvely posrtron spacers in the non-actlve
areas of the substrate (Comparzng RX-22 at AUO THO 0499924 second colurnn, ﬁrst two o
' paragraphs with JX—l at 2: 45-47) AUO contends that by 1997 one of ordmary skill i in the art
| would readlly reco gnize that the d1spersed fibers are not essent1a1 to Urabe s objective of

improving contrast and dlsplay quahty by selectl‘vely posrtromng spacers in the hght non-

' transmissive reglons and that Urabe’s ‘b" t1 es could be accomphshed by using polyumde

. alone, w1thout the drspersed ﬁbers (C1t1ng RX-158C at Q. 530 535; and Tr 1549 23 1550 17)
Next, AUO addresses Thomson s argument that Urabe does not have stnpe electrodes,

and therefore “it lacks the h1gh sensrt1v1ty to surface unevenness that isa motlvatlon for , ,‘: ‘
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" that one of ordmary skrll in the art would subst1tute Tsuboyama s spacers for the spacers of

o polynmde alone, could be used to form the spacers dlsclosed in Urabe AUO alleges that Dr..

Tsuboyama s spacers o (Cltmg CDX-1348) AUO counters that Respondents are not suggestmg TR

: Urabe AUO says, rather, Respondents mamtam that Tsuboyama s spaoer matenal namely N :

L West agrees w1th Respondents (Crtmg Tr 1549:23- 1550 17), and 50 does Dr Lowe (Cltmg RX- _‘

e f'"lssCatQ 515 530)

AUO addresses Thomson s argument regardmg the process by Whrch Dr. Lowe reached o
' | his oprmons AUO avers that there 1s no evidence that Dr Lowe failed to con51der the scope and
, content of the art or the problems to be solved AUO says that the testlmony Thomson crtes (Tr ,
- 922: 25-923 12,924: 7 12) says no such thing, and Dr Lowe’s witness statement demonstrates "
: Just the oppos1te (C1t1ng RX-158C at Q. 282 326 521 532 540) | | |
Thomson s Posmon' Thomson argues that a person havmg ordmary skill in the art at
the time of the mventlons would not- be moved to combme either Urabe in view of Tsuboyama ;
Thomson argues that first, Respondents' combmatrons are deficient because they admrttedly anse |
out.of lnnds1ght, and they are not the product of mdependent expert oprmon 'Ihomson says that
.. Dr Lowe d1d not develop the constructlons used, or locate the wmnowed small handful of pnor .
art used for obviousness, or -consider the issues of the scope and content of thie art or the'

problems to be solved. (Cltmg Tr. at 922 25-923:12; 924 7 12) Thomson alleges that mstead,

together: w1th Respondents' lawyers, Dr. Lowe took a w1nnowed handful of art that the lawyers i

.‘chose and looked with counsel to make combmatlons (Crtmg Tr .at 930 5-934 16) Thomson _'.fb L

1 pomts to “rmstakes in therr eﬁ‘orts as noted by Dr West i (C1t1ng Tr at 1071 12 1073 18)
Thomson contends this is not independent .expert opinion or a proper obwousne_ss analysis, and“_’i‘ :

the defects apply to both c“ombinations;' Thomson argues that KSR teaches_ "a fact finder should '

e
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| be aware of course, of the d1stort1on caused by hmdmght b1as and must be cautlous of arguments}‘-“ I

- ;lffrehant upon ex post reasomng " (C1t1ng KS’R Intern Co " Teleﬂex Inc 550 U S 398 421
' "(U S. 2007), and MEMS’ T echnology Berhad V. Internatzonal T rade Com n, 2011 WL 2214091

| ‘?,-(Fed Cir. 2011))

Thomson adds that, even 1f combmed, these combmatlons fall to dlsclose all elements of

. the clalms Thomson Says that Tsuboyama 1s dlr eCted t° lmPYOVmg the performance of a pass1ve,' o
B :matnx ferroelecmc dlsplay by fabricating prO_] ectlons ona base plate that serve as spacers to

ntrol thlckness ofa 11qu1d crystal layer (Cltmg CX-4304C at Q 395) Thomson states that

.. the pmJectlons are formed on top of an onentatlon controllmg ﬁlm usmg photohthography (Id ) :

‘ Thomson contmues that the msulatmg onenta’uon controllmg ﬁlm formed over the entne

substrate serves to temper topologlcal n'regulanty occumng at the edge of the tra.nsparent row , e

R and column electrodes used to-address ferroelectnc matenal (Id) Thomson asserts that thls .

y f'_mm1m1zes defects in the ferroelectnc ﬁlm and improves optlcal performance (Id) Thomson -

o says the pmJecttons formed on top of the onentatlon controlllng layer also consist of an

. -msulatmg matenal and are controlled to be formed in gaps between TOW Or. column _ :

}:electrodes (Id) Thomson concludes that these pl‘O_] jection spacers eonn'ol ferroelectnc film

}

‘ tluckness improving opncal performanee
Thomson argues that Respondents meorrectly, use hmds1ght to substltute the spacing -

o layer of Tsuboyama for the alleged composxte spacing elements" m Urabe, whlch as d1scussed

' ' above are not spacing elements. Thomson begms substltutmg Tsuboyama ] spacmg layer for

alleged "composne spacing elements" of Urabe would be dnectly contrary to Urabe's teachmgs

(C1t1ng CX-4304C at Q 402) Thomson says the problem Urabe solved was how to use ‘p» ”—' Sy

: ’fabncated spacers in hlgh resolution dlsplays d) Thomson contmues that Urabe spec1ﬁcally
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'ltaught that pre-fabncated spacers were effectlve and the novelty of Urabe was how to optumze

them (Id Q 4()3) Thomson reasons that in hght of Urabe s drsclosure, one would not be led to E

: remove spacers 4 and substltute the spacmg layer of Tsuboyama, (Id ) Thomson adds that one

'-f.would not be led to combme Tsuboyama s hlgh electrode density passive matnx ferroelectnc
: hqurd crystal drsplays havmg a brstabrhty or monodomam hrghly sensmve to defects in liguid
;crystal orientation or ahgnment layer w1th Urabe, whrch is an active matrrx dlsplay wrthout high

density strlpe electrodes that does not have sensrtlvrty to surface unevenness. (Id Q 404)

- v Thomson says even combmed thls would not result in all claim elements. (Id Q. 405)

Thomson contends that under a proper readmg of Tsuboyama and Fi igure 3A, the layer
i Respondents seek to substltute into Urabe cons1sts ofa smgle material extendmg across an entire
_-substrate, and are not separate spacmg elements, because they are all mterconnected (Id)

- ’Thomson concludes that the spacmg layer w111 have an afﬁxmg layer covenng the entire

s e .' substrate mcludmg the actlve © aperture areas, (Id)

Inits reply bnef Thomson argues that Respondents combmauons are unrehable and use

“ 1mproper hmdsrght Thomson alleges that Dr Lowe admitted he had m13read Tsuboyama, '

. . reversmg the order in wh10h key elements were formed (Crtmg Tr. at 1071 12 1073 18)

S ‘(cmng CX—4304C atQ

- Thomson says that Dr Lowe tried to come up wrth a new reason to use Tsuboyama but remained
mcorrect Thomson says that Respondents argue that Urabe and Tsuboyama should be combmed

} because Urabe does _not dlsclose conventronal spacers, but mstead polynmde composrte spacers.

Thomson counte‘ that Urabe never d1scusses "composue spacers Thomson says Urabe is

3 - “‘dlrected fo an allegedly novel way to opt1m1ze use of pre—fabneated conventlonal spacers

.‘3_-15_4_38) Thoms n says‘ itis erroneous to rgnore_ Urabe s expre_s__s‘i;_.;,;_ o |
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teachmgs to use pre-fabncated spacers the thrust of his drsclosure (Cltmg Ganetzcs Instn‘ute ‘
LLCw. Novartzs Vaccines and Dzagnostzcs Inc., 2011 ‘WL 3672474 at *12 (F ed. Cir. 201 l))
Dlscussmn and. Conclusmns Based on the evrdence in the record 1 find that
Respondents have failed to meet their burden to demonstrate by. clear and convmcmg evidence
-...that Urabe combmed wlth Tsuboyama renders obv1ous asserted claJms 1 and 11 of the ‘063 )

, vpatent '

In Sectron Iv. B 2a supra I found that Urabe fails to ant1c1pate elther asserted cla1m lor

: asserted clalm 11 of the ‘063 patent. First, I found that AUO has walved 1ts argument that the -

: spacers({l) of Urabe F1gure are amsotroprc of themselves. Talso fcun_d that the spacers formed

asa composite’could not satisfy claimsto separate spacing elements" ‘and Would be contrary to

a

the '063 patent's use. e of separate spacmg elements to prov1de preclse control over the count and

o locatlon of spacers. Fmally, | found that Urabe does not dlsclose spacmg elements that are

My ﬁndlngs and: reasomng on those issues are reaffirmed here. Sl

: amsotrop1c in shape as requlred by asserted claims 1 and 11 and does not reveal that the spacing

' elements are “formed” on the non-act1ve area of a substrate as requn'ed by mdependent claim 11.

In order for the combmatlon of Urabe in hght of Tsuboyama to render obvrous asserted
claims l and 11 of the ‘063 patent, Respondents must ﬁrst demonstrate that a person of ordinary
skill in the art would be moved to combme those references Then, Tsuboyama would have to
disclose the elements mlssmg from Urabe as descnbed supra ” : | '

I begm by con51der1ng whether or not AUO has estabhshed by clear and convmcmgr
" ev1dence that a person havmg ordmary skill in the art at the tlme of the ‘063 patent’s mventron o
would have been moved to combme Urabe and Tsuboyama to solve the problems addressed in

~ the “063 patent
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Dr Lowe, AUO,S exp ert, testrﬁed that one Of ordmary SkrlI in the art would consrder the

) teachmgs of both Urabe and Tsuboyama, because both references have the obJectrve of

= ;nnprovmg contrast and image qua.hty ina hqmd crystal display cell by elmnnatmg onentatron or

. .alrgnment defects caused by spacers located in the active area of the drsplay He testrﬁed that

| Tsuboyama teaches formrng spacers havmg a thlckness of less than 10 mlcrons, using a:. - ’
poly1m1de or other matenal that does not contam drspersed ﬁbers or beads, and Urabe teaches
- that the cell gap spacmg should be 4 to 6 microns for a twrsted nematic llqurd crystal cell and

| ]about 2 microns for a ferroelectnc liquid crystal cell. (RX- 158C Qs 532 533)

Dr Lowe also testified that by substltutmg Tsuboyama ] spacer matenal for Urabe’ s, one

of ordlnary skrll in the art could save processing steps and matenal by elumnatmg the drspersed

, glass ﬁbers or polymer beads drsclosed in Urabe Dr Lowe contmued that Tsuboyama teaches

[ ‘that polynmde or other spacmg matenal can be put down ina sufﬁclently thlck layer that it

satrsﬁes the requrrements of Urabe. He opmed that it would be much easier and less costly for

one of ordmary skill i in the artto use a ﬂurd coatmg alone rather than dlspersmg beads or ﬁbers -
in the ﬂu1d and then coatmg it on the substrate to form the spacer. (Id at Q 533) |

B ﬁnd thatDr Lowe’s testrmony establrshes a credlble basrs for h1s oprmon that a person '_ o

. having ordmary skill in the art would be motivated-to combme Urabe and Tsuboyama to solve
. the problems addressed by the ‘063 patent regardrng the placement of spacers (RX- 15 8C Qs
.532 533) . R . .
I turn. to the merrts of whether or not Urabe combmed w1th Tsuboyama renders asserted

clarms 1 and 11 mvahd as obvrous

Tsuboyama clearly drscloses spacmg elements that are amsotroplc in shape

V(RX18at4 6657 5:18-33, Figures 3a, 3, 5and6)

2197, -




Tsuboyama, however, does not teach etther separate spacmg elements or formmg
spacmg elements on the non-actrve” areas of the subst:cate Flrst, “base plates” in Tsuboyama
. are not partltloned into an acttve aperture area’ and a “non-actrve area ? It descnbes

v QLA hquld crystal devme shown in FIGS. 3A and 3B compnses a base plate 301 -
. (preferably of flexible' glass or flexible plastic) and a base plate 302 (preferably a.
.. »glass-plate). On the base plate 301 are successively disposed transparent -
- “electrodes 303 in the form of stripes and an orientation controlling film 304 of an
‘msulatmg material applied as a coating thereon. On the other hand, on the. base -
. plate.302 are successively disposed transparent electrodes 305 crossing the -~ -
- transparent electrodes 303 at right angles spacers 307 disposed thereonand =~ .
~ formed of an insulating material and an orientation controlling film 306-of : an C
insulating material applied as a coating thereon and subjected to a uniaxial
orientation treatment (rubbmg, etc. ) in the drrectron mdtcated by a two-headed _
arrow 312.° o

(RX 18at4: 37 51 ) A 51m11ar deSCflP’tlon of the construct of the base plate appears at column 7 e

. lines 33-39 and 51 55 It is clearly entrrely transparent as are the strrpe electrodes placed upon
. its surface. There 1s no partition of a “non-active area as contemplated by asserted clauns 1 and_ )
. 1 1 of the ‘063 patent. Therefore the spacmg elements placed in the gaps between the stnpe

) electrodes are not formed ina ‘ non-actlve area In fact, Tsuboyama specrﬁcally provrdes that

: . .'ithe spacmg elements be larger in dlameter than the gap and thus, mtrude mto the area of the

o . strlpe eleetrodes (RX 18 at7 45 50) . S

‘‘‘‘‘

Fmally, I note that the spacmg elements in Tsuboyama:are spec1ﬁcally descnbed as |

i“formed of an msulatmg matenal g Those spacers are 111ustrated in Flgure 3Aas part of a ﬁlm

| covenng the entlre base plate area, and they are connected ds part of that coatmg They are not L

\

therefore, “separate” as contemplated in the ‘063 patent (RX 18 at Flgure 3A 4 46-47 ) _
| Based upon: all of the foregomg, I find that Respondents have fatled to meet theu: burden .
- to demonst:rate by clear and convmcmg ev1dence that Urabe combmed with Tsuboy._ '

obvmus asserted clarms 1 and ll of the ‘063 patent




A patent is presumed to be valtd, and each clatm of 4 patent shall be presumed vahd even

: though dependent on an mvahd clann 35 U.S.C. § 282 If1 determmed clatms 1 or 11 to be T

invalid as obv10us, I could still ﬁnd that thelr respectlve dependent clatms are vahd Smee
_however l have found clatms 1and 11 to be not mvahd as obv10us thelr respectlve dependent
o clatms are necessanly not invalid, because they depend from clalms lor 11 and necessanly

: contam all of the elements of thelr respeetwe mdependent clatms -See Inre Frttch 972F.2d
, 1260 1266 (Fedi Cir. 1992); In re Royka, 490 E. 2d 981, 983 985 (C C. P A. 1974), see also Inre :.

L ‘Sernaker, 702 F 2d 989 991 (Fed Cir. 1983) Based upon the foregomg, I ﬁnd that Urabe in

‘ hght of Tsuboyama does not render obvxous dependent clatms 2-4 8 12, 14 17 or 18 of the ‘063

- patent
R Sugata In Combination With Tsuboya’ina “ |
~AUO’s Posmon AUO argues that, as dtscussed above, Sugata teaches anlsotroplcally-
. »shaped spacers that are subjected to mechamcal rubbmg, but does not expressly d1solose rubbmg o
along the long axis (X dn'ectton) of the spacers, as reqmred by Respondents’ COnstructlon for the . ".
S mechamcal rubbmg lnmtattons AUO asserts that at the ttme the 063 patent was ﬁled it would o 1
T ':have been obvious to combme the teachmgs of Sugata and Tsuboyama, such that the amsotroptc f. "
: spacers disclosed in Sugata are rubbed along their long axes, in order to obtam a further o
} .;‘-l_ﬁnnprovement in the ahgnment of the liquid crystal, as taught by Tsuboyama (C1t1ng RX—158C
.":;atQ536) o 5 U
. AUO contends that a pnmary objecttve of both Sugata and Tsuboyama is to prov1de
,' .spacers that do not d1sturb the ahgnment or onentatmn of the hqu1d crystal molecules m the

act1ve area of the dlsplay (Clttng RX—158C at Q 540) AUO says: that Sugata descnbed th1s o

"objecttve as desmng “to prov1de a hqutd crystal d1sp1ay panel in whlch ahgnment or onentatton e

. 199 )
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of liquid. crystal molecules is not disturbed 'on an image; display surface”. '-(Citing RX-IS at2:54- "

,57) AUO contmues that Tsuboyama s1m1larly states that hlS mvennon provrdes a l1qmd crystal :
device “whrch is free of onentatmn or ahgnment defects over the whole area of the devwe

o ‘desprte spacers WhICh are present” within the liquid crystal (Cltmg RX-18 at 2 35- 38) AUO

_ says that Sugata teaches that onentatron defects can be avorded by locatmg the spacers in hght v

non—transmrsswe areas of the dlsplay panel, (Citing RX-15 at 6: 49- 52) AUO states that o
,Tsuboyama teaches that ahgnment and orientation defects can be avo1ded by prov1dmg

vrectangular spacers that are narrow ina duectlon perpendicular | to the rubbmg du'ectlon in other

o words, the spacers are amsotroplc in shape and rubbed along their long axes. (Cltmg RX-18 at

o F1g 3B (two-headed arrow 312 showmg the rubbmg d1rect10n along long ams b of spacers 307) . e

2:46-50, 449 51, 4:66-5:6)

AUO contends that one of ordmary sklll in the art who was followmg the teachmgs of = . f

e Sugata would be mterested in add1t10nal steps that could be taken to. avo1d defects in. the
ahgnment or orientation of the liquid crystal molecules in the i unage display area in the v1c1n1ty |
| _of the spacers AUO says such a skilled artlsan Would recogmze that in addltlon to locatmg the

- spacers in the hght non-transmlsswe areas of the dlsplay panel as. taught by Sugata, a further

E unprovement could be achleved by rubbmg along the Jong axis of the spacers as taught by

o Tsuboyama (Cltmg RX-158C at Q. 542) AUO reasons m th1s way, the “occurrence of

onentatxon or ahgnment defects can be completely av01ded » (Crtmg RX—18 at 5:4- 6) AUO

’ argues that the addltron of thrs feature ‘would requrre no structural modlﬁcatlon to the

: embodlment shown in Fl gure 3(a) of Sugata, whlch has rectangular':spacers{that are all onented

with thelr long axes in the same dlrectron

AUO argues that Tsuboyama repeatedly emphasrzes the shape and onentatlon of the
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spacers relatlve to the rubbmg drrectron (Cmng RX—l8 at 2 46—50 4 v49-51 4 66 5 6 5 24-35

A"’“S 40 50 6: 13 18 8 53- 55:: 10 40—45 ) AUO reasons that Tsuboyama 5 drsclosures would be -

i meanmgless 1f the spacers vwere tiot formed before the rubbmg step

Thomson’s Posmon -Thomson says that, based on the tesnmony of AUO’s expert, Dr.
L ;-':;*;Lowe the only teachmg Respondents seek to subst1tute into Sugata from Tsuboyama is. the o
“i_.;:vmbbmg dlrectlon (Citing 4304C at Q 415-41 6) Thomson argues that one of ordmary skrll in.
| the art would not be led to: combme Sugata and Tsuboyama because as wﬁh Urabe the method
| : ‘chsclosed by Tsuboyama is d1rected ata pass1ve matnx dlsplay usmg hqmd crystal modes hlghly '
ens1t1ve to ahgnment defects {d, Q. 419) Thomson asserts that Sugata is drrected to anactive
" , matnx dlsplay that does not use hlghly sensmve llqurd crystal modes (Id ) Thomson adds that
: Sugata does not use high density stripe electrodes respons1ble for surface unevenness drscussed .
| - m Tsuboyama (Id ) » : |

Thomson contends, even if combmed. Tsuboyama farls to remedy Sugata's fatlure to.

: show rubbmg after formmg spacers; rather Tsuboyama allegedly discloses the drrectmn of

- o __,orlentatlon of the hqu1d crystals relatlve to the spacers (Id Q.419) 'Ihomson says tlns does not - .

suggest any reason to alter Sugata’s rubbmg pnor to spacer formatron (Id ) Thomson contmues o

' that in Dr West’s oprmon one would recogmze that one could rub the ahgnment layer of Sugata :
L prior to formmg spacers $0 that when spacers were formed the onentatton of the hqurd crystal

. would be 1dent1cal to Tsuboyama s onentatlon (Id Q 422) Thomson argues that hmd51ght

"'combmatron of Sugata w1th T suboyama st111 results m rubbmg before formatron of spaCers and ) :-‘:

S ‘does not meet mechamcal rubbmg" elements

1

"7 Citng CX-4304C at Q. 439 -+~

In its reply bnef regardmg the combmatlon of Sugata and Tsuboyama, Thomson counters )
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”'that Sugata does not teach rubbmg after spacmg elements are formed and th1s combmatlon falls

o remedy th15 because Respondents throughout the case only sought to combme Sugata w1th a

i rubbmg dn-ectlon of Tsuboyama. (Cxtmg CX-4304C at Q 439-446) Thomson says that
= Respondents apparently now attempt to combme Sugata w1th the rubbmg dxrectlon and sequence

B vof ;Tsuboyama. Thomson assert that Respondents do not cite tesnmony from Dr Lowe to

L support thrs argument, because he never attempted to combme the references as Respondents

“NOW: attempt d) Thomson aVers that Dr. West provided unrebutted testlmony that this

ot combmatlon would not render the asserted clarms obvlous and would still teach rubbing pnor to .

' formmg spacers regardless (Cltmg CX—4304C at Q. 445-446)
Dlscussmn and Conclusrons Based on the ev1dence in the record, I ﬁnd that
Respondents have produced cléar and convmcmg ev1dence that Sugata in hght of Tsuboyama

renders obv1ous all of the elements of asserted cla1ms 1 2 3 4 8 11 12 14 and 18 of the ‘063

" ..patent, Respondents have failed to prov1de clear and convmcmg ev1dence that Sugata in hght of

Tsuboyama renders obv10us each and every element of asserted clalm 17 of the ‘063 patent

~In Section IV B 2; b supra, I found that Respondents falled to show by clear and

'::‘;convmcmg evidence that Sugata dlscloses mechamcal rubbmg of the substrate and spacers after ’

i " the spacers have been forrned as requrred by the asserted clanns of the ‘063 patent

F1rst, I consider whether or not AUO has provrded clear and convmcmg ev1dence that a

; .;1"‘:5 person of ordinary skill in the art would be moved to- combme Sugata and Tsuboyama at the time

v_ of the ‘063 patent’s invention. Dr Lowe testlﬁed that a person of ordmary skﬂl in the art would o

o

o have been moved to combme Sugata and Tsuboyama, because they relate to s1m11ar subject

matter and a pnmary obJ ect1ve of both references 1s to prov1de spacers that do not dlsturb L o

202
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s ahgnment or onentatlon of the hqlnd crystal molecules in the actlve area of the d1$play (RX-

v 158¢ atQ 536, 540)

Dr Lowe ] testnnony regardmg the s1m11ar objectlves of Sugata and Tsuboyama 1s

P supported by: the language of Tsuboyama, thch states “[t]he present invention further prowdes f i

| Ya l1qu1d crystal dev1ce showing good blstabﬂty and whlch is ﬁ'ee of onentatlon or ahgnment
. . defects over; the whole area of the dev1ce desplte spacers Wh]Ch are present w1thm the S

ferroelectnc hqmd crys J (RX 18 at 2 34- 38 ) One of Sugata s obJectxves is qulte snmlar -

| “[a]nother Obj ect of the present invention is to prov1de a dlsplay cell whwh keeps constant a- very_ : T
_ ‘small gap between eleetrode plates and gives display of good gradatlon and responsxveness e

e lthereby 10 prov1de a liquid crystal display panel in whlch ahgnment or orlentatlon of hqmd

crystal molecules is not d1sturbed on an 1mage dlSplay surface and Wthh shows excellent

-‘:",d1splay charactenstlcs ” (RX-15 at 2 51 58 )

Thomson urges that the references would not be combmed, in part beoause the method

d1sclosed by Tsuboyama is directed to a passwe matnx dlsplay usmg hqmd crystal modes highly

ot sensmve to ahgnment defects and Sugata is duected to an actxve matnx dlsplay that does not use . o

k h1gh1 y sensmve hqmd crystal mOdeS The ‘063 patent’s:detaJled descnptlon of preferred
embodlments clearly states ' L L

The present mventmn is not lmnted to only the assembly of liquid crystal dlsplay
. «.cells-but is also applicable to the assembly of any dlsplay cell having a bottom
" substrate 12 and a top substrate 14 that should remain closely and umformly
- vss-"i;spaeed apart such as field ennttmg dlsplays (FED’s), electrolummesce, ete.

".A(JX-I at 3:27-32. ) The foregoing passage does not hm1t 1tse1f to any part1cular type of ‘ L

FED or other d1splay

I concur vv1th AUO’s posmon that a person of ordmary sk111 in the art at the time of the ”

o "lnventlon of the 063 patent would be x‘n_ove_‘d‘ t0< combme_ Sugata a_nd .T suboyama to achJeve the' k
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, PUIPOSCS of the ‘063 patent’s mventlon, espemally as those two references dlscuss placement and o .‘

o ¥ f“the methods of formmg spacmg elements wrthm the d1splay cell

Next based upon the ev1dence before me, I fmd that Tsuboyama dlscloses mechamcal

. rubbmg of the substrate and spacmg elements aﬁer the spacmf ‘elements have been formed on N .o

' the substrate Refemng to Flgure 10, Tsuboyama descrrbes

CE Further, also on the other transparent base plate 82 transparent strrpe electrodes
- formed in such an arrangement as to cover, the gaps between the stripe electrodes
- Then, one or both of the base plates 81 and 82 provided with the stripe electrodes
103 and:104 are subJected to a um-ax1al onentatlon treatment such as rubbing, as
v desrred

N (RX 18 at 7 51-58, Figure 10) Clearly, Tsuboyama reveals mechamcal rubbmg after the spacrng

= elements have been formed on the substrate

‘ It is also clear that Tsuboyama teaches that ahgnment and onentatlon defects can be

- avorded by. prov1dmg rectangular spacers that are narrow na duectron perpendrcular to the

. ;Sugata also descnbes :

rubbmg d1rect10n, in other words, the spacers are amsotroprc in shape and rubbed along their .

) long axes. (See eg, RX—l 8 at Frgures 3B, 5 and 6 (two-headed arrow 3 12 showmg the rubbing

,dlrectlon along long axis b, of spacers 307) 4 49 51, 4 66 5 6 Do
Sugata also clearly teaches that the spacmg elements are not formed w1thm the actlve
area of the substrate For example Sugata reveals spacer members are dlsposed along the non- -

i f»v:-_‘transmlsswe members ”? (RX-lS at3:32-33, 3: 37 38 ) Regardmg Flgure 3a, shown supra,

In the quurd crystal dlsplay panel spacer members 6a, 6b 6¢, 6d .. are fixedon
_-row electrodes laa, 1ab ... (or on column electrodes 3a, 3b, etc., whlle not shown ‘-j ;
m tl:llS Flgure) on the electrode plate S through the insulating layer S5a. . : i

o (RX 15 at 3:47- 51 Flgure 3a) Sugata, thus descnbes the spacer members as bemg ‘ﬁxed in the _—

o non-actrve area of the substrate
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Regardmg asserted clann 17 whleh depends from cla1m 11 L ﬁnd that the record lacks

T clear and convmcmg ev1dence that Sugata m hght °f Tsuboyama dlscloses that the spacmg

l

elements are photohthographrcally formed AUO’s ev1dence on th1s pomt 1s the eonclusory - a
testnnony of Dr Lowe that Sugata teaches that the spacer members are phctohthographlcally
 formed. (RX 158C at Q 373 ) He makes no reference to any partwular language m Sugata to

. suppon hlS opml()n 28 ‘_

| Z‘Exammmg Sugata, I ﬁnd the followmg language referrmg to Figure 3
o "V-Spacer members 6a, 6b 60 6d, Letc. may be formed by vapor deposmon,
~-:-sputtering and the like with a mask having a predetermined pattern, or by formmg

- auniform film having a thickness substantially equally to that of the liquid crystal
. layer by vapor deposition, sputtering coating or the like and then patterningthe .

f lm through etchmg of portwns other than those formmg spacers
' . (RX 15 at 5: 44 51) (Emphasrs added.) While thrs language refers to “etching,” it does :
not speclfy a type of etchmg, nor does it revea.l photohthograpmcally formmg the spacrng '
elements, and there isno clear and convmcmg ev1dence offered to support a ﬁndmg that :
it drscloses that partrcular method.
: I note that the evidence is undlsputed that Sugata reveals each and every one of

the remammg elements of the asserted claims of the ’063 patent (See RX 1580 Qs
319—333 344 373 andRX 6)

Based upon all of the foregomg, I find that Respondents have produced clear and -

, convmcmg ev1dence that Sugata in light of Tsuboyama renders obvmus all of the elements of,{ e S

| "';"‘_'ﬁ_ﬂasserted c1a1ms1 2, 3 4 8,11, 12, 14.and 18 of the ‘063 patent Respondents have farledto‘ =

LB Thomson makes no effort to rebut Dr. Lowe’s opimon on th1s point. Thomson focuses on the argument that

' Tsuboyama does not reveal the proper sequence of mechamcal rubbmg (CX-4304C at Q 442-446 CDX-1351 )’ S




o prov1de clear and °° o

- H ' rand every element of asserted claun 17 of the ‘063 patent o

». nonobvrousness Thomson asserts that there is ample evrdence of commercral success of the S

g" ev1dence that Sugata m hght of Tsuboyama renders obvrous each : ‘

4, Secondary Consrderatlons

Thomson s Position: Thomson argues that secondary consrderatrons SUPPOrt

- clalmed mventlons in v1ew of Respondents’ wrdespread mﬁ'mgement Thomson says that o
’photohthographrcally formed anisotropic spacers located in non-actrve areas are nnportant toa

. successful drsplay cell in manufactlmng and i in the ﬁeld Thomson contmues that these spacers o

. are cntrcal to proper manufacturmg and utility in the field of dlsplay cells at issue. Thomson

' alleges that Dr Lowe adrmts that no one would ever fonn a dlSplay wrthout such spacers and that' 3

- yield is. wvery nnportant to compames hke AUO (Citing CX-4304C at Q 449 451 RX 636C at

Q. 21-23 RX-554C atQ 260 and CX—4348C 341:21- 23) Thomson says that Dr Wagner

conﬁrmed statmg that manufactures "live or d1e They need hrgh yleld or else they wrll go

_ under" and "[yield] is of central nnportance " (Crtmg CX-4345C 107:21- 108 6) Thomson adds

: there is no, evrdence of s1multaneous mventlon Thomson says that Respondents rely on Urabe

Tsuboyama, Mlyazakr and Lowe for snnultaneous mventron (Crtmg CX-4304C at Q 452-453) -

Thomson counters that none of these references antrclpates and two of the references are after :

the '063 patent's invention. (Id)

In 1ts reply bnef Thomson says that Respondents argue that secondaty consxderatlons do

' j not support non-o bvrousness argumg there 1s no showmg that the clmmed mventlon increases .' S

y1eld (AUO Br at 130; ) But Dr Lowe admltted that therr spacers functlon to maintain a *

_,umform cell gap (Tr at 1350 7-20, 1351:5- 1352 4) and that umform1ty provrded by spacers is:

cntrcal" to good y1eld which is "wery 1mportant" to manufacture of ﬂat panel drsplays (Tr at |




o ,F-placmg the burden on Thomson to go forward yvrth rebuttal ev1dence Wthh may mclude |

T AUO says that Thomson asserts commercral success, citing w1despread mfrmgement and

i }:,1352 ‘

. 434so at 107 21 108 6)

AUO’S POSlflﬂn‘ AUO argues that it has “presented a pnma facre case of mvahdlty o e

. ev1dence of secondary cons1derat10ns of n0n-obv10usness (Cltmg Pﬁzer Inc v Apotex Inc ‘

_‘480 F3d1348, 1360 (Fed Cu 2007))

AUO argues that Thomson s assertlons regardmg secondary consrderatlons are

“ _unsupported by the ev1dence and fa11 to rebut Respondents’ strong showmg of obvrousness

T i Respondents’ products m thrs mvestlgatlon (Citing CX—4304C at Q 449) AUO counters that .

Thomson has:adduced no evidence demonstratmg a nexus between the alleged commercml

.success and the features that allegedly dlstmgulsh the clarmed mventlon from the prror art. AUO » :
crtes T okai Corp:'v. Easton Enters Inc 632 F 3d 1358 1370 (Fed C1r 2011) to support its

posmon that such ev1dence is reqmred

AUO says that Thomson argues that spacers are’ crltlcal to the proper manufactunng and -

, ut111ty of the display cells, 01t1ng the testrmony of Respondents’ experts regardmg the 1mportance L

* of manufacturing yleld AUO says that the cited testrmony fails to satisfy Thomson s.

ev1dent1ary burden, because 1t does not demonstrate that the commeroral success of the accused

i products is attnbutable to featur 1 ot found in the pnor art AUO states for example Thomson '

3makes no showmg that the commerc1al success of Respondents’ products is due toa feature not ;
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. ;".VAUO ‘argues that obv1ousness of the clanned mven‘non is supported by the fact that,

‘ ;‘_:contemporaneously w1th the work of the ‘063 mventors many others in the ﬁeld of 11qu1d crystal

e dlsplays mdependently developed the same 1deas (C1t1ng RX—15 8C at Q. 544) AUO asserts that' £

S Respondents’ evxdence demonstrates that the mven’non was not beyond the level of ordmary Sklll
© inthe art and prov1des strong support for the conclusmn that the mventlon Would have been |

obv1ous AUO cites Ecolochem Inc V. S Cal Edzson Co 227F3d 1361 1379 (Fed Clr 2000) -

'~ tosay that the fact of near—srrnultaneous mventlon, though not determmattve of statutory

obvmusness, is strong. eVIdence of what constltutes the level of ordmary skrll in the art.
| Dlscussmn and Conclusnons Respondents have put forth a prtma facze case of
| obv1ousness, for asserted clalms 1 2 3, 4 8 11,12, 14, and 18 I ﬁnd that Thomson has failed
‘ to offer sufﬁment ev1dence of secondary oon31derat1ons to overcome the obviousness showmg
Thomson argues that photohthographlcally formed anisotropic spacers located innon-
- active. areas are critical to proper manufactunng and utlhty in the ﬁeld of display cells at issue;
* Thomson offers no evxdence to demonstrate a nexus between the asserted innovations of the ‘063

. patent and any specrﬁc indicia of commerclal success. Dr West’s testlmony is sﬂent on th1s

;‘.j'»pomt (CX—4304C at Q. 447—454 ) :.Dr West offers no ﬁnanclal datato support the argument o |

that the accused products are commerclally successful nor ev1dence estabhshmg -the nexus :
between the claimed invention and the alleged commerctal success, mstead, he merely clams B
that the use of the clanned spacers is “very 1mportant to manufacture of flat panel dlsplays,
.»rwhlch depends on y1eld ” (Id) In fact, Dr. West prov1des no ﬁgures that reﬂect an mcrease m_
sales or y1eld based upon: the claxmed mventlon of the ‘063 patent Dr West’s unsuppozted

h conclusory testnnony 1s 1nsuff101ent to estabhsh commerclal success A \ 3 i

/




In addltlon Thomson 5 commercxal success argument depends on a ﬁndmg that the

any of the accused products Therefore Thomson s commerc1a1 success argument necessanly

:C The 006 Patent. .
o 1. =::<Ant1c1patlon
ia N.‘Iatlsulno'to' | ) | o
leda/BenQ’s Posmom Q1sda/BenQ contends that Japanese Patent Apphcatmn 863- "
}_:%239421 (“Matsumoto”) anticipates. asserted claims 4,7, and 14 of the ‘006 patent. |
| E leda/BenQ asserts that the mclmed opt1ca1 mns of the compensatmg means in the only
0181]11 element that Dr. Escut1 dlsputes is dlsclosed by Matsumoto (Cltmg CX—4305C> at Q 15 8-

228. ) leda/BenQ argues that Matsumoto clearly d1scloses the inclined optical axis clatm -

Sectlon VI B znﬁ'a I have found that Thomson fatled to rove mt'rmgement of the ‘063 patent by .

lumtatlon (Citing RX-157C at Q. 286; RX-73 ) leda/BenQ notes that Matsumoto explams ST

that “1t is preferable to mchne the opt1ca1 ax1s” under some cucumstances (Cltmg RX—157 C at

- Q 287-288; RX-73)

Qisda/BenQ clalms that Dr. Escun’s mterpretatlon of Matsumoto is mconsmtent Wlth the R

5 speclﬁcatlon and c1a1ms of Matsumoto. (Cltmg RX-73 RX-157C at Q 281-284.) leda/BenQ
. asserts that Dr. Escuti conﬂates the two d1st1nct and very dlfferent meamngs of the word B :-t .
normal »? and tries to apply them mterchangeably to the term “mam v1ew1ng angle » (C1t1ng

'CX~43OSC atQ 190, 209-214)

leda/BenQ notes that Thomson asserted the same pos1t10n put forth by Dr. Escut1 during

‘ . 'reexammatlon of the ‘006 patent (C1tmg RX-81 ) Accordmg to leda/BenQ the Patent Ofﬁce




o reJected thrs posrtron, and mstead found clmms 4 and 14 ant1c1pated by Matsumot

e 82. )
» . both partles claun constructrons (Cltmg RX—157C at Q 268 3t ) leda/BenQ asserts that |

REAR . plates havmg parallel faCes the plates havmg orthogonal opt1ca1 axes (Crtmg RX 157C at Q

PUBLIC VERSION W

leda/BenQ clalms that Matsumoto scloss

“Matsumoto g scloses the addltlonal lmntatlon of 'alm 7, namely a parr of unlaxral blreﬁ'mgent

vvvvv

314 320 RX-73 ): Qrsda/BenQ clarms that Matsumoto dlscloses the remammg elements of
‘: claun 14 under both partles clalm constructlons (Cltmg RX-157C at Q 254-333 )29 B
) Thomson 8 Posmon Thomson contends that Matsumoto does not clearly drsclose all of
the lumtatrons of any of the asserted clalms of the ‘006 patent |

v Thomson argues that Matsumoto farls to dlsclose an inclined optlcal axis because |
Matsumoto teaches that the opt1ca1 ax1s has no mclmatron w1th respect to the normal (Cltmg
-‘ CX-4305C at Q. 158-216 ) Rather Thomson asserts that Matsumoto teaches that the optlcal axis
is perpendlcular to the dlsplay ahgned wrth the prmc1pal Vlewmg angle of the dlsplay (Id)

Thomson argues that 1ts posrtlon is consrstent w1th the drsclosure in Dr Yeh’s textbook (Crtmg

"’*’{JX-19 cx-4305c atQ 213)

Thomson clarms that leda/BenQ cannot meet 1ts clear and convmcmg burden because

L there are four drﬁ'erent translatrons of Matsumoto in the record that are each substantrally :

drﬂerent (C1t1ng CX—96 CX—97 CX-98 RX-73) Thomson asserts that the translatlon rehed

' upon by leda/BenQ is substantlvely drfferent than the other translatlons m the record, thereby

’ -callmg mto questlon Qrsda/BenQ’s mvahdlty argument. (Cltmg CX—43OSC at Q 199—207 )

% 1 note that in their reply briefs, AUO and CMI proVide arghrnents supporting Qisda/BenQ’s invalidity positions
with respect to each of the asserted prior art references. (See ARB at 51-60; CMRB at 42-45.) .

o210

(CitingRX-

o




PUBL_Io VE‘iis'lo_N L

,«,

Thomson asserts that’ Matsumoto does not d1sclose the reqmrement in elalm 4 that sa1d P

parallel faces aré parallel to sald main faces.”: (Cltlng cx-43osc at Q 217- 228) Thomson ‘ S

o claims that because the polanzer substrate and hq\nd crystal layer in Matsumoto are all parallel
'} | to one another the faces of the optlcal element cannot be parallel to the mam faces of the. 11qu1d } F'
| A ,‘crystal layer (Cxtmg CX—4305C at Q. 222, ) Thomson argues that Matsumoto does not
i anttmpate clatm 14 for the same reason, as elalm 14 reqmres that the first bneﬁlngent layer be ‘
: parallel to thei main faces of the 11qu1d crystal layer S » B
Thomson clalms that Matsumoto fa11s to ant1c1pate clalm 7 because there is no d1sclosure |
of orthogonal- optlcal axes. (Cmng CX-4305C at Q. 229-236.) . Thomson notes that Dr.'Yeh
relies on an mherency argument; but Thomson argues that there is no requlrement of orthogonal
optical axes. (Cltmg CX-4305C at Q 235 )
Dlscusswn and Conclusmns Based on the evidence i m the record I ﬁnd that
Respondents have offered clear and convmemg evidence that Matsumoto ant1c1pates claims 4
and 14 of the ‘006 patent. - I further ﬁnd that Respondents have failed to offer clear and |

convmcmg ev1dence that Matsumoto antlclpates c1a1m 7 of the ‘006 patent

. Before addressmg the substa.nce of Matsumoto, I must address Thomson s assertion that e

because there are four dlfferent translations of Matsumoto in the record, there is no clear
‘ ev1dence of mvalldlty Thomson does not offer evrdence that any one of the four translations is
more accurate than the others’ Thomson s expert relies on one translatlon the Isomlchr
translatlon, Whlle Respondents’ expert rehes on a dlﬂ'erent translatlon, the Inoue-Herrera .
. translatlon (CX-4305C at Q. 16d 168.)- Both the ISOmJChl translation and the Inoue-Herrera B |

'translatlon are certlfied translatlons of the Matsumoto reference (CX-96 RX-73 )
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I do not concur w1th"Thomson s assertron | that the mere fact that there are f ut dlfferent o e

translatlons of Matsumoto in the record demonstrates that Respondents cannot meet the1r burden e

; on mvahdrty Because nelther srde oﬁ‘ers ev1dence to dlscredlt e1ther of the certlfied translatrons .

‘ rehed upon by the experts I wﬂl look to both the Isonncht translatron and the Inoue—Herrara o

. .translatlon in my analys1s of Matsumoto

C1a1m 4 is the ﬁrst asserted c1a1m It depends from cla1m 3, whrch m turn depends from
E claJm 1 Thus Respondents must demonstrate that Matsumoto dlscloses the elements of clanns
- .1,3,and 4i in order to show antlclpatlon of claim 4. The ‘part1esr dispute whether or not -
Matsumoto discloses the limitation from clairn"l of the ‘006 patent that requires“‘th'e opt1cal axis
. of sa1d umax1al compensatmg means w1th negatlve bueﬁlngence have an mchnatlon with respect o
. ”to the normal (Z) to the main faces of sa;ld layer ” The parties agree that the language “with

..‘:respeet to'the. normal (Z) to the main faces of smd layer” refers to the dlrectlon that is.

R perpendlcular to the plane of the hqurd crystal layer (RX 157C at Q 278 280 CX—43OSC at Q.

164 165 ) Thus, the cla1m language reqmres that the optrcal axis 1s mchned with respect to the
dlrecnon perpendicular to the plane of the hquld crystal layer & E | |

I find that Matsurmoto clearly dlscloses thls claim element. In the Inoue-Herrara o
_ translatlon, cla1m 1. of Matsumoto dlscloses mter aha, ‘an optlcal elernent the optlcal axis :
dlrectlon of which is set to an angle of O"-3 0° from the dlrecnon perpendlcular to the substrates
and whlch has optlcal amsotropy with the oppos1te srgn as the optical amsotropy of the hqmd

crystal matenal[ ]” (RX 73 at AUO-THO 0179479 ) In the Isomlchr translatlon, cla1m 1 of

Matsumoto dlscloses, inter alza, “wherem the llquld crystal d1splay devme compnses an’ opt1ca1 |
element whose opt1ca1 amsotropy isofa dlfferent s1gn from the top1ca1 amsotropy of the l1qu1d

' crystal matenal d1sposed between the pa1r of polanzmg ﬁlms so that the d1rect10n of i 1ts opttcal
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o ax1s is set at 0° 30° ﬁ‘om the dlrectlon perpendlcula.r to the substrates ” (CX-96 at -

THOM00064416 )

p :‘In addltlon, the spectﬁcatlon of Matsumoto contams the followmg passage from the

R Inoue-Herrara translatlon

. ’Ihe dtrectlon of the optlcal axis of the optlcal element may be perpendmular to -
- «the substrate if a sufficient electrical field can be applied to the liquid crystal layer .
.50 that the- llqmd crystal molecules stand approxunately perpendicularly to the C
- substrate;, but it is preferable to incline the optical axis if a sufficiently high -
.~ voltage cannot be applied due to multiplex driving or other limitations- anSmg e
- +from the driving circuit. However, when this angle is 30° or higher, the tinting’ of R
.. the light-shielding segment becomes severe, which makes it 1mp0331ble to achleve 1
o sufﬁcwntly high contrast S0 thls is avo1ded : z

A (RX-73 at AUO-THO 0179481 ) The same passage from the Isomlch1 translatlon reads

L The d1rect10n of the optlcal axis of the optical element may be perpendicular to
.. - the substrates when a sufficient electric field is applied to the liquid crystal layer

- and the liquid crystal:molecules are standing substantially perpendicular to the ]

. . substrates; but the optical axis is preferably tilted when a sufficiently h1gh voltage .
' cannot be applied due to multiplex driving or other drive circuit related SRS
© -1estrictions. Allowing this angle to be 30° or greater, however, should be av01ded R

""" as it would intensify the coloring of the light-shielding segment, and make it L
- impossible to achieve a sufficiently h1gh contrast ' :

o (X% at THOM00064420))

" The above-quoted language from both Matsumoto translatlons demonstrates that . 3
L f‘Matsumoto dlscloses that the opttcal axis of the “optwal elemen (i.e: the uniaxial I_c:ompensating
- . 'means) is set at an angle ranging from 0° to 30° from the “dll‘CCthIl perpendicular to the
2 T substrates” (1 e. the normal to the mam faces of the hqmd crystal layer). (RX-157C at Q 282
288 ) ‘This chsclosure is. sufﬁment to meet the mclmed opt1cal axis hrmtatlon of clalm 1. (Id )
| Dr Escun opmes that c1a1m 1 of Matsumoto does not clearly d1sclose the mclmed opt1ca1

- a:us 11m1tat10n of cla1m 1 because the c1a1m language in the Isomleh1 translanon is not clear

(CX-4305Cat Q. 202 ) SPECIﬁcally, Dr Escut1 states that the referenee to “its optlcal axis is set

,'_;_2:13
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is addressmg the opt1ca1 axis of the hquld crystal matenal or the optlcal ax15 of the opt1ca1

. element. (ld) Because the claxm could be refemng to the opt1ca1 aJus of the hquld crystal

‘"ﬂi.},_,matenal Dr. Escut] opines that thls isnota clear dlsclosure of the mclmed opt1cal axxs element.'

I do not concur Wlth Dr Escut1 s opmlon I ﬁnd that the language of cla1m 1 from the

"':;? Isormch1 translatlon - wherem the 11qu1d crystal dlsplay dewce compnses an optlcal element |
':whose optwal amsotropy is of a dlfferent s1gn from the top1ca1 amsotropy of the hqmd crystal
E matenal d1spcsed between the pan' of polanzmg films so that the d1rect10n of its optlcal a:us is
set at 0°-30° from the direction perpend1cu1ar to the substrates” — clearly refers to the optical axis
of the optical. element and not the opt1ca1 axis of the hqmd crystal matenal (CX-96 at

i :"THOM00064416 ) Moreover claim 4 of Matsumoto depends from c1a1m 1 and dlscusses “said

‘ ':.:1‘.;:- : optlcal element’s opt1ca1 axis,” thereby refemng back to the opt1ca1 axis from c1a1m 1 and
Y, . prov1dmg addltlonal support that the optlcal axis discussed i in clalm 1 is the opt1ca1 axis of the
o 0pt1ca1 element (Id at THOMOOOGM17) - o : _

' The partles dispute whether or not Matsumoto dlscloses the lumtatlon added by claun 4 -'_' )
that rec1tes--‘;:fsa1d parallel faces are parallel to said main faces.” . The “said parallel faces”
language isa reference to claim 3, which requlres sa1d compensatmg tneans compnses a.

- birefringent. plate w1th parallel faces ” The “smd main faces language isa reference to the main
faces of the 11qu1d crystal layer, Thus, clalm 4 reqmres the compensatmg means to be parallel to

the 11qu1d crystal layer. -

I ﬁnd there is clear ev1dence that Matsumoto dtscloses the hmltatlon of claJm 4

i Matsumoto dlSClOSCS ﬁgures in, the apphcatlon (See RX 73 CX-96 ) Flgure 1 of Matsumoto is

R ,2_,1'4

_:at 0°—30" ﬁ'om the dlrectlon perpendlcular to the ‘substrates” does not 1dent1fy whether the c1a1m ) s




w £ ﬁgures, the opt1cal element 1s shown lymg parallel to the plane of the hqmd crystal layer (Id
R ,~,RX-157C at Q 301302 y i '
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‘ _' _descnbed asa cross-sectlonal v1ew of a bas1c example of the present mventlon, wh11e F1gures 2-4'

- are descnbed as cross sectlonal v1ews of other examples of the mventlon (Id ) In each of these

In addltlon, Matsumoto d1scusses the relatlonshlp between the product of the optlcal

a amsotropy and tlnclcness of the optlcal element and the product of the optical amsotropy and

i tlnckness of the hqmd crystal layer, and how 1t is most eﬁ'ectlve if those two products v B

iy u.approxnnately equal (RX 73 at AUO-THO 0179481 CX-96 at THOM00064419 ) As Dr. Yeh .
explams these equatlons presented n Matsumoto only work 1f the llquld crystal layer is parallel o
to the optical element. (RX-157C at Q. 304) | S

| Thomson and its expert d1spute that the optwal elcment in Matsumoto is parallel to the |
.'““‘hquld crystal layer Dr Escuti focuses on the fourth embodlment in Matsumoto whlch is the
,_-“"embodlment that Dr. Yeh rehes upon to show the mchned optlcal axis 11m1tat10n from claim 1.

.' (CX-4305C at Q 219. ) Dr. Escuti opines that the fourth embodiment requlres ‘that the opucal
| element is tllted by 15° as compared to the hqtud crystal layer (Id at Q 222~223 ) :

- " Dr: Escuti’s opinion is based on the mcorrect assumpnon that the prmmpal vxsual angle” .

.,,mpstbe perpendicular to the mam faces of the liquid crystal material. (/d. at Q. 190, 222-223.) 1 -

find that Dr, Escuti’s position is inCOrrect for all of the reasons described in Dr. Yeh’s credible

R testlmony (RX -157C at Q 305 311 ) Spec1ﬁcally, Dr. Yeh notes that Dr Escutl’s posmon is

e contrary to the plam language of clamls 1 and 4 of Matsumoto whlch allows the mam v1ewmg

v -angle to be somethmg other than perpendlcular to the mam faces of the liquid crystal matenal

v ,‘:E ,(Id at Q 306 307 ) Dr Yeh explams that Dr Escut1 s conclusmn that the opt1cal element in- )

Matsumoto is tllted goes agamst common sense demgn pnnc1ples for prowdmg compensatlon |

T




E support in an of the ﬁgureS_Of Mats“mom (See CX'% RX-73 )
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L ,drscloses an optrcal element that is tdted at an angle compared to the liquid erystal_layer ﬁnds no ﬁ'-

Beyondthe above-descnbed arguments Thomson offers no argument that Matsumoto . |
_ does not antlcrpate cla1m 4. Respondents oﬁ‘er undlsputed ev1dence in the form of. expert |
B : testlmony from Dr Yeh that all of the lumtattons of claun 4 are dlsclosed in Matsumoto (RX

157C at _Q; 68 311 ) I ﬁnd that Respondents have offered clear and convmcmg ev1dence that

Matsumoto antre1pates clalm 4 of the ‘006 patent ‘regardless of whether the Inoue-Herrara

o vtranslatmn or the Isonuchl translatlon is relied upon

The next asserted clalm 1s clalm 7, which depends frorn elalms 1 or2. Claim7 requires

“ thatthe‘ 4 eompensatrng means' eompnses a pair of umax1a1 b1refnngent plates, each of sa1d

E bueﬁ'mgent plates having parallel faces sa1d bneﬁ'mgent plates havmg orthogonal optlcal axes.”
_ The pames dlspute whether or not ﬂllS hm1tat;ton is present in Matsumoto

1 ﬁnd that Respondents failed to offer clear and convmcmg ev1dence that Matsumoto

antlclpates olalm 7 of the 1006 patent In test1fymg that this element is met by Matsumoto Dr. -

o - Yeh states that “[a] person of ordmary sk111 m the art would understand that when two opt1ca1

-velernents are utlhzed, the second optrcal element is usually rotated 90 degrees around the z-axis -
g relatlve to the first element (RX 157 C at Q 3 17) (emphas1s added) Dr Yeh adds that
: “based on my expenence thh compensatmg ﬁlms 90 degrees is the most popular cholee for the .

arrangement of two compensatmg elements ? (Id at Q 318 )

It appears that Dr Yeh’s oplmon s that the “orthogonal optrcal axes” hmltanon S0
i '-"”fmherenﬂy present in Matsumoto as) he eltes to no place in Matsumoto that expressly dlscloses

. thls 11m1tatlon (RX 157C at Q.3 17—320 ) A pnor art reference ‘may mherently dlsclose a clann |

(Id. at Q 308 311 ) Moreover Dr Escut1 S posmon that the fourth embodlment of Matsumoto' e




e that the m1ssmg descnptlve matenal is necessanly present, not merely PTObabIY or P"SSlbly

11m1tat10n 1f the cla1m 11m1tat10n 13 necessamly present 1n the pnor art reference Trmtec Indus

Inc V. Top-USA Corp 295 F 3d 1292 1295 (Fed Clr, _“Inherent antxcxpatlon requnes_

_ i T
e present 1n the pno att_ ’) (c1tat10n omltted) Dr Yeh’s testxmony does. not estabhsh that the

3

axes =hnn’tatlon is necessanly present at: most, his testlmony estabhshes tha,t -

“ ’1t is: usually presen «(See CX—43OSC at. Q 234-235.) Such testlmony is. msufﬁclent to ﬁnd the ¢ .

» .:,hmltanon is mherently d1sclosed in Matsumoto
The last asserted cla1m is clarm 14. Respondents™ expert Dr. Escut1 opmes that

. Matsumoto does not antmpate c1a1m 14 for the reasons already addressed supra w1th respect to B

__ clalms 1 and 4 (CX—4305C at Q 237-240 ) For all of the reasons dlscussed w1th respect to -' s
claims 1 and 4 I do not concur with Dr ‘Escun’s opnnonregardmg clalm 14 - Based on—the L

E credxble tesnmony of Dr. Yeh, I find that espondents have offered clear and convmclng

- ‘ev1dence that Matsumoto antlclpates clann 14 (RX 157 C at Q 321-332. )
Based on the foregomg, 1 ﬁnd that Respondents have offered clear and convmcmg

ev1dence that Matsumoto antlclpates clalms 4 and 14 of the ‘006 patent

. b Scheuble e e | o |
Qrsda/BenQ’s Posmon Q1sda/BenQ contends that asserted clarms 4 7, and 14 are
-«:antlmpated by U S Patent No. 6,327,010 (“Scheuble”)
. leda/BenQ notes that Thomson argues that Scheuble falls to disclose the. followmg |
hnntatlons of clalm 4 ‘umaxml > “inclined opt1ca1 ax15 ;7 “plate;” and “compensatlon layer has
parallel faces » (Cltlng CX—43OSC at Q. 244-319, ) Q1sda/BenQ assérts that Scheuble expressly

| f ,:-{ d1scloses a “umaxxal opttcally negatwe compensatlon layer.” (Citing RX-75 RX- 157C at Q




, 35___ 357 ) leda/BenQ argues that th1s dlsclosure 1s 'sufﬁc1cnt to demonstrate thatthe “umax1al” :

_ "':;hmltatlon is sattsﬁed (Id)

leda/BenQ states that Scheuble dlscloses an mclmed optlcal

is? when 1t states that
ke the “optlcal ax1s correspondmg to this lowest refractlve mdex can form an angle of 2° less than 7

) -less than 60° w1th the surface of satd second substrate » (Cltmg RX-157C at Q 374-375 RX- 75 :

; both partles construct1ons (Cltmg RX-157C at Q 377—379 381 RX-75 at 8: 58 -67.)
’ Q1sda/BenQ asserts that Scheuble dtscloses a b1refr1ngent plate w1th parallel faces as .

o rectted in clalm 3.-Qisda/BenQ clauns that th1s is disclosed when Scheuble rec1tes “the hqu:d- B

». ,at 10 47 51, Abstract) leda/BenQ asserts that Seheuble d1scloses the “plate” element under e

crystallme compensatlon layer and the liquid-crystal layer servmg for mformatlon dlsplay are ST

k

- -arranged between plane-parallel substrates provxded w1th ahgnment layers ? (Cltmg RX-15 7C at

. Q 378 379 RX-75 at4 9-12)

leda/BenQ clauns that Scheuble d1scloses all of the 11m1tat10ns of ela1m 7. Speclﬁcally, f-'i
Q1sda/BenQ states that Scheuble dtscloses use of a Bablnet-Soleﬂ compensator, Wthh is formed

""‘by two luxtaposed bxrefrmgent plates w1th perpendlcular opttcal axes. (C1t1ng RX- 157C at Q

| 369 371, RXT5 at3 43-48 Vo
leda/BenQ argues that Scheuble antlclpattbS Clalm 14 Accordmg to Q1sda/BenQ, '
Scheuble d1scloses the “ﬁrst bneﬁmgent layer” under both partles conSWCtlonS (C1t1ng RX-
_  ‘:1570 atQ 403, RX-7S at 3:48- 51 5 ‘.

S Thomson s Pos1t10n Thomson contends that Scheuble falls to anttc1pate any of the o “ L

- r-asserted claims of the ‘006 patent
Thomson claims that Scheuble dlscloses a very dlfferent compensanon scheme than

o found inthe ‘006 patent Accordmg to Thomson Scheuble d1scloses eompensatmg the LCD B

s




5 when httle or no voltage is apphed to the 11qu1d crystal (Cltmg CX-4305C at Q;f. 247 ) Thomson 2 :

o clmms that i m that state the hqu1d cr}'stal molecules remain tw1$ted and they do not have erther a': v

G posmve umaxral property or an optleal axrs under e1ther proposed claun constructlon (Id ) As a -

| -result, Thomson beheves thata compensator Wi tha nega‘nve umaxral property will not

: :compensate the hqmd crystal layer (Id)

Thomson argues that Scheuble does not drsclose umaxral compensanon (Crtmg CX—

o 43 05C at Q 271 RX 75 ) Thomson pomts to all of the portrons of Scheuble rehed on by

Qrsda/BenQ and asserts that none of those portlons actually drsclose umax1a1 compensatron as -

. requn'ed by clalms 4, 7 or 14 of the ‘006 patent. (C1t1ng CX-4305C at Q 269-298 RX-75 )

Thomson asserts that Scheuble fails to drsclose the addltlonal elements requlred by clatm L e

3. (Crtmg CX—4305C at Q. 299- 310 ) Thomson asserts that Scheuble falls to drsclose the

- addltlonal element of cla1m 4 (Cltmg CX-4305C at Q 31 1-317. ) Thomson asserts that

i Scheuble does not drsclose the. addltlonal element of c1a1m 7 because there 1s no dlsclosure of

_ orthogonal optical. axes. (Cltmg CX-4305C at Q. 320-331.) -For the reasons already descnbed

~ --with respect to clalms l and 4, Thomson argues that Scheuble does not antrcxpate clalm 14

" (Citing CX-4305C at Q. 332337)

Dlscussmn and Conclusmns “Based on the evrdence in the record, I find that

: aRespondents have farled to offer clear and convincing ev1dence that Scheuble antlclpates any of
the clalms of the ‘006 patent | |

I ﬁnd that Respondents have fatled to offer clear and convmcmg ev1dence that Scheuble

ks b antlcrpates claim 4 Clalm 4 depends from clalm 3 Clatm 3 requnes that the compensatmg

S ’means compnses “q brreﬁmgent plate w1th parallel faces 71 de not. construe “plate *but the .

partles oﬁ"ered proposed constructrons for the term Thomson asserts that ¢ plate means ‘a layer




‘. X ':.

dents assert that “plate” means “a

o of optlcal compensatlon ‘material.” (CIB at 69 ) Res‘
smooth, ﬂat, relat1ve1y thm ngld body of: umform th.leIICSS - ?(AIB at 103-104 ) I ﬁnd that

o under e1ther proposed constructlon, a plate” must be' a sohd, and not a 11qu1d

.‘379) That passage remtes [

he 11qu1d-crysta111ne compensatlon layer and the 11qu1d-crysta1 layer servmg for

| . alignment layers

: "-..\'-{(Rx-75at4912) ¥ . e

. Dr Escuti testlﬁed that “It]he mdlcatmn that the two substrates mclude ahg:ment Iayers, S

e however, indicates that the hqmd-crystallme compensatlon layer isin facta lxquld, smce ‘_

o ahgnment layers .are not used w1th sohd materials. (CX—43OSC~atQ 303 ) Dr Escut1 also B
| explams that Scheuble dlscusses ahgnment layers Wlth respect to Frgure 21(a) also mdlcatmg

. ~that the coxnpensatmn layer isa hqmd (Id at Q 306. ) I ﬁnd that Dr Yeh does not prov1de any .
adequate rebuttal to this testlmony (See RX-157C at Q 379-381) °

Dr Yeh also opines that “Scheuble.. dlscloses that glass substrates may be used at the ‘

To meet claml 3, Dr. Yeh c1tes to column 4 lmes 9 12 of Scheuble (RX 157C at Q

information display are arranged between plane-parallel substrates pronded wi th L

~ endof colm 8.” W(RX-I 57C at“Q'.' 3.8'1'.) 'Scheuble mclud‘.?§ the followmg dlsclosure at the end‘ ST

. of column 8:

.. . The compensation layer shown in FIG. 17 comprises 8 cells having a thickness of
"2 .mu.m and filled with the same liquid crystal as the addressable liquid-crystal .
‘layer. However, an arrangement of this type is generally not preferred due to the *
.+ ‘large number of substrates and alignment layers required in practice, withthe . -
~ disadvantage on the one hand of the high cost of producing the system and on the
other hand the significantly reduced overall transmlssmn due to the large number
of glass substrates and allgnment layers.

* (RX-75 at 8:58-67.)
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o As Dr Escutl notes, the glass substrates referred to in th1s passage are not compensatlon

- L layers, they are glass substrates that enclose 11qu1d eompensatlon layers (CX—4305C at Q 309.) |

| Thus, I ﬁnd that the above-quoted passage does not support Respondents’ posmon Therefore I A

v » ﬁnd that Respondents have falled to offer clear and convmcmg ev1dence that Scheuble drscloses 8

. a “plate” as requlred by cla1m 3
h I ﬁnd that Respondents have falled to offer clear and convmcmg ev1dence that Scheuble
- anticipates clalm 7. Clarm 7 depends ﬁ'om claims lor2 and requires that the compensatmg
: means compnses a parr of umaxral blrefnngent plates... e Dr. Yeh relies “on Scheuble’ s B
:'drselosure of the use of one or more compensatlon layers For the reasons dlscussed supra w1th .
- respect to cla1m 4 1 ﬁnd that the compensatlon layers of Scheuble are not * plates required by B
-~ claim 7. (CX-4305C at Q. 320 ) | b |
“Ifind that Respondents have fa11ed to oﬁ‘er clear.and convmcmg ewdence that Seheuble :
3ant1c1pates ela1m 14, Clarm 14 requires * “means for provrdmg a voltage across the hqu1d crystal ‘ b_
layer » The ‘006 patent specrﬁcanon descnbes the “present invention” in the followmg manner:
o The present invention relates to electrically controlled electro optical devrces that
renable the display of images, directly by transmission on a panel that modulates . -
,~light or indirectly by projection on a screen. The invention relates more - "
particularly to devices making use of a liquid crystal placed between two crossed
- polarizers and having a twisted nematic structure when there is no modulating .

e - electrical field. In this configuration, the transparency can be made to decrease
-when the hqutd crystal cell is subjected to an mcreasmg electncal voltage

(JX-4 at 1:8-18. ) Thus I ﬁnd that claim 14 requires the compensatlon to be perforrned when

S .'Jthere isa voltage provrded to the 11qu1d crystal layer Dr. Escutl fefers to this’ asa' normally

R whrte display.” (CX-4305C at Q 246 )
Dr Escutx testrﬁed that unhke the ‘006 patent, Scheuble dtscloses a compensatmn R

l

R scheme where “the compensa‘non layers...are compensattng the entue brrefnngence of the hquid »

o221




d1fferent compensatlon scheme from that ¢ auned in clalmed [szc] 14[ ]” (Id )v ¥

R the electr00pt1ca1 systems accordmg to the- mventron from conventtonal systems (RX 75 at o

U 16 55 -60; CX-4305C at Q 277-27 8.) Therefore thls portron of Scheuble relied on by Dr. Yeh

‘.:i’;:-»fii-fivdlsplays (Id)”, o

| : leda/BenQ asserts that Dr. Escutl is wrong on all counts

- crystal 1ayer when 1o or neghgxble voltage is supphed 1n a normally black dtsplay cel » (CX-

43OSC at Q 336 ) Dr Escun therefore opmed that Scheuble is teachmg “a fundamentally

Dr Yeh opmed that Scheuble dlsclosesa normally whlte dlsplaz asrs found in the ‘006

i patent Dr Yeh c1ted to the portron of Scheuble that he clalms dtscloses the normally wh1te ) T ’_ |

. drsplay (RX 157C at Q 365-366 ) The portlon of Scheuble rehed on by Dr Yeh is descnbmg a
' “‘f-“Convenuonal TN dlsplay,” as opposed toa “Dlsplay accordmg to the m"enﬂ"n » (Id )

Scheuble makes clear that the portlon of the spec1ﬁcat10n rehed on by Dr. Yeh is dlstmgurshmg

- } does not: support the eonelus1on that the mventton m Scheuble may be used w1th normally wlnte

~Based on the‘ foregomg, I ﬁnd that Respondents failed to offer clear and convmcmg
: ev1dence that Scheuble antlclpates any of the asserted clanns of the ‘006 patent

. Arakawa |

. Q da/BenQ’s Posrtlon leda/BenQ contends that asserts cla:lms 4 7, “ond 1 4 5 fthe ;]‘:. .
‘ " ‘006 oatent are ant1c1pated by U S. Patent No 5 189 538 (“Arakaw ,) T

‘ Qrsda/BenQ notes that Dr. Escutl testlﬁed that Arakawa falls to disclose the followmg

v‘ : elements of dmm 4: “unjexial, ¥ “mclmed OPtlcal axrs » “layer of tW1sted nematic liquid crystal oo
: \_“plate » and “compensatlon layer has parallel faces ” (Cltmg CX—4305C at Q. 345-377. )
leda/BenQ states that Arakawa dlscloses both umax1al and blamal compensators, :: . S

e thereby meetmg both partres constructlons (Cltmg RX-157C at Q 430-431 J) Qrsda/BenQ

o
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clarms that one of ordmary skrll in the art readmg Arakawa would understand Arakawa to.

o ‘dlsclose aumaxral compensator (Cltmg RX 157C at Q 430-4 433 _RX 74 at 1 :67-2: 37,4 35-37

- 8:48- 51)

leda/BenQ asserts that the compensator in Arakawa is ﬁlm (A) and that Arakawa

. 't:"f-gteaches that ﬁlm (A) has an optrcal axrs that can be t11ted at drﬁ'erent angles relatlve to the

normal (Cltlng RX—157X at Q 440-443 446-447 ) For example Qrsda/BenQ cites. to a portlon o

v;\vof Arakawa that allegedly discloses that ﬁlm (A) has at least one optlc ax15 at an angle ofnot )

S imore than 45 degrees with respect to the normal (Citing RX-74 at 1:67-2:37. )

Qrsda/BenQ argues that Arakawa drscloses “twisted nematrc liquid crystal” when it states" L

' that “the present mventron provrdes 11qu1d crystal drsplay using twisted or super twisted nematic
liquid crystals ” (Citing RX—74 at 3 67-4 5; RX- 157C at Q. 421.) Qisda/BenQ argues that there -: , |
isno Justlﬁcatlon for Dr. Escut1 s opinion that Arakawa is limited to. normally black dlsplays |
| (Cltmg CX-4305C at Q 346 RX-157C at Q 435 ) Qrsda/BenQ asserts that Arakawa S
dlsclosure of an analyze dlscloses the presence of a second polanzer to one of ordinary sk111 m

the-art. (C1t1ng RX-74 at 7:52- 58; RX-157C atQ 424 428)

leda/BenQ contends that Arakawa dlscloses'the addrtronal hnntatlon of claim 7 because o
. Arakawa discloses that film (A) can be composed.of two ﬁlms w1th.opt1cal axes at nght- angles,
_ (Cltmg RX—157C at Q. 453; RX-74 at 2:29- 33 8 :48-51 ) stda/BenQ argues that Arakawa J
‘antlclpates clalm 14 for all of the reasons drscussed w1th respect to claim 4, (Cltmg RX-157C at
Q 460-469, 471478 | | i
| Thomson’s Posrtlon Thomson contends that Arakawa does not anticipate any of the -

_ asserted claims of the ‘006 patent

223 .
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i;l“homson argues that Arakawa fa11s to dJSClOSC the two polanzers reqmred 'b s clai

as the second polanzer, but thrs 1s a reference to the ﬁrst polanzer shown in Frgure 1 (C’tmg

cx-43osc atQ 3s5)

‘,"‘,Thomson clalms that Arakawa fa.lls to drsclose a “umaxral compensatmg means Wlth '

negatlve b1refnngence under e1ther srde s constructrons Thomson argues that ﬁlm (A) of

i Q. 364 RX 74 at 6:37-41; 9:60-10:4; CX-4093.). Thomson argues that Arakawa does not |

disclose that film (A) is umax1a1 negatlvely b1refnngent w1th an mclmed optlcal axis. (Crtmg
CX-4305C at Q. 373 ) Thomson also clalms that Arakawa teaches a compensation techmque
that is contrary to the techmque descnbed and cla1med in the ‘006 patent (Cltmg CX-4SOSC at |
ey SO e ,\
. - With regard to claun 14 Thomson adds that Arakawa farls to dlsclose perpendlcular - _
v‘ ! bpolanzatlon directions. (C1t1ng CX—4305C at Q 381 ) Thomson notes that leda/BenQ raises |

iy _' an mherency argument but Arakawa does not necessanly dlsclosed crossed polanzers (Cltmg -

""'cxasosc aQ.382)

| Discussion and Conclusions: Based on the evidence in thearecord I find that
“ Respondents have fa:lled to offer clear and convincing ev1dence that Arakawa ant1c1pates any of N

{' the assexted cla1ms of the ‘006 patent. | |

\

Asserted claims 4 and 7 both depend from clamr 1 Clarm 1 mcludes the requrrement that

e _there is “a layer of tw15ted nematlc 11qu1d crystal placed between two polarrzers[ ]” Asserted ,.

co v clmm 14 also requires a layer of tw1sted nematlc l1qu1d crystal placed between 2 ﬁrst and second

bpolanzer .,

. 224

R ','(C1t1ng CX—4305C at Q 350 ) Thomson states that Dr. Yeh refers to the “analyzer m'Arakawar - |

Arakawa is: not capable of performmg a compensatmg functlon by 1tse1f (Cltmg CX-43050 at - o




I find that Arakawa fa.lls to clearIy dlsclose the use of two polanzers Flgure 1 of

' Arakawa, which is “a schematlo view of a hqmd crystal drsplay cell in accordance with one“_'_“:v - ;

: embodlment of the present mventlon,” only shows the use of a smgle polanzmg sheet

A - AR
r ~ L

%%‘Tm//(/(
SRR (Y P - I LKUID CRYSTAL CELL
R |
(RX-74 at~2:63-65, Fig. 1.) Lik"ewise,”aﬂ of the claims of Arakawa only disciOse the use of one
polarizing sheet (RX 74 at 10: 10- 65. )
Dr.-Yeh cites to the following passage from Arakawa to support his opm10n that Arakawa .
discloses the use of two polanzers _
When biaxially stretched polystyrene film was inserted between an STN liquid
crystal cell and an analyzer with the above-obtained stretched PC film being used
as a protective film of a polarizing sheet of an analyzer, side on the side to the
liquid cell, the viewing angle greatly increased, and the dlsplayed image could be
clearly seen even at an inclination of 50° C. or more. ‘
(RX-74 at 7:52-58.)
Dr. Yeh testified that the “analyzer” disclosed above serves as the second polarizer. (RX-
V 157C at Q 425—426 ) Dr. Yeh also cites to his textbook as ev1dence that one of ordmary skrll in
' .the art would understand that a second pola.nzer is eommonly referred to asan analyzer (Id at
Q. 427-428. )
- Dr. Escutl testlﬁed that he does not beheve that Arakawa discloses the use of two -

© polarizers. Dr. Escuti prov1ded the following testimony as support for h1s’ opinion:
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Flrst of all, the reference to an analyzer in Arakawa isa referen e - to the polanze 3
shown in Figure 1. Second of all, it is not the case that a birefringent optical
system necessarily requires two polarizers. Arakawa therefore does not -,

 inherently disclose two polarizers, Third, the examplés in Arakawa usea -

" "polarized laser as the. light source, so the reference toan analyzer does not

o tmdlcatetwopolanzers o ‘ “ _. R

- (CX-43050 at Q 355. ). Dr Escut1 added that the evrdence supports the conclusron that the

"-~Arakawa compensatron scheme only requlres one polanzer (Id at Q 358 ) .

. I concur wnh Dr. Escutr that there is no mdlcatlon in' Arakawa that two polanzers are ‘

L :necessary to practlce the dlsclosed mventlon (RX 74 CX-43OSC at Q 353 358 )1 ﬁnd that the

passage rehed on by Dr Yeh does not clearly dlsclose the use of two polanzers Flrst, Whrle Dr - »
..Yeh asserts that the reference to an “analyzer” shows that there are two polanzers I find that
such a drselosure is not found in Arakawa and is not clear based on Dr Yeh’s testnnony and hrs S N
- reference to h1s own textbook (RX 157C at Q 426-428. ) Second eyen ifan" analyzer could
 be consrdercd a polartzer, I find that the above quoted passage from Arakawa is amblguous

) regardmg whether or not two polanzers are actually used and thls amblgurty is further supported’

by the experts” differing opinions on what the passage at issue’ actually d1scloses (RX 157C at

. Q425 CX-4305C at Q. 355.)

1 find that Arakawa fails to drsclose the “umax1a1 compensatmg means w1th negatrve

brrefnngence” of clarms 4 and 7 and the “brreﬁ'mgent Iayer that prov1des uniaxial negative

bu'efnngence” of claim 14. Arakawa drscloses the use of ﬁlm (A) and film (B) as compensators _

b-—‘?%::f’cannot meet the negatwe brreﬁmgence requlrement (RX'74 at 3 545 6, 10 21'23 ) Dr Yeh

e Dr Yeh pomts to the followmg passage in Arakawa as support for the posrtlon that Arakawa

ffw_but ﬁlm (B) is clearly 1dent1ﬁed as “havmg a pos1t1ve umaxrally brreﬁmgence meanmg 1t

;";“_v"therefore relies on’ ﬁlm (A) as meetmg thrs clann hrmtatron (See eg., RX-157C at Q 431-434 ) N -

' i dlscloses these hmrtatlons ‘
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L retardatron

R (RX 74 at 3: 30—36)

‘Zi”i‘“c‘m"um“d Wlth Respondents’ POSIUOD that hght w111 not expenence bnefnngence if 1t is travehng

o }alongﬁﬂthe optrcal axrs (RX 157C atQ 45 52 Tr at 374:13-17.) Iﬁnd that Arakawa S

Tk »{contrary to’ the adopted constructron of- “umaxral” and contrary to Respondents’ arguments

supportmg that constructron.

- .~claimed compensation requtred by the 006 patent. As Dr Escutr notes, film (A) does not 3

L ‘rFrlm (A) accordmg to the present mventron, whrch has an optrc axis perpendrcular e
7 to the film surface, has a birefringence of approximately zero, i.e., a retardation of ~ -
- .. nearly zero, in the direction perpendicular to the surface and, therefore it takes -
" place blrefnngence propertles wrth an mclmed mcldent beam whrle varymg 1ts

: I construed “umaxral” to mean “havmg a srngle optrcal ax1s ” In constrmng “umaxral "1 :;;;

Sk dlsclosurethat ﬁlm (A) hasa brrefrmgence of “approxrmately zero” along the optlc axisis } | ‘f Y o

In addrtlon, I ﬁnd that Respondents failed to demonstrate that ﬁlm (A) alone provrdes the *

g perform the. compensatmg function itself} mstead the compensatron is only performed by the |

” Hfolloxmng.

f'_.._.,(cx-4o93 atTHOM00128310 11) L

| euidenee that Arakawa anhcrpates any of the ‘asserted clarms of the ‘006 patent. o

combmatron of film (A) and ﬁlm (B) (RX 74 at 6: 37-41 9 60 10:4; CX-4305C at Q 367.)

. Th1s is further emphasmed in the prosecutron history of Arakawa, Where the apphcant stated the - o o

- As set forth in the present specification, an object of the present invention is to -
. ~remove the viewing angle dependence of a hqmd crystal display, that is, to
decrease the relation between retardation and viewing angle of the film. The
.. - present invention achieves these objects by the use of a film (A) in combination .
- with a film (B). The smgle use of a film (A) ora film (B) cannot achievean ..
5. enlargement of the viewing angle of a liquid crystal drsplay (LCD) as shown the ‘ Sl
;comparatlve example of the present specrﬁeatlon : '

Based on the foregomg, I ﬁnd that Respondents have falled to offer clear and convmcmg




, patent

. compensatlon sheet Wlth pos1t1ve blreﬁ'mgenee (Cttmg CX-4305 C at Q 411.) Thomson argues

o4, 417-418)

" PUBLIC VERSION -

d Kataoka

| leda/BenQ’s Posxtmn leda/BenQ contend that Japanese Unexammed Patent'

T Apphcatlon Pubhcatlon 04-120512 (“Kataoka”) antlmpates cla.lms 4 7 and 14 of the ‘006

leda/BenQ notes that Thomson argues that Kataoka does not dlsclose the “mchned

t ‘_foptlcal axxs” element. (C1t1ng CX—43 05 C at Q. 416-419 ) leda/BenQ argues that one Of

- ordmary sklll in the art would derstand that the “certam angle” descnbed in Kataoka 1s ) |

o :“descnbmg the mchnatlon of the optlcal ax13 (Cltmg RX-157C at Q 502 RX 76 at 6 )

_’ : leda/BenQ argues that Kataoka dlscloses the requn'ements of c1a1m 7 (Cltlng RX—157 C
‘. at Q. 512 ) leda/BenQ asserts that a person of ordmary skill in the art Would understand the .
descnptlon of the use of the compensahon layers dlsclosed in Kataoka to dlsclose the hm:ltatmn

' of clann 7 (Cltlng RX-157C at Q 51 1-516 ). leda/BenQ argues that all of the hm1tat10ns of

B clann 14 are found in Kataoka for all of the reasons ralsed W1th respect to claun 4.

""'t

Thomson s I’osmon Thomson contends that Kataoka fails to anttc1pate any of the _

;v:vasserted clanns of the ‘006 patent

Thomson clatms that Kataoka fa11s to dlsclose a “layer of tvwsted nematlc 11qu1d crystal” R

»because Kataoka repeatedly mdlcates that the type of dxsplay that is bemg compensated isan
STN dlsplay, nota’ ’IN display. (Cltlng RX-76.) Thomson clauns that Kataoka lacks a

,_compensatmg means w1th negattve bn'efnngence because Kataoka dlscloses use of a :

_ that Kataoka also lacks the umax1a1 and mclmed optlca.'l ams elements (Cltmg CX-4305C at Q

ng |
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Wlth regard to c1a1m 7 Thomson states that leda/BenQ makes an mhereney argumeni
o | Thomson argues that Dr. Yeh’s expert report demonstrates that the two eompensatmg elements

= -in Kataoka w111 not necessanly have orthogonal;optlcal axeS (C1t1ng CX‘43OSC at Q 421 RX' '

| 7{:-;69 at 106)

Wlth regard to cla1m 14 Thomson asserts that Kataoka farls to d1sclose crossed

'polanzers (Cltmg CX-4305 C at Q. 425 ) Thomson states tbat Dr Yeh relies on mherency, but
" his oplmon is. contradmted by a passage in h1s book that acknowledges that S’IN drsplays do not
S L .have crossedpolanzers (Cltmg CX—4305C at Q. 427 )
) Dlscussmn and Conclusnons Based on the ev1dence in the record, I find that
- »Respondents falled to oﬁer clear and eonvmcmg ev1dence that Kataoka antlcrpates any of the ,
asserted elarms of the ’006 patent | | L
| .The parties dlspute whether or not Kataoka dlscloses “a layer of tw1sted nematlc 11qu1d
- crystal,” whlch is required by eaeh asserted clalm I construed “twisted nematic hquld crystal” R
to mean “hquld crystal w1th a tw18t angle of approxmlately 90 degrees ” In opmmg that th1s :

hmltatlon 15 dlselosed mn Kataoka, Dr. Yeh relies on Kataoka’s dlsclosure of supertwrsted S

nematrc crystal (RX 157C at Q 486—487 CX-4305C at Q 405 ). As Imade clear in addressmg
B the construetlon of “tw1sted nematic hqmd crystal ? the adopted constructlon does not cover

supertvwsted nematlc crystal

Dr. Yeh relies on other portrons of Kataoka in the- event that Thomson s constructlon is

= adopted He cites to aline in Kataoka that states “ [1]n addrtron to STN-LCD this invention may
: “i.:also be used in. other types of LCD » (RX 76 at 8; RX-157C at Q. 490. ) Ifind that tlus

'statement is msufﬁc1ent to. conelude that Kataoka necessanly drscloses “twisted nematlc hqmd

{
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erystal as there are many other types of LCDs be51des tw15ted nematlc and supertmsted
"'"nematrc.(CX-4305CatQ 406) B - v' " | "
“ Dr Yeh also crtes to two more passages from Kataoka, opmmg that wh11e they don t
: _:‘expressly drsclose t\msted nematlc hquld crystal “[o]ne of ordmary skrll in the art would

,understand that thlS statement m Kataoka makes clear that the compensator in Kataoka could be i

ut1hzed 1n thsted nematlc hquld crystal dlsplays in addlz.jon to the super | tw1sted nematrc llCIuld : )

crystal " (RX 157C at Q 492 ) I do not concur that Wlﬂl Dr Yeh that the c1ted statements

B »melude any mdlcat1on that the mventlon of Kataoka could be used w1th twrsted nematic hquld

s ’_’crystal Moreover, the. fact that the invention “could” be used Wlth tvvrsted nematic 11qu1d crystal i

. . crystal” v

- is not enough to demonstrate an mherent drsclosure of tw15ted nematlc 11qu1d crystal Trzntec
'Indus, 295 F. 3d at 1295 (“Inherent antrcrpahon requnes that the mrssmg descnptlve matenal is o
necessanly present,” not merely probably or poss1bly present, in the pnor art ”) (crtatron R

b.'omrtted) 'Iherefore I ﬁnd that Kataoka lacks a clear drsclosure of “tw1sted nemat1c hqmd

The partles dlspute whether or not Kataoka dlscloses a compensatmg layer w1th umaxral

o negatrve bneﬁrngenee as requued by each of the asserted clalms Kataoka dlscloses the A
- ‘.followmg. : .

.- In order to overcome the disadvantages of the 2-layer cell system, people have ‘
-~ “proposed a:method in which the liquid crystal cell for optical compensationis "
- - . substituted with a polymer sheet have the same optical characteristics as those of o
- saidliquid crystal cell. However, the polymer sheet having said optical :
 characteristics (hereinafter reférred to as phase difference compensating sheet) Y P
* must have birefringence charactenstlcs matchmg those of the hqurd crystals, and e
a high transparency : L e Lo

. (RX-76 at2. )

230




l":'PUﬁLIC.'VERSION Gl

: _' Both Dr Yeh and Dr Escut1 agree that the 11qu1d crystals of Kataoka have a pos1t1ve

L bneﬁ—mgence (RX 157C at Q 495' CX-4305C at Q 411 ) The experts drsagree on what

. Kataoka means when 1t says that the compensatmg sheet must have blrefnngence charactenstlcs’ﬁ ' o

"j“f“-';“matchlng” those of the hquld crystals Dr Yeh opines that “matchmg” means that the

. ‘compensatmg sheet must prov1de an approxrmately equal brreﬁ'mgence of the oppos1te srgn, S0

o a“that the two blref.rmgences approxrmately cancel out. ? (RX 157C at Q 495 ) Dr Escutr opmes R

" that “matchmg” means that “the compensatron sheet has t.he same optlcal and blrefrmgence

L charactensucs as the super-twisted nematic liquid erystal matenal ? (CX 4305 at Q 411) At

o best, I find that the quoted passage is ambrguous in its dlsclosure of the blrefnngence

charactenstlcs of the compensatmg sheet. Based on tlus amblgulty, I ﬁnd that there is no clear

- and convmomg dlsclosure of uniaxial negatrve -blrefrmgence. |

- Dr. Yeh crtes to another passage in Kataoka that discloses that the compensatxon sheet is .
‘ made of “slender rod-shaped or dlsk-shaped molecules.” (RX-157 C at Q 497 ) Wlthout any

N 'explanatlon, Dr. Yeh testifies that “[o]ne of ordmary skill in the art would understand thrs |

o "reference to: drsk-shaped molecules asa reference [to] negatrve brrefrmgenet [sic] matenal ”

ke . (d ) Dr Escutl dlsputes this oplmon (CX-4305C at Q 414 ) I'find that Dr Yeh’s oonclusory o

S -assertmn is msufﬁcrent to demonstrate the clear drsclosure of uniaxial negative bn‘efnngence in

' Kataoka.. Motorola Inc. v. Interdzgn‘al Tech. Corp 121 F. 3d 1461 1473 (Fed. Cir. 1997) (“An

At expert’s conclusory testlmony, unsupported by the documentary evrdence cannot supplant the

' : ,’requrrement of ant1c1patory d1sclosure in the pnor art reference 1tse1f ”)

The partles further d1spute Whether or not Kataoka dlscloses “umamal negat1ve =
jf“‘“:' g blreﬁmgence, as Thomson claims that Kataoka lacks any dlsclosure of the uniaxial component

of the clarm lnmtatlon. Respondents cite to Dr. Yeh’s testimony: to meet this ¢laim limitation,




493-497 CX-4305€ at Q 415 ) Based on th1s complete lack of ev1denc' "n the “umaxral” :

o lnnltatlon, I ﬁnd that Respondents fa:lled to offer clear and convmcmg ev1dence that Kataoka i |

rdlscloses umax1a1 negatlve brreﬁ'mgence g

Based on the foregomg, I ﬁnd that Respondents farled to offer clear and convmcmg

evrdence that Kataoka ant1c1pates a.ny of the asserted clalms of the ‘006 patent

2 Obvnousness SR

leda/BenQ’s Position: leda/BenQ contends that 1f Matsumoto Scheuble Arakawa,j;
R g.and/or Kataoka are not found to antlclpate the asserted clanns of the’ ‘006 patent, any one of - B
. -these references, alone or m combmatlon, render the claims obvmus | o

Q1sda/BenQ asserts that there is. ample ratlonale to combme these references (Cltmg

" RX—157C at Q 530 532 ) leda/BenQ clarms that any of one the references alone w1th the L B
L ‘knowledge of one of ordmary skxll in the art would render the asserted clalms obvrous |
o ; Q1sda/BenQ clalms that to the extent that Arakawa does not d.lsclosure two polanzers, it would |

o have been obv1ous to use two polanzers (C1t1ng RX 157C at Q 535 ) leda/BenQ argues that.

~to the extent that Arakawa and Kataoka are only fcund to dlsclose STN dlsplays it would have : oy
© -~been obv1ous to apply their dlsclosed compensatron schemes to TN drsplays (Crtmg RX-157C o
at Q 533.) leda/BenQ clalmsrthat to the extent that Thomson argues that -Scheuble' Arakawa, |
. and Kataoka are hnnted to normally blaek drsplays 1t would have been obvrous to apply therr -
o B fi_:}dlsclosed compensatlon schemes to normally ‘white dlsplays (C1t1ng RX-157C at Q 534 ) |
‘ leda/BenQ argues that there is no ev1dence of secondary con31derat10ns leda/BenQ |

- . cla;tms that the allegedly new: advantages descnhed in the “006 patent were in fact widely known '

)
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U .in the art, as ewdenced by Matsumoto Arakawa, Scheuble and Kataoka (C1t1ng RX-157C at Q

‘*539)

stda/BenQ notes that Thomson asserts that w1despread use of FIIJI wvV ﬁhn as. o

o cotnpensatlon ﬁlm is evidence of commercml success and copying; ledafBenQ rejects thls s
y h argument statmg that the adoptlon of the FIIJI WV film over the simple mclmed compensator of

! the ‘006 patent demonstrates that any advantages over the prior art provided by the alleged .- N |

mventlon of the ‘006 patent were far less 51g1uﬁcant than those-provided by the Fuji WV ﬁlm

o j:(cmng RX-157C at Q. 540.)

Thomson’s Posmon Thomson contends that Matsumoto, Arakawa, Scheuble, and/or

' Kataoka do not render the asserted clalms of the ‘006 patent obvious.

- Thomson argues that Dr. Yeh never explams how the pnor art references should be

| ecombmed to amve at the claamed mventlons Thomson pomts to Dr. Escuu’s opmlon that the _
four pnor art references do not render the asserted clalms obvious. (C1t1ng CX-4305C at Q 439-

: 440)

fThomson states that Dr Yehi is mcorrect to cla1m that it would have been obv1ous to use a

i " ‘compensanon scheme for an. STN d1sp1ay w1th a TN d15play, because TN and STN are _ o

- fundamentally d1fferent modes of operanon that employ different compensation techmques |
: (Cltmg CX-4305C at Q. 444.) Thomson states that Dr. Yeh is also incorrect to clalm that 1t

- ‘would be obv10us to use a compensatlon scheme fora normally black dlsplay with a normally

o " _,: ‘whlte dlsplay, because compensatlon of a normally black d15play 15 fundamentally d1fferen t ﬁom ‘

| compensahon ofa normally whlte dlsplay (Cltmg CX-4305C at Q 446 ) Thomson states that

eh clalms that it would have been obv10us to add a second polanzer to Arakawa, but

Thomson asserts that the reﬂectlve LCDi in Arakawa does not requ1re two polanzers (Cltmg
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o fCX-43050 at Q 448 ) Thomson adds that 1t would not be obv10us to use crossed polanzers as . o

R

reqmred by c1a1m 14 (Id )

Thomson clarms that secondary cons1derat10ns support a fmdmg of non-obvrousness

‘ Thomson clarms that the ‘006 patent is‘'widely hcensed and is cons1dered one e of Thomson s key g

’ . patents in 1ts LCD hcensmg program Thomson argues that the wrdespread mfrmgement of the -

B ;whrch elem :

s F 3d 1304 1316 (Fed Crr 2002) The court further explamed that “to accept generahzed

o ‘006 patent through the use of the Fujr WV ﬁlm is ev1dence of mdustry acceptance and the :
, success of the mven’non of the ‘006 patent (Cttmg CX—4305C at Q 451 ) Fmally, Thomson .
: asserts that the ‘006 patent provrded a solutlon to the long-felt problem of poor vlewmg angles -

fora TN dlsplay (Id)

Drscussron and Conclusrons Based on the evxdence m the record, I fmd that .

,Respondents have falled to offer clear and convmcmg ev1dence that any of the asserted clalms in

- the: ‘006 patent are obv1ous -

Respondents assert that any of the four prior art references rehed upon for antlclpauon

Would render the clanns obvmus Respondents rely on Dr. Yeh’s testlmony, yet Dr Yeh does -

N not oﬁ‘er any specrﬁc combmatrons of references that would render the claims obv1ous or explam j -

1t ﬂom each pnor art references would be combmed to form the cIarmed

I mven’nons (RX 157C at Q 529- 532 ) Instead he merely makes the general assertlon that the _

- four references, alone or in combination, render the clalms obvrous Id)

I ﬁnd that Dr Yeh’s fallure to prov1de specrﬁc and detailed testlmony on obvrousness

= ~.dooms' Respondents obvrousness argument The F ederal C1rcu1t has stated that “[1]t is not our,
o task, nor is 1t the task of the dlstnct court to attempt to mterpret general testrmony to determme

i “;‘whether acase- of mvahdlty has been made out[ ]” Schumer v. Lab Computer Sys Inc 308
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.:.,‘fj testnnony as ev1dence of mvalxdlty is 1mproper ” Id. see also Kozto Mfg Co v. T urn-Key-T ech , _E{j" o

B LLC 381 F 3d 1142 1152 (Fed. Cir. 2004) (“General and conclusory tesumony does not

sufﬁce as substanual evrdence of invalidity.”) 1 ﬁnd that the: generahzed testrmony from Dr. Yeh
is msufﬁclent to demonstrate obvmusness

Dr Yeh also prov1des testlmony on specific claurl hrnltatrons that he beheves are
obvmus Accordmg to Dr. Yeh, if Thomson’s construction of twrsted nematic liquid crystal is
o ‘adopted then any references that disclose use of super-tvnsted nematrc liquid crystal would still -

,,»render the claims obv1ous because it would be obvious to use a compensatron technique designed
fora super-twisted nematic llqmd crystal dlsplay in a twisted nematic liquid crystal d15p1ay
(RX—157C at Q. 533.) Dr. Escutr responds that compensarlon techniques for twisted nematlc and
vsuper-rvsdst_e_d nematic: displays are very different and not interchangeable.-‘_ (CX-4305C at Q‘.x |
W o | -

I have construed “twisted nematic hqurd crystal” 1n a way that excludes super-msted '
-nematic hquld crystal; Ther experts offered competing opinions on whether or not it would be
.obvious to use compensatlon techniques de51gned for- super-tw1$ted nema’uc displays w1th
x tw1sted nematrc dlsplays Dr. Yeh offers no outsrde support for hrs oprmon on thls issue." (RX |
157C at Q. 533 D)L ﬁnd that the lack of outmde support for Dr. Yeh’s opinion combmed wﬁh the i.
contrary opinion from Dr Escut1 means that Respondents cannot meet therr burden to .

B demonsrrate that it would have been obwous to one of ordmary skill in the art touse
comﬁensahon techmques des@led for super—t\msted nematlc drsplays w1th t\msted nematrc s
’»”d1$plays e : " I

Dr Yeh provrdes h1s opmron that it would have been obvxous to one of ordmary sk111 in;;

. the art to use compensatlon techmques desrgned for normally black dlsplays with normally thte
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- d1sp1ays (RX 157C at Q 534) Dr Escut1 prov1des acontrary opmlon (CX-4305C atQ 445-' a

| "{;'E 446 ) Dr. Yeh offers no outs1de support for his opinion on th1s 1ssue (RX 157C at Q 534 ) I

’, '. ﬁnd that the lack of out81de support for Dr. Yeh’s oplmon combmed w1th the contrary opmlon

s . from Dr Escuti means that Respondents cannot meet their burden to demonstrate that it would

have been obv1ous to one of ordmary skrll in the art to use compensatxon techmques des1gned for

: nonnally black drsplays with normally wh1te dlsplays
¥ - Dr. Yeh opines that if Arakawa is found to only dlsclose one polanzer it would have -

been obv1ous to-one of ordmary skill i 1n the art to use two polanzers because in most bnefrmgent £

}ﬁsystems, you need a first and second polarlzer (RX 157C at Q. 535 ) Dr. Escut1 opmes that not
..all LCDs require two polarizers. (CX-4305C at Q. 448. ) Accordmg to Dr Escut1 one of |

‘ordmary skill in the art Would not use a. second polarizer s1mp1y because a dlsplay is an LCD : ‘
o display. (Jd.)-In v1ew of the fact that 1 found that Arakawa did not clearly dlsclose the use of ..

two polanzers I concur w1th Dr. Escut1’s oplmon that not all LCDs requrre two polanzers

e Therefore, I find that it would not have been obv1ous to one of ordmary skﬂl 1n the art to add a

s second polanzer to the Arakawa reference

-y .'.Bas'ed on the foregomg’, I find that Respondents' failed to offer clearand convmcmg o
L ev1dence that the asserted claJms of the ‘006 patent are obv10us :

Because I have found that Respondents have falled to make a prima facze showmg of

obv1ousness itis: unnecessary to exarmne the alleged evrdence of secondary cons1deratlons '
I, _.,,Assummg arguendo that Respondents had offered a przma facze showmg of obv10usness I ﬁnd
HL that the alleged secondary cons1derat10ns would not be sufﬁment to overcome such a showmg _ . -

Thomson argues that the ‘006 patent has been w1dely hcensed to mdustry, and is one of

: Thomson s key patents in 1ts LCD hcensmg program (CIB at 100 ) I ﬁnd that the fact that the |
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. ‘006 patent has been Wldely hcensed as part of a larger LCD patent portfoho alone, does not

N ‘demonstrate the non—obkusness of the ‘006 patent “A nexus between the ments of the clalmed .

- mventlon and the ev1dence of secondary cons1deratrons is reqmred m order for the ev1dence to’ be\ :

i given substantlal weight in an obv1ousness decxsxon Simmons Fastener Corp v. lllinois Tool‘

e Works, Inc 739 F.2d 1573, 1575 (Fed Cir. 1984) Thomson s only attempt to demonstrate the

reqtured nexus is an unsupported clanns that the ‘006 patent is one. of the key patents in the

h portfoho (C[B at 100. ) Such attorney argument is msufﬁclent to demonstrate the requu-ed

. 'nexus between the l1censmg activity and the ments of the clanned mventron

" Thomson next asserts that the alleged w1despread use of the Fu_]l WV film is evrdence of
‘ the non—obv1ousness of the ‘006 patent. Thomson’s argurmm presumes that the accused
products in th1s mvestlgatlon infringe the ‘006 patent (CX-4305Cat Q.. 452 ) Because I have
E concluded in Sectlon VL C mﬁa, that the accused products do not mfrmge the ‘006 patent, thls
Piargument fails. In addrtlon, Thomson rehes on Dr Escutl’s testlmony to demonstrate the “

g .w1despread use of the Fu_u WV ﬁlm (Id) I ﬁnd that Dr Escutr’s unsupported claim of .

o w1despread use is- msufﬁ(:lent to prove non-obvtousness }

Fmally, Thomson clalms that the ‘006 patent solved a long-felt problem of poor v1ew1ng e

“,,angles fora TN dlsplay (C[B at 100 ) Agam, Thomson relies on Dr Escutr S unsupported

clalm that there was a long—felt need to soIve the problem addressed by the ‘006 patent (CX- : .

o - t43OSC at Q. 452 ) I ﬁnd that Dr Escut1 s unsupported and conclusory test1mony is msufﬁcrent

e ’to prove non-obv1ousness AR

o ;:{:_‘




D. The ‘556 Patent

‘1. Taklzawa, Alone or in Combmatlon With Possm

CMI’s Posxtlon cMI contends that U S Patent No 5,483, 082 to Takrzawa -
- (“Taklzawa”), alone ot in combmatron with U S. Patent No 5, 041 888 to Possm (“Possm”), .. -

“,;_.renders clann 3 obvrous

CMI contends that Thomson only contests that three hmltatlons are dlsclosed by

: jﬁ__Takrzawa and/or Taklzawa in combmatlon with Possm 1) “forrmng a plurahty of etch - .
ii’"-“';":vstoppers usmg a second mask;” (2) “etchmg at least one of the passrvatlon 1ayer and the gate :

: msulat_m__glayer to form at least one second via hole,” and (3) “wherem an etchmg rate of _the
paSsitlation layeris lat least an _etehing rate of the gate) insulating layer,57: (Citing CX-43‘06C>"at Q.
96, 108, 110.) : CM[ argues that alljthree element_s are diselosed in the proposedobviousness

oombmatlon

- CMI states that Thomson argues that Taklzawa faﬂs to dlsclose “formmg a plurahty of |
e etch stoppers usmg a second mask” because more than one mask could be used to form the

| etch stoppers, and alternanvely, a “maskless techmque” could be used (Cltmg CX—4306C at Q

: 100, 103.) ‘oMI asserts that Dr. Parsons admrtted durmg the hearmg that one of ordmary skill in .
if&: the art, reading Takrzawa, would understanid that one mask could be used to form the etch |
| ' stoppers (Cltmg Tr at 1621 22-1622:3, 1624 14 19 ) CMI states that Dr Howard also testified
that one of ordmary sk111 in the art would understand Taklzawa as teachmg usmg one mask to.- .
if‘;.‘form the etch stoppers (Cltmg RX-159C at Q 232 234 239 ) CMI argues that Dr Parsons .

: op1mon that that “maskless” techmques eould be used in Talnzawa is mentless because Dr

-' Parsons admltted that Taklzawa does not descnbe any maskless techmques (Cltmg T . at

o 16232- 10)
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- CMI states that Thomson argues that the “etchrng at least one of the passrvatron layer and L

_the. gate msulatlng layer to form at least one second via hole” hmrtatwn is mlssmg because the

“contact hole” 32d shown in Tak12awa is too big: to quahfy as, the “second v1a hole i (Crtrng T L.

: at: 1618 11- 1619 5 ) CMI argues that it also asserted that contact hole 32a meets the “second via: R

o hole” lnmtanon, and Dr. Parsons agreed (Crtmg RX-159C at Q. 245 Tr at. 1656 3-21.) CMI-

{,;:asserts that Dr Parsons oplmon is based on Frgure 9D of Takrzawa (Crtmg Tr at 1658 22-

N ‘f1659 17, 1714:23-1715:5) CMI argues that precedent holds that patent draviogs do not define * L

s preerse proportlons of the elements they dlsclose and may not be rehed upon to show partrcular -
sizes 1f the spec1ﬁoatron is silent on the issue. Therefore CMI clarms that Dr. Parsons argument | ,

- fallsasamatteroflaw | el | | |

- .CMI asserts that Takizawa dlscloses the “wherem an etchmg rate of the passrvatron layer |

“isat least an etchmg rate of the gate msulatmg layer” limitation because it spe01ﬁca11y teaches

_ that the via hole through the gate msulatmg and passwatmn layers should be “taper etched » and Co

the via hole w111 be used for electncal connectrons (C1t1ng RX-159C at Q 246 ) CMI clarms

= that because Ta.krzawa d1scloses usmg an 1sotrop1c etch that w111 cause undercut 1f the underlymg

' gate msulatmg layer etches faster than the passivation layer one of ordmary skill in the art would . '.

- know that the etchmg rate of the pass1vatron layer must be at least the etchmg rate of the gate

- -i»msulatmg layer to achreve a tapered etch and avord undercut (Cltmg RX-159C at Q. 246, 247 )

. sons opmron that tlns lmntatron is not d1sclosed by Takizawa i 1s

»..underrnmed by hlS own testnnony at the heanng (Clt:lng CX—4306C at Q 115 121; Tr at o

y 1716 20 1718 2 1718 4 1719 3. )

CMI clamls that Possm exphcrtly drscloses choosrng etchmg rates to av01d undercut m :

PR j_'precrsely the same way that the ‘556 patent does (C1t1ng RX—lSQC at Q 252—254 ) Therefore -
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$ 5 CM] argues that the etchmg rate hmrtatlon is met beca. .’e Takrzawa expressly dlscloses etchmg‘ e

through the passrvatron layer and gate msulatmg Iayer to form a tapered vra, and Possm i

, expressly drscloses specrﬁc etch rate ratlos when etchlng through two layers to avord undercut ': o :

el (C1t1ng RX-46 at 3 13 -22.) CMI clarms that one of ordmary skrll m the art would be motrvated |

o : to combme the references because both references drscuss etchmg vias to ensure good

E"oonnectlons (Citing RX-45 at 15 54-61, RX-159C at Q. 257. o

- Thomson s Posrtlon Thomson contends that Takrzawa, erther alone or m combmatlon .

: Wlth Possm, falls to render clarm 3 obvrous

’ Thomson asserts that Takrzawa farls to drsclovse use of a second mask | Accordmg to
- _ Thomson, the purported second maslcrng step does not mentron the useofa mask to form etch
stoppers. (Crtmg RX-45 at 15 11-16 ) Thomson states that Dr Howard concedes that the TFT |
_ dlsclosed in Takrzawa could be manufactured usmg non-masked—based techmques (Crtmg RX-.
‘ 159C at Q 233 ) Thomson states that Dr Parsons testified that one of ordrnary skrll in the art o
e would recogmze that the failure to drsclose the use of a smgle mask means that erther multrple o
" masks ora maskless techmque could be used (Crtmg Tr.at 1623 14-16242, 1698 1:22, )
- Thomson argues that Takrzawa farls to drsclose “etchmg at least. one of the passrvatron . iy
~layer. and the gate msulatrng layer to form at least one second via hole ” Thomson states that -
contact hole 32ain Takrzawa cannot be the second vra hole because Dr. Howard already
1dent1ﬁes itas the ﬁrst via hole (Crtmg RX-159C at Q 241 ) Thomson claims that contact hole

= 32d cannot serve as the second via hole because itis not even a via hole. (Citing Tr at 1702: 24-‘ E "

C17032)

e 3° In its reply bnef, AUO argues that the combmatlon of Talnzawa and Possin renders clarm 3 obvrous (ARB at
Sy , g A
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Thomson argues that Takrzawa faﬂs to drsclose the etchmg rate hxmtatron of clarrn 3

o because Takrzawa is msuﬁicrent to gurde one of ordmary skrll in the art to the matenal and

etchmg parameter conmderatrons necessary to achieve etch rate control (Citing CX _4306C at Q.”. S

S 11 ) Accordmg to Thomson, Taktzawa does not provrde the drsclosures necessary to allow one

: of ordrnary skﬂl m the art to 1mplement etch rate control to.allow taper etchmg wrthout undercut.
| ;: (Crtmg Tr: at 1703 18—1705 6 1705 17-1706: 10 CX—4306C at Q.1 1 1- 114, 118 121-122.)
| Thomson argues that Possm does not disclose the etchmg rate hmrtatron Thomson'
. asserts that Possm does not 1dent1fy taper etching, much less taper etchmg w1thout undercut
(Crtrng CX—4306C at Q 138; Tr. at 1706:24-1707:7, 1708: 3- 12. ) ‘Thomson argues that there is
no reason to combme Taklzawa and Possm because they are dnected to fundamentally different
TFT manufactunng methods (Cltmg CX-4306C at Q 43y |

Drscussmn and Conclusions: Based on the ev1dence in the record, I find that
S Respondents fauled to offer clear and convincing ev1dence that claim 3 is rendered obvrous by
v Taklzawa alone or the combmat1on of Talazawa and Possm
o 'l‘he partres drspute »whether or not Takizawa drsclose_s the elernent“of clajm' 1 requiring.

o “formmg aplurahty of etch stoppers over the pluralitfv of gate‘ electrodes usmg a'. se_cond mask[.]”
. Specifically, the parties dispute whether or not Takizawa disclo'ses use of a second mask. |

¥ Respondents’ expert Dr Howard cites to the followmg portron of Takrzawa as allegedly

SR dlsclosmg the use of a second mask:

o ‘Then on the msulat:mg ﬁlm 14, the non-doped istype a-Sl layer 16, and the |
i fprotectmg film 18 of SiO.sub.2 film or SiN film are formed in the stated order= .

ES respectlvely ina 20 nm-thlckness and a 150 nm-thrckness by plasma CVD (F IGS

1"-4Ato4D) e : o :

oo :Then, the protectlng ﬁlm 18 except a part thereof on the TFT channel unit is
etched off usmg hydroﬂuonc acid buffer or others. That is, the protectmg film18
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. | _ is left only above the gate electrode 12a of the TFT ‘unit to form the chann ‘
’ protectmg ﬁlm 18a (FIGS SA t0 SD) ; N

(RX 45 at 15 6 16; RX'159C at Q 239 ) Dr. Howard states that “etchmg offall but apart e

thereof dlscloses the use of photohthography and a mask i (RX 159C at Q 239 see also id, at

- Q.232. )

I concur thh Thomson s expert Dr. Parsons that “[t]here is no dlsclosure of the use of a
second mask in the sectxon f’rom the Takxzawa patent” quoted above (CX—4306C at Q 100 )
Dr Howard contends that the fact that Taklzawa dlscloses etchmg off all but a part of the

- “pr'otecung ﬁlm mdtc,atesthe use of a smgle mask; but Dr. Parsons oﬁ‘ers_ his oplmon that that -
.s-language does not clearly indicate the use of a single mask (Id at Q. 103-105 ) DrParsons =
states that the etch stoppers dlsclosed m Takizawa could pos51b1y be formed using multlple
masks or w1th a maskless techmque (Id) In view of Dr. Parsons’ credlble testnnony that the

01ted passage ‘of Talqzawa does not necessanly disclose the use of a smgle mask to form the etch L

S " stoppers I cannot find that there is clear and convmcmg ev1dence that the second mask lumtatlon'f -

| . s d15closed m Taklzawa.

CMI pomts to Dr Parsons testlmony on cross examination as allegedly undermmmg hrs '_ -

v . oplmon that Taktzawa fa1ls to dlsclose the use of a second mask:

Q But you agree, sir; that based on the descnptton of the etch stopper in the .
*'082 patent, one of ordinary skill would also understand that a mask could beused
1o’ form the etch stopper, correct‘? S o

A One of ordlnary sk111 could presume that one or more masks was used
(Tr at 1621:22- 1622 3 ) | “ _
Q Okay And is 1t also your understandmg, sir, that such persons readmg the S

082 back in the 1995 time frame would understand that either one or more than .
one mask could also be used to form etch stoppers?

A Yes, Ithmkthat'strue

BV




“PUBLICVERSION

These alleged admlssrons are not “fatal” to Thomson s argument, as CMI contends

, (CMIB at 57 .) Claim'1 reqmres the use of a smgle mask to form the etch stoppers '—»“formmg a ..

L plurahty of etch stoppers usmg a second mask ? Dr Parsons testlmony shows that -

: Macknowledges that one of ordmary Sklll in the art would understand that one or more masks
* could be, used to form the etch stoppers in Takrzawa ThlS testlmony does not demonstrate that

' '_"\'Taklzawa clearly and necessanly discloses the use of a smgle mask to form the etch stoppers

| The partles dlspute ‘whether or not Takrzawa dlscloses the step of “etchmg'at least oneof .
the passxvatlon layer and the gate msulatmg layer to form at least one- second via hole found in
claim 2.. Dr. Parsons basrs for opining that the “second vra hole” hnntatxon is not met is that

) contact hole 32d of Takrzawa is too big to be a “v1a hole i (CX-4306C atQ. 109 Tr at

. ""1700 10- 1701 22. ) Dr Parsons asserts that avia hole “1s known i in the art to be a tm}’ hole,” and

o .;that contact hole 32d of T aklzawa is not a tmy hole (CX—4306C at Q. 109 )

o Dr Parsons acknowledged that Takrzawa is silent with regard to the dimensions of the .
‘;;;contact holes (T r: at 1660 9-14.) Thus Dr Parsons opxmon 1s based on the proportlons of the
i ‘contact holes as shown in the ﬁgures of Taktzawa. I ﬁnd that thrs oplmon regardmg the e

| drmensrons of the contact holes does not comport wrth the Federal Cu:curt’s statement that “it is

.~ well established. that patent drawmgs do not defing the prec1se pl’OpOI'thnS of the elements and '
>.‘ ’may not be relied on to show partlcular s1zes 1f the speorﬁcatron is completely sdent on the |

*issue.” Hockerson-Halberstadt Inc V. sza Group Int’l Inc 222 F3d 951 956. (Fed Cn'

o 2000) Because Dr Parsons cannot rely on the patent ﬁgures to determme the dlmensmns of the T

. ~.contact holes, I do not ﬁnd Dr. Parsons opmron on th1s issue to be persuasrve Because thls Was

H ,.the only argument Thomson offered related to the “second v1a hole” hmrtatlon, I ﬁnd that
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e »Respondents have demonstrated that Takrzawa discloses the clarmed second v1a hole (RX 159C
ot Q 245, ) | | et

The parttes dlspute whether or not Takxzawa drscloses the hmxtatmn of clarm 3 requmng

' an etchmg rate of the pass1vat10n 1ayer is ‘at least an etchmg rate of the gate msulatmg layer I

. find: that Taklazawa does not clearly disclose or suggest th1s hmrtatron.. The ‘556 patent

- ~describes the problem that arises when the etchmg rate of the gate msulatmg layer is greater than; :

‘the etchmg rate of the passrvatlon layer

o ’However if the etching rate of the passrvatron layer 70 is slower than the etchmg
- . rate of the gate insulating layer 56, then a step 610 forms at the mterface between
. . the passivation layer.70 and the gate insulating layer 56 as shown in FIG. 7. Since
- the sidewall section 608 is etched at a faster rate than the sidewall section 606, the
sidewall section 608 forms a smaller angle 602 with respect to the substrate
surfa¢e and is etched further along the horizontal direction than the sidewall -
section 606. Thus, the step 610 is formed by the pass1vat10n layer 70 immediately
above the gate insulating layer 56. When the step 610 is formed, the ITO'layer - ,r
-+ 172 as shown in FIG 5 forms a step coverage over the passivation layer 70, the. f‘ o ~
gate insulatirig layer 56 and the gate line portion 556. A break in the ITO layer ' o

172 step coverage can easily occur’ creatrng an open c1rcu1t between the ITO layer: |
172 and the gate line portion 556.

(JX-3 at 4:42-56.) Figure 7 depictsv this problem:..; AN

(Id at F1g 7.) The partles refer to the step, show as 1tem,6‘10 in: Frgure 7 as undercut (See e g PR o

CX—4306C at Q 114 RX-159C at Q 246 )




ce .”'PUBLIC VERsroNﬁ a

.-Dr Howard does not crte any portlon of Taklzawa that expressly addresses etchmg rates,

- but he clalms that Tahzawa nonetheless drscloses thrs clarm hmrtatron (RX 159C at Q 246 )

Spe<:1ﬁcally, Dr Howard states that Takmawa drscloses the use of 2 wet etch to etch through

both passrvatlon and gate msulators, that the v1as should be tapered and that the v1as are for

RRNE electrrcal conneotrons (Id RX-45 at15s: 47 64 ) Accordmg o Dr. Howard, one of ordmary skrll_ . a

in the art would know from these drselosures that the passrvatlon layer must etch at least as fast
2 as the gate insulating layer to achreve a tapered etch and av01d undercut (RX 159C at Q. 246 ) ; o
T ﬁnd that Dr. Howard fa11s to adequately explam how one of ordmary sk111 in the art,

reading the drsclosure of Takizawa, would know the relatrve etch rates of the passrvatron layer

and the gate msulatmg layer (CX-4306C at Q. 120.) AsDr. Parsons notes the fact that there is

a tapered etch in Takizawa does not support Respondents’ position, because the ‘556 patent
;-"’demonstrates that undercut can st111 bea problem w1th a tapered etch (Id at Q. 121 JX-3 at F1g

: 7. ) In addition, Dr. Parsons explalns that Takrzawa drscloses lists of dlfferent matenals that may e

- "f{'i‘ be used for the gate msulatmg layer and passrvatlon layer. (CX-4306C at Q 122 ) Dr Parsons L

L =notes that eaeh of these materrals w111 have a dlfferent etchmg rate, meamng that the relatlve

o :'retchmg rates will be aﬁ'ected by the user’s ch01ce of material, (Id. at Q 1 18 122. ) Yet,

Takizawa provrdes no drscussron of relative etching rate or the mlportance of choosmg a,

‘combmatmn of matenals for the gate msulatmg layer and passrvatron layer that will avord

B undercut (Id )

. vDr Howard states, “Possm dlscusses the necessrty of avo1dmg undercuttmg when etchmg two (RN

o "’_,la}’ers atonce usmg the same etch » (RX 159C at Q.252.) Specrﬁcally, Possm dlscloses

, Hrgh etch rates are undesuable because the a—Sr and SiN layers are sometimes
3 etched in the same maskmg step. Ifthe SiN layer etches faster than the a—Sr, the R

e 2'45.,

Respondents also contend that Possm drscloses the etchmg rate hmrtatron of clarm 3 As "
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'SlN :layer will be undercut beneath the a-Si layer; thls undercuttmg can cause step o
- coverage problems when subsequent layers of material, such as the source and

_processes require only the srhcon to be etched and for the etch to stop at the
;underlymg mtnde layer ' 5; : e : ek _

"‘22. .see also RX—159C at Q‘ 252 )

.' :rpatent speclﬁcatlon and claun 3 z e undercut caused bya lower layer having a greater etchmg g ?"””f T

‘ ‘rate than an upper layer Stlll because I have concluded supra that Takizawa falls to dlsclose :
“formmg a plurahty of etch stoppers .using a second mask,” I ﬁnd that Taklzawa, alone or in

. :;_combmatlon w1th Possm, farls to render clalm 3 obv1ous Hearzng Components, 600 F.3d at

Al 1373 1374; Velander, 348F 3d at 1363

2 The ‘036 Apphcatron In Vrew of the ‘888 Patent

) CMI’s Posmon CMI contends that J apanese Patent Apphcatlon Pubhcanon No 64-

o ;76036 (“Wakar”) m combmatlon w1th Possm renders claim 3 obvmus under Thomson s

ource electrode » “dram electrode,” and “portlon

CMI notes that Thomson only conteststhat three hmltatlons are drsclosed by the |
o combmatlon of Wal(al and Possm (1) “formmg a plurahty of etch stoppers .using a second

o B mask;” (2) “formmg over the substrate a passrvahon layer havmg at least one ﬁrst via hole usmé

: | .a fourth mask ? (3) “Wherem an etchmg rate of the passwatlon layer is‘at least an etchmg rate of

the gate msulatmg layer % (Crtmg CX—4306 '

t Q 216 RX-159C at Q 224-258 )
CMI asserts that Thomson s arguments w1th respect to “formmg a plurahty of etch

stoppers usmg a second mas} < are the same as those oﬁered for Takrzawa (Cltmg CX-4306C

: I'ﬁnd that th1s dtsclosure in Possm addresses the same problem addressed m the ‘556 I gt

. :drarn metallization layer.and a pass1vat10n layer, are deposrted A faster SiN etch | D
rate relative to silicon is also undesirable where design constraints'and fabncatron R

¢
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N J‘fatiQ:*2-19,‘:2'21-222';'-) ‘CMI'states that these arguments fail for the same reasons as discussed with
2 respectto Takizawa. (Citing RX-159Cat Q. 309.')”' ciledrerent e Dm0
¢ +4.:h . LCMI states that Thomson’s argument with regard to the “forming over fhe substrafe a
passivation layer: héving atleast one first via hole using a fourth mask” limitation should be
s rejected asiWakai discloses the use of a mask to form vias:in'the passivation layer similarly to its
- disclosuresiregarding “etch stoppers” under Thomson’s construction and the teachings of
" Takizawa: . (Citing RX+159C.at Q. 311.)- =
e 2 Cm'assertstthat- Wakai describes forming a.via through the passivation and gate
i+ insulating layers;:and that it.-would have beén obvious to one-of ordinary. skilliin the art to avoid .
. +»undercut’by controlling the etch rate ratio of those two layeré.-,-' (:Citing, RX-159C at Q:316.)
o *Alternatively, CMI claims that the combination of Wakai and Possin discloses the etch rate
;> imitation.: (Citing RX-159C at Q.:319-321:) CMI claims that there is a motivation to combine
- the two references because both patents discuss etching vias to ensure good connections, (Citing
RX-159C at Q.:319,321; CX-4306C at Q. 115.) - |
*w#Thomson’s Position: :=.='?I"homsonzconténds that the combination of Wakai and Possin do
" not rendet-claim' 3-obvious. . :: it » Q
", Thomson claims that the purported second masking step of Wakai does not mention the
.7 usSe ofa mask; -(Citing RX—41“~at 5.): Thomson further claims that Wakai:does not disclose the
:1use of a-fourth mask.. (Citing RX-41:at1.) - Thomson ﬁdtes-thét Dr. Parsons testified that the
-1 failure to-disclose the:use _a‘s‘ingle mask means that a single mask was not used.. (Citing Tr. at
000 1623:14=1624:2, 1698:1622.) 1 osisrv sisied fiens fhe P it b Do e T o
~ s THomson-asserts that:‘Wakai doesnot disclose the etching rate element because it does’

..+;-not disclose etch,faté: control, taper etéhing, or undercut avoidance. (Citing CX-4306C at Q.

L 247




CM[’s Posmon CMI contends that Thomson s assertlons regardmg secondary o
,consnderatronsare unsupported and fa11 to rebut the strong showmg of obwousness ' |

CMI clanns that Thomson s alleged evrdence of commerc1al success farls because

e Thomso de.' not demonstrate a nexus between the alleged commercral success and the features f

S "-CMI further olanns that contemporaneously w1th the work of the inventors of the ‘5 56 patent

, many others in. the ﬁeld of hquld crystal d15p1ays mdependently developed the same 1deas :
o (C1t1ng RX—159C at Q 381; RX—SSSC atQ. 42-43 ) CMI clanns that tlns shows that the i
‘ mventlon ‘was’ not beyond the level of ordmary skill in the art and prov1des strong support for the

= ‘concluswn that the invention would have been obv1ous

Dlscussmn and Conclusmns Because I have already concluded that Respondents failed

to demonstrate a przma facze case of obv1ousness 1t is unnecessary to address secondary
L "ﬂcon51derat10ns

Assummg arguendo that Respondents put forth a przma facze case of obvmusness, I find

| that Thornson has farled to oﬁ'er sufﬁcrent ev1dence of secondary cons1derat10ns to overcome the -

§ obv1ousness showmg
Thomson offers two arguments in support of 1ts clann that secondary consrderatlons

i upport a ﬁndmg of non—obvxousness F1rst, Thomson clauns that the S—mask process clamed in -

_ the ‘556 patent is commerclally successful due. to Respondents’ use of the patented process

: ¢ ’(CIB at 130.) Th1s elalm is wholly unsupported as the only evidence rehed upon by 'I'homson to.

"‘"demonstrate commercral success 1s the conclusory testlmony of Dr Parsons (CX—4306C at. Q

?44 ) Dr. Parsons offers no ﬁnancral data to back up the statement that Respondents’ processes

“are commerc1ally successﬁll or no ev1dence estabhshmg the nexus between the clalmed -

R ;»:-,that allegedly dlstmgulsh the clarmed mventlon ﬁ'om the pnor art (Crtmg CX-4306C at Q. 344. ) ] —
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mventlon and the alleged commercxal success 1nstead, he merely clalms that the S-mask process f‘ |

\ s “vndely used ” (Id) ‘Such unsupported testlmony is msufﬁcrent to estabhsh commerc1a1

success Moreover Thomson s rehance on Responden ',processes is mrsplaced, as I have

o concluded in Sectlon VI D mﬁa, that none of Respondents’ processes mﬁmge the ‘556 patent
: Second, Thomson asserts that the fact that the ‘556 patent is mted on the face of at 1east "

i 55 1ssued U S patents supports a finding of non-obkusness (CMIB at 130 131 ) Thomson B

) beheves that this fact shows that “mventors and patent examiners allke recogmzed the

:unportance of the [‘556 patent] and 1ts mﬂuence on subsequent mventlons ? (Id CX~4306C at

Q. 344, ) Thomson cites no case Iaw relymg on the. number of times a patent has been ctted

during the prosecutlon of other patents as an mdlcator of non-obvmusness (Id) Pnor art patents-

are clted durmg prosecution for many reasons, and it does not necessanly demonstrate the
= a]leged nnportance of the mventlon dlsclosed therem. For example a pnor art patent‘may ‘be‘
c1ted duiring. ptosecutlon to demonstrate the flaws in the | pnor art that the elalmed mventlon
- overcomes In that instance, the citation of the pnor art patent provides no mdlcatlon regardmg

the non-obvmusness of the cited patent I find that the fact that the ‘556 patent has been cited on

R th‘e,face of at least 55 issued U.S; patents i$ n'releyant w1th regard to the issue of secondary' -
cons1derat10ns S -
E. The ‘674 Patent

1 Antlclpatmn -

a. Fujltsu

CMI’s Posmon' CMI contends that Japanese Pubhshed Patent Apphcat1on No JP 06- :

; 130415A (“Fujrtsu”) antlclpates claims 1 7, 8 14 16 17 and 18 of the ‘674 patent
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3 CMI asserts that the partres agree that Fujltsu d1scloses all of the lmntatxons of the 5

mdependent asserted clatms of the ‘674 patent except fora second patterned conductlve layer of

‘.":l“mghly conductlve metal” that mcludes the N conductrve lmes,‘or :data lmes and the “electrode
B ::wmng ” (Cmng RX—393C at Q 121- 16() 187-220; RDX-428; cx4307c at Q 53 RX-326C )

¥ ,':’:.‘:_;.:CMI states that Thomson s arguments bo1l down to the followmg assertlons (l) that t1tamum ‘. |

‘was not sufﬁcrently conductlve for the devroe fo operate and (2) the “dram bus lmes and B
o “electrode wxrmg” are not m the same patterned layer as the structures they serve to. connect '

_ (Citing CX-4307C. atQ. 56 60)

) CM[ notes that Dr. Hatahs testified that titanium can be consrdered hxghly conductwe
o under e1ther proposed construction of “thhly conductlve metal.” (Cltmg RX-393C at Q 130-
‘ 131 JX-37 at 24 ) ‘CMI states that Dr. Parsons offers no evidence that t1tamum was not
| suﬁﬁcrently conductive for srgnals to “traverse the layer, line or component w1thm the swrtchmg
o penod of related sw1tch1ng elements and w1thout srgmﬁcant delay due to capacltance » (C1tmg :
_CX—4307C at Q. 56.) CMI argues that if Dr Parsons assertion is accepted then the only |

«"conclusion that could be reached is that the TFT-L.CD devme dtsclosed m Fujltsu WOuld not

S § actually operate | ) e
o | CMI argues that Fuptsu discloses the clalmed ‘second patterned conductrve layer” of thev

E . asserted clalms (Cltmg RX—393C at Q. 142-149; RX-325 at 10- 11 ) CMI asserts that Dr “

| ,Parsons is wrong to state that the dram bus lines and the electrode Wmng are not CllSClOSed in the N e

second patterned conductlve layer (Cltmg CX-43 07C at Q 57 ) CMI clalms that Dr Parsons -

undercut h1s own oprmon when he testlﬁed that he does not see any ev1dence that ! ) e o_f .

g “f‘ordmary skrll in the art would read the ﬁgures in Fujltsu as drsclosmg the dr' bus lmes and

e electrode wmng formed in dlfferent layers (Cltmg RX 3930 at Q 145 146 Tr at 1693 4~ 8 )




S asserted clarms of the 674 patent

Thomson s Posxtmn Thomson contends that Fuj 1tsu falls to antlclpate any of the

Thomson clalms that Fujltsu does not dlsclose formmg the “dram bus lmes in'the same

T pattemed conductrve layer as the “dram electrode » “source electrode,” and “opposmg electrode” .

| as reqmred by the clarms of the ‘674 patent (Cmng CX-4307C at Q. 53 57-61 ) Thomson

S ;states that the Fuptsu exphcxtly dlscloses that the electrodes are formed in the same metal ﬁlm

. " : ‘-,.__:but there is no such dlscl ,sure regardmg the dram bus lmes (Cltmg CX-4307C at Q 53 57 61 o

.‘ ‘-.‘.;:';-“..RX-325 ) Thomson notes that Respondents rely on’ Flgures 1 and 2 of FuJ1tsu to show that the

. drain bus lines: are formed in the same layer but Thomson clarms that those- ﬁgures do not -

o 1ndlcate the layer in wh1ch the dram bus lmes are formed (Cltmg RX 325 at Flgs 1-2; CX-
a43o7c at Q. 60) |

Thomson argues that Fujltsu falls to d1sclose useofa h1ghly bconductlve metal in the

‘_ second patterned conducuve layer Thomson states that Fujrtsu dlscloses the use of ntamum

- (C1t1ng RX-325 CX—4307C at Q. 55 ) Aecordmg to Thomson, a person of ordinary Sklll in the o

h art would not consrder trtamum to be a hlghly conductlve metal because the conductmty of .’

” ~t1tamum 1s more than 10 tlmes smaller than the ‘conductivity of alummum (Cltmg CX-4307C at
:;(-'Q 55:56) R | | |

_ Thomson argues that FUJ itsu falls to dlsclose where the second contact lead and the n :x
o second electrode are Jomed (Cltmg RX—325 CX-4307C at Q 62- 72 ) ‘Thomson states that the
cross-sectlon ﬁgures of FuJ itsu show' the relatlve locatrons of the source electrode and the :

»_" }opposmg electrode formed on the substrate but do not show the electrode wumg connectmg the

o two electrodes (Cmng RX—325 at Frgs 3-4)
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Dlscussron nd;Conclusmns. Based on the ev1dence in the record, I find that CMI has
N _falled to oﬁer clea; and convmcmg ewdence that Fujrtsu antrcrpates any of the asserted claims. of
-’ -‘ the ‘674 patent - | ) ! | | N -
| | Independent clarms 1 and 16 of the ‘674 patent both require “a second patterned
conductlve layer that compnses hlghly conductrve metal other than mdlum tm oxrde
o construed “hlghly conductlve metal” to mean “a metal that is sufﬁcrently conductive that 51gnals .‘_- :
" can traverse the layer hne or component within the sw1tch1ng penod of related swrtchrng
~‘elements and w1thout s1gn1ﬁcant delay due to capacrtance aluminum; certam alloys of |
- :v‘ alurmnum, and certam other metals are hrghly conductive metals in nearly all contexts, while less = "
‘ conductlve metals may be hrghly conductrve at 1ower sw1tchmg:-speeds
CMI asserts that the titanium film disclosed in Fujitsu constitutes the “second pattemed
»-‘conductlve layer” of clarms 1 and 16. (CMIB at 90; RX-393C at Q. 149 ) The partles and thelr | i
e experts dlspute whether or not titanjum is a “highly conductrve metal » (R.X-B 93C at Q. 130— |
131,149, cx-4307c atQ 55-56.) B
<1 find that there is clear and convincing’ evrdence that the titanjum ﬁlm in Fujitsu
: i ;‘ conshtutes “a second patterned conductrve layer that compnses hrghly conductlve metal other
- than indium tin oxide.” Dr. Hatahs opined that trtamum isa “hrghly conductlve metal ” statmgﬂ
“[t]rtamum is less conductrve than some metals, such as alummum, but 1t is more conductive N |

than other metals suggested by the ‘674 patent, mcludmg ITO > (RX 393C at Q 130; see also

zd at Q 131 149 ) Dr. Parsons agreed that it was p0551ble to use titanium in the data line for

someTFTLCDs (Tr. at 531 16:532:3.)

In addrtlon, the specrﬁcatron expressly identifies titanium as a metal that may be used for »

_i'the’:l;scan lines and data lmes: ‘various conductlve materials could be used, mthe scan hnes and
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data hnes mcludmg but not 11m1ted to Al lTO MoTa, Cr, MoCr, Ta, Cu, Tr, T 1N and orgamc )

L conductlve matenals » (JX 2 at 12 55 58 ) Thomson argues that thls passage 1s not relevant _

L because 1t only addresses conduct1ve matenals ? as opposed to hzghly conductlve metals (CIB ‘, |

e at: 141 142 CRB at 70 ) I do not ﬁnd Thomson ] argument persuaswe as the ‘674 patent clauns a

3 Amake clear that the scan lmes and data lmes are to be formed from a hlghly conductrve metal

. e ‘(See generally JX-Z ) Thus, 1t follows that identifying tltamum asa metal that may be used for -

i _}T‘the scan. hnes and data llnes equates to identifying titanium as a hlghly conductwe metal
Thomson also offers Dr Parsons’ oplmon that tltanlurn is not a “thhly conductlve
:{‘metal i (CX—4307C at Q 55-56. ) Dr. Parsons’ basis for thls oplmon is that “[t]he conduct1v1ty
PR of t1tamum 1s more than 10 times smaller than the conduet1v1ty of alummum, whlch is used as .
;the h1gh1y conduetlve metal in the preferred embodrment of the [‘674] patent i (Id atQ. 55 ) I
- find that the fact that tltamum may be less conductlve than alummum does not mean 1t cannot | " O
serve as a “hlghly conductlve metal.” Nothmg in the adopted constructlon of “h1ghly conductrve
i ,‘metal” Would preclude titanium simply because itis less conductive than alummum

Clatm l .of the 674 patent requlres ““the second patterned oonductwe layer mcludmg the o

“ N conductlve lmes and the ﬁrst and second contact leads and the second electrode of each umt of
| '.jcell ctrcmtry i Cleum 16 of the 674 patent requires “the second patterned conductlve layer
_ mcludmg the’ N data lines and the ﬁrst and second contact leads and the second electrode of each
" ,umt of cell cn'cuttry Thomson asserts that Fu_utsu farls to disclose formmg the N conductlve :

;J..'»Ilmes (or N data lmes) in the same patterned conducttve layer as the ﬁrst and second contact leads. .

L and the second electrode (CX'4307C at Q >3 )

I ﬁnd that FuJ itsu lacks clear and convmcmg ev1dence that the N conductlve lmes or N
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L electrode CMI 1dent1ﬁes th ﬁrstiand second contact leads as the dram and source electrodes in B
_ :.‘i;{Fu]rtsu, respectlvely (CMIB ::at 93 ) CMI 1dent1ﬁes the second electrode as the opposmg |
| . electrode in FUJ 1tsu (Id) CMI 1dent1ﬁes the N conductlve lmes or N data lmes as the dram bus
: ,‘ilmes mFujltsu (Id) | -

| Dr Hatahs opmes that the drain bus llnes are m the same layer as the drain and source |

o electrodes and the opposmg electrode because all of those elernents are “shown w1th a . .

_:“;contmuous and cons1stent shadrng” in Frgure l of Fu31tsu (RX 393C at Q. 143 145 ) Dr |

o -Hatahs also opmes that 1f these elements are not in the same layer, then F ujrtsu would farl to
-disclose how these struetures would be inelectrical contact with each ot_her. d. at Q.__ 146.) Dr. .. B
$ Hatalis:belieyes that ﬂ]JS 1s inconsistent with the rest of the disclosu.re, becauSe F ujitsu describes
contact holes used to connect the second patterned conductive layer to the thlrd patterned |

® ;conductrve layer (Id ) Fmally, Dr Halatrs beheves that the argument that the dram bus lmes are
‘b not in the same layer is: contrary to the stated goal of Fujxtsu, whlch is to mm]mxze cost and
i i"'fa,complexrty (1d) ‘ » |

Dr Parsons opmes that Fuptsu farls to offer clear and convmcmg evrdence that the dram A

. 4307C at Q.57) Dr Parsons notes that Fujitsu exphcltly lists the 1tems that are in the second
' patterned conductive layer, and does not mentlon the dram bus lines. (Id ) Dr Parsons testifies -
B that the. fact that the shadmg 1s consrstent in Flgure l does not mdrcate that all of the elernents are

: in the same layer (Id at Q 60 ) Accordmg to Dr.. Parsons, Frgure 1 “1s an overhead view that

e shows a shaded region to mdrcate the area of the plxel that is covered by metal ” (Id ) Dr
= "*'Parsons adds that at the trme of the ‘674 patent, it was advantageous to form d1tferent elements

‘ ~Lout of different metal layers. {d)
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Fujltsu does not expressly state that the dram bus lmes are formed in the same layer as

o 'mventron.” (RX 325 at CMI’

| '-00600697 ) Flgure 1 deplcts the followmg

I‘IG!

- Dwmpnm u?pnemp!esefpment
Invenuon (Pan E) gA

2

e f&?%f’,ﬁéﬁ’&'ﬂfxzvféi?ffﬁ'

RX- 325 at CMI-741 00600702 )

The st source and dram electrodes are 1tems 7 and 8 respectlvely (1d. ) The opposmg _
electrode is 1tem 13. (Id) The drain bus l1ne is item 9 (Id ) The only ev1dence actually found
- in Fujitsu that CMI relies upon to show that the dram bus lme isin the same layer as the

identified electrodes is the fact that the shadmg for all of those elements is “contmuous and:

Goose

the dram and source electrodes and opposmg electrode (RX 325 ) Dr Hatahs mfers th1s from

‘F1gure 1 wlnch is descnbed as a “plan v1ew[] of the electrode wmng portlon in the present E ; ok '3‘:' oy
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‘_3' . chonswten ” 1 1n Flgure 1 (RX 393C at Q 143 145. ) Ido not ﬁnd that the shadlng ofFlgure l on" - |

1ts own wrchout any further explananon, prov1des the necessary clear and convmcmg ev1dence to ¢

:'"{:‘-':"conclude that the drain bus lme is m the same layer as the other elements F1gure | 1s far from

= o clear regardmg the various layers of the dev1ce and, w1thout more, I cannot ﬁnd that partlcular
elements are. w1th1nthe same layer based onF1gure1 . . R - k3 :
Other than Flgure 1 CMI isrelies on Dr. Hatalis’ expert opmlon regardmg why he -
: “beheves that it makes sense for all of those elements to be found in the satne layer (Id at Q

i 145 146 ) Thomson counters with testnnony from Dr. Parsons regardmg why Fujltsu falls to |

clearly dlsclose that the drain bus line is in the same layer as the drain and source electrodes and -

L opposmg electrode. (CX-4307C at Q. 57-60.) -

-1 am left with an ambiguous figure in Fuj itsu and testlmony from both experts regardmg

- *;Why this limitation is or is not disclosed in Fuj1tsu (RX -325 at CMI-741—00600702 RX 393C at

Q. 143-146; cx-4307<; at Q. 57-60,) This does not lead o a conclus19._n thatthereis clear and
' convlncing‘eviden'ce that the limitation at issue is disclosed by Fuj itsn Colorado v. New Mexico.,‘"'

\467 U S. 3 lO 316 (1984) (descnbmg the clear a_nd convmcmg standard as requmng ev1dence

that “could place in thevultnnate factfinder ¢ an ab1dmg conv1ct10n that the truth of its factual

e contentlons are ‘hlghly probable ) "Iherefore 1 find that CMI faded to offer clear and
) r_convmcmg evidence that Fuji itsu chsclcses N conduct1ve lines or N data lmes in _the second.
natterned conductive layer. | N ) '.
Clalms 1 and 16 also reqmre that “the second contact lead and the second electrode [are]

. joined in the second patterned conductive layer gt Thomson asserts that Fujltsu falls to dlsclose

| that the second contact lead and the second electrode are Jomed in th' F;second pattemed

conductlve layer. (CX-4307C at Q 70 71. ) CMI claims that th1s l1m1tat10n is met by the
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o l‘ .:followmg dJsclosure in Fujltsu

S Q 141- 146)

“the. sonrc_e electrode'26 andthe ; pposmg electro

o ,_'connected by an electrod ’

”:j,l.'color ﬁlter wmdow (RX-325 at CMI 741-00600699 ) _.In add1t10n, CMI agam rehes h

- ‘_‘_:"-“contmuous and cons1stent” shadmg of Frgure 1 and Dr Hatahs reasonmg for why 1t makes

sense that the electrode wu'mg is found m the second pattemed conductlve layer (RX 393C at S

I find that there ls no .clear and conv1ncxng evldence:m the record that Fn_] 1tsn dlscloses _ R
| , "that the second contact lead and second electrode are Jomed in the second patterned conductrve.
e -layer The above-quoted passage addressmg the electrode Wmng does not state that the electrode R
- . wiring is in the same- layer as the source: electrode and opposmg electrode (CX-4307C at Q 71 )‘
Besides: thrs mconcluswe passage there is only the ambrguous Flgure 1 of Fujrtsu and the .

) ‘competmg, mconclusrve v1ews of the experts For the same reasons as discussed w1th respect to »

' the N conductlve lines and N data lmes lnmtattons, I ﬁnd that CMI falled to oﬁ’er clear and

| convmcmg ev1dence showmg that Fu]ltsu drscloses “the second contact lead and the second

- electrode bemg Jomed in th ccond patterned conductrve layer

Based on the foregomg, I ﬁnd that CMI farled to.prove that F uj 1tsu antlclpates any of the

‘ asserted clanns of the ‘674 patent

b Casm

MI’s Posntmn CMI contends thatU S Patent No 5,734, 455 (“Casro”) antrclpates L
 claims 1,7,8,9, 14, 16 17, and 18 ofthe ‘674patent B A

- CMI states that Thomson only d1sputes that two hmrtatlons of mdependent clamrs 1 and

16 are mrssmg from Cas1o . data lines in the second patterned conducnve layer and a thrrd . . :
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pattemed conductlve layer of ITO (Cltmg CX—4307 Cat Q 136 142; RX-393C at Q 240- 274

. ‘285-3 13 RDX-429 ) CMI contends that both of these arguments are w1thout ment e ‘ |

CMI argues that Casm dxscloses the clalmed second ccnductwe layer (Cltmg RX-393C
‘ at Q 25 5 RX—328 ) CMI cla.tms that if the conductlve lmes were not in the same patterned layer

as the eontact leads Of the TF Ts addmonal electncal connections would need to be speclﬁed o

o (C1tmg RX—393C at Q 257 ) CMI asserts that Cas1o does not spec1fy any such addmonal

: f . ’connectlons.k CMI clalms that 1f the data lines and the dram electrodes were in different layers, M1t -
: ".”‘would requ1re amore complex device structure; possibly with add1t10na1 contact holes that are -
| not: d18closed (Cltmg RX—393C at Q. 258.) ' .I | |
: ‘ CMI argues that Cas1o contains several dlfferent disclosures regardmg the formation of a
; ‘plxel electrode from a tthd patterned conductwe layer (C1t1ng RX 328 RX—393C at Q. 266 )
‘ CMI statesf that Dr. Hatalis testified that one of ordmary skill in the art would read Casio as
| dxsclosmg that ITO can be used to form the ptxel electrodes if transparent structures are desxred |

:. .(C1tmg RX—393C at Q 266-268. ) CMI asserts that Thomson is wrong to argue that Dr. Hatalis

nnproperly rehes on multlple embodlments dlsclosed in Casio. Accordmg to CMI, Casio’s ﬁrst 3

e :three embodlments bu11d on one another and share the same structures (Cltmg Tr.at 1685: 21—

- 1687:21 .) :CMI states that Dr. Parsons does not dxspute that Casio teaches the.use of ITO fora
pixel electrode, and even the su1tab1l1ty of ITO for a des1red apphcatlon, Just like the ‘674 patent.A
(Cltmg CX-4307C at Q. 144; Tr. at 1685 3 15 )

CMI asserts that Casio antmpates dependent claim 9, which requlres that the hlghly
conductwe metal is alummum (C1tmg RX—393C at Q 274.) CMI states that the first

E embodlment of Cas1o teaches usmg an alummum ﬁlm to form trans1stor electrodes and metal

lines. (Citing RX-393C at Q. 274;‘RX-328 at 8:6-8.) Acc_ordmg to CMI, Casio discloses both : |
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" ‘_the use of a hrghly conducttve metal in the second patterned conductlve layer (chrommm or the e S

) hke”), as well as the use of an alummum ﬁlm in the ﬁrst patterned conducttve layer to form the

o gate hne and gate electrodes (Cmng RX.393C at Q. 274. )

- cl in the ‘674 patent

i Accordmg to Thomson, Respondents pnmanly rely on the thlrd embodnnent of Cas10 to :

I --.'_j‘fdlsclose most of the cla1m hrmtahons but they also plck dlsparate elements from the ﬁrst

| embodnnent to comblne w1th the, th1rd embodiment. (Cltlﬂg CX’43O7C atQ. 126 132 )

e ant1c1patlon analysm 'f"».:: o

- Thomson argues that Casio does not dlsclose formmg the “data line” in the same

o ‘pattemed conductwe layer as the “dram electrode » “source electrode,” and “ﬁrst capacrtor

- _electrode ? (Cttmg CX—4307C at Q. 135- 139 ) Thomson states that the three electrodes are
: dlsclosed in Casio as bemg formed from the same metal ﬁlm, but there isno dlsclosure of o
formmg the data lmes usmg that same metal ﬁlm (Citing RX- 328 at 18:31- 34 )

Thomson argues that Casm does not dlsclose fonmng the third patterned conductrve layer M
g from a layer of ITO. - (Citing CX-4307C at Q. 140-144 ) Thomson states that Dr. Hatalls 'r‘ehes &

oon the first embod1ment of Casio to meet this lnmtatlon -Thomson asserts that the ﬁrst

o embodnnent descnbes a completely drfferent structure from the thrrd embodxment that .

| B :Respondents rely on for the other clarm lumtanons (Citing CX-4307C at Q 143 144. )

“ A"Thomson argues that itis not proper for Dr Hatahs to use the dlsclosure of ITO ﬁom the ﬁrst ‘

embodnnent thh the dlfferent structure drsclosed in the tthd embodtment

R D
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= '»Thomson argues that mrxmg and matchmg embodnnents in one reference is not pern:utted inan’ SE




Thomson states that clarm 9 adds the ther lnmtatlon that the hrghly conductrve metal is .: ,

alummum Thomson clalms that Respondents rely on the ﬁrst embodlment of Cas10, Whlch" -

. “‘dlscloses fornnng alummum as the reﬂectrve maten, at the bottom of the substrate. (C1tmg RX- e
: ‘328 at 8 6 8 ) Thomson asserts that the ‘674 patent reqmres that the h1ghly ccnduct1ve meta.l be | .:_ S L

;,used in the second pattemed oonductlve layer not the ﬁrst Therefore Thomson beheVes that

the lmntatron of clarm 9 is not dlsclosed in Casm (Crtmg CX-4307C at Q 146—148 )

Drscussmn and Conclusmns Based on the ev1dence in the record I find that CMI has

‘f:afarled to offer clear and convmcmg evrdence that Casro antlclpates any of the. asserted clarms of '
= -the 4674 patent

The partles drspute whether or. not Casro drscloses the lnmtatlon of clalms 1 and 16

‘o i ’requmng “a third patterned conductrve layer over the second msulatmg layer; the thn'd patterned
S _conductrve layer bemg a layer of mdlum tin oxrde ? To meet th1s lmutatron, Dr Hatalrs points to

| p1xe1 electrodes, Whrch are 1dent1ﬁed as 1tem 213 in Flgure 7 of Casio. (RX 393C at Q 266.)

. Figure 7 depicts the tlnrd embodnnent drsclosed in Casro (RX 328 at 17 59 61 ) The

,-.-‘descnptron of Frgure 7 of Casro states that “[t]his prxel electrode 213 consrsts ofa metal ﬁlm for

u,'reﬂectmg hght, e. g an Al alloy havmg a hrgh reﬂectance That 1s, the pixel electrode 213 also SRR
~serves as a reflecting film, with its front» surface (reﬂectmg surface) being formed mto an almost |
N e mirror surface ” (RX—328 at 18: 16-20 ) -

: Nowhere in the descnptron of Frgure 7 is there a drsclosure of the plxel electrode bemg

¥

‘formed from mdlum tin oxrde Dr. Hatalls mstead rehes on n the dlsclosure from the ﬁrst

.embodlment of Casro Wh1ch states that “[a] plurallty °f transp arent p 1xe1 electrodes 13, each

("’"consrstlng of ITO or the hke .are arranged on the mner surface.. (RX 328 at 7 23-26 ) Dr.

_Hatalis also relies on the fact that Casxo states that the second embodrment contams elements |

Y
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" Since the remaining siructures of the second embodiment are the samé as tho'se'of
- the ﬁrst embodiment, the same reference numerals in the second embodiment
SE derote the same parts as in the first embochment, a.nd a descnptlon thereof wﬂl be
: onntted : . o 5 .

o ‘(RX-328 at 15 21-25 ) |
Smce the remmmng structures of the thrrd embodunent are the same as those of
the second embodiment, the same reference numerals in the third embodiment -

."denote the same parts as in the second embodlment and a descnptron thereof w1ll
~-be omitted. : iy L

(d.at 18:1-6)

I ﬁnd that the fact that Casm states that some of the same elements found in the ﬁrst and Ny -

second embod:ments may also be present in the third embodlment is u‘relevant because it is clear

that the plxel electrode from the first embodlment has changed in the th1rd embodlment The

i

pixel electrodes in the ﬁrst and th1rd embodnnents are not labeled w1th the same reference

‘numerals, indicating that the prxel electrode from the first embodunent does not carry over to the |

. third embodiment. While Cas1o states that the p1xel electrode of the ﬁrst embodlment may be '
" made of indium- tm ox1de the tlnrd embodrment states that the plxel electrode should be made
“ froma metal ﬁlm for reﬂectmg light. Dr. Hatalls acknowledged the dlfference between indium - " E
tin oxrde and a metal ﬁlm for reflectmg light when he testlﬁed P
If one wanted to make a drsplay in wlnch the prxel electrode reﬂected hght, one s
could use a reflective metal to form the top pixel electrodes. However, if one =~ - }
- wanted to use the structures disclosed in the Casio reference to make an array in -~
-+ -which the pixel electrodes were light transmissive, one could use ITO to form the
- pixel electrodes as taught in column 7, lmes 23 24. - : R N
(RX 393C at Q. 268.) Dr. Parsons also testrﬁed regardmg the dlfference between mdlum t1n

v ox1de and the reﬂectlve metal d1sclosed in the tthd embodament (CX—43 07C at Q 142~144 )
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| The Federal Cll'Clllt has explamed that for a pnor art reference to be antlcrpatory "’:'t “must 3

drsclose those elements arranged as mthe clarm ” Net MoneyHV Inc v VertSlgn, Inc 545

F 3d 1359 1369 (Fed. Cir. 2008) In Net MoneyIN the Federal C1rcu1t emphasrzed that a pnor

art reference needed to drsclose all of the elements as “arranged in the clarm 'lhe court held
:--‘that “1t 1s not enough that the pnor art reference mcludes multrple drstmct teachrngs that the
| artlsan mrght somehow combme to achreve the clauned mventron i Id at 1371 ‘
leewrse in thecubes, L L C V. Northern nght Prods Inc the court reJected an
. wantlclpatxon argument where the: defendant “attempt[ed] to plck and choose charactenstlcs of the o
separate mventron embodrments in the [prior art] reference and compare them to the individual -
~claims.” 2005 WL'2144574, at *4 (E.D. Mo. Aug 2 2005) ‘The court held that because the

e pnor art reference “does not d1sclose every element, as they are arranged in the [asserted]

b """: 'patent,” the antlcrpatxon argument fails, Id see also Advanced Cardzovascular sys Inc V. " B

L SczMed Life Sys 63 F. Supp 2d 1064, 1073 (N D. Cal 1999) (statmg that “antlcrpatlon cannot

be proven by cobblmg together dlsparate elements ina pnor art reference

I ﬁnd that the current s1tuat10n 1s analogous to the above—descrrbed case la g It 1sclear

that CMI attempts to make an antrcrpatron argument by takrng the devrce drsclosed in the third
embodrment of Casro and modlfymg it to include the prxel electrode made from mdrum tin ox1de "

¢

o ."from the ﬁrst embod:unent (RX—393C at Q 266- 268 CX-4307C at Q. 142 144) Such mlxmg

o not only drsclose all elements of the cla1m w1th1n the four comers of the document, but must also!-f-: o .

‘and matchmg of elements from drfferent embodnnents of the same pnor art reference is not i
i ’ »permrSSlble in assertmg antlcrpanon Based on the foregomg, I ﬁnd that CMI faﬂed to oﬁ'er clear

and convmcmg ev1dence that Casio antlcrpates any of the asserted clarms of the ‘674 patent
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‘2.‘ Obviousness Co

K .‘ a Cla1m9

, CMI’s Posxtlon. CMI contends that clarm 9i is rendered obv10us by any one of the L -
' followmg combmatlons Fujitsu in combmatron with the kriowledge of one of ordmary sklll oo
- ‘the art; Fujltsu in combmatron thh U.s. Patent No. 5 621 556 (“the ‘556 patent”) or Fujrtsu n -

‘ combmat:lon w1th U. .S. Patent No. 5 483 082 (“the ‘082 patent”)

Clalm 9 requnes that the hrghly conduct1ve metal is alummum CMI asserts that
o alummum isa well-known metal commonly used for electrodes and conductive hnes o
partlcularly in: ’IFTs (C1tmg RX 393C at Q. 163 ) CMI rehes on the testlmony of Dr Hatahs to
assert that it would have been w1thm the knowledge of one of ordinary skill in the art to use

| alummum as the hlghly conductrve metal (C1t1ng RX-393C at Q 163 166. ) ‘_

CMI argues that the combmahon of Fujltsu and the ‘556 patent renders claim 9 obvrous
(Cltmg RX 393C at Q. 169.) CM[ states that the ‘556 patent is dlrected to TFT des1gn for actlve
matnx hqmd crystal dlsplays and dlscloses using alurnmum to form the second metal layer.
(Citing RX-393C atQ 169; JX-3 at 1:16- 18 343 48)

CMI argues that the combmatlon of Fu_] itsu and the ‘082 patent renders clalm 9 obv10us
" (Citing RX-331; RX-393C at Q 172. ) CMI states that the ‘082 patent dlscloses using a metal
film of aluminum to form a second patterned conductlve layer. (Cltmg RX-331 at 2:51-63. )
CMI states that one of ordmary skill in the art would have been motrvated to replaee the titanium
used in Fujitsu thh the alurmnum used in the ‘082 patent due to avallablhty, conductert};;

o menufacturability, and cost. (Citing RX-393C at Q. 166. ) | |
~ According to CMI, Dr. Parsons offers o_nly conclusory testirnony to‘r'eb‘ut the assertion

that one of ordinary skill in the art would haVe a reason to combine Fujitsu with either the ‘556




e credrble testnnony regardmg why there isa suﬁiment reason to combme any of the references

S ev1dence that FuJ itsu dlscloses all of the hmrtatrons of clarm L. Thus it follows that CMI’
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- _patent or the ‘082 patent (C1t1ng CX-4307C at Q 99, ) CMI clarms that Dr Hatahs oﬂ’ered

. with Fu_]ltsu ""(Cmng RX-393C 2t Q. 166, 172)

Thomson’s Posrtmn Thomson contends that none of the asserted combmatlons tenders

- clarm 9 obv1ous S

| n : Thomson argues that because Fujltsu fails to antlcrpate clalm 1 claJm 9 1sv not renderedi |
o obv10us in view of Fuji itsu in combmatron with addrtxonal prior art In addrtlon, Thomson argues . | )
- that it would not have been obvrous to use alummum as the highly conductrve metal because the |
_ mventors_us_edian umovatwe aluminum metalhzatron process to form the _top capacitor elect_r__c_tde - | o
“ in the same 1ayer as the ﬁrst and second contact :leads, thereby eliminating a step in the o
. manufactlmng process (Cltmg CX-4307C at Q. 88-94.) Thomson asserts that neither the ‘556
- patent nor the ‘082 patent discloses usmg alurmnum to form a smgle metal structure that seryes

as both the second contact lead and the second electrode. (Cltmg CX-4307C at Q 98-101 )
Dlscussmn and Concluswns' Based on the ev1dence in the record I find that CMI has

failed to: offer elear and convmcmg evrdence that claim 9 of the ‘674 patent is obvious in view of

_M:the pnorart o

Claim 9 depends from claiin 1and adds the requir’ement that the highly conductive metal

is alurmnum CMI relies on Fujltsu to d1sclose all of the hmltatlons of clann 1 (CMIB at 109-

‘ v_ 1 13 ) In Sectlon IV.E. 1 a supra, I have concluded that CMI fa1led to offer clear and convmcmg

- obviousness argument w1th regard to clarm 9 farls for the same reasons as described w1th respect o
to the vantrc1patlon analysrs for Fujitsu.

“b.. Claim 11"

- 265




o ‘mmc_“vmsm o

- CMI’s Posmon' CMI contends that clalm 11 is rendered obv10us by the followmg pnor

| art combmatlons (1) FuJ itsu and the knowledge of one of ordmary skill in the art; (2) Fuptsu ;

o f ::'and the ‘556 patent (3) Fuptsu and U S Patent No 5, 153 754 (“the ‘754 patent”), (4) Casio and
e the knowledge of one of ordmary sklll m the art; (5) Casm and the “556 patent; and (6) Casio and

o the ‘754 patent. .

e - CMI argues that the hmltatlon added by cla1m 11 ‘was well known by one of ordmary

z . :; vsk111 in the art by 1995 (C1t1ng RX—393C at Q. 174 176 ) CMI claims that this assertion is

S : _V ;-..fsupported by the testlmony of Dr Yao, one of the mventors on the ‘556 patent (Cltmg JX-53C
o at 179 23 180 10, ) CMI clan:ns that Dr Parsons offers no rebuttal to Dr Hatahs opinion on this
e issue. (C1tmg CX-4307C Q. 111 153 ) “ o
| CMI claims that the ‘556 patent discloses the hnntatmn of claim 1. (Cltmg RX-393C at
o Q: 177 278. ) CMI states that the ‘556 patent teaches the use of sublayers in the second
o '-j"_‘._i.,;.v%patterned conduct1ve layer made of titanium tungsten, a refractory metal. (Cltmg RX-393C at Q

f'177 278 JX~3 at 3 43-48 ) CMI notes that the ’556 and ‘674 patents disclose nearly identical

"»*f-structures, were both developed at Xerox PARC and are both d1rected to TFT structures.

' CMI clauns that the ‘754 patent dlscloses the hmltatlon of claum 11 (Cxtmg RX-393C at
T _Q 181 279 RX-335 ) CMI states that the ‘754 patent dlscloses a TFT structure using multlple

) v metal layers for the second patterned conductlve layer (Cltmg RX-393C at Q. 181.) CMI

argues thatDr Parsons tesnmony.‘regardmg why one of ordmary sk111 in the art would not .
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._ ‘combme Fu31tsu or Casm tav1th the ‘556 patent or “7 54 patent is conclusory and reﬂects‘ a
A "v‘mlsunderstandmg of the law of obvmusness (Cmng CX—4307C at Q. 115.)
= Thomson s Posxtlon Thomson contends that claim 11 is not obv10us in view of the
. prior art 'combinations asserted by CMI.

e . Thomson,a,rgues that because claim 1 is not antlcipated by Fujitsu or Casw,clann 11‘ is -
not rendered obvions;: ':_Thomson argues that it would not have been obvions to one of ‘ordinary» -

..skill in‘the‘fart to use a refractory metal to protect aluminum or other highly conductive metals .

7 when formmg the second contact lead connected to the second electrode in the second patterned

o - conductive layer (C1t1ng CX-4307C at Q 111- 113 152- 155 ) Thomson asserts that ne1ther the

> ‘556 patent nor- ‘the ‘754 pafent disclose the required element of using a refractory metal to form .

- asingle metal structure that serves as both the second contact lead and the second electrode

- 5’?jf?7i"‘i:(cmng cx.43o7c atQ 114 117, 156- 159)

Dlscussmn and Conclusmns. Based on  the ev1dence in the record I ﬁnd that CMI has .
) fﬂ""t'alled-to offer clear and convmcmg ev1dence that claim 11 of the ‘674 patent is obvious in view
__.ofthepnorart | | | | S | s

o Clalm 1 1 depends from clalm 1 and states that “the second patterned conduct1ve layer

. includes first and second sublayers, the ﬁrst sublayer including highly conductlve metal; the -

.. .second sublayer mcludmg a rcfractory metal d1ﬁerent than the highly conductive metal ” CMI

. relies on Fujltsu or Casw to d1sclose all of the hmltatlons of claim 1. (CMIB at 113-118. ) In

Sectlon IV E.I1: a-b supra, 1 have concluded that CMI falled to oﬁ'er clear and convmcmg

e 'ev1dence that Fujltsu or Casm dlscloses all of the limitations of cla1m L Thus, it follows that
- CMI’s obv1ousness argument W1th regard to cla1m ll falls for the same reasons as descnbed w1th

o _?:respect to the ant1c1pat10n analys1s for Fuptsu and Cas10




CMI’s Position: CMI contends that e1ther Fujitsu or Casro in combmatlon w1th one of ‘ e

%the followmg renders claim 13 obvrous (1) the knowledge of one of ordmary sk1ll in the art (2) e

| the ‘556 patent (3) an article entrtled “A New Drgltal Detector for PrOJ ection Radrography”
‘: 4 (“the Lee reference”) or (4) ‘082 patent | |
. . CMI argues that a tapered v1a hole was a well-known techmque 1in the art for decades |
. : (Cltrng RX-393C at Q 183, 281.) CMI states that Dr. Hatalis explained that it would have been
o more dlfﬁcult to form such an opemng w1thout a tapered profile, because a tapered profileis a
.7 natural result: from wet or certam plasma etchmg processes that are used to lcreate the opemng
- ; "A(Crtmg RX-393C at Q 183 281 ) CMI points to the test1mony of Dr. Yao an mventor on the |
‘556 patent, who stated that a tapered via hole was “a fact of life” of the etchmg process. (C1t1ng' e :
JX-SSC at 181:23- 182 24. ) CMI therefore asserts that claim 13 would have been obvrous based
onthe combmatron of either Fujrtsu or Casro and the knowledge of one of ordmary skrll in the

B . CMI argues that cla1m 13 is rendered obv1ous by the combination of Fujrtsu or Casro and

e ‘556 patent. (Citing RX-393C at Q. 184,282.) CMI states that the ‘556 ptent teaches
s formmg atapered via hole to connect the prxel electrode to the second patterned conductlve

v_ 'f:j‘ layer, wh1ch offered a more stable structure resistant to breakage (Id)

CMI argues that claim 13 is rendered obvrous by the combmatron of Fu_utsu or Casro and

i the Lee reference. (Crtmg RX- 3930 at Q 185, 283 ) CMI states that the Lee reference 1s =

fdn-ected to actrve-matnx TFT-LCD desrgn (Id) Accordmg to CMl the Lee reference”dlscloses 3
f:‘:i_f usmg a tapered edge when formmg the v1a that connects the mushroom plxel electrode to the S

o second patterned conductlve layer (Id ) s




g same mventor who authored Fujitsu. (Cltmg RX—331 ) CMI clalms that if one were concerned

= ke w1th respect to the ant1c1pat10n analysrs for FUJ 1tsu and asro
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CMI argues that clarm 13is rendered obkus by the combmatlon of Fujitsu or Casm and .

. 'the ‘082 patent (Cltmg RX 393C at Q. 186 284 ) CMI states that the ‘082 patent mcludes the

- about the via structure 1n Fujitsu or Casro seekmg another d1sclosure by the same author would.

- be a natural next step. CMI asserts that the ‘082 patent is. drrected to actlve-matnx TFT-LCD
des1gn (Citing RX-393C at Q. 186, 284. ) | | | |
Thomson s Position: 'Ihomson contends that CMI has falled to demonstrate that claim

13 1s rendered obvious by any of the asserted combmatlons of pnor art

Thomson states that cla1m 13 depends from clarm 1 Accordmg to Thomson, both Fujltsu,;
and Casio lack elements from claim 1 Thomson asserts that none of the combinations of pnor
- art meet all of the lnmtatrons of c1a1m 1. Therefore, Thomson argues that CMI fa:lled to prove '

e that clarm 13 is obv1ous

Dlscussmn and Conclusmns Based on the ev1dence in the record I ﬁnd that CMI has”
. fa11ed to.offer clear and convmcmg evrdence that cla1m 13 of the ‘674 patent is obvrous in view

of the pnor art

j Clarm 13 depends from clalm 1 and states that “the second ﬁﬁg'l‘ay'ef hasan edge B o

| around the openmg defined therein; the edge havmg a tapered proﬁle CMI rches on Fu_)ltsu

| alone or Casm alone, to disclose all of the hnntatrons of clann 1. (CMIB at 118-121. ) In

Sectlon Iv. E 1. a-b supra, I have concluded that CMI farled to offer clear and convmcmg - LT

: evrdence that erther Fujltsu or Casro drscloses all of the lnmtatrons of c1a1m 1 Thus it fcllows e

;f:"that CMI’s obvrousness argument w1th regard to clmm 13 farls for the same teasons as descnbed 1_ -




. ‘and practlced in the art (Cltmg RX-393C at Q. 45, )
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. The ‘556 Patent

CMI’s Posrtlon CMI contends thatclannsl 7 8, 9 11 13 14 16 17 and 18 ofthe

‘674 patent : nobvrous in v1ew of the ‘556 patent
CMI states that the partres agree that there is only one structure from the ‘674 patent, a.

capac1t1ve element, that is not also dlsclosed in the ‘556 patent (Citing CX-4307C at- Q 168-

171.) CMI states that because Thomson only dlsputes that the ‘556 patent dlscloses a capacmve -

: element, it is undlsputed that the ‘556 patent dlscloses all of the other hrmtatlons of clalms 1,7,
8 9 1 1 13, 14, 16 17, and 18 ofthe ‘674 patent (Citing RX—393C at Q 339- 375 )
" CMI claims: that it would be possible to make a shght modrﬁcatlon to the structure -
i dlsclosed in the ‘556 patent to result in the cla1med structure of the ‘674 patent. Speclﬁcally, ,
CoMI claims. that addmg an extra electrode in the ﬁrst patterned conductrve layer usmg the ﬁrst e
maskmg step Would result 1n the clanned structure of the ‘674 patent (Cltmg RX 393C at Q

_ 3 19 ) CMI asserts that if one of ordmary skrll in the art sought to use the drsclosure of the ‘556
: »patent to des1gn a funcuonmg TFT—LCD product, one would have had a reason toadda storage

capaCttOr (cmng CX-4244C at Q. 57; 168; RX-393C atQ 18, 334) Accordmg to. CMI

- formmg a storage capacxtor usmg metal in the ﬁrst pattcrned'conductrve layer was well known R

Thomson s Posmon' Thomson contends that CM] fmled to demonstrate that any of the -

| 'asserted clatms of the ‘674 patent are rendered obvrous in v1ew of the ‘556 patent

Thomson asserts that addmg a metal structure underneath the ptxel V1a isnota snnple or

- obv1ous way to make a supplemental capac1tor structure C1t1ng CX—43 O7C at Q 168- 195 )

o - Thomson clarms that it would not be obvrous to mtegrate a capacxtor w1th the other elements of

1 | .the ‘556 patent’s array c1rcu1try (Id ) ’Ihomson avers that addmg a metal structure 50 close to L 3’.’_ - ':ﬁ i
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‘ the gate electrode woirld cause problenrs with short crremts because“or:t‘he dtfﬁculties of etchmg )
such small gaps in the metal layer (Id) Further Thomson claims that the ‘556 patent teaches
away from provrdmg a storage capacrtor underneath the p1xe1 via because it drscloses a
supplemental capacitor in the form of a metal electrode over the gate electrode. (Citing CX- o
4307C at Q. 172-182.)" B
Discussjon and Conclusions: Based on the eﬁdeﬁéé in the reeord,- I find that CcMI has :
failed to offer ..c‘lear‘ and convincing evidence that any of the asserted _olairns’_of the l‘r674 patent
are.abvious in-view of the ‘556 patent. .‘ | | )
' The parties agree that the 556 patent lacks the “capacitive element” required by |
independent claims 1 and‘16., (RX-393C at Q. 33'3-334- cx-4307o at Q. 168.)" Dr. Hatalis
offers the opinion that the device disclosed in the *556 patent could be modlﬁed to mclude the
“capacltlve element” requlred by the asserted claims of the ‘556 patent |
" [T]he difference between the ‘5 56 reference and the ‘674 patent is that the ‘556
reference does not disclose a second metal structure in the first patterned
‘ conductive layer thfr;t would form the bottom electrode of the storage capacitor
" - structure described in the ‘674 patent. Therefore, my opinion...is that it would
% have been obvious to one of ordinary skill in the art that one could make such a
L »modlﬁcanon to the dlsclosure of the. ‘556 reference to create a storage capacrtor
RX- -393C at. Q 334). CMI argues that the knowledge to make the modrﬁcatron was possessed
h by one of ordrnary skill in the art, or it could have come from Fujitsu, Casio, or the Lee -
reference (CMIB at 124. y ‘ | ot ' 3
\ Dr, Hatahs explamed that h1s proposed modlﬁcatlon would add an addmonal metal

~ electrode i in the ﬁrst patterned conductrve layer to form the “capacltrve element.” (RX 393C at

Q. 344 345, ) Dr Hatalis beheves that one of ordmary skill in the art would have been motrvated

to make this modification because it would have been the “simplest, most logleal way "to use the ' o

”process described in the ‘556 patentto create a TFT-LCD product. (/d. at Q. 348.) | sl

o
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Dr Parsons opmed that the modrﬁcatlon proposed by Dr Hatahs Would not bea s1mple
B ) and obvrous way to add a storage capacrtor to the structure dJsclosed in the ‘556 patent

Spec1ﬁcally, Dr Parsons explams‘

- Snnply addinga metal structure undemeath the pixel via isnot a sn:nple and = ..
.+, obvious way to make a storage capacitor. In order for the storage capacitor to

. function, the additional metal must contact a common line. Dr. Hatalis’ .

- modification does not show a common line to be used and it is not obvious how
. such a common line would be integrated with the other elements of the array
. " circuitry. In addition, Dr. Hatalis’ modification places the additional “small metal

- structure” close to the gate electrode, which may cause problems with short..

R circuits because 1t is difficult to etchi such srnall gaps in the metal layer.:

“ - (CX-4307C at Q. 17 l 2 Dr Hatahs testimony does not address the problems w1th the proposed
modlﬁcatlon of the ‘556 patent ralsed by Dr. Parsons. (RX 393C at Q. 344 348 ) .
I find that CMI has failed to meet its burden to demonstrate obviousness based on the 4: o
‘ ‘556 patent Dr. Hatalis’ testrmony contains little more than conclusory allegatlons of .
- obwousness and fails to 1dent1fy any supportmg evidence for his opmxons regardmg the -
a knowledge of one skrlled in the art. (See RX—393C at Q. 344 348.) Dr, Hatahs testlﬁes that the

. structure, of the dev1ce disclosed in the ‘556 patent could be modrﬁed, and that such a

. ;._modlﬁcatron would be known to one of ordinary skill in the art. (/d.) CMI offers no ev1dence

| : beyond Dr. Hatalls conclusory opinion that such a modrﬁcatron would be successful or that one :H
~of Ordinaryv skill in the art would possess the knowle‘dg'eto make such a modiﬁcation.f In view of
.. Dr. Parsons? testimony that the proposed modiﬁcatlon would not be as easy» and straightforward
as Dr Hatalis clalms it would be, I ﬁnd that CMI has farled to meet 1ts burden on obvrousness

PharmaStem, 491 F 3d at 1360 (“the burden falls on the patent challenger to show by clear and

: convmcmg ev1dence that a person of ordmary sk111 in the art would have had reason to attempt to
. 'miake the composrtlon or devrce, . and Would have had a reasonable expectatron of success in-

":v“'domg 50.) . i
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:e '.-The Lee Reference

CMI’s Posmon CMI contends _that the Lee reference renders asserted clalms 1, 7 8 9 . _ B

11 13 14 16 17 and 18 obvmus

CMI notes that the Lee reference was c1ted durmg the prosecutlon of the ‘674 patent

o . (Cltmg JX—7 ) CMI states that the Exammer re_]ected cla1ms based on the Lee reference, and the - 1

o appllcants amended the c1a1ms in hght of the rejection. Spec1ﬁcally, CMI asserts that the clalms o

were amended to reqmre a second pattemed ‘conductive layer that compnses thhly. conductlve

e metal other than 1nd1um tin oxide” and “the third patterned conductlve layer bemg a layer of

s mdlum tm ox1de i (Crtmg JX-7 at 159 )i CMI states that besrdes the “second patterned
: "": conductlve layer” and “thlrd patterned eonducnve laye hm1tatlons, there is no dlspute that the
| ,. :_ Lee references dlscloses all of the other limitations of claims 1, 7, 8, 14 16 17, and 18 of the o
" 674 patent (Cltmg RX- 393(: at Q. 388:436) - |

CMI argues that Flgure 4 of the Lee reference dlSClOSGS the second patterned conductlve B

ol

layer of the ‘674 patent (C1t1ng RX 393C at Q. 398 ) CMI states that the dra:m lines, source

. meta.l, and dram metal in the Lee reference are all formed in the same layer, over the first

‘_?' ‘: “«'»t._'msulatmg layer and below the second msulatmg layer (Id) CMI clalms that the top electrode is -

formed m a sublayer of the second patterned conductlve layer (Id) Accordmg to CMI, the ‘674 o

patent expressly allows for a layer that may mclude two or more layers w1th1n 1t, referred to as

o sublayers (Crtmg JX-2 at 4 41-43 15 38-42 )

CMI argues that it Would have been obvrous to one of ordmary Skﬂl in the art to use ITO e
s the matenal formmg the “mushroom electrode” in the Lee reference (C1t1ng RX- 393C at Q.

O3j) CMI clanns that ITO was a well—known metal for blocklng charges from recelved rays




whlch is necessary for X—ray sensor  arrays llke those dlsclosed in the ‘674 patent and the Lee
_‘ reference (Id) o . SR L N |
| CMI states that wh11e the Lee reference does not dlsclose the metal used to form the
mushroom electrode it does drsclose that the metal needs to block charges from mjectmg into
: the x-ray matenal above the array (Citing RX-330 at 6.) Accordlng to CMI, the ‘674 patent
also provrdes that the chorce of material for the conductive elementmay depend on.1ts'charge-
: blockmg funcuon (Citing TX-2 at 2:62- 63 ) CMI argues that this demonstrates that ITO is
consistent w1th the use dlselosed in the Lee reference. N | . |
~CMI further clalms,that combrmng the Lee reference w1th ’other_ references disclosing
ITO as the conductive element would render” the limitation obvious. (Citing RX-393C at-Q.
403.) »Speciﬁcally, CMI identifies the “5‘56‘patent and the ‘880 patent as prior art references that‘
: dlselose the use of ITO. (Citing RX-393C at Q. 403-404 JX—3 RX-334 ) |
Thomson s Position: Thomson contends that CMI failed to demonstrate that any of the
._asserted clalms of the ‘674 patent are rendered obvious in view of the Lee reference.
A Thomson states that the Lee reference was crted during the prosecutlon of the ‘674

| patent, revrewed by the Exammer and even served as the basls for an Ot’ﬁce Actron (Cltrng
E CX—4307C at Q 207 CDX-1498; JX-7 at THOMOOOO3701 J Thus, Thomson argues that CMI
faces an enhanced burden to' prove that the ‘674 patent is obvious in view of the Lee reference

B Thomson argues that the Lee reference fails to dlsclose the following hmrtatlon “a -
second patterned conductrve layer that comprises highly conductlve metal other than md1um tm '
oxrde ” (Cmng CX—4307C at Q 213 217 ) Thomson asserts that the Lee reference does not |
i dlsclose the matenal used to form the “top electrode » which is what CMI refers to as the second K

relectrode of the asserted clarms (Id) Thornson states that CMI rehes on the Lee reference s

U




,;_; v:_‘:,_j;vdlsclosure that the dev1ce can be used “to capture an unage at 1280 X 1536 resolutlon ” but

S g Thomson argues that aperson of ordmary skrll in the art would not mfer that th1s requrres hrghly L

r : :"conductrve mctal (Cltmg CX- 4307C at Q 214-217 )
‘ 2 Thomson next argues that the Lee reference does:not drsclose the source metal and dram e

metal belng formed in the same Iayer as the top electrode nor does 1t drsclose the drain metal '
lconnected fo the top electrode in the same metal layel' (Citing RX'330 at F1g 4 CX-4307Cat .

| Q. 21 8—225 ) “Thomson states that the Lee reference also does not disclose thc “N. conductrve

_lmes belng formed in the same layer as the drain metal and the top electrode (Id) ”Ihomson o

: cla.lms that the use of the word “tied” in the Lee reference s_uggests an x_nterface_between two'.
Lo separate layers (Id)

1 * Thomson asserts that CMI adrmts that the Lee reference farls to dlsclose the material used

. to form the “mushroom electrode ” whrch is the structure that CMI beheves is the ‘tthd . |

- pattemed conductlve layer” of the ‘674 patent Thomson notes that the clarms requ1re the ‘th1rd
i 'patterned conductlve layer” to- be made from ITO Thomson states that CMI attempts to supply S

R the mrssmg ITO through combmatron w1th the ‘556 patent and the ‘880 patent ‘but those L

' “"'-references does not supply the other elements that the Lee reference falls to drsclose (Cltmg

CX-4307Cat Q. 226:229)

Thomson notes that cla1m 9 of the ‘674 patent requlres that the thhly conductlve metal

e . ;_‘m the second patterned conductrve layer be alummum Thomson states that CMI’s proposed -

¥ .‘combmatlons usmg the Lee reference to meet thrs reqmrement fa11 because none of the

‘references 'drsclose the “second patterned conductrve layer and ‘thrrd patterned conductrve

o :‘v:layer requrrements Further, Thomson argues that it would not have beén obvrous for one of




o CMI’s burden to prove mvahdrty based on the Lee reference is “especrally drfﬁcult ? Hewlett- :

B conductrve non-ITO electrode as clarmed ”? (Id at THOM0003716 ) The apphcants noted that :

7. amendment; 'the Exammer allowed the clarms (Id -at THOM00003734. ).

i ;f‘_«f’;hrghly conductrve metal other than mdlum tm oxrde » Dr Hatahs essentlally 1gnores the full text

i - conductlve Iayer of the Lee reference isa layer of h1gh1y conductrve metal (RX 393C at Q

o ordmary skrll in the art to use alummum as clarmed in the ‘674 patent (Crtmg CX—4307C at Q b_ :

. 88- 94, 98 99)

‘Drsc ssron and Conclusrons Based on the evrdence m the record I ﬁnd thatCMI has -

- failed to offer clear and convmcmg ev1dence that any:of the asserted cla:lrns of the ‘674 patent

are obvrous in Vlew of the Lee referenee

The Lee reference was crted durmg the prosecutron of the ‘674 patent, meamng that -

.Packard Co 909 F.2d at 1467 ‘In partlcular the Examrner rejected the proposed claims as

' ‘antrcrpated or obvious i in v1ew of the Lee reference (.TX-7 at THOMOOOO3700 03 ) In response

N,

to the rej ectron, the apphcants amended the cla:lms to add the reqmrements that second patterned |
| conductrve layer be formed from a hrghly conductlve metal ‘other than mdmm tin ox1de .and
. that the third patterned ccnductlve layer is “a layer of mdlum tin oxrde ” (Id at | ]
- THOMO0003723, ) In makmg the amendments the apphcants explamed that the Lee reference

“does not teach or suggest an ITO conductwe element contactmg an exposed part ofa hlghly

| Lthey found no drsclosure regardmg the matenals used in the Lee reference (Id ) After the _ -‘i |

1 ﬁnd that CMI failed to demonstrate that the Lee reference erther drscloses or renders A

_, obv1ous the followmg clalm hmrtatlon ‘a second patterned conductrve layer that compnses

: of thrs clalm hmrtatron, as he only offers the oprmon that the alleged second patterned

400 ) Dr Hatahs says nothmg about the fact th e clalm reqmres a “hrghly conductrve metal




) other than mdrum tm oxrde » (Id ) 1 ﬁnd nothlng 1n the Lee reference that prov1des an mdlcatlon‘
that the alleged second patterned conductwe layer is made from a h1ghly conducttve metal other .
" than mdzum tm oxtde, and CMI fails to present a coherent argument regardmg why th1s clalm .'
” . hm1tat10n is found i m the Lee reference. (RX 330 CX—4307C at Q 213, 217 CMIB at 130—131 )
Further I ﬁnd that CMI failed to demonstrate by clear and convmemg ev1dence that the
. alleged second;pat‘_terned conductive layer in the Lee reference is made_from a highly ’conductive. '
metal, regardies'_s of_the requirement concerning indiunrtin oxide, ijrelies on the opimion of
Dr. Hatalis forthk claim element. (CM_]B at 131.) Dr. Hatalis states that‘_‘[s]ince Lee djscloses’
an ernbodiment from an actual working X-ray device, the drain and source rnetals,»or firstand
-second contact leads, must be formed of a h1gh1y conduct1ve metal to perform their functions.”
(RX-393C at Q 392) In add1t10n Dr. Hatahs pomts to Flgure 6 of the Lee reference, w}nch ,

shows an x-ray 1mage w1th a resolution. of 1 280 x 1,536 that was captured wﬁh the dev1ce

~\dlsclosedmthe Lee reference (RX—393C atQ 392, 400 RX—330 at F1g 6) Dr Hatahs OPlnes s

that “[a]s Fig. 6 shows the embodrment disclosed in the Lee reference was able to capture an = .

" .image 4t 1,280 X 1 536 resolutron, meaning that the embodunent must have compnsed workmg B e

. TFT structures with source and drain metals of a ‘hrghly conductive metal’ as deﬁned in the ‘674'
patent” (RX-393C at Q. 302 |

I construed “highly conductive metal” to mean “a metal that is suﬁiciently conductive B
 that 51gna1s can traverse the layer hne, or component w1thm the sw1tch1ng period of related
swrcchmg elements and w1thout srgmﬁcant delay due to capacltance alummum certain alloys of
alummum, and certam other metals are h1ghly conductlve metals in nearly all contexts wh11e less

conductlve metals may be hlghly conductlve at lower sw1tchmg speeds » I ﬁnd Dr Hatahs

' testlmony to be conclusory and mcomplete He falls to explam why the fact that the Lee . 3 Ik
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reference dlscloses a workmg x—ray dev1ce, or the fact that the x—ray devrce can capture an 1mage

w1th a resolution of 1 280 b 4 1 536 necessanly leads to the conclus1on that the “hrghly conductlve

{?'metal” hmrtatton is satrsﬁed (RX 393C at Q 392, 400 ) Such conclusory testnnony is not
S sufﬁc1ent to. meet the clear and convmcmg standard requlred to ﬁnd a patent mvahd
Fufrthermore Dr. Parsons offers testimony that the aspects of the Lee reference rehed
:"; upon by Dr Hatahs do not necessanly lead to the conclusron that the metal at issue 1s 2 “hrghly
o "conductrve metal” because there i isno mdrcatron that the x-ray nnage is collected qmckly (CX- _
:':’4307(3 at Q. 217. ) As Dr Parsons explams “the hlgh conduct1v1ty is needed in the gate and data .
v linesto. achieve hrgh speed image collection or display.” (Id ) This is consistent w1th the
adopted construction of “hrghly conductrve rnetal ” whrch is concerned W1th transmlssmn speed
of signas. | _‘ e
- ‘Based on the foregomg, I ﬁnd that CMI ‘failed to demonstrate that any of the asserted :
. clalms of the ‘674 patent are obvrous in view of the Lee reference .
f Secondary Consrderatxons |

Thomson s Posxtlon Thomson contends that ev1dence of secondary consrderatlons

o supports a ﬁndmg of non—obvrousness Thomson cites Respondents’ alleged mﬁmgement and‘ o

- Thomson s purchase of the ‘674 patent from Xerox PARC as ev1dence of commercral success i
- | Thomson further pomts to the fact that the ‘674 patent is cited on the face of at least 41 issued _ |
. \ ‘_?U S patents “(Citing CX-4307C at Q 236 ) Fmally, Thomson asserts that the mnovat1ve | | ‘

- . structure of the ‘674 patent solved a long'felt need n the art (Id)

CMI’s Posxtlon. CMI contends that Thomson offers conclusory tesnmony regardmg

secondary cons1derat10ns that is msufﬁclent to overcome CMZ[’s showmg of o 0 ' : ess.




least 83 revenue-generatmg hcenses Accordmg to CMI Thomson only clarms that 72 of 1ts

portfoho hcenses mclude any nghts to the ’67‘ patent, and only 25 hcenses were executed aﬁer

PUBLIC VERSION

CMI asserts that Thomson is mcorrect to state that the ‘674‘patent has been mcluded in at

w0 | the ‘674 patent was acqulred from Xerox PARC (Crtmg RX-626C at Q 106- 108 ) Of those 25

o :llcenses, Thomson states that all exoept 4 prov1de that the hcense is’ contmgent upon the hcensee ) o

b practlcmg the patent (Crtmg RX 626C at Q 109- 110 ) CcMI arguies that Thomson has not
o ;._offered any ev1dence that the 11censees are pl‘aCtICmg the ‘674 patent or that any hcensees have

: spectﬁcally sought a hcense to the ‘674 patent itself.

- CMlLargues that Thomson cannot use the alleged commerclal success of Respolldents,

o products because Respondents are not mﬁmgmg the ‘674 patent.’ Even 1f Respondents’ products
| mfrmged CMI clalms that Thomson has not shown that any commerctal succeSS is due to the

'»patented features

CMI asserts that the fact that the ‘674 patent is clted on the face of at least 41 1ssued U S.

.patents is nrelevant to the non-obvmusness of the ‘674 patent CMI clalms that the fact that the : o

_ ‘674 patent is; mted on other patents does not demonstrate pralse by others

Fmally, CMI argues that Dr Parsons testnnOny TegardJng i ong- felt need i whony 1 C
_ \»:conclusory CMI clanns that several prior art references already taught the alleged advanta g 6

o shown in the ‘674 patent. (Cltmg RX—39BC at Q. 443 ) ‘ : ;

| Dlscussmn and Conclusmns Because I have already concluded that CMI failed to . e -
: _demonstrate a przma facze case of obv1ousness 1t xs unnecessary to addresS Secon dary .




. Thomson has farled to offer sufﬁc1ent evxdence of secondary conmderatlons to overcome the

obvrousness showmg
Thomson argues that Respondents’ infrmgement of the ‘674 patent is evrdence of

- commerc1a1 success (CIB at 150 CRB at 77 ) Thomson faﬂs to mtroduce any ev1dence )

.;i

supportmg this alleged commerc1al success, such as ev1dence demonstratmg the amotmt of

e products sold or the revenue generated by Respondents (Id ) An unsupported assertlon that

I

. Respondents’ products are comrnerc1ally successful will not suffice.:

L Thomson argues that its purcha’se of the_, ‘674 patent'_ from Xerox 'PARC is evidence of

" ’,-fcommercral success (CIB at 150-151.) Thomson devotes a smgle sentence to tl:us argument
and fa:lls to. explam why the purchase of the ‘674 patent should serve as evrdence of commerc1al

- success.- Iado not find that Thomson’s purchase of the patent constitutes evidence of commercial

" SUCCCSS

Thomson asserts that the ‘674 patent has been cited on the face of at least 41 1ssued U S

: patents Fo"' _the reasons descnbed in Section IV.D.3 supra, I do not find that this fact supports a

| 'f‘..v\-fﬁndmg of non-obv1ousness
Fmally, Thomson asserts that the mnovatlve structure of the 674 patent solved a long-
felt need in the art. To support this claim, Thomson cites to the testimony of Dr. Parsons

o (CMIB at 151 ). Dr. Parsons goes into no detail regarding th1s issue, merely assertmg w1thout

- explanatlon tha.t the mnovatlve structure of the ‘674 patent solved a long-felt need in the art

(CX-4307C at Q 236 ) Dr Parsons does not even descnbe the long-felt need that was satlsﬁed f

. 280

e Assurmng :arguendo that CMI put forth a przma facze case of obvmusness ‘I;,ﬁnd that o S "
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by the ‘674 patent (Id) Such conclusory testnnony is msufﬁcrent to support a ﬁndmg of non-
obvrousness 3 \ i

' F. The ‘941 Patent”

1. Anﬁcipaﬁoll .

MStar s Posltmn. MStar contends that J. apanese Patent Apphcatlon Pubhcatwn No. H2-,1

70186 (“Baba”) antlclpates asserted clarrns 1 and 4
) MStar states that Thomson dlsputes whether or not Baba meets the elaxm limitation that
the fi/za ratio for the apparatus be reduced from that for a dxsplay of the same srgnal ona CRT
'A ' MStar states that: the dtspute with respect to the ﬁ/za hmrtatlon b01ls down to whether zafora |
| XCRT (for use in the companson w1th the Baba apparatus) should be 100 (i.e. the number of hnes
ina ﬁeld)or-ZOO (i.e. the number of lines in two fields). (Citing . at 1764'7-1765'14 ) MStar o

| argues that the za should be 100 because every 100 lmes of the of the mput v1deo s1gnal lead to

100 lines being scanned onto the dtsplay, while in the Baba matrix, the same 100 lines lead to

:'ﬂ;‘fEtZOO lmes being lit up on the display. (Crtmg Tr at 176 1 21 1762 10 )

“MStar argues that Thomson s posrtlon that the za should be 200 is mcorrect Acwng IR
10 MStar Mr Ferraro s, tesumony actually supports MStar’s posmon (Cltmg Tr. at 1767:8- 10 o
- *1767:23-1776:6; RX- 646 ) Further, MStar claims that 2 book authored by Mr. Ferraro supports

MStar’s. position. (Cmng Tr at 1769 4 8. ) MStar asserts that Thomson apphes the ft/za e - S

. Inits reply brief, Thomson raises an argument regarding the licensees’ alleged i1se of the ‘674 patent. (CRB at
s T Because this argument was not raised in Thomson’ s mmal bnef, it has been waived pursuant to Ground Rule .
111

. ¥ MsStar objects to my ruling at the hearing excludmg evidence related to the ViewFrame +2. (MIB at 77-83)
For the reasons stated at the hearmg, I reaffirm my rulmg w1th regard to the ViewFrame 11+2 (Tr at 31 23-34 1, )

281 .




Sy that Baba dlSClOSeS the ft/za lnmtatlo

.70 greater than the number of lines of plxels in the mput video signal. (C1t1ng RX-160 at Q 188

cla.tms of the ‘941 patent

‘ PUBLIC_VERStoN S

MStar states that Thomson alsof d1sp __es that 'Baba sa’usﬁes the cla1m lumtatlon of the
_:._;“i,nurnber of actlve 11nes of plxels dlsplayed in the Baba apparatus is greater than the number of
- lmes of plxels in the mput video 31gna1 to be dlsplayed (C1t1ng CX-4308(3 at Q 207-210 ) 5
MStar argues that durmg any glven mterval the Baba apparatus drsplays twme the number of |
: g factlve lmes as 1t receives in the mput v1deo s1gnal for that mterval Thus MStar asserts that the o

- Baba apparatus meets the claun requlrement of a number of control hnes in the matnx dlsplay

' RX—168 ) MStar states that Thomson s expert conceded that litie doublmg meets thrs c1a1m -
Jimitation. (cmng Tr. at 1760:14-25) -

e Thomson s Posrtmn Thomson contends that Baba falls to antlclpate any of the assertedl. R

Thomson arguesthat Baba does not dlsclose “the number of control lmes of the matnx o

‘ ,»‘:tdtsplay bemg greater than the number of lmes of the v1deo srgnal to be d1sp1ayed »? Thomson
” ”asserts that 1n Baba, the number of lmes d1sp1ayed on the matnx dlsplay is the same as the "
number of hnes of the input v1deo 31gna1 to be dlsplayed (Cltmg CX-4308C at Q. 208 ) e

R ,‘Thomson argues that thrs is due to the fact that the ‘941 patent dlctates that the number of lmes
; assoerated w1th an mterlaced vrdeo srgnal is the number of lmes ina ﬁame, and not a ﬁeld |

| (Cltmg CX-4308(3 at Q 24 ) Thomson asserts that ﬂliS 1s supported by Mr Ferraro s book

' (Cltmg RX—646 at 54 )

Thomson argues that Baba faﬂs to drsclose the element “so that a rauo ft/za is reduced e

. from the ratlo requu'ed for a cathode ray tube ’f Thomson asserts that two of the three experts




o "who have opmed on Baba agree that m Baba the ratlo ft/za is mcreascd not decreased (Cxtmg .

CX-43 13C at 211 20-212 11. ) Thomson states that th1s is because under erther party s

- constructlon, za remains the same. (Citing CX-4308C at Q 202. ) Thomson states that Whrle za "-'f S

‘. stays the same, ft is mcreased Baba dlscloses an mput ﬂ of 6. 72 MHz and an output ft of 10. 06, _ 3%

MHz. (Crtmg cx-43osc at Q. 197)

Dlscussmn and Conclusions: Based on the ev1dence in the record I fmd that Mstar has s

s »falled to offer clear and convincing ev1dence that Baba anticipates any of the asserted olauns of o

the ‘941 patent. | |
Baba drscloscs a method and apparatus for convertmg an mterlaced srgna.l into.a ‘
progresswe signal to be dxsplayed on a matrix display. (RX-168; CX-4308C at Q. 190 RX-160 3 ‘
at Q 168. ) The parties dispute whether or not Baba discloses the ft/za hmrtatlon of claims 1 and'.f‘: :
4. In claim 1, the f/za limitation recites: | :
5o that a ratio ﬁ/za is reduced from the ratlo requn’ed for a cathode ray tube, -

where ft is a clock frequency for signal processing and for controlhng the drsplay,
and za represents. the number of lines to be dlsplayed

‘ Sxmrlarly, claim 4 recites:"
| such that a rat10 ﬁ/za is reduced from the ratio reqmred for a cathode ray tube, o
where ft is a clock frequency for signal processing and for controllmg the dlsplay, ,
- ‘and za represents the number of lines to be displayed. ‘
Theparties and their experts agree on the ft values for both ratios Speciﬁcally, the :
+ parties agree that the input clock rate is 6. 72 MHZ and the output clock rate is 10. 06 MHz. (RX o

1602t Q. 190 cxaaosc at Q. 197.)

The parties. dlsagree on the za value for the ﬁ/za ratro “requrred for a cathode ray tube
The experts both note that_ Baba does not disclose a vertical resolutlon, SO Thomson siexpertlyl_r.a_

Ferraro assumes a standard 320x200 resolution interlaced input video signal, while Respond ?tlts”




. lmes on the matnx dlsplay (CX-4308C at Q RX-16O at Q 190.) Dr. Drablk states that the ‘} o
ﬁ/za ratao requlred for the cathode ray tube is6.72 MHz/X and that the ﬁ/za ratto for the Baba .

: matnx dlsplay 1s 10 06 MHz/ZX (RX 160 at, Q 190 ) ThlS results in a ratto companson of 6. 72‘

g 10 5.03, and would sausfy the ft/za requrrement in the clalms (Id ) On the other hand Mr
Ferraro testlﬁed that the ft/za ratio reqmred for the cathode ray tube 1s 6.72 MHz/200 and that
‘the ft/za ratio for the ‘Baba matrix dlsplay is 10.06 MH7J200. (CX-4308C at Q.rl97.-) Th1s |
results 1n a situation wherethe ft/za ratio goes up,‘"and not down, as the claimi requires (I(Z) .
I find Thomson’s posmon to be ‘more persuaswe ‘The za value is deﬁned by the claims
“the number of lmes to be dlsplayed ? Under Baba, the number of lines to be dlsplayed would - _:
be the same for the CRT or the matrix dlsplay (CX-4308C at Q. 197-204. ) ' |
| Baba dlscloses the use of an interlaced analog vrdeo signal. (RX 168 RX-160 at Q
169 ) A v1deo s1gnal can be interlaced or- progresswe The two techmques can be explamed as -

follows

: Interlacmg isa techmque for transrmttmg v1deo s1gnals that is. strll w1dely used .
. with many CRT-based televisions. Interlacmg reduces the data transfer rate of a_

o expert Dr Drabrk assumes an mput srgnal havmg X lmes and the Baba apparatus drsplaymg 2X L e

E “wideo signal by splitting up each frame, or image, to be displayed into two fields. - B

Each field contains half the lines of the full frame: one field contains the odd
“lines, while the next contains the even ones. The cathode ray gun first paints the
odd field on the phosphor on the inside of the screen, and then- before the image
. can fade — paints the even field. A non-interlaced video signal is known as a
- progressive video signal. Ina progressrve Vldeo signal, all the lmes of an mput :
E frame are provrded in a single frame - ! ‘ :

(CX-4308C at Q 24 see also RX-160 at Q 42-44, )

The partres both rely ona book entltled “Programmer s Gulde to the EGA and VGA

Cards ” Wthh was authored by Mr. Ferraro for an understandmg of mterlaced Slgna_ls (RX ) EOE

646 ) The book explams that “[1]n an mterlaced dlsplay, alternative scan lmes are updated every =

o
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- frame In anomnterlaced dlSPlaYa every sc al line i is updated evel'y frame » (RX 646 at .f":': L

:MSOZO9638 ) The book provrdes the fonowmg'descnpuon of mteﬂa et Slgnals" e

S ‘In the mterlaced mode as the frame at tzme =tis dlsplayed, only the even scan
-, lines are updated The odd scan hnes still contam the data from the frame
thatwas displayed at fime = ¢ - 1...Similarly, as the frame at time =t + Iis" .
~ displayed, only the odd scan lines are updated. The even scan lines still contam B
- the data from the frame that was dlsplayed at time #. - :

d) (empha513 added)

‘ Even though only halfof the lmes inan mterlaced d1$play are updated dunng a speclﬁc

o “time penod, the “number of hhes to be dlsplayed” include both the odd and even lmes, as the set ‘
o “ ‘-‘_.'}':_“of lines that is not updated durmg the spec1ﬁed penod is st111 dlsplayed (CX-4308C at. Q. 197-
‘ 204; RX-646 at MSOZO9638 ) Therefore I find that the proper za value for the ratio required for
o “ a cathode ray tube in Baba is 200 or “2X ” Using that za value, Baba fails to disclose the ﬂ/za

* limitations ofclarmsland4 (CX-4308C atQ 197)

b Tachluchl S N
MStar’s Pos1tlon MStar contends that an article entltled “A Color LCD Controller” '
s (“TaChll.IChl”) antlclpates asserted clanns 1 and 4 | - |

MStar states that Thomson argues that Tachruchr faﬂs to dlsclose “the number of control |

- ; jf"{rhnes of the. matnx dlsplay bemg greater than the number of lines of the v1deo srgnal to be.:
o dlsplayed ? (Cltmg CX—4308C at Q. 237-238.) ‘MStar asserts that in makmg this argument,
B Thomson reads out the word “control” from the clalm language (Cltmg CX—43080 at Q 238.)

o : MStar clarms that because the language “the 'number of control lmes of the matnx dlsplay

B should be eonstrued to refer to each of the mdependently—eontrollable lmes for subp1xels

= Tach1uch1 discloses the claun 11m1tat10n (Cltmg RX-160 at Q 246-251 255, 257 )
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Thomson 8 Posntxon Thomson contends that Tach1uch1 does not antrcrpate any of the N

S :asserted clalms of the ‘941 patent

Thomson asserts that Tachluchr falls to dlsclose the “second rate” lmntatlons of olalms 1 o

:“‘»f{and 4, Thomson argues that the second rate in Tach1uch1 is the same as the first rate, and isnot -

_: ‘;;determmed by the factors requlred in clanns 1 and 4 (Cltmg CX—4308C at Q. 232 ).

Thomson asserts that Tachruch1 also does not dlsclose “the number of control lmes of the o o

§

- matnx display bemg greater than the number of lines of thevrdeo slgnal to b_e dlsplayed so thata -

“ratio ft/za ‘is»'redu(:ed from the ratio reqnired for cathode ray tube.” Thoms:oniolatrhs;that ‘-
E Tachiuehiedisolos‘es an interlaced input ~vidle“o signal and"discarding the ltnes from one ﬁeld, soit
- ‘does not result in upscaling for the same reasons as discussed tnrith.respect to l3aba. (CitingI C).{-V' _
.:;}"‘:4308C at Q. 236. ) Thomson further clarms that the honzontal stnpe layout does not result in

upscaling because the red, green, and blue elements together constitute a smgle plxel and the _

‘combmatlon of those pixels forms a.control line.. (Citing CX-4308C at Q 237. ) Accordmg to

Ra¥ ‘-Thomson, a color LCD utlhzmg the Tachiuchi mventron would display the same number of hnes

asa CRT drsplaymg the same mput v1deo s1gna1 (Cltmg CX—4308C at Q. 241 D)
| Drscussmn and Conclusmns Based on the evrdence in the record, I ﬁnd that MStar o

o5 falled to offer clear and convmcmg ewdenoe that Tachiuchi anticipates any of the asserted clalms

ofthe ‘941 patent o L B |
Tach1uch1 isa 1987 techmcalgournal‘ artlcle that d1scloses “a color LCD controller which

s eompatlble with CRT based softwares [szc] and also an mterface that is sultable for oolor

o LCD ” (RX-204 at359.) The partles d13pute whether or not Tach1uch1 d1scloses the requnement o

from claims'1 and 4 that “the number of control lmes of the matnx dlsplay bemg geater than the

number of lmes of the video s1gna1 to be dlsplayed »




L Dr Drabrk opmes that thrs hmrtatlon is met:becausethere 1s three trmes the number of el

| hnes of physwal plxels on 'e d1splay as there are m th: mput v1deo srgnal contammg actrve .

e portlons (RX 160 at Q 255 ) Dr. Drablk makes clear that"“[t]he phys1cal plxels correspond to ‘

o S color subprxels ” (Id ) _ p : cally, Dr Drabrk pomts to th drsclosure in Tachruchr where the_v _

o ‘.' color LCD drsplay has a honzontal stnpe layout (Id at Q 248 ) That layout is shown below, i

{‘w1th “R” standmg for red, “G” standmg for green, and “B” standmg for blue :f; el

SRR
wmmmwf

'V(b)g? Hﬂriznntal o
stl“ipe la}rout

- f’;'(RX;~.20'4‘7"at:362.);'5‘ Dr. Drabrk treats each color subpixel l_ivneas» a separfate line to reach the result
' F'that':,the‘LCD display has three times -the amount of lines than the number of lines of the video

B signal to be displayed. (RX-160 atQ 246—248 255)

) Mr Ferraro offers a contrary op'_}iw on, statmg that “[t]he red green, and blue elements
together constrtute a smgle prxel and the: combrnatlon of such p1xels forms a control l1ne
- whether the plxels are in the same. hne or different sub lmes ? (CX-43OSC at Q 237 ) Mr
- Ferraro opmes that the number of lmes of p1xels on the matnx d15play is the same as the number.
~of lmes in the mput v1deo s1gnal (Id at Q 238 ) Mr Ferraro notes that “Dr Drabrk is. saymg,

_ effect, that thrs element is met w1thout any. upscalmg, srmply by drsplaymg an mput v1deo srgnal

on acolor LCD w1th the same- resolutlon.r'{ :_T”Id see also zd at Q 241 )

I ﬁnd that MStar has farled to produce clear and convmcmg evrdence that Tachlucln

drscloses the clarm hmrtatron “the number of control hnes of the matnx drsplay being: greater -

2
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' “l“secondrate” hmltatlon (CltngX 160 atQ 285-286)
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thanth number of lmes of the v1deo sxgnal to be dlsplayed ” I construed ,.‘the numb of control

i ]mes of the mamx dxsplayl"to mean e number of lmes mthe mput'wdeo mgnalzcontammg

prcture mformanon.” MStar bases 1ts argument on the posmon that each hne of the red, green,
- and blue subplxels in Tach1uch1 should count asa sepa.rate lme meamng that there are three

i tof control lmes of the matnx dlsplay I do not concur. Based on Mr Ferraro s T

. ‘.testrmony, T ﬁnd that each groupmg of red, blue and green subp1xels constltutes a control hne of_:': v
- __54»;the matnx display, meamng that above-quoted clann hmltatron is not sat1sﬁed (CX—43080 at Q | : )
- 237) Moreover, Mr. Ferraro correctly observes that acceptmg Dr Drablk’s posmon would
B allow the cla1m 11m1tatlon in questton to be satlsﬁed thhout any upscalmg, a pos1t10n that '
appears contrary to the claims of the ‘941 patent 4 at Q 241 ) -
Based on the foregomg, I find that MStar has fa:lled to oﬁ'er clear and convmcmg
ev1dence that ela1ms 1or4 are antnclpated bY Tach1uch1 | o o
c "Hara o N
- MStar’s Position: MStar contends that U. S. Patent No 5, 103 309 (“Hara”) ant1c1pates
- the asserted clanns of the ‘941 patent v | o i

s MStar states that Thomson dlsputes whether or not Hara meets the “second rate” :

11m1tat10n MsStar. states that Thomson argues that because the “second rate” in Hara 1s equal to

| the “ﬁrst rate,” the number of p1xels dlsplayed and the txme avallable do not “determme” the

: second rat

n (Cltmg RX 160° at Q. 285 ) MStar argues that if the second rate can be calculated =
from SPeCIfynguSt the riumber of pixels drsplayed and the time avaxlable then the second rate 3

s a function of (and thus “determmed by”) those vanables MStar asserts that Hara meets the

[N




-::,;‘,asserted clalms of the ‘941 patent

e vEmsion

Thomson ] Posxtmn Thomson contends that Hara does not antxclpate any of the

Thomson argues that Hara does not d1sclose the “first rate” lumtatlons of claims 1 and 4 N

- ».1because the. ﬁrst rate is d1ctated by the charactenst1cs of bus 10 and does nct correspond tothe: - S

. dens1ty of plcture mformatlon contamed in the active portxons (Cltmg CX-4308C at Q: 252; Tr. '

~ at 1801: 16 1803 12 ) Thomson argues that Hara does not dlsclose the “second rate” hrmtatlcns '

- of claims 1 and 4 because the second rate is alsc determined by the charactenstlcs of bus 10 andf_-{j" A

not the den51ty of picture mformatlon to be displayed, the time available for dlsplay, or any otheri'- (RN

characteristic of the input video- mgnal (Citing CX—4308C at Q 255 Tr. at 1801 16- 1803 12 )
Dlscussmn and Conclusions: Based on the ev1dence in the record, I ﬁnd that MStaI -
failed to offer clear and convincing evidence that Hara ant1c1pates any of the asserted;clanns of
. the ‘941 patent v
Hara is c1ted on the- face of the ‘941 patent. (JX-S ) Thomson argues that Hara fmls to
dlsclose the “first rate” limitation of claims 1 and 4. Claim 1 requires:
- ‘scanning and stonng in memory active 'portlons of an input V.lde.o signal-at a first
. rate- which.corresponds to the density of picture mformatlon contalned in the
..active pomons . ,
Slmllarly, clalm 4 requlres :
ac’nve portlons of an mput video s1gna1 having active: and inactive portions
pprovided from a picture source containing picture information in the active parts
* - are stored at a first rate which corresponds to the density of/picture information

" contained in the actlve port10ns and to the duratlon of the active portlons of the
video signal : =

Respondents’ expert Dr. Drabtk does not expressly address the “first rate” 11m1tat10n 1n e

hlS witness statement, but instead refers to his claim chart. (See generally RX-16O at Q. 258-

290; CX-4308C at Q. 253; RDX-545.) Dr. Drabik’s cla.tm chart cites various port1ons of Hara as
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g and thomuEh explanatlon regardmg how those quoted portrons of Hara read on the clann
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* disclosing tha;'jabqye:qgotéd first rate limitation, bu’t--tﬁejclai_m chart fails to provide aﬁfa&eqaatg

i language (See RDX 545 at 41-42) Moreover, MStar’s bnef asserts Wlthout cltmg to an o

evrdence, that “[t]he rate at which picture mformatron is stored in memory [m Hara] corresponds

o to the.nurnber of,prxels to be sampled from the active portlon of t_he _mput v1deo____srgna_l.; ~(MIB at

- 70) |
Dr. Drablk appea.rs to focus on the followmg language from Hara '

« - Assuming now that a limit in the frequency of the mgnal whlch can be transferred
- through the first bus 10 is 12.5 MHZ, the pixel number in the horizontal direction
. amounts to approximately 670 at maximum if the above solution method is
" . introduced (in case that rest of the horizontal blanking period is 16% of the
1 hor'izontal scanning period). .

- - (RX-179 at 4 49 55.) M. Ferraro offered credrble testlmony that this passage does not drsclose .

“the “ﬁrst rate” 11m1tat10n in clanns 1 and 4 because Hara does not-disclose how the rate

. . “corresponds to the density of prcture mformatmn contamed in the actrve portlons ? (CX-4308C

Coat Q.252.) AsMr, Ferraro notes, it appears that the rate chosen in Ha:ra is selected based on the

maxunumrtbroughput perrmtte_d by first bus 10. (Id)

T Toﬁnd a patent mvalrd the chailenger must.offer clear andconvmcmg ev1dence This is -
- a dlfﬁcult burden to meet. Relymg on the expert’s claim chart herein, that does not mclude any
detailed or thorough dlscussmn of how the pnor art discloses the claim hrmtatxons in questlon, is
not adequate to meet this high burden. Based on the lack of evidence offered by MStar and the

; credlble rebuttal testlmony offered by Thomson, I ﬁnd that MStar has failed to offer clear and .
convincing evidence that Hara antlolpates asserted clarms 1 and 4 of the ‘941 patent |

B X Obviousness. ::
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':j,- MStal' s Posmon MStar contends that asserted clanns 1 and 4 are obvmus in view of Ve

U S. Patent N° 4, 860 246 (“1!10113”) in comb'i tlon wrth Hara R

o B MStar asserts that Thomson does not dlspute that Inoue discloses all of the hnntatrons of ’
| the asserted cleums except for the requlrement that the number of actrve lmes drsplayed exceeds
- ':"I:the number of hnes in the mput vrdeo srgnal (Crtmg CX—43080 at Q 257 263 RX-160 at Q
310 320 Tr, at 1745 16 20 ) MStar clatms that Hara dlscloses thrs 11m1tat10n, and that the |
| "combmatron of Inoue a.nd Hara would yreld the clauned mvennon d1selosed in the ‘941 patent
b ".""l‘ri»‘.(Cttlng RX-160 at Q 310-323 ) MStar argues that one of ordinary sk111 in the art would look to: _. s :
o both Inoue and Hara to solve the problems addressed in the ‘941 patent (Cltmg RX—160 at Q -
3 17 3 18 ) MStar argues that one of ordmary sk111 in the art would have been motlvatcd to ‘
: COmbme the two references because they reﬂect complementary uses for explortmg the blankmg ’

'_penod of an mput v1deo srgual (C1t1ng RX-160 at Q. 314~ 315 )

MStar asserts that Thomson is wrong to argue that Inoue teaches away ﬁom upscahng
e (Citmg CX—43OSC at Q 267) MStar states that the language that Thomson refers to merely

L indicates that an object of Inoue is to decrease the rate at whlch data is transmrtted MStar

| clarms that Thomson asserts that combmmg Inoue and Hara would not result in an ﬂ:/za raho

g reductmn (Cltmg CX-4308C at Q 267 ) MStar argues that this is mcorrect because Hara
‘teaches i mcreastng za, whlle Inoue teaches decreasmg ft, leading to a reductlon in the ﬁ/za rat1o
| MStar d1sputes Thomson s ev1dence of secondary cons1derat10ns of non-obvrousness
- | MStar argues that Thomson s ewdence of alleged widespread hcensmg 1snot sufﬁc1ent because .
. there is no’ nexus between the alleged suecess of Thomson s 11censmg program and the clalmed o

B mventlon of the ‘941 patent (Crtlng RX 160 at Q. 327- 328 ) MStar d1sputes Thomson $ clalm o

| - that the ‘941 patent prov1ded a solutmn to a long-felt need for LCD momtors to upscale mput

ot




SRR Q' ‘ot render the asserted clalms obvrous E

srgnals (C1t1ng 7CX—4308C at Q 295 ) Aecordlng to MStar many pnor art references mcludrng' RS
- Hara, Baba,', and Tach.rucln already drsclosed means of upscahng mput srgnals o

Thomson s Posrtlon Thomson contends that the combmanon of Inoue and Hara does

Accordmg to Thomsom Inoue does not drsclose scalmg (Cltmg CX-4308C at Q 262 )

e "-Thomson asserts that Inoue and Hara teach away from each other (Cltmg CX-43OSC at Q 266

" Tr at 1804 5- 1806 3, ) Thomson states that Inoue teaches away from upscalmg because it states . .

‘that its obJect is to change the format ofa sxgnal “whrle contarmng the same data” (Crtmg CX—

’ 4308C at Q 267.) Thomson further states that Hara teaches away from cha.ngrng the first or -

‘second rates, because it is geared towards a system in whrch there isa “hmrt in the frequency of . .. . o

o the srgnal - (Crtmg CX-4308C at Q 268 ) Thomson argues that any combmatron of the two .

-+ references would be unpredlctable and beyond the sk111 of one.of ordmary sk111 in the art, (Crtrng""‘: B
”CX-4308C at Q. 267-268 Tr. at 1804 5- 1806 3) o . |

Thomson asserts that the combmatron of Inoue and Hara farls to dlsclose all of the -

elements of e1ther clarm 1 or c1a1m 4 (Crtmg CX-43OSC at Q 265.) Thomson states that nerther_ o

reference dlscloses the effect of the combmatron on ft/za, even 1f such a combmatron were

poss1ble (Id)

Thomson argues that secondary consrderatrons support the non-obvrousness of the ‘941

S .:F» patent Thomson clanns that the ‘941 patent has been w1dely hcensed in the mdustry, and is one

- -b.of Thomson 8 key patents in its LCD hcensmg program. Thomson contends that the ‘941 patent |

- -prov1ded a solutron toa long-felt need in that the mventron allows for LCD dlsplays that can-

i upscale vrdeo srgnals to match the native resolutron of the dlsplay whilé mmrmrzmg the amount L

~of memory rcqulred to do so. (C1t1ng CX-4308C at Q. 295.) Thomson notes that R_ealtek’s own .

T




_ ‘v1ce presrdent testlﬁed that scalmg is an nnportant _ature of Realtek’s LCD controllers (C1t1ng _

o Tr at 1276 17-25 )

Dlscussmn and Conclusmns Based On the evrdence in the record I ﬁnd that MStar

o ' {:!falled to offer elear and convmcmg ev1dence that asserted clalms 1 and 4 of the ‘941 patent are :

g .obvmus m V1ew of Inoue combmed wrth Hara -

"'«3 | .-'Inoue relates to translatmg a v1deo s1gnal that is mtended to be d1SplaY°d on CRT dlsplay"_ -

.80 that the 51gnal may | be dlsplayed on an LCD dlsplay

i The present invention relates to interface devmes in whlch the format of an input
*“signal is converted and temporarily stored in memory for subsequent reading out. |
"More partrcularly, the invention relates to interface devices for the translatlon of a
* video data output signal from a computer which is intended for display ona " '
- cathode ray tube mto a s1gnal whrch is smtable for use W1th hqmd crystal dlsplays

(LCD).

(RX 173 at 1:9-16.) Hara relates to upscalmg an 1mage for d1splay on a matnx dlsplay through g

’ usmg the mactrve time. assoc1ated wrth the honzontal and vertlcal blanklng penods

: The display: apparatus accordmg to the present mventlon has the partlcular
advantages as follows. That is, since the time period correspondmg to both the o
- horizontal and vertical blanking time periods of the television image is added. to .
- -the time period during which the television signal is effective, the overall
. information amount can be mcreased without increasing the peak information
_transmission amount per unit time, the data can be effectively transported t6 the -
~_screen having a relative large pixel quantity, as compared with the mformatlon ‘
amount contained in the television image, and therefore the television i 1mage can.
- be correctly displayed thhout any dlfﬁcultres

L RX179 at 1:31-43 y
MStar asserts that Inoue dlscloses all of the clalms lnmtatlons of the asserted clarms

'CXCCP’C f0r the 11m1tat10n requmng “the number of control hnes of the matnx d1splay bemg o

. greater: than the number of lmes of the v1deo s1gnal to be d1spIayed ? Dr Drabik acknowledges

that lnoue discloses that the number of control lines is the same as the number of lmes of the =




i L:vrdeo srgnal to be drsplayed (RX 160 at Q 310 ) MStar argues that Hara drscloses this nnssmg o

. o cla1m lnmtatron, and that the combmatmn of Inoue and Hara renders clalms 1 and 4 obwous

e ::*of Inoue and Hara to pracnce the clarmed mventlon of the ‘941 patent, Dr Drablk testlﬁed

;Both eferences suggest sendmg data to a matrix drsplay dunng the blankmg L
 -intervals of an input video signal. Hara’ suggests using the intervals to send. " LA
- .additional data and thus create more actrve lines on the display.: Inoue suggests ,

++ ‘using the intervals to send the data more slowly. A person of skill in the art aware
- ofbothireferences would recognize the advantages of domg both, although there
Q;?would be a trade-off. | :

L (RX -160 at Q 315 ) Dr. Drablk also offered an example that allegedly demonstrates the -
.obwousness of the combmatron

As dlscussed earher a CGA srgnal has 200 lmes and approxrmately#S% -
‘blanking. A designer of a 240-line display, who was aware of Hara, would use.
the blanking intervals to generate the 40 additional lines, but would not need the ‘_ ‘
-entirety of the blanking intervals to accomphsh that. Since the designer would

- -also-have been aware of Inoue, she would have found it obvious touse the -

- remainder of the blanking periods to- lower the output frequency, to’ gaui ther ;
advantages described in Inoue : ,

i(dd.) The above-quoted testrmony is the extent of the Dr Drablk’s oplmon regardmg the

L 3 'reasomng for. combrmng Inoue and Hara

- 'Mr. Ferraro opmed that the combmatron of Inoue and Hara does not render the claJms

g In opmmg that one of ordmary skﬂl in the art would know how ’oo combme the teachmgs o

:f'-obvrous He noted that Inoue is not duected to mcreasmg the number of hnes as requrred by the

. "i_ll,..,asserted clarms (CX-4308C at Q. 267.) Accordmg to Mr. Ferraro

The d1sclosure of the tnmng within Inoue is directed to not increasing the number
of lines and thus, in my opinion, any attempt to combine Inoue with Hara would -
- be: unpredlctable and beyond the ab111ty of one of ordmary skrll in the art. .,

oy M Ferraro also offered the followmg testnnony at the hearmg

% To be clear, the quotatlon of this testimony is not an mdxcatron that I accept Mr Ferraro’s “teachmg away”
: opmron, whrch is also offered in response to Quesuon 267, §
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L - Q Wouldthat combmatlonresultmthe clalmed mventlons? '

.. No, not in my opinion,"

] , to dlﬁ'erent thmgs One is d1rected to .. ‘
o mamtalmng abus rate and one 1s dlrected towards outputtmg to stay s1gna1 to an
) LCD keepmg the data the same.” And so you couldn’t just pop something from ‘
: .. one into the'other without bringing into question what else would change in the
- ““original implementation as disclosed in the patent itself. You wouldn't know what
" ~the first rates were, what the second rates were, if they were going to conform to -
the rules in Hara or if they were going to conform to the rules in Inoue, and what -
was. gomg to cha.nge it WOuld be beyond the scope of one of ordmary sk111 in the

(Tr at 18049 1805 3) N
S “If a person of ordinary skill, before the time of i mventlon and w1thout knowledge of that

s mvent1on, would have found the invention merely an easily predlctable and achievable variation

L or combmatwn of the priot art, then the invention hkely would have been obwous ”" Rolls-

B Royce, PLC Vi Umted Technologies Corp., 603 F. 3d 1325, 1338 (Fed. Cir, 2010) (citing KSR,
h . 5 50 U S. at 417 421)." The Federal Circuit has cautioned that courts should av01d an evaluatlon

of obv1ousness by usmg h1nd31ght See Star Scientific, Inc. v. R.J. Reynolds Tobacco Co 655

e F 3 d 1364 (Fed C1r 201 1) (“[T]he great challenge of the obvxousness Judgment is prooeedmg

: wﬁhout any hmt of hmds1ght ”), In re Mettke, 570 F 3d 1356 1360 (Fed Cir: 2009) “[TThe. }
: selective hindsight oombination of references that show various 'elem‘ents of the claim generally o

“ . does not sufﬁce o establish obv1ousness ) Acoordmg to the Federal Clrcult, “[t]o preclude

hmds:ght m [the obv1ousness] analysm thlS court ﬂex1b1y seeks evidence from before the time of

o the invention in the form of some teachmg, suggestlon, or even mere motlvanon (concelvably .

o found w1thm the knowledge of an ordmanly skilled artlsan) to make the vanatlon or.

,;“combmatlon » Rolls-Royce, 603 F.3d at 1338.
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o | | I ﬁnd that Dr Drablk’s testnnony 1s msuﬁicrent to meet the hlgh burden to clearly and

not offer sufﬁcrent testlmony descnbmg how the mventron d1sclosed in Inoue would still ,

i convmcmgl _prove obvmusness Drabrk opmes that one of ordmary sk111 in the art would know : N S

R to mcorporate Hara s upscalmg feature wrﬂnn the appararus drsclosed in Inoue Dr Drablk does . L

w1th the upscalmg from Hara, and how all of the claim lumtatrons such as the rate reqmrements . S

: would st111 be met Mr F erraro pomted out tlns ﬂaw in Dr Drab1k’s testlmony when he noted

- that “you-couldn’tjust pop somethmg from one into the other wlthout bnngmg mto questron

: what else would change in the ongmal 1mplernentat10n as dlsclosed in the patent rtself % (Tr at

1804’9—1805 3) - o | |

...... Moreover Dr Drabik does not offer a sufficient reason for combmmg the references,
" his oprmon appears to be based on the hmds1ght view of trying to reconstruct the cla1med

- invention from: portlons of each of the pnor art references (RX 160 at Q 315 ). Specrﬁcally, Dr.{_ ¥

Drablk’s example of the hypothetrcal desrgner ofa 240 hne dlsplay does not provrde the .

g necessary reason to combme the references but mstead presents an example of an 1mproper

s :'hmdsrght analys1s (Id)

Because I have found that MStar has failed to make a prlma facze showrng of
: obwousness itis unnecessary to examine the alleged ev1dence of secondary consrderatrons

' Assummg arguendo that MStar had offered a przma facze showing of obv1ousness 1 fmd that the
alleged secondary consrderatlons would not be sifficient to overcome such a showmg

‘' Thomson argues that the ‘941 patent has been w1de1y heensed to mdustry and is one of

Thomson s key patents in its LCD hcensmg program (CIB. at 179.): Iﬁnd that the fact that the ;7 "

4 ':"‘941 patent has been wrdely licensed as part of a larger LCD patent portfoho alone, does not

- demonstrate the non—obwousness of the ‘941 patent “A nexus between the ments of the claJmed :
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N mventton and the ev1dence'of secondary conmderatlons is requrred‘m'order for the ev1dence to bew;?

; glven substantlal welght m an obv1ousness dec1510n Szmmons Fastene_ Corp v Illmozs Tool

Works Inc 739 F 2d 1573 15755‘ (Fed. Cn' 1984) Thomson s only attempt to demonstrate the

o requn'ed nexus is an unsuppoxted clalms that the 941 patent 1s one of the key patents in the

‘,;portfoho (C[B at 179) Such attomey argument 1s msufﬁcrent to demonstrate the requued

E nexus between the hcensmg act1v1ty and the ments of the claimed invention. -

| ': :'{‘{_‘V':'-Thomson also argues that the ‘941 pa,tent solved a long-felt need in the mdustry, in that 1t f’:” T
. ‘_provtded a Way to “upscale V1deo 51gnals to match the native resolutton of [a] dtsplay Whrle o
: mrmrmzmg the amount of memory requued to do so...by relying on the input v1deo s1gnal
““ tlmmg i (CIB at 179.): To support this posmon Thomson cites to the testlmony of Mr Ferraro
) (CX-4308C at Q 295.) Thomson also c1tes to the testunony of a Realtek employee who agreed
.that scalmg is an 1mportant feature for Rea.ltek’s LCD controller (Tr at 1276 17—25 D) I do not *
o ﬁnd that elther of these sources prov1des ev1dence for Thomson s cla1m that the ‘941 patent

. 'solved a long-felt need in the mdustry Mr. Ferraro s testimony is conclusory and does not

}-'-‘.:“,demonstrate ‘that there was a long-felt need in the industry for the. mventlon of the ‘941 patent
, (CX-43OSC at Q 295 ) The statement from the Realtek employee that scahng is an 1mportant .

. featurein Realtek’s LCD controllers also does not estabhsh that the ‘941 patent solved a long-

o _‘ felt need mthe mdustry (Tr at 1276 17—25)

Based on the foregomg, I ﬁnd that MStar failed to offer clear and convincing ev1dence

. that the asserted clanns of the ‘941 patent are obvrous in view of Inoue combined w1th Hara.




V LICENSE DEFENSE

leda/BenQ’s Posmon' { “

% AUO adopted the posmon of Q1sda and BenQ regardmg t]ns license defense (AIB at 72, ) No other respondent
advanced a license defens v . I s . ‘
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Discussion and Conclusions: {

. By
The existence of a patent 11cense isan afﬁrmatlve defense. to a clalm of pafent
mfnngement Carborundum Co v. Molten Metal Equip. Innov Inc J12 F. 3d 872 878 (Fed. - ¢
‘Clr 1995)." The burden rests on the alleged infringer to prove the hcense defense Id The
interpretation of a patent- hcense is a matter of state law. See Studiengesellschafi Kohle,
m.b.Hv. Hercules, Inc., 105 F.3d 629, 632 (Fed. Cir. 1997) (interpreting a patent license
- agreement under Delaware. law). J B E

A.{
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VI INFRINGEMENT |

L E;A. Apphcable Law :\;; - i‘ ‘

A complamant must prove elther hteral mfrmgement or mfrmgement under the doctrme |

of eqluvalents. : Infrmgement must be proven by a preponderance of the evidence. szthKlme‘ .
' Dzagnostzcs Inc. v. Helena Labs. Corp » 859 F. 2d 878, 889 (Fed. Cir. 1988). A preponderance |

‘ _of the ewdence standard “requlres provmg that infringement was more llkely than notto have

‘occurr R Warner-LambertCo . TevaPharm USA Inc 418F3d 1326 1341 n. 15 (Fed Cu‘

-Li_téral infringement is a question of fact, . F inisar Corp. v. DirecTV Group, Inc, 523 F.3d

| 1323, 1332 (Fed Cir. 2008). j\Literalinﬁ'ingenient requires the patentee to prove that the aceused B
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B devu:e contams each and every hmrtatlon of the asserted claun( s) Frank Caszng Crew & |

,. Rental Tools, Inc V. Weather;ford Int’], Inc 389 F3d 1370 1378 (Fed Cn‘ 2004)

2 As for the doctnne of eqmvalents
R Infrmgement under the doctnne of equwalents may be found when the accused
- ' vdevice contains an “insubstantial” change from the claimed invention.. Whethér -
-, equivalency exists may be determined based on the “insubstantial differences”
L v test or based on the “triple identity” test, namely, whether the element of the ,
. -accused device “performs substantially the same function in substantially the - - -
- ..same-way to obtam the same result.” The essential inquiry is whether “the "

- accused product or process contain elements identical or eqmvalent to each’
- claimed element of the. patented invention[.]” - ‘

"TIP Sys., LLC'v. thllzps & Brooks'/Gladwm, Inc 529 F 3d 1364 1376 77 (Fed ClI' 2008)
g(c1tat10ns omrtted) i B
Thus, if an elernent 1s mlssmg or not satlsﬁed, mfnngement cannot 'be found under the
doctrine of equlvalents as a matter of law Landon V. Carson Pzrze Scott & Co , 946 F.2d: 1534 | |
| 153 8-39 (F ed Cll' 1991) Determ1mng mﬁ'mgement under the doctrme of equlvalents “requu'es" |
- an intensely. factual inquiry.” Vehzcular Techs. Corp. v. than Wheel Int ’l Inc 212 F.3d 1377,
1381 (Fed. Cir. 2000). | | - .
- B. The ‘063 Patent

1 Clalm 1

Thomson’s Posntlon Thomson argues that. CMI, AUO leda, and BenQ mﬁ'mge claim
R ¢ of the ‘063 patent

“ | | Thomson alleges that it 1s und1sputed that all accused rnomtors -and thelr modules mclude
.‘:di'spl_a.y_ cells havmg a TFT and color ﬁlter substrate, and TN hqur_d:.cry_stal. { SR |

Thomson asserts that the element "two substrates w1th at least one of said two substrates '

| divrded into an actlve apert_ure area and a non-actrve area" is found in the accused products under “

08 o
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thi Qpﬁsﬁuctli_)n-_éf bOthSIdes{ "

)

,_ Thomson states that the color filte sub_étrat’é in éaéh_{ B

}Thomson says the { :

.} Thomson conclﬁdes that . :

}36--"

_’ Thomson'adds that Dr. West and Dr. LoWé}éach testified that color filter éﬁbstratés ofall { } o

- accused p,rodﬁcts are {




v vERsIoN

Regarding { };'Ihomson alleées_thap{ . L S } asin

the '063 patent,-{-

} Thomson alleges that AUO admits that its {

} and to the step—by-step process of { o }‘starting w1th '

,. } Thomson alleges
thatthe { =~} includes an affixing layer, because the {

} Th_omsop asserts

that the por‘uon of{ " o

} is an afﬁxmg layer under Thomson s construc’aom { R

* 3 Thomson adds in a foomote that GDS ﬁles for accused cMI modules are identified i m the direct w1tness statement
of Dr West. (Cmng CX-4242C at Q 249;and CX—3945 to CX-4085. ("CMI GDS ﬁles"))
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e 'applled "mtermed1ate" layer. FOR ACTUAL CONSTRUCTION SEE ID AT 35 Thomson

e argues that Respondents should not be permrtted to change constructions at ﬂns JunCl'lll'C

. Thomson adds that the {

} Thomson asserts that both the Polymer

:._‘Interface andAdheston book by Souheng Wu and Marcel Dekkar and the amcle "An Overvxew:‘ o

e of the Basw Aspects of Polymer Adhesmn“ by Georges Fourche, descnbe mterface
| »i»"t:charactenstlcs of polymers adhered to substances, mcludmg metal—polymer mterfaces {
| } Thomson says that when a polymer {

} is applred to another material,aan '. |

adhesron layer, or mterfac1al zone, forms in the polymer in the area where the { ' |
} polymer bonds to the surface. { .+ .} Thomson states that this :
adhes1on layer isa reglon of ﬁmte th1ckness whose propertles dlﬂ'ers fnom the bulk properties { - .
) o | | } Thomson alleges that Dr Lowe adnnts itis "a ‘,
fact of nature" that anmterfac1a1 reglon is formed { R e o B } and that

| thls mterfac1al reglon has distinct composrtlon and ﬁmte thlckness {

+ .} Thomson continues that Dr. Lowe argues that an interfacial region forms { K

Thomson says that Respondents' construcnon requ1res a "drstmct" layer nota separately‘._: R




} Thomson adds that AUO does not dispute { L

- } Dr.Lowe Mts that {

e , }’Ihomsonconcludesthatthe{ e




Thomson contends that spacing elements are formed {

"} Thomson alleges that AUO's ™ - e s

..”"‘ - 38




corporate representative admits that the {

Thomsonsays, for example, { °

- }‘Thdmsdn,_conclildes' that the 3
afﬁxmg llajzzerrrAemains‘ { B S S : . o b L




; Thomson allegéé thatAUOadmltted that{ ,

* .} Thomson continues that Dr. Loweadmtted attnal that:-

S T . } Thomsonsays its R
expert, Dr: West, also testlﬁedhow ¢ _ -

} Thomson asserts that

“the aEQused {:' P ~ } mieet this element under Thomson's construction of "mechanically |

rubbed." {
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Thomson adds that even 1f thls .element were not hterally met under Respondents’

o consu'uctlon, 1t would be met under thelr constructlon under the doctnne of equlvalents

- Thomson asserts that Respondents perform the same func‘aon {

} in substanually the same way {

fo

~ ‘achieve the »sax_ne' ieenlt q

e

Regarding { } Thomson alleges that AUO and the1r expert Dr Lowe adm1t |

 that the { } mamta.ln a substantlally '

- umform cell gap under e1ther 51des constructlon { : '_ o :I'homson




: : alleg;: ':that Dr Lowe admlts that {

S Thomsonconnnues that Dr. D E

ot . } plamly meet thls element { ,.
} Thomson adds that AUO'S { o Yalso meet this element, and AUO's argumen

R {75‘7‘:‘?“‘._-’(0 the contrary are baseless { o o ‘ } Thomson = 3‘_

e ‘_E.,says that' AUOII argues that {

.} Thomson counters that this is no defense,

‘ however because it 1s undlsputed that { -

} Thomson alleges that AUO's own expert admjtted that {

) Thomson concludes that{

) meeting this element under.

" Respondents' construction or Thomson's construction. { -

-

o . In a footnote, Thomson adds that { o




Thomson concludes that CMI'S mﬁmgement expert Dr Wagner admlttedly knows less e

y about 11qu1d erystal than Dr. West (Cltmg Tr at 1403:16- 18 {
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_‘ AUO’s Posmon' AUO asserts that the accused products do not mfnnge c1a1m 1

because they do not have an “afﬁmng layer” under elther sxde s constructlon {

4 While Thomson also accuses re'spondents Qisda and BenQ of infringement of all asserted claims, { .

' . .} Intheir post-heanng briefs, Qisda and BenQ incorporate by reference the- arguments of AUO,
' and CMI and rely upon those arguments to defend the mﬁ'mgement allegatlons made agairist their ﬁmshed products
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AUOF contmues, that second‘; relymg on 11terature eoneemmg polymer mterfaces and .

. adhesron,‘u Thomson s expert, Dr West suggests that the propertles { } at the__:»_af:_ 1

S mterface» { Yare dlfferent from the bulk properues (

} AUO says that based on this suggested premlse Thomson argues that the mterfaclal

»layer{ }1stheafﬁxmglayer { o " }

AUO responds that Dr West adm1tted that hrs hypothesrzed nrterfacral zone must have .
e 'QE vtwo charaetenshcs a ﬁmte thwlcness and a composmon that is dlfferent from the bulk -
o propertles { y L . -} AUO alleges that Dr. West offered 1o o

ev1denee about either charactenstlc in the aecused products. AUO says Dr West neither

measured, nor testlﬁed about any measurements concermng, the thlckness of the alleged

- Lo mterfaelal zone i the accused products and bhe did not perform any tests of the aecused

o ;1”3.':'products or othervwse prov1de ev1dence to demonstrate that the composmon of. the alleged

mterfac1al zone dlffers from the bulk Propertles { S N L) AUO adds that..‘ o
i Dr. West admltted that none of the literature he c1tes addresses { | B - ?h¢,
‘ | ;;_:; matenals that allegedly form: the mterfacxal zone in the accused products { e

AUO argues that under elther sxde s constructlon, the “afﬁxmg layer” isa separate claun

element from the spacmg elements » {

“+ 4! AUO adds in a footnote that Thomson withdrew the Wubook { -~} which is the primary literature
- reference cited by Dr. West for his interface theory AUO says that Thomson’s demonstrative { } contains
“only a small excerpt from the Wu book, and Thomson s'interface theory should be re_;ected, since it is 1mposs1ble for
the Court to evaluate Dr. West’s oplmon thhout revwwmg the Wu book on whlch 1t is based ‘ ;
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AUO addresses the issue of the pac

" Dr West addresses th15 element of cIaun 1 in paragraphs 321 to 325 of h15 testlmony {




o ':b':ﬁ‘m that dlrectxon {

AUO argues that Thomson s theory of mfnngement under Respondents proposed
o oonstruotmn confuses rubbmg direction w1th force vectors AUO says that Dr West agrees that

: -the purpose of mechamcal rubbing is to create allgnment marks ina smgle dn'ectlon by rubbmg ‘
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. : ’ Ty . . v : .

AUO alleges that Thomson mtroduced anew theory when subm1tt1ng Dr West’s dlICCt
‘ Wltness statement, which states { L '

AUO argues that the new theory is mcorrect for two reasons AUO says, ﬁrst 1t is justa.

| theory that is not backed up w1th any ev1dence AUO states that Dr West d1d not demonstrate

o .by testsior otherw1$e that Respondents rubblng process performs in the manner he theonzes

e - that Thomson has subrmtted no photomlerographs or other ev1dence showmg {

AUO asserts that Thomson prov1ded no test data or analysxs to support mfnngement by SR
© the accused prodnets under either their c_omponents of force theo_ry or their new theory l‘egardmg,« R

SOy avouss
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the doctrme of eqmvalents (“DOE”) wrth respect to the “mechamcal rubbmg” hmltatron of claim .

- _ 1 but faﬂs to properly apply the functlon, way, result test.

_ AUO contends that the DOE must be apphed on‘an element-by-element bas1s (Crtmg
‘J 'Warner-Jenkznson Co Inc V. Hilton Davis Chem Co 520 U S. 17 29 (1997) AUO argues ina
- DOE-analysrs -wthe .Court must apply the same claim construction as for hteral mfrmgement, and .

01tes Novartzs Pharm Corp V. Abbott Labs 375 F 3d 1328 1339 (Fed. C1r 2004) and Elekz‘a

- 'I-InstrumentSA v. O.UR Sczentzﬁc Int’l Inc., 214 F.3d 1302 1304, 1309n2(Fed Cir. 2000)m'

support AUO argues that under the. DOE the Court’s cla1m constructron should be given the
, . same werght asthe express language in the clalm hrmtatrons (Citing Nautilus Grp Inc. v. Ico;«;‘ "
: v_Health & Fzmess, Inc 308 F Supp 2d 1217, 1219 1222-23 (W.D. Wash 2003)) | |
‘ AUO says that Thomson rehes on the “so-called triple 1dent1ty test” for proving
. '_ equrvalents AUO argues, under thrs test, Thomson was requlred to compare the function, way
a and result of the clalmed meehamcal rubbmg lumtatlon with the functlon, way and result of
o Respordents” rubb_mg steps, and t_hen prove that the rubbing steps perform substantlally. the same
function,‘ in sobStantially the same way, to achieve Substantially the same result as the cl'aimed .
,':'f mechamcal rubbmg limitation, (Cltmg Lear Slegler Inc V. Sealy Mattress Co of Mlch 873
F.2d 1422; 1425 (Fed. Cir. 1989)). ' -

AUO contends that Thomson farled to do so through the only witness Who testlﬁed on N

e th1s subject, Dr West AUO avers that Dr. West never 1dent1ﬁed the “way” that the clarmed

“mechamcal rubbmg” lrrmtatlon is performed { el };1 -

4325

g AUO says only wnh respect to ResPondents’ proposed constructlon, Thomson rehes' on- S
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} AUO argues that Dr West never compared the “ k

.. clalmed “way” to the accused “way” to determme whether they were substant:lally the same

I:f.»because he never 1dent1ﬁed what the clalmed “way” was AUO contends tlns farlure of proof . "r-';‘ |

E : dooms Thomson 8 rehance on the DOE. (C1t1ng Te ex. Instruments Inc v. C’ypress Semzconductar - |
: Corp 90 F 3d 1558 1568 (Fed. C1r 1996) to hold there can be no DOE mfnngement where the. .
expert testlmony provrdes ‘no. dmcusswn of whether or how the way the [accused dev1ce]

R operates [was] sumlar to the patent claun” (quotation and cltatwn omrtted))

v :es that proper apphcatron of the tr1ple 1dent1ty test demonstrates that there isno :

| . mfnngement under the DOE {

. AUO adds that there isa separate and mdependent ground for ﬁndmg no mfrmgement . l

- under the DOE AUO asserts that Thomson is precluded from relymg on the DOE because o

dunng prosecutron, the mcchamcal rubbmg llmltatton was added to clalms 1 and 11 by o

amendment in order to obtam allowance of the patent { ',v {,‘ ‘ : } (Crtmg Honeywell -




AUO‘ argues that Thomson cannot rebut the presumptlon of surrender that anses from 1ts

addltlon Qf the'mechamcal rubbmg lnmtanon to the cianns because 1t oﬁ"ered no ewdence on ﬂlIS ' ‘

L i’z»;lssue _’and the three ways for overcommg the presumptlon 1dent1ﬁed in Festo Corp v, Shoketsu .

: ;!szoku KOgyo:Kabushzkz Co 344 F 3d 1359 1368 (Fed Cir. 2003), cannot be met here in any

eVent |

AUO says, ﬁrst itis undlsputed that the alleged eqmvalent bt

: ‘was foreseeable at: the t1me of the narrowmg amendment.. {

U‘(:)‘cnnﬁnnes, second the rationale for adding.themechanical rubhing.‘limitati'en to the

o G clalms bears more than a tangentlal relationship to the equwalent in quesnon AUO says the .

R prosecutton h1story demonstrates that the amendment was made to avmd the prior art, mcludmg )

E f}both Hasegawa and pnor art { } ‘which are not able to w1thstand the rubbmg process and are e

.} AUO
A concludes that under Respondents’ constructlon, Thomson is precluded from relymg on the DOEZ -
to estabhsh mfnngement of: clann 1 and its asserted dependent clalms |
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Drscussmn and. Conclusions: I ﬁnd that Thomson has not proven by a preponderance of :

- the ev1dence that Respondents’ accused products hterally mfnnge cl'cum 1of the ‘063 patent

: A determmatlon of Whether or not the accused products practlce the elements of asserted y

) claim 1 tums on four issues: (1) whether or not the accused products mclude an afﬁ.xmg layer
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o :as'construed herem, (2) whether or not the accus

roducts contam 'pac g elements‘ ‘as
construed herem 5 (3) Whether or not CMI 5 _accused products4 mclude spacmg elements that

: ‘_‘ are amsotroplc in shape (4) Whether or not the ac used products _‘have spacmg:elements that are ' }

mechamcally rubbed as construed herem

: Laver” i

F1rst, I note that the term “afﬁxmg layer” as construed herem' means “a stratum of

. matenal that attaches the spacmg elementsto a substrate aud whlch 1s separate and dxstmct ﬁom : B
smd spacmg elemen

R Whlle AUO réises this issue, 00, AUO does not deny that its products practlce th1$ element. 'Instead AUO asserts N
“that Thomson has faﬂed to “prove” the fact by adrmtted evxdence { S

iy [N
[
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| - Ori the sﬁbj ect of the CMI photospacers, 'Thoms.on afgues that the tesﬁnaon} of Dr.
-'Wagner regardmg the presence or absence of affixing layers should be disregarded, because he

. was found not to be an expert in mterfac1al regions.” When Dr. Wagner s quahﬁcatlons were

dlscussed in some-detail at the hearmg, CMI’s counsel made clear that he mtended to use Dr.-
Wagner to testify, inter. alza, about “the formation of afﬁxmg layers on ITO and the formation of

9 photore51st layers ” (Tr. at 1370 24-1371 3 ) I speclﬁcally found that Dr Wagner would not be

o accepted as an expert in mterfacml exchanges between photore31st and ITO but I aceepted Dr

{

Wagner as-an expert in the other areas mghllghted above for Whmh he was oﬁ‘ered by CML, (Tr

at 1373 :24- 1374 8)

Bl
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gacmg Elements
AUO’s accused products. Dr. Lowe admltted that{

} Asa result of the mclusmn of {

} in the. AUO accused

products { } Based upon the foregomg, I ﬁnd that

S : the AUO accused products mclude “two or more structures not physrcally connected to one.

5 another, whlch structures serve to substantlally uniformly separate two substrates saJd structures

B formed on one of sald two substrates and contactmg the second substrate” (1 e.“a plurahty of

.‘ Spacmg elements separate from one another”)

CMI’s accused products Dr. West testlﬁed that he examined a representatrve sample -
of the CMI accused products He testlﬁed regardmg how in h1s oprmon, the accused CMI '
modules practlce each of the elements of the asserted clalms of the ‘063 patent (CX—4242C at |

Q 455 etseq) e . . N ,

Clalms L and 11 requlre a spacmg layer mcludmg, inter alta, a plurahty of spacmg

o elements separate frorn one. another I construed that term to mean “two or more structures not s

physically connected to one another, wluch structures serve to ‘substantrally,_umformly ‘separate = :
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;" th-Subs@éies;""said structures formed on one of said two 'silbstrates:ax_id céhtacnng the second




Thomson s proof leaves a loglcal gap. Thomson has adduced contradlctory ewdence
_ On the one hand Dr Westhas testlﬁed that he exammed rcpresentatlve samples of the CMI

o modules and that the accused CMI products practlce the charactensucs of those representatwe




A}" Based upon the logwal gap left by

. on’s ev1dence I ﬁnd that Thomson has faﬂed to prove by a preponderance of ev1dence .

S e tha the CMI accused products practlce these reqmred features of asserted elann 1

_-Mechamcally Rubbed R

1 turn to the i issue of. whether or not Respondents’ { } are: “mechamcally e

- rubbed” as construed herem, 10 wrc “havmg movmg pressunzed fI‘lCthll apphed by a machme‘ o

R or apparatus substantlally along the long axis Ofﬂle { h } {

“{
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v An lmportant obJ ect of requmng mechamcal' ? bbmg along the long ax1s of the

S amsotroprc spacmg elements in clann l 1s to prov1de greater strength and resrstance to the forces il .

£ of th e aggresswe mechamcal rubbmg process of the LCD assembly In Sectlon II B 8 supra in : _ |

S ,_eonstrumgthe term “mechamcally rubbmg,u scri

\

B Thomson also. malkes an argument that apphcatron of the doctrme of eqmvalents would

’result in a ﬁndmg that the respondents’ accused products mfnnge claun l of the ‘063 patent
“An element of an accused produet is eqmvalent toa clann 11m1tatlon if the d1fferences between

the two are msubstantlal a questlon that turns on whether the element of the accused product |

: performs substantlally the same functlon in substantlally the same way to obtam the same result".} o

| as the clatm 11m1tatlcn > Absolute Soﬁ‘ware Inc v Stealth Szgnal Inc 659 F. 3d 1121 1139- :

o 11 40 (Fed Crr 2011) (quotmg AquaTex Indus., Inc v. Techmche Solutzons, 419 F 3d 1374 1382 :'

. argument wnh respect to the functlon Way, result test when such evrdence is presented to .
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support a ﬁndmg of mfnngement under the doctnne of equlvalents ” Texas Instruments Inc. v.
Cypress Semzconductor Corp 90 F.3d 1558 1567 (Fed Cir. 1996).

As AUO persuaswely counters, Thomson’s evidence does not support a ﬁndmg that the

' “way portion}’o,f the three_-part “function, way, result test” is satisfied. {

}

Dr. West does not testlfy how the accused products would practice the “mechanical

_ rubbmg” step of the ‘063 patent as it is construed herein to mclude the reqmrement that the

:_';‘:rubbmg be “substantlally along the long ax1s” of the spacing elements. Based upon the

foregomg, I find that Thomson has falled to prove by a preponderance of ev1dence how the
- accused products practlce the mechamcal rubbing in substantlally the same way as requued by |
~cla1m l_tofl.the. ‘063 patent.: Therefore, -Thomson has failed to prove that the r_espondents’ accused
E '-products mﬁ'mg;e the mechanical. rubbing step of asserted claim 1-under the doctrine of
- equlvalents | o o | |

Based upon all of the foregomg, I ﬁnd that Thomson has fa:lled to prove by a

b ;preponderance of ev1dence that the accused products practlce each and every element of asserted .

C _': " clalm 1of the ‘063 patent Therefore the accused products do not mfrmge claun 1 of the ‘063

. patent _




e contam {

S ‘:‘whquld crystal dlsplay cell and further compnses a hquld crystal layer mterposed between Sald

o - jtwo substrates " Thomson alleges that 1t is undlsputed that the accused products are hqmd

: crystal d1splay cells w1th a layer of hqmd crystal mterposed between color ﬁlter and TFT

' PUBLICVERSION . 0

- z Clalms 2-4 &s

Thomson’s Position: Thomson alleges that Respondents do not dlspute mfrmgement of L S

o hrmtatlons added by dependent cla1ms 2-4, and 8 mstead d1sputmg just mdependent cla.lm 1.:
’ Thomson asserts that clalm 2 depends from claim l addmg “where the spacmg elements are o s

. ‘formed usmg a mask " Thomson states that AUO’s {

" }asare CMI's. (Citing CX-4242C at Q. 578-583; and JX-66C, 84:5-21) -~ . ./
' Thomson notes that claim 3 depends from claim 1, adding "wherein the spacmg elements
are prevented from being formed within the active aperture area." Thomson asserts that, in AUO

{ o } ‘'modules, {

)

Thomson states that cla1m 4 depends from claun l ‘and adds "wherem the spacing -

" elements extend along a first axis and along a second axis shorter than the ﬁrst ax15 Thomson ‘

,,says,-_ias_;_descnbed in the “anisotropic in shape” sectlon .above, accu_sed,AUO { - } modules

}

'Ihomson notes that claxm 8 depends from claim 1, adding "wherein the dlsplay cell isa’ ‘

3'7-:‘.:substrates {
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i “ AUO’s Posmon' AUO argues that clalms 2-4 and 8 are not mfrmged for the same '}
K j'.:freasons stated above with respect to Clatm 1. AUO adds w1th respect to c1a1m 4, due to the o ..
exclusxon of AUO documents lackmg translatlon and w1th the sole exceptlon of the { i

} Dr. West has no ev1dent1ary basts for h1s opmron that the

it ‘-_"spacmg elements in the accused AUO products “extend along a ﬁrst ax1s and along a second axis

| shorter than the first ax1s” (claim 4),

. Dlscussmn and Conclusmns Based on the evrdence in the record I ﬁnd that Thomson Lo |
has falled to prove by a preponderance of the ev1dence that Respondents mﬁ'mge any of clanns
24 or 8 of the ‘063 patent _ | | |

Claims 2-4 and 8 each dnectly depend from clatrn 1 and I have found that Thomson
3 failed to prove infringement for clatm 1. Thus it follows that Thomson fatled to prove o
. mfrmgement of clanns 2- 4 and 8 Wahpeton Canvas Co V. Frontzer Inc., 870 F 2d 1546, 1552
n. 9 (Fed Cir.. 1989) (“One who does not mﬁ'mge an mdependent claim cannot mﬁ'mge a clalm J
.p‘dependent on (and thus contammg all the 11m1tat10ns of) that c1a1m ) = ) "

If, however, the Commlssron determmes that claim 1 is mfrmged by Respondents then I v

o ﬁnd that Thomson has demonstrated mfnngement of clalms 2 4 and 8. Respondents offer no i

o : argument agamst a ﬁndmg of mﬁmgement for clalms 2 3 and 8, except to say that the accused

| :,“ clarm from whlch they depend

. products cannot mfnnge the dependent clanns if they are not found to mfrmge the mdependent

- Spec1ﬁcally, Thomson provrded evrdence that
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o Regardmg claim 4, AUO raises the issue of a lack of proof of {
| }but I have a]ready found that AUO d1d not deny that its spacing elements {
} a.nd AUO’s expert, Dr. Lowe, admltted that they are, in fact, { ‘7' } :
B Ther‘efote,—based upon the_ev1dence and my pnor ﬁndmgs herem, if the Commission deten'nines, ;
| : ‘that the accused products infringe asserted claim 1, then I find that the accused products infl‘inge B
asserted claim 4. .~ o ) .
. 3 Clalm 11 |
Thomson s position: Thomson argues that CMI, AUO and leda/BenQ infringe claim :
11 of the ‘063 patent. Thomson alleges that there is no dispute that the accused products mclude;
display cells forrned by a manufacturing method. { “
- Regarding the ﬁrst element of clalm 11, Thomson a.lleges that the partles construe tlns .
‘ §rldentu:a;lly 1o "one of said two subsn'ates divided mto an act:lve aperture area and a non-actlve
area" of claim 1. Thomson says, as discussed above, { ., | } methods meet thxs step,
. ‘wh1ch is undxsputed { ' . - - | .. e o }
| . “Regarding the second element of c1a1m. 11- Thomson alleges that as dlscussed above for -
| - ' clalm 1's s1m11ar element, { } { } manufact\mng methods mclude a step of formmg a
plurahty of spacing elements separate from one another on the non—actlve areas of the substrate

whete the spacmg.elements are aniSotropic. { .

3400
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}

Thomson turns to the thrrd element of clann 11, and contends that the arguments are the

fsame as for "mechamcal rubbmg" in cla1m l Thomson relterates that { } { g }'

»manufacturmg processes mclude{ S ,’ ‘ } Thomson.

. alleges thlS element is met under both s1de s construcuons as dlscussed for "mechamcally

oy

Thomson next focuses on the fourth element-of claim 11 alleging that itis undrsputed

rubbed" mclannl {

- lthat { - ,_-} { -} processes mclude.attachmg {
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AUO’s Posntmn AUO argues that the accused products do not mfrmge clarm 1 1

: because under Respondents’ constructlon {

. P 4 . } |
AUO argu ' ‘that with respect to' AUO Dr West addressed the reqmrement of element 2 .

of cla1m 11 that the spacmg elements be amsotroplc in shape in paragraphs 406 to 409 of h1s ; » “7:: S

testnnony, portlons of wh1ch have been excluded from ewdence because they are based on AUOi- o

documents 1ack:mg translatlon { 3 AUO contends, m v1ew of the Court’

ev1dent1ary rulmgs and w1th the sole excepuon of {




Regaxdmg the thltd element of claim 11, AUO argues’ that under Respondents’ :
constructlon, the mechanical rubbmg hrmtauon is not met, either hterally or under the doctrine'of =
equlvalents for the same reasons as set forth above with respect to clalm 1, supra. |

Fmally, AUO argues that the { } in the accused products do not meet the “ ‘ spacing ‘
: }‘ elemen or umform gap claim lnmtatlons of c1a1m 11 under either side’s proposed constructlons
for the same reasons as set forth above with respect to claim 1, supra.

Dlscussmn and Conclusmns Based on the ev1dence in the record I find that Thomson o
.failed to prove by a preponderance of the ev1d_ence that Respondents mfnnge claJm 11 of the .‘
‘063 patent. R . | |

There-'are four issues in dispute regardiné whethelf:or not Respondents’ accused products |
inﬁinge‘independent asserted claim 11. They are: ( 1) whether or not thespacing. elements are . }
formed on the front surface of either substrate; (2) whether or not the spacing elements are -
amsotroplc in shape, 3) whether or not the mechanical rubbmg 11m1tat10n is met, either hterally
or under the ‘doctrine of equivalents; and (4) whether or not the { = } in the accused '
products meet the “spacing element” or uniform gap limttation’s:of claim 11.',‘ -

| -The elements of independent claim 11 donot differ materially from those of independent
' _vclalm 1 as they both treat the second, third: and fourth issues raised by AUO except that claim 1

"requlres an aﬁixmg layer and c1a1m 11 does not.: I will not here repeat my ﬁndmgs and
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reasomng regardmg those 1ssues set forth in Sectlon VLB.1 supra, but 1 mcorporate them in th1s |

_section by reference e

*-'The sole issue remaini‘ng&is_vs"'hether or not the spacing'eiements of the accused p’roduots‘:’l;,f ) o
. are formed on the front surface of either substrate I ﬁnd that they are

AUO’s argument on this pomt is based on { the fallacious assumptlon that the terms “front S

surface” and “rear surface must relate to their posmop in relatron to a “viewer.” It is not

necessary to separately construe these terms because the claim makes clear that the “front

surface’??of the ﬁrst substrate is the surface upon wh1ch the spacing elements are formed, and the -

surface upon whrch the second substrate is, mounted thus locatmg the spacmg elements between

the two substrates. {

Based upon all of the foregomg, I ﬁnd that Thomson has failed to prove by a o

' preponderance of evidence that the accused products practlce each and every element of asserted [ S

clalm*llv of the 063 patent. Therefore, the accused products do not infringe claun 11 of the ‘063 ‘

. patent.
o 4 Claims 12, 14, 17,818
Thomson s posrtron' Thomson argues that CMI AUQ, & leda/BenQ Infnnge

DependentClalms 12; 14, 17and 18 - —_— S

R Inasmuch as, claim 11 does not require the inclusion of an “afﬁxmg layer,” my ﬁndmgs regardmg an aﬂixmg
layer in Section VLB.1 supra, are not mcluded in thls mcorporatmg language. N
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| Thomson alleges that Respondents do not dlspute mfnngement of the addrtlonal elements- : o

R of clalms 12 17, and 18 Thomson says that claim: 12 depends from cla1m 11 and adds "Wherem

T the spacmg elements extend along a ﬁrst ax1s and along a second ax1s shorter than the ﬁrst axts YN ’

; Thomson contends this is met for the same reasons as cla:lm 4 above {

Thomson contmues that cla1m 14 depends from clann 12 and adds "wherem the spacmg

‘elements are rubbed along the ﬁrst a.xrs "{

} Thomson 'concludes that c1a1m 14 is met under exther s1de s construction.

Thomson notes that c1a1m 17 depends from claim 11 and adds, "wherein the formmg step ‘

2 -compnses photohthographlcally formmg the spacmg elements havmg the amsotroplc shape -

usmg amask H Thomson says asdlscussed for clanns land?2, {- PR '_E?

Fmally regardmg clalm 18 as dlscussed for cla1m 8 ) Thomson alleges there 1s no dlspute

o """that the accused products mclude dlsplay cells w1th a laYer of hquld crystal. { B

AUO’s posmon AUO argues that clanns 12 14 17 and 18 are not mfrmged for the R

v_:,same reasons stated above w1th respect to Claun 11 R
AUO adds, ‘w1th respect to clmm 12 due to the exclusmn of AUO documents lacklng

’;translatlon and w1th the sole exceptnon of the {

‘:‘West has no evrdentlary ba81s for h1s oplmon that the spacmg elements in the accused AUO
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e products “extend along a ﬁrst axis and along a second axis shoxter than the ﬁrst axis,” "as recrted L

"‘.-'iflnclarm 12 . i R iy
Regardmg claam 14, AUO alleges that Thomson s expext agrees that, “here in elalm 14 S
 the reqmrement that the { } be rubbed along the long direction is finally appropnate;” {
o - } AUO contends that based on that testlmony, ‘and under Respondents’ S

g lﬁproposed construction, claim 14 is not llterally met for the same reasons as set forth above with

. respect to. mechamcal rubbmg limitation of clalm‘ 1.-AUO concludes that Thomson has

ER submltted no evidence that claim 14 is met under the doctrine of eqmvalents

Dlscussxon and Conclusxons Based on the evidence in the record I ﬁnd that Thomson
: has falled to prove by a preponderance of the ev1dence that Respondents mfnnge any of claims’
; frz 14, 17, or 18 of the 063 patent L |

Claims 12, 17 and 18 each depend from claim 11, and claJm 14 de‘pends'from claim 11
h -through claim 12, and I have found that Thomson farled to prove mfnngement for clann 1 1

- Thus it follows that Thomson farled to prove mfnngement of claams 12, 14 17 and 18.

. :Wahpeton Canvas Co v. Frontzer Inc 870F.2d 1546 1552 n. 9 (Fed Cll' 1989) (“One Who

es not mfrmge an mdependent claxm cannot mfrmge a claim dependent on (and thus

o «.-j;;contalmng all the limitations of) that clalm o R .

If, however, the Comnnssxon determines that claim 11 i is mfnnged by Respondents, then T -

s find that Thomson has demonstrated mfnngement of elanns 12, 17 and ‘18. Respondents offer no . . ‘

'- argument agamst a ﬁndmg of mfrmgement for claims 12 17 and 18 except to say that the

.. accused products cannot mﬁ‘mge the dependent clauns if they are not found to mfnnge the

S mdependent clalm from Wthh they depend

Regardxng claim 12 AUO rarsesthe 1ssue of alack ofproof of { }

j‘ 'f_?r-_‘346_ L




e jg 'Therefore based upon the ev1dence and my pnor ﬁndmgs herem, if the Comm1ss1on determmes -

" that the accused products mfnnge asserted clann 11, then I ﬁnd that the accused products e

| “ - mfnnge asserted cla1m 12

Thomson demonstrated that { }{ } {

}asreqmredbyclmm l7 { Ty

Regardmg claim 18 as discussed for claim 8 supra, there isno dlspute that the accused ’ 5 i

_ ;*products mclude dlsplay cells with a layer of hquld crystal. { S | o | } |
Inasmuch as, clarm 14 requires that the spacmg elements be “rubbed along the ﬁrst axis,”

| and that requrrement is uneqmvocal (ie.it does not mclude the word “substantlally”), I find that
| " the_ eyldence clearly evvs_t_»abllshes that the accused _products do not prac_trce the element of claim
"-1Based» -upon all of the foregoing, I find that the accnsed products: hat/e not been shown by

a preponderance of ev1dence to mfnnge any asserted claun of the ‘063 patent

C. The 006 Patent
1 “AUO & CMI
. Thomson’s Position: Thomson clauns that Respondents’ TN LCDs that use polanzers '
,wrth Fu31 WYV film infringe claims 4, 7 and 14 of the ‘006 patent Accordmg to Thomson, the
‘ ‘one dlspute between the. partles is whether or not the Fqu WV filmis umaxral

Thomson asserts that the accused produets meet all of the hmrtatrons of clalm 1.

. f"I'homson states that the accused products are all TFT LCDs, and therefore electncally controlled '; - S B

/ | 'drsplay devrces {




7 under the doctnne of equlva.lents {

} Thomson asserts that thlS is true regardless of the adopted constructrons of

Thomson asserts that the accused products mclude umaxxal compensating means with

"1

e 'l..:negatlve birefringence bemg assoclated w1th sa1d layer w1th1n the optical cav1ty formed by said ‘

; .polarlzers wherem the optical axis of sa1d umax1al compensatmg means w1th negatlve ‘:f,. .
) brreﬁ‘mgence have an mchnatlon with respect to the normal (Z) to the mam faces of sa1d layer.”

Ar_‘f‘-'Ihomson claJms that the {

B

Thomson argues that the uma:ual compensatmg means of clann 1] is also present in the g

‘ _': accused prod cts when the Fu_]l WV ﬁlm 1s v1ewed as a whole. {

} Thomson offers evidence that 1t claxms demonstrates that the FUJI WV film asa”
e whole is umax1al and negatlvely bu’eﬁmgent w1th an mclmed opt1ca1 aaus {

Thomson asserts that to the extent that the element 1s not l1terally present 1t is present

} Thomson oifers ‘.

e 2 expert testlmony that the Fu_u WV ﬁlm satlsﬁes the functton, way, result test for docume of L |

equlvalents { } “




Thomson argues that the accused products meet the addlttonal elements of clann 3

; .. { A - _- L } Thomson states that c1a1m3 1s

not dlspute that the accused products meet the add1t10na1 element requued by claim 4. { 2 i

~

-} 'Ihomson argues that the FUJI wvV ﬁlm meets the

| “ﬁrst b1refr1ngent layer” hm1tat10n, regardless of whether it is v1ewed across the entlre th1ckness :

- met. regardless of the adopted constructlon of “plate 7 { } Thomson states that Respondents do 1_' .
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or when consideration is given to the layers that comprise the Fuji- WV film; {000 = oo ey

}
AUO’s.Position: AUO contends that the accused products do not infringe the asserted

claims of the 006 patent. -
AUO claims that the Fuji WV film'does'not have an optical axis under either proposed -
“construction. - Therefore, AUO assetts ﬂiat the Fuji WV' is not a uniaxial compensator, which is a

required element of each asserted claim. {
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tolerance for retardatlon. {

} AUO asserts that the blreﬁmgence isa matenal property, and is

| not dependent on the thlckness of the compensator {

/

" AUO claims that Thomson is mcorrect to assert that the sublayers of the Fup WV film

have an optical axis and are umaxlal {

AUO asserts that Fujl WV ﬁlm is not an eqmvalent to a umax1a1 oompensator {

} Accordlng to AUO  Fuji WV film has a fundamentally different structure

P : : ﬁ-Om a umaXIal compensator {

. }”
AUO also argues that the result asserted by Dr Escut1 in h1s functlon-way-result analys1s

‘A1s far too broad {

v " 351 “

'AUO notes that Thomson argues that mthe real world, there is nearly always a non-zero ST
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AUO clauns that the accused products do not meet the “compensatmg means clalm

“element if that element is oonstrued tobea means-plus-functmn term {

‘Mofeover’,ﬂAU O asserts thﬂt‘the, Fuji WV film is not an equivalent of the “éémpensaﬁng means”
'?“element . | o :
' - AUO states that under Thomson s “sublayer theory ;" the accused products do not meet |

;;:the “assoclated with” limitation of claim 1. {

o (! v. s .. R AL Tt ed atiui | " L | _ PN e _ ‘ }_,.‘,,‘: LR T \ |
- - AUO cla.uns that Thomson faﬂed 10 1dent1fy eompetent ev1dence to show that the accused ‘

_ products meet the hmlta’uons added by clalms 3 and 4. {

EL A




} AUO argues .

8 -,;_:_«,:that Thomson s mfrmgement argument w1th respect to claun 7 is therefore wholly mconsmtent

L .a_%,w1th 1ts mfnngement argument thh respect to clalm 4

0 rdmg to AUO the accused compensators do not have “orthogonal optlcal axes

- reqmred by c1a1m7 { IR

RES
W1th regard to clann 14, AUO asserts that under Thomson s sublayer theory of

:»mfnngement {

} AUO argues that clatm 14 is not mﬁmged for the reasons stated w1th respect to : B
:-‘the other asserted claims. ' |

;CMI’s Posmon. CMI’s accused products also mclude Fu_]l WV ﬁlms For the same ,‘ _

"";.‘;‘ireasonsy amculated by AUO, CMI argues that the Fuji. WV ﬁlms are not the umax1al

o B ‘ compensators requn:ed by the asserted claxms of the ‘006 patent (See: CMRB at 32—41 )

DlSCllSSlOll and Conclusmns' Based on the ev1dence in the record, I find that Thomson . P

e »;?aa.falled to prove that any. AUO or CMI accused product mfrmges the asserted clalms of the ‘006

o '::patent

The pnmary d1spute between the partles 1s Whether or not the Fu_]1 W1dev1ew

compensatxon ﬁlm (heremaﬁer refenred to as “Fujl wv ﬁlm”) in the accused products is a b, :




7 umax1a1 negatlvely bu'efrmgent compensator The partles rely heav1ly on the1r experts’ opmmns L K

) ‘f to support the1r respectlve posmons on the 1ssue

Thomson deﬁnes the accused products {

- :“ .‘Escutl opmed that the Fu31 WV ﬁlm is negauvely bu'efnngent, and th1s negatlve blrefnngenc c
»“cancels out or nearly cancels out » the res1dua1 posmve b1refnngence of the. tw1sted nematlc

liquid crystaij ;’f'atenal { } Dr EScut1 explamed that the

Fuji WV ﬁlm is composed of two layers one of Wthh is the d1scot1c hquld (“DLC”) layer {

} Accordmg to Dr Escutl the DLC layer 1s made of layers of hybnd allgned dlSCOtlc :

- Liters‘lflnfring “em‘e.if E R

“~

Each of the asserted clalms reqmres a umaxlal compensator Clanns 4 and 7 requ1re

‘-_-_“»}ff‘i“lmlamal compensatmg means w1th negatwe blrefnngence Clann 14 reqmres a “ﬁrst

h fblrefrmgent laye that “has the property that it prov1des umaxxal negatlve blrefrmgence i Dr R
- Escuti offers two dlfferent theones regardmg how.the Fu_u WV film constltutes a uma;nal
: negatwely bu'efrmgent compensator { L } Under one theory, the Fu31 VA

,ﬁlm,as a whole constltutes the. umax1a1 negat1vely blreﬁmgent compensator { " ' ‘ L

} As Dr ESCutl opmes “the Fu_]l WV ﬁlm is umax1a.l aeross its entn*ety, and it has an opt1eal

ax1s thai is mchned thh respect to the normal to the mam faces of the hqmd crystal matenal ?

i ‘ts:"BeceuseTholnson’s i'nﬁinge_mentanalysis centers on the Fuji WV film, it js identical t‘on AUO and oML




To support h1s opxmon, Dr Escut1 rehes on two arttcles by Yamahara, where the Fu_ll WV

ﬁlm was analyzed {

and n3 to be 1. 5999 and 1.6, respecttyely,nand states that the Fujr \'A% ﬁlm “has the optlcal
: charactenstrcs of an molmed opt:tcal md1catnx whlch has umaxwl negatlve blrefrmgence and aets

.-_‘astheentlrecompensator { S }_<

I ﬁnd that these Yamahara artlcles are msufﬁcrent to demonstrate that the Fuji WV. film

| meets the. “compensatmg means” limitation. Dr Drzalc testlﬁed in depth about theSe articles,

_ explammg why they do not show that the Fup WV filmis a umax1al compensator {

} Specrﬁcally, Dr. Drzalc explained that the Fuji WV film is not homogeneous, and
" has a random structure. { }-Therefore, the Yamahara articles must rely on modelmg the Fuji
WV film to be able .to make measurements { | } Dr. Drzaic opined that the modehng used in
~the Yamahara articles was sunphﬁed and was madequate to fully descnbe the complex nature of |

| .._theFupWVﬁlm{ 3 | | ‘

‘ Moreover, Dr. Drzalc notes that the Yamahara art1c1es are from 2002 and 2003, and an

assumptron made by Yamahara that hybrid ahgnment is hkely not present in the Fu31 WV ﬁlm

has been shown to be mcorrect { o : } Dr. Drzalc potes that to date, there is stlll , :;‘ |
no consensus in the industry as to hovtf to model Fuji WV ﬁlm. { o} Accordlxtg to Dr.

Drzaic, none of the proposed models “truly predict the optrcal behavror of Fuji WV film under

. the range of condmons unportant for usage of the ﬁlm ” {

} In one of the artlcles Yamahara calculates n2 S
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1 ﬁnd thatthe ev1denee supports a onclusron that the FUJI WV ﬁlm is not umaxxal T ‘

construed “unjaxial”? to mean “havmg a smgle opt1ca1 axis.” I construed “opttcal axrs : to ‘mean *ﬁ_’" .

e “a duectton ina doubly refractmg (btrefrmgent) matertal along wh1eh the 13

__ "'travel at the same speed —1i.e., without double refractlon > Therefore an optxcal ax1s 1s a :

o dlrectlon where llgbt expenences no bxrefrmgence Dr. Drzalc testlﬁed that because the: Fuj1 WV

T ﬁlm is hybndly allgne¢ it does not have a slngle OP'“‘”’11 axis. { : 3D
o Drzaic cited to hterature in the art that conﬁrms that Fujl WV ﬁlm does not have a single optical

“fax1s One paper mcludes the followmg conclusmn D

.. The dlfference between the wv ﬁlm and a umax1a1 negattve—blreﬁ'mgence ﬁlm is
' quantitatively discussed and clearly described...From the optical measurement
. and numerical analysis, we have proved that the A% ﬁlm has no optrc axis due to
_ 1ts hybrld-ahgnment structure.. : L ,

{ o }Dr Drzalc details how the paper dlﬁ'erentlates betWeen the ~ 1i.-
i - '@:‘FupWVﬁlmand umax.lal negattve blreﬁ-mgence film. { SR }

+Dry Drzatc also c1tes to the retardatron testmg performed by Dr. Shm-Tson Wu for thls

mvestrgatton The: testmg showed that the FU.JI WV ﬁlm has no pomt of zero retardatton, whrch
o demonstrates that there 1s no direction in the Fuji WV ﬁlm where there isno blrefrmgence {

}F urthermore the lowest pomt of retardatlon measured by

s _h__Dr Wu, 1 2 7 nm, was well above the 5 mn range of expenmental error. {

} Dl‘ Wu also performed the same retardatton testmg on calcrte crystal g

£ ks 'known umamal material. The testtng conﬁrmed that the calclte is umaxral as there was a smgle S

| o dJI‘CCthIl where the calcite expenenced no blrefnngence {

;}.The retardation testing performed by Dr Wu is consrstent w1th a techmcal artrcle where the S




retardation of the Fuji WV film and a uniaxial negative bireftingent film were both measured.

Wu performed conoscoplc testmg on the Fu_11 WV ﬁlm and the calclte that further:_.' A
L conﬁrmed that the Fu_]l WV ﬁlm is not umaxxal.--"_._{

Ay

" Dr. Esouti"does nothing to criticize the above'-des‘c%ed {0

N

} Based on

- my adopted constructlons of “umamal” and “optlcal ax1s,” I ﬁnd that the extenswe {

o N Dr Escutl also rehes on conoscoptc testmg performed by Thomson. {

} He opmes that the conoscoplc testmg supports the conclusmn that t.he Fu_u \'aY% ﬁlm is

a umax1al negative blrefrmgent matenal {

} and found that the methodology of the testmg was ﬂawed and

. that the results of the testmg do not support the conclusmns reached by Dr Escut1 {

}Iﬁnd

that the conoscoplc testmg rehed on by Dr Escutl does not consntute rehable ev1dence that the

B ‘Fujl WV film s 2 umax1a1 negatlvely bueﬁ'mgent matenal el




Dr Escutx’s second theory f 11tera1 mfrmgement centers on the assertxon thatthe DLC )

layer in the Fu_]l WV ﬁlm 1s eompnsed of a number of sublayers {

'elalms that each of these sublayers constltutes a “umax1al compensatmg me w1th .neéetive o

.' ;‘btrefnngence » { }

Dr Escut1 claims that each sublayer in the DLC layer of the Fujl WV ﬁlm meets the S

‘ compensatmg means or “first bneﬁ'lngent layer” lmutatlons of the asserted claims. {
" . ’ .} Dr. Escutl has offered no evrdence that the DLC layer inthe Fu_]l
| WV ﬁlm can even be d1v1ded into sublayers As Dr. Drzaic explained, “[i]t is not the case that
_ - there are mdwldual layers of molecules. The molecules that comprise the film form a continuous
.'f'{-.f‘:'matenal w1th a hxgh degree of local vanab111ty ? { | . . Dr Drzaic adds that .'
' “[a]ny chowe of boundary between supposed ‘layers is completely arbﬂrary ‘with no physical or |
| . optical basis for makmg such a boundary selectlon.” { } Thls high degree of variability i is
_ supported by the Takahash1 paper dlscussmg Fuji WV film. { - ) .} Dr. Escuti |
o ?‘»“"oﬁ'ers no indication of how many sublayers are found m:»\the DLC leyer h'oW thick each- sublayer

1s, or how one would determme where one sublayer ends and another begins. {

} Moreover, Dr. Escuti has not oﬁ'ered sufﬁorent

ev1denoe to support hlS cla1m that these alleged sublayers are uniaxial. {
To support{i_his sublayer theory, DrEscut1 relies on the fact that {
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ased on the foregomg, I ﬁnd that Thomson farled to ‘ emonstrate that accused products R

: meet the “umax1a1 compensatmg means w1th negatlve blreﬁmgence hmJtatmn of:.

S - cla:uns 4 and 7 and the “wherem the ﬁrst brrefnngent layer has the property that 1t prov1des |

‘uniaxial negatrve brrefrmgence” hrmtatmn of c1a1m 14 because Thomson. falled to show that the =

Ims are umax1a1 under elther of Dr Escutl’s two theones T

| "I:)octrme of Egulvalent

_ Thomson clalms that if the “umaxral cornpensatmg means wuh negatrve bxrefnngence”
| : and “wherem the ﬁrst blrefnngent Iayer has the property that it prov1des umaxral negatlve

w;blreﬁmgence” hrmtatrons are not met literally, then they are satlsﬁed under the doctnne of

: “An element of an accused product is eqmvalent to aclaim lnmtatnon if the dlfferences

’ - between the two are msubstantlal a questlon that turns on whether the element of the accused "

.;.‘.

o rforms substautlally the same functron in substa.utlally the same way to obtam the

. _“.:'-produ

.ﬂ-’sarne result asthe Clalm‘(!umtatlon » stolute Soﬁware Inc v Stealth Szgnal Inc 659F 3d S

' 1 121 1139- 1140 (F ed C1r 201 1) (quotmg AquaTex Indus Inc. v. Techmche Solutzons, 419 '

’ F 3d 1374 1382 (Fed C1r 2005)) A patentee must “provxde parhculanzed testlmony and

r hnkmg argument w1th respect to the functlon, way, result test when such evrdence is presented -

- : to support a finding of mfrmg

_nt under the doctnne of eqmvalents » Texas Instruments Inc v .
R Cypress Semzconductor Corp 90 F.3d 1558 1567 (Fed Clr 1996)
Dr. Escut1 testrﬁed that the functlon is “compensatmg for the residual posrtlve o

blreﬁ'mgence of the hquld crystal layer through negatlve blrefnngence ? {
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- I ﬁnd that usmg Dr Escutl’s sublaye theory, the Fu_]l WV ﬁlm does not perform a ﬁmctmn

. ) substanttally the same as the one rec1 d by D" Escutt As Dr. Drzarc notes, an arbltranly thm

- sublayer of the FUJI WV ﬁlm w111 not perform the compensatlon ﬁmctlon because “1t would be - o T

= ?far too thm to provxde sufﬁc1ent retardatlon to eﬁ‘ectlvely serve as a compensator ina hqmd

crystal dlsplay » { S }
The way that the Fu_u WV ﬁlm compensates 1s through the use of 1ts hybnd structure that
has no opt1ca1 axis. { L L S} Ifind that thisis’

v:substantlally dlfferent than :the ‘way that the claimed invention" compensa_te_s-,_ as the claimed
mventlon prov1des compensatton through a smglc optical axis. {

} Dr Escutr testlﬁed that the Fuji WV film performs the functlon isa. substantlally

| ‘ s1m11ar way because the Fuji WV film is “a compensatlon material that exh1b1ts umax1a1 negat1Ve

. ;brrefnngence along an mclmed axrs {' L o ’.: o -} Th13 is Just a repeat assertlon .
from the hteral mfnngement analysrs and I have already concluded that Fu_u WV ﬁhn isnota .
. umax1a1 negatrvely btrefnngent material. { e ‘bj o S ' }

Dr. Escuti furlther testified that if the FuJ1 WV ﬁlm is determmed not be umax1al it could BV e

R 'st1ll be consxdered uniaxial under the doctrme of equwalents ifn2 and n3 are approx1mately
cequal { : -} To support this assertxon, Dr Escuti again cites to the Yamahara

. article that found an n2—n3 drfference of 0. 0001 { - 3 I do-not concur with this
analysrs Frrst Dr Escut1 relies on the Yamahara article, which I have already found isnota

L rehable plece of evrdence becauseYamahara 's calculations are based ons1rnphﬁed modelmg of ; .
: e i Wy fm{ - : o L ;s .. | - o

Second I find that Thomson s posrnon would entxrely v1t1ate the “1m1ax1a1” hmrtatlon

from the cla1ms “[Aln element of an accused product or process is not, asa matter of law
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. equrvalent to a hrmtatmn of the clarmed mvennon 1f such 4 ﬁndmg would e tir ly vrnate th :

| 'hmrtatron ? Freedman Seatzng Co v Am Seatzng Co 420 F 3d 1350 1358 (Fed Cn: 2005)

SRA Aceeptmg Thomson s posrtlon that a matenal where n2 is approx1mately equal to n3 can: meet

. -+ the “umaxxal” hmrtatron would render the clann consn'uctlon of “umamal” meamngless as the

B B adopted constructron requlres n2 and n3 to be equal ST o
Co Fmally, Dr Escut1 testlﬁed that the Fuji WV ﬁlm provrdes the same result as. the clarmed i
. mventlon because they both improve the v1ew1ng angle and off-ax1s contrast ratlo { -
' o } by opmmg that the Fup N A% ﬁhn does not |
prov1de the same result because the Fu_u WV film produces substantrally better compensatlon i

. that the mventlon clalmedmthe’006 patent { : , : 3T

. R . ‘,';’_3 do not. ﬁnd Respondents’ posrtlon persuaswe The ‘006 patent does not prov1de a speclﬁc
. measure or rdegree of 1mprovement that is prov1ded by the clarmedf mventlom 'The ‘006 patent
" merely states that the invention “can be used to obtam a far more homogeneous contrast ratro i S

" a w1der angle of observatron {0 } The fact that the-Fuji WV film may provrde

_—compensatlon supenor to the mventxon of the ‘006 patent does not change the conclusxon that

_both the FUJI-’WV ﬁlm and the claimed invention prov1d.e an 1mprove_d vrewmg angl_e,,and off-
axis contrast ratio. { T »' o8 I £
Based on the foregomg, I find that Thomson has falled to demonstrate that the Fujl WV

~film meets the “uniaxial” claim lumtatlon under the doctnne of equlvalents

2 leda/BenQ

“Thomson’s Position:;j..Thomson offers a single inﬁ'inger‘nent argumeﬁt that applies to”
o " AUO, CMI, and Qisda/BenQ. Therefore, Thomson’s position described in ‘Sec_tionVIv.Q.l‘suprq,f )

o ~ s hereby incorporated by reference.




: leda/BenQ’s Posntlon leda/BenQ‘does not oﬁ'er 1ts own non-mfringement;‘

arguments and mstead rehes ‘o“ the arguments offered by the other respond"

' Dlsc s1on and Conclusnons. Based on the ev1dence m the reco: d, I ﬁnd tha‘ ’I‘homson 5, ' .

| _falled to prove;that any BenQ/leda accused product mfnnges the asserted Clanns of f :

-“ '_ Thomson s mfrmgement argument agamst leda/BenQ is based on the assertlon that E

"5"‘Q1sda and BenQ LCD dlsplays melude the aceused AUO or CMI modules (CX-4241C Q. |
-~27 8, 281 Y For the reasons stated in Sectlon VI C 1 supra, I ﬁnd that accused leda/BenQ

= products do not mfnnge any of °1a1m5 4, 7 or 140f ﬂ‘e ‘006 patent..

| D The ‘556 Patent )
’1'. CMI

- Thomson’s Posmon Thomson contends that products manufactu.red usmg CMI’s s

 PEP process mfnnge claun 3 of the ‘556 patent




Thomson contends that the CMI process meets all of the hmltatlons of c1a1m 2. (Cltmg

H »‘CX4095C CX-4244C at Q. 424, 450 CDX-812C CDX-817C) Thomson contends that the |
o CMI process meets the limitation added by claim 3 (Cltmg CX-4095 CX-4244C at: Q 450 B
'CDX—823C) ‘ N N | v, o
| - CMI’s fosntmn CMI contends that 1ts accused products do not mfrmge claim 3 of the!"'
v_‘556 patent | R . | |
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Dlscussmn and Conclusnons Based on the ev1dence in the record, I ﬁnd that Thomson

o :V;has falled to prove that CMI mﬁ'mges clanm of the ’556 Pfﬂltent

The partxes dlspute whether or. not CMI’ accused products mclude an “etch stopper ”‘\ S
L is requlred by cla1m 3 I construed “etch stopper” to mean “a structure that protects an . e
: .;_underlymg layer from bemg etch |
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‘.. Based on the foregoing, I find that Thomson has failed to demonstrate that thé:accused

CMI products include an “etch stopper.” {

67
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In addltron, the partres d1spute the lnmtatron of clalm 1 related to the formatron of the

_ _urce and dra.m electrode

i S hnntatmns are met in CMI’ _}} process | “a poruon of each of the dram electrodes bemg

0 ff?:formed overa first portlon of a correspondmg one of the etch stoppers” and a portron of each of .

: the source electrodes bemg formed over a second portron of the. correspondmg one of the etch

o { stoppers > 1 construed a portlon of” to mean “a part less than the whole » I construed “source . E

‘ :;electrode” and “drain electrode” to each mean “an electrode of a transmtor through whlch current'
o ‘can flow when a voltage greater than the threshold voltage of the transrstor is applled to the gate g
’electrode ” '

. .368"
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Because I'I have concluded that. the accused CMI products lack an all of the lnmtanons
: : reqmred:by; cla1m 3 I ﬁnd thai Thomson has"falled to demonstraie that CMI mﬁ'mges claim 3 of _ -

'the ‘556 patent.

2 AUO

Thomson s Posmon Thomson contends that products manufactured usmg {

} mﬁ'mge claim 3 of the ‘556 patent {

“"*ThomSOnclaims tha_t‘t,he’{- o : ' o | : x

- 369




Thomson contends that the AUO processes meet all of the limitations of claim 2. { .
S .} Thomson contends

that the.‘AUO processes meet the limitation added by clajm.3,‘.“ {. :v" Co

" "AUO’s Position: AUO contends that products made using the {
} do not infringe claim 3 ‘é‘f the 556 patent. .

. 370 |







y

AUO asserts that Dr. Parsons created a new theory o the witness stand, cla:iﬁiii';g‘that the ..

} AUO states that thlS theory was .

. 'never artlclﬂated in Dr. Parsons’ wmless statement or Thomson s pre-hearing bnef {

%

} AUO argues that Dr Parsons new theory 1s ﬂawed because

Coam




Dlscussmmand Conclusmns Based.on the ev1dence in the record I ﬂnd that Thoms on“:" .

: has falled to prove”,that AUO infringes claim 3 of the ’556 patent Thomson has accused two- -

o separate AUO_processes of mﬁ'mgement I address each separately

" The parties‘ di‘spute “;hether or not the {#‘?"":' o } mcludes the step of “formmg a
: pluralxty of etch stoppers over the plurallty of gate electrodes using a second mask.” I construed
"'“etch stopper” to mean “a structure that protects an underlymg layer from bemg etched ” I ﬁnd

| L f.that Thomson has falled to demonstrate that { | . .} forms a plurahty of etch stoppers.
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B »‘;Thbﬁnso_r_x.‘é:égﬁes th'at'beéausé {

3

' In addltlon, the partles dlspute the lmntatlon of clalm 1 related to the formatlon of the

‘source and drain electrodes. I ﬁnd that Thomson has failed to demonstraie that the followmg ) ’

: lnmtatlons are met in AUO’s {0

- 7
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Based on the foregomg, I find that Thomson faﬂed to prove that the accused products

= made usmg the AUO { - } infringe claim 3 of the ‘556} patent ‘
” AUO’ R B e
The partles dJSpute whether or not accused products made usmg 1 L }

) the lunltatwn added by clalm 3, Wthh requ1res that “an etchmg rate of the passwatlon layer is at

‘-least an’ etchmg rate of the gate msulatmg layer . To support 1ts assertlon that AUO’s { N ¥
" meets this: claim lmutatlon, Thomson relies on a { -} that does not d13close any information
- regarding etchmg rates. { L o : - ;‘}j'_‘"lhornsonrelies onthe

| testimony of Dr. Parsons, ‘v&ho testi'ﬁ'es..that {.

”
| } The ﬁrst portlon of
- ;i»testlmony °1ted b}’ Thomsom { ” } was excludegl at the hearmg { .;f..,}49f -
I find that the next portion of: testnnony, { }, should be given no welght

because the test1mony is based on an exh1b1t that was excluded at the hearing, {

}5 % To allow Thomson to rely on testlmony that is denved from an eXhlbl'[

that I have excluded from the heanng would;cnoumvent my ruling excludmg { 5 e :

4 After the conclusmn of the hearing, the parties amended { Jto mclude a hst of the excluded deposmon |

L desxgnahons The testimony at page 195, lines 12 through 17 is on the hst of excluded testimony. {

} _
% The cxtedtestlmony concerns{ e }Exlnhlt 52 wl:uch, accordmgtoAUO is Exhlblt{ }
- S 36 |




" | quote d passage is, not speclﬁcally referencmg {

“Even 1fI was to consxder the testlmony, I ﬁnd that it does not demonsh'ate that all

__products made usmg the AUO { . }meet the etchmg rate hrmtatlon, _{_

} Such equwocal testlmony is not sufﬁcwnt to" v
L demonstrate by a preponderance of the ev1dence that the limitation of claim 3 is satrsﬁed for all -
* accused products made using the AUO { }_'

{

Itis unclear how thrs testrmony relates speclﬁcally to the AUO { o s as the above- N

3! 1 have omitted quotmg the portlon of the transcript where the mterpreter notes that { }asked vtc; :‘ha‘ve a
questlon translated agam 1 oo : S

[N,
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*.testimony to support its clarm that the etchmg rate- hmrtatlon is met
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3 (emphasrs

added) Beyond thls rather amblguous tesumony, Thomson oltes to no documents or expert

Based on the foregomg, I find that Thomson farled to prove that the accused products

ade usmg the AUO{ B infrnge claim 3 ofthe ‘556 patent,

3 leda/BenQ

ThOmSOIl contends that. leda and BenQ mfnnge cla:m 3 of the ‘5 56 patent, but it offers o
no dlstmct argument regarding Qisda and BenQ Instead, Thomsou S argument is dlrected solely :

to AUO and CMI processes (CIB at 111 122 ) Qisda. and BenQ offer the followmg assertlon _

| The Qrsda and BenQ Respondents mcorporate by reference the non-mfnngement
" arguments presented by the other Respondents (their component suppliers), who
- manufacture the allegedly infringing components of the finished LCD monitors .
_;,.ﬂ;_.sold by the leda and BenQ Respondents S e '

‘. '(QI_Bat14)

Because I have concluded that Thomson faﬂed to prove that e1ther AUO or CMI mfnnges

clarm 3of the ‘556 patent it follows that BenQ and leda do not mfrmge cla1m 3 of the *556
. patent. .
E The‘674Patent . . . e

LcMI B

Thomson s Posrtlon Thomson contonds that the aecused CMI modules mfrmge clarms
! 7 8,9, 11 13, 14 16 17,ad 18 ofthe 674 patent

Because of the snmlanty between mdependent clarms 1 and 16 Thomson addressed

those clarms together Thomson asserts that the CMI products use a glass substrate Whrch isa.:

v 3‘_78




= surface on whlch cu‘cultry can be formed (Cltmg JX—6SC at 23 16-24 7 CX-4244C at Q 483-

490 495- 501 504 652- 657 660-666, 669 CX-2268 at Flg 1) o
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: GM'I’S' P".Siﬁ"“: CMI contends that the accused products do not infringe any:_‘of the
- assertedlaimsofthe ‘674 patent. 3 . i . )










7

Dtscussmn and Conclusrons' Based on the ev1dence in the reeord I find that. T'hon:\son )
has proven by a preponderance of the ev1dence that the CMI Type 2 accused products usmg |
mdrum tm ‘oxide infringe cla1ms 1,7,8,9, 11 13, 14, 16 17 and 18 of the ‘674 patent Below,I
address_ each,eategory of Cl\'ﬂ_products, : |

! } | |
CMI contends that Thomson’s doctrine. of equiva.lents argument is barred by prosecution o

history estoppel.. Under the doetn'ne of equivalentS‘ “a prod‘u’ct or proeess that‘does not literally‘

o "mfnnge upon the express terms of a patent cla.rm may nonetheless be found to mfnnge if there is "

 ofthe patented mventlon ” Warner-Jenkmson Co. v. Hzlton Davis Chem. Co 520 U S 17 21

et

o equlvalence between the elements of the accused product or process and the clanned elements

- (1997). However; mfnngement under the doctrine of equrvalents is lmnted by prosecutlon

“hlstory estoppel which “prevents a patent owner from recapturmg through the doctnne of
eqmvalents subject matter surrendered to aequxre the patent » ’Duramd Pharm Inc v, Paddock ;;'

| ‘.Labs Inc 644 F 3d 1376 1380 (Fed Crr 201 1) Specrﬁcally, “[p]rosecutlon hrstory estoppel |
- servesto lumt the doctnne of eqmvalents by denymg eqmvalents to a claim lrmrtatlon whose |

‘scope Was narrowed dunng prosecutmn for reasons related to patentabrllty onneer Magnetzcs

‘AInc v. Micro Lmear Corp 330F3d 1352 1356 (Fed C1r 2003)
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“A patentee s dec181on to narrow his clalms through amendment may be presumed to be a '

.o g ' general dlsclalmer of the temtory between the ongmal clalm and the amended clalm » Festo

=~ fCorp 2 Shoketsu szoku Kogyo Kabushzkz Co 535 U S 722 740 (2002) “If the narrowmg |

| ‘ ::amendment was the addmon of anew claim hmltatlon equwalents are presumptlvely not

avallable w1th respect to that lmntatton ” Biagro Western Sales, Inc. v. Grow More Inc 423
F3d 1296, 1305 (Fed. Cir. 2005). | S

 The- Supreme Court has prov1ded that there are certam instances where “the patentee can .

SR overcome the presumptlon that prosecutton history estoppel bars a ﬁndmg of equlvalence

‘»Festo, 535 U S. at! 741 A patentee may overcome the presumptlon by showmg that (1) “[t]he

o eqmvalent may have been unforeseeable at the time of the apphcatton,” (2) “the: ratxonale

iunderlymg the amendment may bear no more than a tangenttal relation to the eqmvalent in KR
questlon,” or (3) “there may be some other reason suggestmg that the patentee could not

gt reasonably" be expected to have descnbed the msubstanual substltute in questlon ” Id.at 740- |

The clmms as ongmally ﬁled reqmred a th1rd patterned conductive 1ayer but d1d not

| ”‘I:spectfy the matenal used to fonn the thn*d patterned conducttve 1ayer (See, e g, JX-7 at | }

- ' THOMO00003617.) The ongmal elatms also required “a second pattemed conductlve layer that ‘ |

. comprises highly conductive metal ” but d1d not further spe01fy the type of metal to be used. (Id.

- at THOM0003616 ) _ |
| In response to an Ofﬁce Actton that reJected the pendmg clalms under both 35 U S.C. §§ 0
| 102 and’ 103 the apphcants amended the clalms The apphcants added the requtrement that “the -

] third patterned conducuve layer bemg a layer of mdmm tin. oxtde ” and that the second patterned‘r‘_ -

385




i c'onduetiv v yer compnse “hrghly eonductwe metal other than mdrum tm oxrde > (JX 7 at .o

i

” THOM00003 723 ) In makmg the amendments the apphcants explamed the followmg

s Thrs combmatlon of features therefore requires that a conductlve element inan-
ITO layer contacts an exposed part of an electrode in a highly conductive non- - v
. ITO metal layer so that the ITO condictive element is electrically connected to a ‘
- contact lead through the non-ITO electrode.. This combination of features has the
* advantages that an ITO conductive element provides, including blocking injection
... of charge carriers into a selenium coating as described at page 31 last paragraph—'
.. page 32 first paragraph. This combination of features also has the simplicity and .

e high switching speeds attainable by forming the lines, contact leads, and capacrtor

' electrodein a single layer, as descnbed at page 2 seeond paragraph and page 4
r;lﬁrst paragraph . -

‘K(Id at. THOM000037 15-16. ) The appheants went on to argue that the asserted pnor art “does -

| not: teach or suggest an ITO conductrve element contactmg an exposed part of a highly

: :conduct1ve non-ITO eleotrode as clarmed » (Id at THOM0003716 ) The applicants claimed that . |
‘the prior art references instead dlsclosed a conductrve element contacttng an electrode, where |

- both the conductive element and the electrode were formed from the same matenal instead of

| 'drfferent matenals {d. )

e '}_‘Because the. clalms were narrowed through amendment in response toa pnor art

L ;rejeetlon; ,there»rs a presumptron -that prosecuuon lnstory estoppel bars Thomson s doetrme of
‘::_“equwalents argument Festo 535 U.s. at 740 Thomson argues that it has overcome the
. presumptmn beeause the narromng amendment does not bear anythmg more than a tangent1al
. relat:lon to the equlvalent in question. (CRB at 64 (crtmg Festo, 535 U.S. at 740 741) )
X Spec1ﬁcally, Thomson claims that “[tJhe amendment was made to drfferentrate the two matenals , |

" ot to exclude eqmvalents toITO,{ - - }” (CRB at 64 )

' “The primary consrderat:lon in determlmng when an amendment bears only a tangentlal

;. relation to the equlvalent in questlon is whether the reason for the amendment is perlpheral or -

. :‘_f'not drrectly relevant, to the alleged equrvalent » Terlep V. Brmkmann Corp 418 F; 3d 1379 o
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""1385 CFed Cli' 2005) (quotmg Insztuform Techs, Inc v CATConstr ‘ Inc 385F3d.~,1360 1370
i _;-,_vh(Fed C1r 2004)) “The tangentlal relatlon cntenon for overcommg the Festo presumptlon is ,: o

very narrow ”; Honeywell Int’l Inc v Hamtlton Sundstrand CorP 523 F. 3d 1304 13 15 (Fed

Clr 2008) -

Here the proposed eqmvalent is'a th1rd pattemed conducnve layer made from‘{ L

b mstead of mdlum tm oxxde (See CX-4244C at. Q 6 12 784 ) I do not ﬁnd that the i

“./reason for the amendment is penpheral to the alleged eqmvalent Itis true as Thomson argues

that the amendment was made to reqmre that the second and th1rd pattemed conductlve layers be »
, made of dlﬁ'erent materials. (JX-7 at THOMO0003716.) Yet, itis also true that instead of merely .
: amendmg the claims to require that the second and third patterned conductlve layers be formed

- from d1fferent hlghly conductlve metals the appheants amended the elmms to requue that the

e ‘third patterned conductwe layer be made from indium tm ox1de (JX-7 at THOMOOOO3723 JIn

~i_explam1ng the amendment the apphcants described the benefits prov1ded by usmg mdlum tm -

o ox1de (JX-7 at THOMO0003715.) It is clear that the reason for the amendment certamly

._ mvolved the mclusmn of mdlum t1n ox1de as a claim hm1tat10n, and that the amendment was not |

»oﬁered solely to dlstmgulsh the metals used in the second and th1rd pattemed conductlve layer
"r_i?if;jBecause ’Ihomson has not overcome the presumptlon that prosecutlon hlstory estoppel apphes I

fmd that Thomson s doctnne of equlvalents argument is ba.tred 2

Based on. the foregomg, I ﬁnd that Thomson has fa11ed to prove that any accused CMI

- | product that uses { } as the top conductlve element does not mfnnge the 'serted

: ;clatms ofthe ‘674 patent, elther hterally or under the doctnne of eqmvalent,

j}”WMﬂM@mMmM@Mﬁmeﬂ ' ﬂ‘}wmwmmmmmﬁWMMMMWm&'
+' " +the application, I note that CMI offered credible evidence that one of ordinary skill in the art during the relevant time -
pmewMMwhmmdmﬁ{ v”j }%mm%mmwmummumMMeaméﬁCaQ2ﬁQ%)

o 3.387‘. .




| T’Hé:‘éssgrted clai#ls require both a “‘sec‘ond contact leé,d” and_g “secoﬁd electcbde.” The }.
;1$serted claims further .réquire that “the seéoﬁ;i eléctrode [is] electxiéélly.conneéted‘ to ihe, second
contact léé&,??,»and that “the second ;:ontact lead and the second elec':trode [are] joincd;n t_ﬁé :
-second patterned conductivé iayer.”‘_ “ | - BT
‘ The specification provides insight Iinto tﬁesé claim falements,_; Tl;e‘term “lead” is o
eiﬁressiy defined in the specification as “a part of a component at which thev ;omponent is
i electrically connected to othér components.’f (JX-2 at'5 :32-33.) In Flcécribing F_igure“ls, the
- specification states: “[s]c;con_d contact lead 24 jv_c_)'i‘l’ls ‘an'd is thereforé el_eotric’al& éonx;eéted to

~ capacitor electrode 30, also in the patterned conductive layer.” (Id. at 7:23-25 ) Figure 1 depicts o

[

<" .. the following:
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" FIG.1

(d. atFig. 1)

o Flgure 2 shows the second contact lead (item 24) as a pornon of the same

'-structure 1dent1ﬁed as the capacltor electrode (1tem 30)

3\\\\\\\ T

(d. at Fig. 2.) The SPE‘CiﬁCation explains that “condncti'\;e element 76 contacts capacitor
electrode 30 and is electncally connected to second contact lead 24 » (Id at 7: 60 63 NE leerse A

o F 1gure 4 shows the conducnve element 230 in contact wﬂh the upper electrode 156 The second | N




' (Id. atFig. 4 see also Tr at 525 7 526 23 1208 13 1213 2) Dr Hatahs analogrzed the second

| “electrode and second contact lead shown in Frgure 4 to the upper and lower parts of a thrgh bone.' »

- (Tr.at 1217 25 1218 23 ) As Dr. Hatalis stated, “[s]o it is the same. bone, but the two ends of it -

'[‘refer to d1fferent functrons and dlfferent connectlons » (ld. at 1218:21-23. ) Both Flgure 2 and

‘ Frgure 4 are consrstent with the claun language requmng “the conductrve element contactmg the -

x exposed part of the second electrode S0 that the conductlve element is electncally connected to

the second contact lead through the second electrode "

Based on. the foregomg evrdence 1t becomes clea.r that the second contact lead and
| _

second electrode are two elements of the same structure The patent deﬁnes a “lead” as] “a part "
- of a component,” meamng that the Jead is not mtended to be a stand—alone structure (IX-2 at
S 5:32-33.) The clarms estabhsh that the second contact lead and second electrode are. _]omed ”

o meamng that they are not separate structures Flnally, Flgures 1, 2 and 4 in the spec1ﬁcat10n

- CMI rehes heavrly on the Federal Clrcurt’s decrsron m Unzque Concepts Inc

; Brown,

| -' 939 F 2d 1558 1561 1562 (Fed Cir. 1991) Iﬁnd that thls case 1s factually drsnn‘ hable.

: . show that the second contact lead and second electrode are two parts ofa smgular structure S o

There, the clann at 1ssue made reference to two drstmct elements lmear border preces and nght E




: angle corner border plece The court rejected the patentee’s clann that the, same structure in the i |

SR accused products met both cla:m hmrtatrons reasonmg that the clarm language and specrﬁcatron-- "

made clear that hnear border preces and nght angle border preces must be drstmct, d1fferent

- ,.struotures As the court stated “[l]mear border preces are not rrght angle corner border preces SRR
- Both types of preces are requn'ed by the clarm ” Id at 1562 In the current case the mtnnsrc

s "5:-~_.ev1dence shows that the second electrode and second contact lead may be two regrons of the o

S ._same structure, thus supportmg the conclusron that CMI is mcorrect inarguing that the two claim

elements must refer to separate drstlnct structures

Ifind that Thomson has demonstrated that the CMI Type 2 accused produots meet the

followmg-hmrtatrons concermng the Hsecond contactlead” and- ‘second electrode:” “the second

Fo

: “""eleotrode bemg electrically connected to the second contact lead;” “the second patterned

- conduct1ve layer mclu&ng the N conduct:rve hnes and the ﬁrst and second contact leads and the C o

second electrode of each unit of cell c1rcu1try,” and “the second contact lead and the second

P " ‘,;electrodc being Jomed,m the_ _second patterned conductlve layer.” {




econd non-infrin gementargumentofferedbyCMI 1sre1atedtotheargument _ e

- 'hm1tatlon “the conducttve element contactmg the exposed part of the second electrode 50 that the : '_ S
- »fconducttve element is electncally connected to the second contact lead through the second " :j ,'f: '

sl :electrode » (emphas1s added) Accordmg to CMI th1s cla1m language requues an electncal 'v

- connectlon from a startmg pomt (the conduct1ve element) to an end pomt (the seeond contact,;

. ’lead), through an mtermedlary element (the second electrode) { .

: "'CMI ls correct in stating that the plain language ot‘ theasserted claims reqmrethat the |
e electncal connec’uon between conduchve element and the second contact lead go thmugh the g
| .‘:second elech'ode (JX-2 at 15:4-8, 18:23-26.) The claxm language ﬁlrther requ1res -that the ‘.
_conductive: element contacts the exposed part of the second electrode (Id) This is also made
clear in the spemﬁcatlon, whlch states that “[t]he second contact lead connects electncally to the |
- second electrode of the' capacltlve ‘element, wlnch in turn connects electncally to the conductlve
;..element ¥ (Id, at 1:52-54; see also 2: 1-5.) Th1s conﬁguratlon is apparent in Flgures 2 and 4,

_ ;shown above.: (Id. at 7:60-63, Figs. 2, 4; Tr. at 525:7-526: 23 1208: 13- 1213: 2)

"1 find that Thomson has offered sufﬁcwnt ev1dence to demonstrate that the Type 2 ;

- cccused products meet the requlrement that “the conductlve element contact[s] the exposed part : _“ )

. of the second electrode S0 that the conducttve element 1s electncally connected to the second ‘

| v contact lead through the second electrode ” CMI’S argument hmges on 1ts behef that the second{ 1 g

: contact lead and second electrode must be dtstmct structures ‘For the reasons descnbed supra, -
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_ ‘;:the accused products may sansfy thrsclalm 'hrmtatron even though the seco 1d contact le d and

" second electrode are drfferent parts of the same structure Dr Parsons testrmony and the m'rages‘ '
crted by Thomson show that the conductrve element contacts the second electrode thus formmg :

“lan electncal connectron between the conductlve element and second contact_ lead_ through the

_v‘_second electrode (CX-4244C atQ 538 554 5839592 604 607 CX—2268)

The above arguments are the only two arguments oﬁ'ered by CMI to drspute the asserhon . L

that the CMI Type. 2 accused products usmg 1nd1um tin ox1de mfnnge tndependent claims 1 and

L 16 (CMIB at 79-85. ) I have Tej ected both arguments Thomson offers undrsputed evrdence that

‘the remammg lrrmtatlons of clanns 1 and 16 are sansﬁed by the CMI Type 2 accused products
.using { . } (See CX—4244C atQ 477- 490 495-501, 504- 536 538-554, 560- 567

569—572 575-601 ‘604-607651-657 660—666 669-706, 708-727, 733-773 776-779; CX-2268.)

" Therefore I conclude that Thomson has proven by a preponderance of the evrdence that the CMI T

| . Type 2 accused products usmg { } mfrmge mdependent clarms l and 16
Thomson asserts that the accused CMI products also infringe a number of dependent

) fclarms cMI offers no argument regardmg why the accused products do not mﬁ1nge the

' "'-‘fljﬁdependent claims. : Therefore, based on the unrebutted evidence offered by Thomson, I find that' v, R

| Thomson has. proven by a: preponderance of the evrdenee that the CMI Type 2 accused produots”} e
‘usmg{ " | }mfnnge dependent clanns 7,8, 9 ll 13, 14 17, and 18

Specrﬁoally, claim 7 depends ﬁom clarm 1 and adds the requtrement that the substrate is

o o an msulator Clarm 8 depends from cla1m 7 and requlres that the substrate is glass. Dr Parsons‘

o “ordmaryskrllmtheart (cx-4244c atQ 613 619)

”l;'testrﬁed that glass is used as the substrate and that glass isa well—known msulator to those of




":Clalm 9 depends from clann 1 and requlres that the hlghly _conductw :'metal 1dentlﬁed m‘_, . t ,

‘ clalm'l is alummum {

Clalm 11 .depends from clalm 1 and staies ‘that the “second pattemed conductlve layer
- mcludes ﬁrst and second sublayers the ﬁrst sublayer mcludmg h1gh1y conductlve metal the

e second. sublayer mcludmg a refraetory metal dlﬁ'erent than the h1ghly conduc‘uve metal » { ‘

S .

| b , S
" Claim'13 depends ﬁonl claim 1 and requires that the second insulating layer has an edge |

o around the openmg defined therem the edge havmg a tapered proﬁle {

Claml 14 depends from claim 1 and requlres that “the ﬁrst and second conductlve '

‘ channel leads and the channel eompnse amorphous silicon.” {

b
Clalm 17 depends from claim 16 and requires that “the first and second dlrectlons are

- perpendlcular Looking back at claim- 16, the first and second dlrectlons refer to the dlrectmns

 of the scan lmes and data lmes, respectwely {. | ) |
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Based on the foregomg, I ﬁnd thai Thomson has proven by a preponderance of the

_ ev1dence that the CMI Type 2 accused products usmg md1um tm ox1de mﬂmge claims l 7 8 > P

,.-;9 11 13 14 16, 17 and 18 of the ‘674patent

o




»Based on the foregomg, I ﬁnd that Thomson has fauled to prove by a preponderance of

g ‘the ewdence that the CMI Type 1 products Lmﬁmge “any. of the asserted clarms of the ‘674 patent 8 -




2 leda & BenQ | ) |
X leda and BenQ do not offer thelr own mdependent non-mfnngement argument: mstea d'j-‘ '
i . statmg that they “mcorporate by reference the non-mfrmgement arguments presented by the
other Respondents { ‘ o ;
- | } (QIB at

| 15. ) For the same reasons as descnbed in: Sectlon VL E 1 supra I ﬁnd that any Qrsda or BenQ

- product that mcorporates a CMI Type 2 accused product { } mfrmges c1a1ms 1,7, 8 9 T

vr' 11 13 14, 16, 17, and 18 ofthe ‘674 patent

';_F The 941 Patent

1 Realtek

Thomson’s POSlthIl" Thomson contends that the accused Realtek products mfrmge o

clalms 1 and 4 of the ‘941 patent
. Thomson asserts that the accused products meet the preamble of claim 1 because the L
e accused products nnplement a method for controllmg an’ LCD momtor, are capable of dlsplaymgf :

i mput mgnals that include blankmg mtervals, and control plcture elements ina lme-by-lme _. _1 o

’fmanner (Crtmg cx4243c at Q. 407-411 cx-1913c CX-1956C; cx-1703c:) Thomson

L asserts that the accused products meet the “scamung element of clalm 1 because each accuscd :




e _'prod, ) t can read in plcture mformatlon contamed m mput v1deo SIgnals (C1t1ng CX—4243 ‘

.:j;i‘-'"".: : Q 418-440)

} Accordiné to Thomson, {

By

’Ihomson states- that the’ Realtek products meet the reqmrement that the number of control

S _lmes of the matnx dlsplay are greater than the number of lmes of the v1deo 31gnal to be

& dlsplayed {

} Thomson"claims that th_é Realtek

_products meet the fi/za ratio limitation. { .

Thomson notes that cIaxm 4 is an apparatus claim that is analogous to thc method of

s : ;"f:_"clalm 1. Thus; Thomson asserts that the Realtek accused products mfrmge clalm 4 for the same

S "“'freasons asoffered wuh respect to clam11 FRURT




. Thomson notes. ,that Realtek make the argument that cla.rm 4. is not mﬁ'mged"because the .

tvv1deo srgnal Thomson asserts that s

' Realtek’s argument is contrary to Federal C1reu1t law that courts mus":"take care to av01d readmg 3

" v(;gprocess lumtatrons mto a.n apparatus cl ; ; rdmg to Thomson, claJm 4 requlres an

- apparatus capable of processmg an’ mput v1deo srgnal and does not reqmre that the apparatus

'fi'-f'mclude the mput vrdeo s1gna1

Realtek’s Pos1t10n Realtek contends that the accused Realtek products do not mfrmge ‘

o olalms 1 or4 ofthe ‘941 patent RERa

Realtek asserts that Thomson S mfnngement allegatlons are hmrted to Realtek-based |
va‘OdllCtS contammg one of thnteen 1dent1ﬁed Realtek scaler chips. Rea]tek argues that the S

‘ ;accused products do not mﬁmge clanns 1 or 4 because those clarms reqmre the presence of an |

B mput v1deo 51gnal Realtek states that nerther the Realtek scaler chrps nor the Realtek—based

(

L iproducts generate an mput vrdeo s1gna1 a fact that is not in drspute (Cltmg RX 617C at Q 38- _,

, 69 RX—395C at Q. 248-249. ) Realtek states that the mput v1deo sxgnal can only be provrded by

T "_?:;t“an end user when the Realtek-based products are connected toa thlrd-party vrdeo so ; ce (Cltmg R

; RX-617C atQ 38 -69; RX—395C at Q 248—249 RX—618(3 at Q 41—43 )
Realtek argues that a Judgment of non—mfrmgement should be entered 1f Respondents

R proposed construction of “determmed by” is adopted (Citing Tr. at 691 17 692 1 ) {

Realtek further arges that if Respondents’ construction of the “time available” component of the




second rate initation is adopted,there is nomfnngement asa mattet df\‘ laW (CltmgTr at

o 69Lm-16)

Rgaltek asserts that the second raté'limitaﬁon is not satisfied because _Thomson failed to

- ;- identify a ﬁixelldata rate in any of the Reé.ltek chips. {

. Realtek argues that under Respondents’ claim construction 'positions, the claims require

| . that upscaling occurs prior to the input video signal being stored in memory. {




farled to prove by a preponderance of the ev1dence that the accused Realtek products d1rectly

- .‘_mfrmge any of the asserted clarms of the ’941 patent
| The two asserted clarms ‘claims 1 and 4, are snmlarm substance, but clalm 1 isa
| method clarm while c1a1m 4 is an. apparatus clann Realtek argues that 1t cannot drrectly mfnnge _' .
erther clann 1 or claim 4 beeause the Realtek products do not mclude the mput vrdeo srgnal
,drscussedmthe CIalms L | e | ._
| I ﬁnd that’ Thomson has falled to offer ev1dence of duect mﬁmgement of clarm 1,the
. method claim. “A method claim is dzrectly infringed only by one practicing the patented o
3 method ” Joy Techs., Inc v. Glakt Inc., 6 F.3d 770, 775 (Fed Crr 1993) (emphasrs in ongmal) : |
" In Joy Techs., the court made clear that “the sale of equipment to perform a process isnota |
- direct infringement. of the proeess[ ]” Id at 774.  Here, the mfnngement allegatron is dJrected to
Realtek’s importation, sale for 1mportatron, or sale aﬁer importation. of an apparatus that |
. allegedly performs the elarmed process Because such actions do not constitute drrect 'v -

mﬁ*rngement of a method clarm, I ﬁnd that Thomson has farled to prove d1rect mfrmgement of

s :f;clalm 1 by Realtek

Moreover the method of elarm 1 requires mampulatron ofan mput vrdeo signal.” For
. -example, claim 1 reqmres “scanmng and stonng in memory active portlons of an mput vrdeo

e srgnal at a ﬁrst rate...” Th1s step of the clarmed method therefore can only be performed when :

Dlscussron and Conclusmns Based on the evrdence 1n the.record, I ﬁnd that Thomson ' o S

‘ the matnx drsplay mcludmg the accused scaler ch1p is connected to an mput v1deo s1gna1 The - o

ev1dence demonstrates that the accused products do not mclude an mput video srgna] and that
" the mput v1deo srgnal is only present when the matrrx d1sp1ay is connected toa vrdeo source such

sasa computer RX- 617C at Q 39-40 ) Thomson does not offer any ev1dence of Realtek

s




‘ actually performmg thls method step by prov1d1ng an mput v1deo s1gna1v (See C[B at 161 CX-

T the method of clann [

| | plcture mformatron to be dlsplayed and from the txme avaﬂable for its display whrch mcludes

; L-'PU,'BI;IC? ERSION |

' 4243C at Q 418-440 ) Therefore I ﬁnd that there 1s 1o cv1dence that Realtek dlrectly lnfrmges‘

Realtek also argues that cla1m 4 cannot be mfnnged due to the lack of an: mput v1deo
e sngnaL I do not concur. Clalm 4is dxrected to an “[a]pparatus for controlhng a matnx dtsplay n
3 (.TX-S at 8 6 ) The apparatus 1tself does not mclude an mput video 51gnal but performs certam '

: act.lons when presented w1th an mput vrdeo s1gna1 (Id at 8:6-32. ) Therefore for the

-‘_“‘mﬁ'mgement analysrs, the i mqulry is whether or not the accused Realtek products mclude ali of
the elements of the claJmed apparatus the fact that Realtek does not prov1de the mput v1deo

signal is not relevant See Hewlett—Packard Co V. Bausch & Lomb Inc., 909 F 2d 1464 1468

(Fed Cir.: 1990) (“[A]pparatus cla1ms cover what a devrce is, not what a device does ")

| I ﬁnd that Thomson failed to prove that the accused Realtek products meet the “second _
rate” lnmtatlon of claims 1 and 4 Clalm 1 requlres “a second rate determmed by the densrty of | E
ptcture mformatlon to be dlsplayed and the tlme avallable for dlsplay compnsmg acttve and

macnve parts ' Likewise, claun 4; requlres “a second rate whrch is deternnned by the densrty of 1 -

3 tlme available for the actlve and mactlve parts w1 construed a second rate determined by...’
- and “a second rate»whrch is detcrmmed by ” to mean a frequency equal to the density of -
: plcture mformatlon to be dlsplayed d1vrded by the t1me avaﬂable for dlsplay compnsmg active

’ and mactlve parts ”

o402




' } Moreover, Mr Ferraro has conceded that

L ifthe adopted constructlon of “a second rate determmed by...” is apphed, he has no oplmon

Er regardmg mﬁ'mgement (Tr at 691: 17 692: 1 ) Therefore Iﬁnd that Thomsonhas fa11ed to

demonstrate that the accused Realtek products meet the “second ratc” hmrtatrons of clarms 1 and S |

4.

| Based on the foregomg, 1 conclude that Thomson failed to prove. by a preponderance of
'{the evxdence that Realtek directly mfnnges elther clalm 1 or claim 4 of the ‘941 patent
o 2. MStar “ | | a
‘ Thomson s Posmon Thomson contends that the accused MStar products mfrmge |
L clarms 1 and4 ofthe 941 patent.. . -

Thomson asserts that the accused products meet the' preamble of claun 1 because the -

§ accused products 1mplement a method for controllmg an LCD momtor are capable of displaying

. mput s1gnals that mclude blankmg intervals, and control prcture elements i ina lme-by-lme

‘-manner (Cltmg CX—4243C atQ 260-269, 271-280; CX-1703) Thomson asserts that the i R

accused products meet the scanmng element of claim 1 becauso {
} (Citing CX-4243C at Q. 282-310.)

- Thomson claims that the'accused products meet the first rate limitation because {

} (Citing CX-4243C at Q. 311-319.) According to Thomson, this rate

corresponds to the density of picture information contained in the active portion of the input . - a7

¥ ‘video signal because {.

} (Citing CX-4243C at Q. 310.)
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_ Thomson argues that the accused products meet the second rate hmrtatlon because the

e second rate 1s determmed by the densrty of p1ctu1'e’ mformatlon to be drsplayed and the’t:lme

‘avatlable for dlsplay com nsmg actrve and mactlv' : parts (Cltmg CX—424SC at Q 345 347 )

- ",Thornson oﬂ'ers {

} to calculate the second rate (Crtmg -

cx4243c atQ 330-349; CX-1801C)

Thomson states that the MStar products meet the requlrement thiat thenumber of control -
) : lmes of the matnx display are greater than the number of lmes of the vrdeo srgnal to be

B drsplayed Thomson states that this element is met because {

‘ * g -} (Citing CX-4243C at Q. 350-351; CX-1908C. ) Thomson cla.tms that the

g MStar products meet the ft/za ratio limitation. Thomson asserts that Mr. Ferraro provrded a tablef o

" showing { . ) (Citing CX-4243C at Q. 359.)
B ‘Thomson' notes that clalm 4 is an apparatus claim that is analogous to the method of
' clalm 1. Thus, Thomson assérts that the MStar accused products mfrmge clarm 4 for the same -

i reasons as offered W1th respect to claim 1.

":"MStar’s Posmon' MStar contends that the accus d products do not mfnnge clalms 1 e

and 4 of the ‘941 patent MStar asserts that there 1s 10 dtspute:that if Respondents’ claJm
R iconstructlon positions are adopted, there can be no drrect mfrmgﬂment (Crtmg Tr at 631: 1 8,
"-*691 17- 6921) , o v_ ' v
: MSta.r states that the accused products are MStar dlsplay controller chrps that are
- 2, mcorporated mto LCD monitors. MStar asserts that the accused products do not meet the second

" rate 11m1tat10n of elatms 1 and 4 because {

} (Citing Tr. at 610:17- 611:6, 611:24-612:4, 612 12-25 614 3- 7)

S "MStar argues that Thomson has conceded mfrmgement if Respondents® construction of ‘tlme




e ava11ab1e for d1sp1ay” is adopted (Cmng Tr“ at 631 1-8. ) MStar argues that even 1f Thomson s " L

- » ’»proposed constructlon is adopted, there is st111 no mfrmgement MStar asserts that Mr Ferraro s

. testimony fails to explam { ,
- }(Cltmg cx-42430 atQ 347) MStar states thatDr Drablk’s testing

" demonstrates {

R SR '} (Citing RX-559CatQ.
":__,1.;'__104 124; Tr. at 1510: 17-15132) o

MStaI a.rgues that in 1ts pre-hearmg bnef Thomson raised a new mﬁ:mgement argument

- ‘_“fbased on Respondents’ construcuon of “the tlme avallable for d1splay ? MStar argues that this
new argument is unt1mely and should be deemed walved Even 1f the argument is conSIdered
MStar asserts that Thomson s new argument is confusmg, c1rcu1ar, and mentless

e MStar argues that the second rate 11m1tat10n isnot satlsﬁed because {

} the “densxty of plcture mformauon to be o

‘_ CX-4243C at Q 114. ) MStar asserts that: Mr Ferraro s testlmony at trial demonstrates that the

} (Citing Tr. at 633:15-634:9,
636:1-639:21) S :

MStar argues that the second rate hmltanon is not sansﬁed under Respondents’

construcnon because ‘{

} MStar notes that
it __ ”Thomson s expert. concedes mﬁmgement 1f Respondents’ proposed oonstrucnon of “determmed P

o "by” is adopted (cmng Tr at 691 17-692:1 ) Even under Thomson’s proposed consh'ucﬂon °f |

a0 5o




o . .mfrmge any of the asserted clalms of the *941 patent. -
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o ’.f“determmed by,” MStar clanns that Mr. Ferraro has conceded non-mfrmgement (Cltmg Tr at

719: 24-720 8)

MStar argues that if the terms “stored mformano and“v1deo mformanonstored m : |
; mernory are construed to requlre the memory to contain upscaled plcture data, the accused '
products do not mfnnge because { ‘ | o R
oY (Citing RX- 5590atQ 168-169) o
Fmally, MStar argues that there can be no duect mfnngement because the accused chlps
~ and LCD momtors contammg those ch1ps do not generate an mput video s1gna1 MStar asserts
‘ that because the claims requne the presence of an mput video signal, there isno mﬁ‘mgement
- (Crtmg RX—559C at Q. 136- 149 )
B Dlscussmn and Conclusmns Based on the evidence in the record, 1 ﬁnd that Thomson
- failed to prove by a preponderance of the evidence that the accused MStar products dlrectly
‘ For the reasons descnbed in Section VLF.1 supra, 1 ﬁnd that Thomson has faﬂed to prove

E that MStar dn:ectly mfnnges the method of claim 1 Thomson oﬁ‘ers no ev1dence of MStar

" performing the method of claun 1. I ﬁnd»that it is insufficient for Thomson to allege direct LT

".-mfnngement of clalm 1 based on MStar’s 1mportatlon, sale for importation, or sale after
3 1mportat1on of an apparatus that can perform the method of claim 1. Joy Techs., 6 F 3d at 774

Clalm 1 requlres “a second rate determmed by the densﬂy of plcture mformatlonto be

N v’.‘:: - displayed and the time avallable for display compHSmg actlve and mactlve parts L1kerse

s clann 4r requrres “a second rate whlch is determmed by the den31ty of prcture mformatlon to be

- " dlsplayed and from the tlme avaﬂable for its dlsplay wh1ch mcludes nme avaﬂable for the active |

" and mactwe parts ” 1 construed “a second rate determmed by ? and “a second rate whlch is
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. dlsplayed d1v1ded by the tlme avallable for d1splay compnsmg active and mactlve parts i I ﬁnd .

L that Thomson has failed to demonstrate that the accused MStar products meet the “determmed -

. :»by” lumtatlons under the adopted construction. . ‘ -
Thomson pomts to the testlmony of its expert, Mr Ferraro in claJmmg that the MStar

- i’products meet this claim 1mntatlon Mr Ferraro s testtmony detalls {

} from the adopted consn'uctlon; whlch requues
i ﬁequeney equal to the dens1ty of picture mformatlon to be displayed leldCd by the time -
- available for d1sp1ay compnsmg acttve and mactxve parts ? (Id) Spec1ﬁcally, it is clear that the |
. second rate in the MStar products { | | | - o
| } (d; RX-559C atQ 130-135)
- Mr. Ferraro has conceded that if the adopted constructton of “a second rate determmed by ?i
f.f-:"f‘apphed, he has no opinion regardmg mfrmgement (Tr.at 691 17- 692 1)

Based on the foregomg, I find that Thomson has falled to prove by a preponderance of

'"."'ffthe ev1dence that MStar dlrectly mfrmges elther clautn 1or c1a1m 4 of the 941 patent
3. CMI, Qisda, & BenQ | | |

Thomson s dlrect mfnngement allegatlons against CMI Qisda, and BenQ are based on

" the assernon that leda- and CMI-manufactured LCDs include the accused Realtek or MStar |

: "“"‘scaler ChlpS (CX—4243C at Q 211 ) Because I have concluded in Sectlons VLF. 1-2 supra that

e the accused MStar and Realtek ch1ps do not duectly mfnnge e1ther clann 1 or claim 4 of the ‘941

L ‘ "patent, it follows that the 1dent1ﬁed leda- and CMI—manufactured LCDs mcludmg the accused

,»: ~Rea1tek or MStar ChlpS do not dn'ectly mfrmge either clalm 1 or claim 4 of the ‘941 patent




. 4 Indlrect‘I‘nfrlngement P o
Thomson clatms that CMI BenQ, Qrsda, MStar and Realtek are lrable for mdrrect o
mfrmgement As desenbed in Sectlons VI F 1—2 supra, I have found that Thomson farled to |
demonstrate any dlrect mﬁ'lngement of the asserted claJms of the ‘941 patent Wlthout a :

| ‘b ‘showmg of dlrect mﬁ'mgement, there can be no mdrrect mfnngement Alloc Inc. v. Int ’l T rade .

'v k "-»:“_,Comm n, 342 F 3d 1361 1374 (Fed Ctr 2003) (explammg that dlrect mﬁmgement “1s a. .-

s prereqursrte to vmdlrect Lnfnngement ”) Therefore I ﬁnd that Thomson has failed to. prove by a
L ) preponderance of the ev1dence that that CMI BenQ, Qrsda, MStar or Realtek is 11able for either
contrrbutory mﬁmgement or mducement "’ |

- VIL DOMESTIC INDUSTRY

A. Apphcable Law A : _ ke .

In patent—based proceedmgs under sectron 337 a complamant must estabhsh that an
B mdustry “relatmg to, the artrcles proteeted by the patent exrsts or is in the process of bemg |
:,‘"‘estabhshed” mthe Umted States 19USC.§ 1337(a)(2) (2008). Under Commrssron precedent, |

o ": ‘ "the domestlc mdustry requlrement of Sectron 337 consrsts of an‘ economrc prong a.nd a:

| b“teehmcal prong » Certam Data Storage Systems and Components Thereof Inv No 337-TA-
"2 471, Initial Determination Grantmg EMC’s Motlon No. 471 8 Relating to the Domestrc Industry |
Requtrement:s Economrc Prong (unrevrewed) at 3 (Pubhc Versron, October 25, 2002)
| | The economrc prong of the domestrc mdustry requu'ement is satrsﬁed when itis.
',' : determmed that the economic act1v1t1es set forth in subseetrons (A), (B), and/or (C) of subsectron.,,f |

337(a)(3) have taken place or are takmg place Certazn Varzable Speed Wmd Turbmes and

o Componem‘s Thereof Inv. No 337-TA-376 USITC Pub. No. 3003, 1996 ITC LEXIS 556,

| Comm n Op at 21 (Nov 1996) Wrth respect to the “economrc prong,” 19 Us.C. § 1337(a)(2) FI o




. and () provide,in ful

(2) Subparagraphs (B) (C) (D), and (E) of paragraph (1) appl‘
' ** only if an industry in the United States, relating to the articles’ s
.~ . protected by the patent, copyright, trademark, mask work, or des1gn '
L _'concemed, exrsts or 1s in the process of being establrshed

-(3) For purposes of paragraph (2) an mdustry in the Umted States
- shall be considered to exist if there is in the United States, with.
. respect to, the articles protected by the patent, copynght, trademark,
w mask Work, or de51gn concerned—

(A) srgmﬁcant mvestment in plant and equrpment
“BY s1gmﬁcant employment of labor or capltal or

-(C) substantial investment in its exploitation; including o
engmeenng, research and development, or hcensmg

Grven that these cntena are hsted in the d153unet1ve satlsfactron of any one of them will
be sufﬁcrent to’ meet the domestrc mdustry reqmrement Certazn Integrated Circuit Cthsets and
Products Contaznzng Same, Inv. ‘No: 337 TA—428 Order No 10 Imtla.l Determmatlon
(Unrev1ewed) (May 4 2000), citing Certam Varzable Speed Wmd Turbznes and Components

Thereof Inv No 337-TA-376 Comlmssron Op:at 15 USITC Pub 3003 (Nov 1996)

To meet the techmcal prong, the. complamant must establish that 1t practrces at leastone '

‘claim: of the asserted patent Certain Point of Sale Terminals and Components Thereof, Inv No.
33 7‘-TA.—524 Order_No. 40 (Aprrl 11 ,2005). “The test for satlsfymg the ‘teehmcal prong of the
mdustry requrrement is essentrally same as that for mﬁ'mgement, ie,a companson of domestlc A

products to the asserted clarms e Xlloc v. Int’l Trade Comm ny 342 F 3d 1361 1375 (Fed Crr

2003) The techmcal prong Of the domestic mdustry can be satlsﬁed cither hterally or under the S

doctnne of equivalents. Certam Exczmer Laser Systems for Vision Correctzon Surgery and A
Components Thereof and Methods for Performzng Such Surgery, Inv., No 337—TA—419 Order
No 43 (July 30, 1999) |
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A complamant who seeks to satlsfy the domesttc mdusny requlrement by its mvestmen 5 T

o in patent hcensmg must ﬁrst estabhsh that 1ts asserted mvestment acttvmes satlsfy three

& reqmrements of sectron 337(a)(3)(C) that there isa nexus between rehed upon mvestment

. act1v1t1es and the asserted patents that the mvestment relates to hcensmg, and that the mvestment’ -

L oecurred in the Umted States Certam Multzmedza Dzsplay and Navzganon Devices and S)}stems

I

- Components Thereof and Products Contamzng Same, Inv No 337 TA 694 Comrmssmn Op. at

-7-8 (August 8 201 1) (“Navzganon Devzces”) Sectlon 337(a)(3)(C) then reqmres the

'complamant to show that the quahfymg mvestments are substantial. Id at 8. Thus where a

" " complainant is relying on licensing activities, the domestlc industry determmatlon does not

require a separate technical prong analysis and the complamant need notshow that it or one of its
‘licensees praCtiees the patents—in-suit See Certain Semiconductor Cths wzth Mtnimized Chip
- Package Szze and Products Contaznmg Same, Inv. No. 337—TA—605 Imt1al Determination at 112
" (F ebruary 9, 2009) (unrev1ewed in relevant part)

B -Analysis

Thomson’s Posmon Thomson contends that 1t has made a substantlal mvestment in 1ts |
v domestlc hcensmg,actwrtles andthose mvestments have a{_strongnexus to each (_)f ,the asserted .1
' patents to licensing, and to the U.S. v | v. “ - o | h
Thomson argues that it has 1dent1ﬁed over { S } inUS investrnents in its LCD _
E : hcensmg program, mcludmg { }on tasks specrﬁcally mcludmg one or more the |
asserted patents (Crtmg CX-424SC at Q43-44 140 141 181 CX-4246C at Q3O 34 41, 87 98,
o ‘1 10- 113, 171 174 ) Thomson further argues that these heensmg mvestments have resulted in { }oo

B ':hcenses { i ' | . L Thomson clalms that eaeh of those { 3 hcenses |

» 4mcludes the ‘006 and 941 patents and that { } of those hcenses mclude the ‘063 ‘556 and 674

a0




patéﬁts. ,(ciﬁng"'cxglg«fsclét Qséq&lfs -’C)j_‘(-'424"6e atQ'99'-.1__Qo_.);j_rhoxﬁéon"‘als_gf‘cla;ms tat

o ts “mvestments are substantlal based _upon magmtude and successful explortatlon of each of the S

- ‘?Asserted Patents through hcensmg as .shown by the number of hcenses, the percent of th :‘\‘ |
‘relevant markets hcensed and the over { - }in royalt1es . (CIB at 182 )
Regardmg Thomson s alleged { } mvesttnent 1n 1ts LCD hcensmg program,
_‘_’Thomson 1dent1ﬁed the followmg expend1tures { } m employee eosts { ) m .

_ facrlltles { } for travel { , } mproducts for analy51s { o} to acquxre a

Iportfollo of {} patents from Xerox mcludmg the ‘063 ‘556 and ‘674 patents and { ‘_ } in

" - are. 1mportant to the LCD patent portfoho Alternatrvely, Thomson argues that its { 3

| N ﬁ“‘legal fees (Cltmg CX-4247C at Q20 68 CX-27OC CX-287C CX—29BC CX-307C CX-351C- o
Fo CX—353C CX-4246C at Q143 167. ) Thomson clalms it may rely upon investments related to 1tsv | ‘

.LCD hcensmg program as a whole because the asserted patents have a nexus to the program and"

investments related spec1ﬁcally to the asserted patents are substantlal on their own and mclude

‘ the followmg expendrtures { } in employee and facﬂlty costs { ) } for travel
{ . } in products for analysxs { } for acqmsmon of the ‘063 ‘556 and ‘674 patents .
o from Xerox and { } for legal fees (Cltmg CX-4245C at Ql40 170 CX—4246C at |

1 f.Q174 175; CX—4247C at Q66 69-98; CX—286C CX-287C CX—293C CX-307C CX-352C—CX—

354C; CX-1047C Y‘C>X-‘_10_84C.)

} However Thomson argues that a ,

' '_'“nexus ex13ts between the llcenses the asserted patents and a srgmﬁcant portlon of the royaltles |

._(C1tmg CX-4246C at Q110 132-'cx4245c at Q19O 192) (.
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Thomson further argues there isa strong nexus between each of the asserted patents and - |

- Thomson Llcensmg LLC’s hcensmg act1v1t1es Thomson claims 1ts LCD patent portfoho

.__'vcontams { }patents {

o .i:_Regartltng the importance of the - |
asserted patents:‘ihomson ar’gﬁes that the patents are important because they are discussed
vdu‘ring’ negotiations, are base or pioneering patents, are infringed or practieed in the U.S., and the
‘ rnarketireeogniiies their value. (Citing cx424sc' at Q33, 43, 44, 126-131, 154-169, ‘192,_203;
‘CX~4246>C‘ ét ‘Q‘55-56,‘ 6_1,, 86_.,' 113, 143-167; CX-289C; ‘CX-290C; CXf4190C at 6-8; CX-4194C |
at 6'3§'CX.’2,67C') { L | o a

" Thomson also argues that its identified investments have a strong nexus to licensing.

o Rega.rdmg employee costs, Thomson claims that the employee groups for whloh expendltures

i i ;were 1dent1ﬁed fill essent1a1 roles in Thomson’s LCD heensmg program (Citing CX-4245C at
- Q91-93 193 195 CX-4246C at Q197.) Regardmg facxhty costs, Thomson clalms the mcluded
- expendltures cover U S. ofﬁce space where Thomson Licensing LLC’s employees perform
. "zhcensmg Work (C1t:mg cx424sc 2t Q104-106, 193-195; cx424sc at Q197 ) Regardmg 5
. mcluded travel expendltures, Thomson c1a1ms such expenses are essennal for meetmg and |
E negotlatmg with hcensees and that the mcluded travel costs used alloeatlons for tnps that

~_included other busmess purposes beyond hcensmg (Cltmg CX-424SC at Ql 13 114, 193 195

412
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.'»‘-.; CX—4246C atQ83 199 CX—286C at 12 14 58 59 122 123 131 132 136 137, 154)

- Regardmg the mcluded product acqutsmon costs, Thomson clalms that sample analys1s isan

b ‘_"'» essenual aspect of its hcensmg practlce (Cltmg CX—424SC at Q120 121 193 195 CX-4246C at

___,‘Q80-83 200 ). Regardmg Thomson S expendlture related to the acqmsmon of Xerox patents

e :Thomson argues this acqms1tlon expend1ture is a clear mvestment in hcensmg {

'} Finally, . °

“Thomson argues that the included legal fees are a continuation of its licensing activities {

B : ;Ihotrtson also argues that its relied upoh licehsi'ng a_ctivities have a strong nexus to the
f Umted étates ""I'homson claims its licensing effotts 'inv‘olvepersonnel who live and worlt-in the
'IU S, Thomson Llcensmg LLC’s offices are in New Jersey; all travel costs included are for U. S. .
employees, all products acquired for analysis were purchased in the U S.; the Xerox patent -
acqulsmon occurred in the U.S.; and the included lcgal fees involve U S. patents attorneys and-_
’ .:_‘:f-»experts (Cltmg CX—424SC at Q62, 83- 88 91-93 111 114 120 121 126-139, 154 169 196- |

A '198' CX-4246C at Q12-14, 79, 88, 90, 143-167, 184-185‘ 187' CX-4247C at Q40-45,‘ 48-55, 6_5- o
i 68 CX—295C CX-296C CX-303C CX-304C; CX—305C CX—306C CX-351C.) h

- 'Thomson next : argues that its expend1tures aIe a substantlal mvestment in the explmtatmn

I "f""'of the asserted patents th.rough licensing. Thomson argues that the appropnate context for

e determm;mg whether 1ts expendttures represent a substannal mvestment “is the success’ of

. 5:\:rece1ved;”v (CIB 195-195.)f { o

: '-::,:_413:22"5" L
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}Thomson also cla1ms to have received

_ } in U S. royaltles Thus, Thomson argues that its investment must be, substantlal
o because it has ltcensed { | | } and earned a 51g1nﬁcant retum on 1ts mvestment

. (C1tmg CX-4245C at Q203, 205 CX-308C 337C )

Respondents’ Posmon. Respondents contend that Thomson has not met 1ts burden of

-estabhshmg that a domestlc mdustry ex1sts based on hcensmg

Respondents ﬁrst argue that Thomson s alleged expendltures related to the asserted

: patents do’ not quallfy asa substannal mvestmentt Respondents claim that from J anua.ry 1, 2008 |

through June 30 2010 Thomson s worldWlde hcensmg expendltures totaled over {- }
P and 1ts US l1cens1ng expend1tures totaled { - } (Cltmg JX-GOC at 235; 18-236 4, 242:; 5-
‘243 :13; RX- 626C at Q120, 121) Respondents claim that Thomson s alleged { ¥ _’

expendmnerelated to the asserted patents is neghglble compared to Thomson-s totaI .WorldWide _ o
. orUS. hcensmg expendltures (C1tmg RX-626C at Q120 124 ) : _ o , o

Regardmg the amount of Thomson’s expendltures apphcable to the domestlc mdustry

o determmatlon, Respondents argue that the majority of expendltures rehed upon by Thomson ae
- mot legally cogmzable or adequately supported by the evidence of record. Respondents argue
~that the { . } dolla.r amount c1ted by Thomson cannot be apphed to estabhsh domestlc

) mdustry because 1t mcludes expendltures for all of Thomson s LCD hcensmg program (Cltmg ‘

';*‘CX-4247C at Q24 25 RX-626C at Q33 JX-6OC at44 8- 56: 5 RDX-1003) Regardms -
e Thomson s alleged { "' } expendltures related to the asserted patents Respondents argue e o |

o hat this amount mcludes an arb1trary allocatmn of the { B Xerox patent n urehase B nce

L “:‘and related due dlhgence costs (Cltmg CX—4245C at Q155; CX-342C) Respondents also argue




. eon51dered a quahfymg mvestment Regardmg employee costs Respondents claJm that

: Thomson employs the equlvalent of { } people per year Workmg full-t1me on acu\ntles related _

' ’to 11censmg thie asserted patents whlch is { } of Thomson s U. S employee base |

(C1tmg RX—626C at Q133 134 ) Respondents cla1m that the appropnate amount of quahfymg

"expend1tures for the domestlc mdustry analysxs is at most { }’ and Respon dents claxm L

th1s amount represents { } of Thomson s worldw1de licensing expenses or { } of Thomson s‘l;* o

. "Us hcensmg expenses (Cltmg RX-626C atQ120 122,123), {

Respondents also argue that Thomson has failed to prove that there isa strong nexus

- between 1ts alleged mvestments and hcensmg of the asserted patents {

- 415
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mclusron as opposed to pattlcular prormnence of the asserted patents in llcensmg dlscussxons

. negotlatlons and resultmg license agreements and the scope of the portfollo compared to the

o scope of the'asserted patents,. - [Thomson] has not shown the requlstte strength of the nexus &5

B .',,,;.aCthI_thS.; =

¥ between the asserted patents and the portfoho hcensmg aet1v1t1es and alleged mvestment 4 (Q]ZB “‘;:

-at70)

i DiscilSSion and Conclusions: Based on the evidence in the record, I find that Thomson
| has shownthat its i_nvestrnents in employee costs, facility ccst's, t‘ravel costs, and product -
' " acciui'sition:costs‘ have a strong nexus to the &serted‘ patents arerelated to -llcensing, and:
occurred in the United States Talso find that these mvestments total apprommately { .}
and represent a substantial lnvestment in the explonatmn of the asserted patents such that '
Thomson has met its burden to prove by a preponderance of the ev1dence that 1t has estabhshed a’ E

domesuc mdustry pursuant to sectlon 337(a)(3)(C) for the asserted patents based on 1ts hcensmg

416

} Respondents conclude that « [c]onsrdermg the large number of patents in thef =

L » ”portfoho, the relatrvely minor value contnbuted by the asserted patents to the portfoho the mere SR




Nexus to the Asserted Patents

The ﬁrst 1ssue to be con51dered is the strength of the nexus, 1f any, between Thomson s

'. rehed upon act1v1t1es and the asserted patents
The Commlssmn has recently addressed the issue of the extent to whlch a complamant

) ‘f;may rely on hcensmg activities dlrected to an entue patent portfoho to prove the ex1stence of a

ff‘_domestlc mdustry Navzgatton Devzces, Commlssmn Op. at 8. Where a complamant’s activities.

- .are assocxated with. asserted-patents and unasserted patents, the strength of the nexus between the "

. activities and the asserted patentsiiﬁs' a key: issne 1. ' ‘Regarding this'issue, the Commission held |

that “[wlhere the. eomplamant’s hcensmg“and mvestments involve' a group of patents or a patent
: portfoho the complamant must present ev1dence that demonstrates the extent of the nexus -
between the asserted patent and the complamant’ hcensmg act1v1t1es and investments.” Id at 9

+The Commlssmn also prov1ded gmdance regardmg the nature of ev1dence that may be

- consxdered n assessmg thlS nexus mcludmg the number of patents in the portfoho the relatlve
value contnbuted by the asserted patent to the portfoho, the prommenee of the asserted patent in

- hcensmg d1scuss1ons, negotlatlons and l1cense agreements and the scope of the technology

eovered by the portfolio compared to the scope of the asserted patent Id.at 10. The . s SRR

' Comxmssmn declined to adopt a pohey whereby any mvestment m a patent portfoho would

»'”automatlcally be allocated in its entlrety to every md1v1dua1 patent in the portfoho Id. at 13
~ However, the Commlssmn reqmres a case-by-case fact-focused mqmry regardmg whether such _b 8
~ -anexus exists and the extent to wh1ch mvestment m a patent portfoho may be allocated to

e jmdmdual asserted patents and thus, the Comm1ss1on mdlcates that where a sufﬁclently strong

' "nexus between mvestment H an entlre portfoho and the asserted patents is shown the entuety of

i | that mvestment may be attnbuted to the asserted patents See Id.at 13, 20-21




R .-4246C at Q 12-17 ) Thomson Lxcensmg LLC and Thomson Llcensmg SAS are both

' n‘* chensmg LLC isa U S. company W1th oﬂices in Pnnceton, New J ersey whose

s - ‘_{f'pnmary busmess is to 11cense the patents owned or controlled by Thomson Llcensmg SAS (CX-

sub51d1ar1es of the French company Techmcolor (CX-4246C at Q 18 ) Thomson owned
3 apprommately 42,000 patents and patent apphcatrons worldW1de as of December 31 2009 (CX-> o
420 Ex 13 at 35 ) Ofthese, apprommately { } patents are part of its LCD hcensmg program '
. (RX 626C at Q. 30-31. ) From January 1, 2008 through June 30 2010 Thomson s Worldw1de

expenditures’ on 1ts hcensmg programs totaled over { 5. }andits United States

| expendltures on its licensing programs totaled approximately { . } (JX-GOC at 235:18- s
236:4, 242:5-13.) |

1

Stephen Samuels, Thomson L1censmg LLC’s President, identified the followmg steps in

. the hoensmg process related to ﬁI‘homson s LCD licensing program: {




e As part-of its efforts to license its LCD patent portfolio, Thomson has repeatedly D
identified and discussed the asserted patents tb'pptential licensees. Inits communig__aﬁons with - =
?pote_lxtial "licensees:, Thomson identiﬁedftl_iéj following instances where the asserted patents were

- addressed: {

419 e




50 As aresult of its Iicensing5program,‘ Thomson executes licenses {

| o } W1th respect to the LCD hcensmg program Thornson

" has executed { } licenses { ‘. : } that cover the ‘006 and ‘941 patents (CX—4246C at :
| L Q 100 CX-289C CX—29OC) Further { } of those licenses { _ : } cover the .
‘063 ‘556 and ‘674 patents (Id ) Thomson has also executed { } release agreements { |
} that cover the ‘006 and ‘941 patents (Id ) Since 2003, Thomson has recerved over

{ L } in revenue from its hcenses covenng the patents-m-smt, mcludmg over {

} COHGCth from January 1 2008 to June 30,2010 and over { - } collected between S

2003 an4'200,7- (CX4246C at Q. 129; CX4245Cat Q. 184) { -

Based on the ev1dence of record, I fmd that there isa strong nexus between Thomson s
E hcensmg acnvxtles and the as‘ ,‘ rted patents such that Thomson may attnbute the entrrety of 1ts
o LCD hcensmg program expendltures to the asserted patents See Navzganon Devzces

o Commrssron Op at 13 (md1cat1ng that mvestments m a patent portfoho may be atmbuted to
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1asserted;patents' where complamant has estabhshed a srgmﬁcantly strong nexus between the :

mvestments ,d the asserted patents) Thomson has suﬁicrently shown that the asserted patents ‘ ,' ’

RN are 1mportaut to. Thomson s LCD patent portfoho Desprte the portfoho mcludmg over { } e

“ patents and ¢ covermg a broad scope of technology, each of the asserted patents has been ‘o

- repeatedly d1scussed and asserted in negotranons wrth potentral hcensees { i

;"Cf Nawgatzon Devtces, Commrssron Op at 19 (ﬁndmg an attenuated nexus; between l1cens1ng S ‘

“ actrvmes and the asserted patents where the asserted patents were only occasmnally referenced o

in negotlatlons and there was no showmg regarding the relatrve 1mportance or value of the
| asserted patents) I ﬁnd that the value of the asserted patents is further demonstrated in the fact S
3 that through these negotratrons Thomson has executed over { }licenses covenng the asserted ‘, '

. patents generatmg;revenue of mor,e‘than {

Respondents argue that the comrnumcatlons rehed upon by Thomson also mclude many'-_

B unasserted patents and that Thomson has not provrded all of its licensin, o mmumcatrons

- mcludmg those that do not reference o of more of the asserted patents.,_, See QIB at 68 69. ) o

B However Thomson has shown that the asserted patents are 1mportant patents through then'
repeated assert1on, regardless of the number of other patents from the: portfoho that may also be

o mentroned ina specrﬁc commumcatlon F urther Respondents appear to speculate that 1f the . L

: whole universe. of Thomson’s hcensmg negottatrons were m the record, I would grve httle

3 welght to. those commumcatlons mcludmg the asserted patents I dcchne to speculate regardmg RO

ev1dence that 1s not part of the record and to the’ extent Respondents had concerns about
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Complamant’ “self-selected sample” (QIB at 68) of hcensmg commumcatrons, Respondents .

':"'.-_Jshould have rarsed those concerns in 2 mohon to compel drscovery
Relates to Llcensmg - F
| Thomson has allocated 1ts rehed upon mvestments mto categones mcludmg employee )
, costs, fac1l1ty ¢osts, travel acqulsmon of products to analyze acqu1s1tron of Xerox portfoho and

o legal expendltures (CIB at'190- 191 ). Regardmg employee costs, facﬂrty costs, and travel Iﬁnd G

that Respondents do nét dispute that these expenditures relate to hcensmg Rather Respondents _‘
argue that Thomson’s calculations regardmg the amounts of these expendltures are maceurate
| . (See QIB at 66.) ‘The amount of each of these expendltures that 1s appropnate for cons1derat10n )

* in this mvestrganon is dlscussed below with respect to whether Thomson s expendrtures are -
substantral Regarding Thomson’ s product acqmsr’uon costs, legal expenses and Xerox portfoho
acqmsrtlon, Respondents argue that they are > not related to hcensmg ‘ e

| Regardmg product acqulsmon costs Respondents argue in a footnote that Thomson has

not shown that this expenditure is related to hcensmg. (QIB at 64, n. 22.) Debra Coto, the

Controller of Thomson Licensing LLC: teStiﬁed that Thomson spent.approximately { R Jto ,
B acquire products to analyze with respect to patents within the LCD hcensmg program, based ona Sk
' collectlon of Thomson’s recelpts invoices, and bills in exhibit CX—3 07C from J anuary 1 2008
. through June 30, 2010. (CX-4247C at Q 56 5 8 ) Respondents cite to no evrdence in the record |

b _to support then' argument that these product acqulsmon costs are not related to hcensmg Thus 1

find that Thomson has shown that its approxrmately { } product acqulsrtlon expendlture is

‘.,,related to licensing and specrﬁcally to Thomson § LCD llcensmg program

Regardmg the acqursrtlon of the Xerox patent portfoho Thomson seeks to mclude its

- expendrture of { '; } asa 11censmg-re1ated expendlture The Commlssmn has recently

422




'?fprowded ms1ght regardmg“ wh type Of pre- acq . eXPen _'t“res may be mdUded in

= determmmg whether the domestlc mdustry requuement has been satlsﬁed See Certam theo

‘ ;Game Systems and Controllers,.lnv No 33_ :-TA-743 Commlssxon Op at 6 9 (Apr 13, 201 l)
. =(“Vzdeo Game Systems”) In Vzdeo Game Systems, the Commsswn found that sectlon

337(a)(3)(C) is broad enough to cover mvestments made before the asserted patent was 1ssued E

Ll :.‘Id at 6. The Commission: stated that “[n]elther the language of the statute nor the leglslatlve L

-‘hlstory preclude from conmderatmnengmeenng and research and development mvestments that

s precede the issuance of the patent in determmmg whether a domestm mdustry emsts or is. in the L

process of bemg established.”: Id. at 7 Thus the Comnnssmn states that “1t may be appropnate‘ T

to credlt engmeermg and research and development mvestments that predate the issuance ofa

patent.” Id. However the Comxmsswn also states

Certam pre-issuance act1v1t1es related to the patent may not be germane to the

.‘domestlc industry requlrement under the facts and circumstances ‘established - -
by the complainant in a particular-investigation. For example, depending on -
the facts and evidence, ‘a complainant may not be able to show that patent
prosecution activities -are related to its engineering, research and development,
or licensing "exploitation" activities for the asserted patents within the meaning .

-of section’ 337(2)(3)(C). See Coaxial Cable Connectors, at 46 (noting that
"patent litigation activities alone do'not constitute exploxtatlon under section. .

© 337(a)(3)(C)").. Because all United States patents must’ be prosecuted inthe - -
United States Patent and Tradémark Office before they can issue as a patert,

- patent prosecution activities alone would be insufficient_ to establish the .
‘domestic- industry requirement under section 337(a)(3)(C) See Id at 45
("Congress clearly stated that itdid not intend mere [patent] ownership to -
constitute domestic industry."); S. REPT. No. 100-71 at 129-30; H.REPT. 100-. .

. 41 at 157 ("mere: ownershlp of apaten " 1S not suﬁ'ment) o Sy

.Id. at 8 (citing Certazn Coaxzal Cable C’onnectors and Components ’I71ereof and Products

' '-Contaznzng Same, Inv No 337-TA-650 CommlssmnOp (Apr 14 2010) (“Coaxzal Cable

fE | ' Connectors”)) (footnote omltted) Thus, whlle the Comm1s510n suggests in Vzdeo Game Systems

- that patent proseeutton act1v1t1es could, dependmg on the ev1dence count as mvestments in the




: explorta’uon ofa patent, mvestments related merely to patent 0wnersh1p do not constrtute an

mvestment in a domestlc mdustry

I ﬁnd that Thomson has not shown that 1ts expenthures related to acquu'mg the Xerox
iy patent portfoho relate to hcensmg Thomson has not shown that these expendltures are more

| than acqmsmon costs for obtammg the Xerox patent portfoho {

. } Thomson’s =
- motivation is sm:ular to,n':rost patent owners, who aequire. patents, either througthrosecuti'on or
+purchase, for the purpose of exploitiné’ them for ﬁnancial gain. However, the Commission .

requlres that these act1v1t1es are actually related to hcensmg explortatlon act1v1t1es in order to be o

‘/ mcluded m the domestlc mdustry analys1s See Vzdeo Game Systems Commrssron Op at 8. I
. findthat Thomson s Xerox patent acqmsmon expendttures are separate and chstmct from 1ts
S .

hcensmg expendltures because Thomson has not shown that these patent acqursmon

; expendltures are related to the process of explmtmg those patents through hcensmg

Regardmg Thomson s Iegal expenses, Thomson seeks to mclude over { ~ ‘} in legall .

- fees as part of its mvestment in hcensmg the asserted patents (CIB at 183 ) Ms Coto testrﬁed o

. that these legal fees mclude over { o ~ } in costs related to thls mvestlgatron, over { _' : } R

in fees related to reexammatrons of the ‘006, ‘674 and ‘556 patents and more than { " }in.




T fees related to a stayed Delaware case .(CX-4247CIat Q‘.:66 ) Regardlng htrgatron expenses, the

f | mvestments ifi the explortatron of a patent through lrcensmg John Mezzalzngua Assoczates, Inc :

showmg that the complamant was in hcensmg negotratlons before the suit was ﬁled, the

R .consequence” that these legal expenditures were mcurred after it filed its complamt in thls .

.F ederal Clrcurt has held that patent htrgatlon expenses do not automatrcally quahfy as

: ::‘:v International Trade Comm'n, 660 F3d1322, 1328 (Fed. Cir, 2011) A complamant must
| '::demonstrate anexus between its lltrgatron expenses and 11cens1ng, Whrch can be estabhshed by :
complamant made a concerted effort to license the patent, or the complamant has an establ;shed .l : .-
1 hcensmg program that includes htrgatron as a step toward executmg a hcense agreement See .'
: | Coaxzal Cable KConnectors at-53-54. However the Cornmrssmn has also stated that wrth respect
to thrs mqurry “only act1v1t1es that occurred before the ﬁlmg of a complamt w1th the
,‘Comrmssron are relevant to whether a domestic mdustry 'exrsts orisin the process of being

estabhshed under sectrons 337(a)(2) -(3).” Id at 5 1,n.17 (crtatron omltted) Thus, I finditis -

-‘ ,mappropnate to consrder expenses related to the current mvestlgatlon that occurred after the

filing of the complamt in the domestic mdustry analysis, I also ﬁnd that Thomson has not.

v -::estabhshed the extent to whrch the { ' } in legal fees was mcurred before the ﬁlmg of 1ts
'-‘jcomplamt, and thus, I find that the entn'ety of thls { } Should be excluded from the R
-+ domestic. mdustry analysrs

- Thomson cites Certam Electromc Imagmg Devzces, Inv. No 337-TA-726 Order 18, at

y 14- 15 (Feb 7,2011) (unrevrewed) (“Imagmg Devices™)) to support 1ts argurnent that it “is of no

: mvestrgatlon (CIB at 192. ) That case is mapposrte In Imagzng Devzces the cornplamant

. amended the complamt to include a new 11censee and the adnfumstratlve law Judge found 1t

- : appropnate to consider the dornestrc mdustry of the heensee at the t1me the amended complamt
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' was ﬁ]ed ]magmg Devzces at 14 Afte revi wmg Commrssmn precedent, the admmlstratrve

klaw Judge found the complamantwas not precluded as a matter of law from showmg a domestr - |

‘*"'mdustry at times other than'at the ﬁhng of the m1t1al complamt ” Id at 15 Thus the

Fs .:sr admlmstratlve law Judge found it appropnate to conmder act1v1t1es ‘after the ongmal complamt v

ke was ﬁled because the Commmsron allowed co; plamant to file an amended complamt and the

: complamt was amended to spectﬁcally mclude domestrc mdustry related actrvrtres Id No such ‘:' £

L amendment to the complamt is at issue here

ll_l The zUr_gted States . o
r-ﬂiRe;gardingwhether Thomson’s lice'nsing' activities occurred in the United States, its

- .licensinvgiactivities involved the efforts of Thomson Licensing LLC personnel who live and work

inthe US. (ox4247c at':Q~40—45' CX-4246C at Q. 12-14; CX-4245C at Q. 62, 91-95.‘»): -
‘Thomson s mcluded faelhty expenses are for Thomson Llcensmg LLC’s oﬁices in Princeton,
N. J (CX—4247C at Q. 48-51, CX—303C CX-306C CX—29SC ) Further Thomson s travel costs
o , mcluded are for U.S.-based employees. (CX-4245C at Q. 111 114; CX-4247C at Q. 52 55 CX- |
Dl 286C. ) Also all products acqulred for analysts Were purchased in the U.S. (CX—4245C atQ.
1204121, cx.424sc at Q. 79) Thus 1 ﬁnd that Thomson has established that each of these
vexpendltures occurred in the Umted States.
Substantlal Investment | ‘
Based on the foregomg, I find that the expendltures apphcable toa determmatlon of
v' § whether Thomson has made a substantlal mvestment in hcensmg the asserted patents are :
| expendrtures related to employee. costs facrhty costs, travel and acqursrtron of products for
banalys1s that are related to the Thomson s LCD hcensmg program. Thomson argues that these

R expend,rtures mclude { } memployee costs, { } mfacrhty costs { ~ }in




e _‘ ; general costs assoc1ated w1th each employee” that related to the LCD 11cens1ng program. (Id at.‘ -

?

} amount of Thomson ! product acqu1s1t10n costs but Respondents do d1spute the

- accuracy of Thomson S expendrtures related o employee costs facrhty costs, and travel (See

QIB at 66 )

Ms. Coto testtﬁed that she used {
,,,, } methods to calculate the percentage of trme relevant employees devoted to ‘
“the LCD 11cens1ng program | u :

} Based on these percentages Ms Coto calculated the portron of “the

- . Q 32. ) Based on thls methodology, Ms Coto determmed that Thomson spent more than { .




1 employee costs related to th .LCD heensmg p _gram from January 1’2008 to June o

i fac1l1ty costs r ated to the LCD 11censmg program

R 2 By thrs method, Ms. Coto calculated more than { } in facrhty |

,jl:expendrtures related to: the LCD licensing program. (Id at Q 48. )

Regardmg-:Thomson s alleged i } expendlture for travel Ms Coto test1ﬁed that

e _exhibit CX—ZSGC isa spreadsheet compiled from travel expense records showmg Thomson s

- total travel expendlture (CX-4247C at Q.53 ) Ms, Coto, testrﬁed that she compﬂed exhlbxt CX- H,.".,,

N 2860 from travel expense records {

Regardmg Thomson s alleged employee and facxhty costs as calculated by Ms Coto

" Respondents argue that Ms. Coto s methodology is ﬂawed {

} Respondents argue

‘ fi”w1thout explanatlon, that thrs assumptron is unreasonable (Id ) Respondents also’ argue that -

o8

: 0 2010. (Id at Q' 29 ) Ms Coto further tesuﬁed regardmg how she detennmed Thomson s f. E i :




S T er Samuels and Mr Hausman regardmg ﬂns calculauon (Id) Slgmﬁcantly, Respondenﬂ

e 'Thomson s travel expenses are oversta ’ because 1t mcludes expendrtures unrelated to the LC ‘

. hcensmg program (QRB at 27 ) In support of thetr argument, Respondents pomt totesttmo 4

fchose not to cross-examme Ms Coto regardmg the methodology used or the bases for he”

calculattons related to employee costs facxhty costs and travel expenses T ﬁnd that the o
b methodology outhned in Ms Coto s testlmony mdlcates the expendrture totals calculated are S
_ ?reasonable and related to Thomson s LCD hcensmg program |

Based on the foregomg, I ﬁnd that Thomson 5 expendttures that should be mcluded m the |

o B analy51s regardmg whether Thomson $ mvestments are substanttal mclude { } m ?:_ L y
| employee costs { } in faclhty costs, { - }in t:ravel and { }in products for

analysxs Thus, I ﬁnd that Thomson has mvested a total of approxrmately { } m -

EEs expendllllfes related to hcensmg the asserted patents

Havmg determmed the appropnate amount of Thomson 'S mvestment, the ﬁnal 1ssue tobe i

, considered is Whether that amount represents a subst_antial investrnent»in the: exploitation of the -

o asserted patents through hcensmg

| In Navzgatzon Devtces, the Commmston adopted “a ﬂexrble applroach’i’ to determlmng |

- whether-an mvestment in hcensmg is substantlal “whereby a complainant whose showmg in one
or more of the three section 337(a)(3)(C) reqmrements is relatlvely weak may nevertheless

| estabhsh that its investment is substantral’ by demonstratmg that 1ts act1v1t1es and/or expenses

" are of a large magmtude ” Commrssmn Op at 15 The Commlssmn hsted the followmg factors

: "that may be relevant in makmg thrs determmauon the nature of the mdusuy, the 51ze and

.‘resources of the complamant explo1tat10n of the asserted patents by other means mcludmg

‘researoh, development or engmeermg, vestment in hcense-related anc1llary act1v1t1es, v
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'_continued llcensmg act1v1t1es of the complalnant whether the hcensmg ac 'v1t1es were favorably o

- referenced m the leglslatrve hrstory, and :etum on' hcensmg mvestment Id at 15 16.

Based on the ev1dence of record, I ﬁndthat Thornson s { : ;v}:mvestment m

expendltures related to hcensmg the asserted patents represents a substanual mvestment m the

o | »;»iexp101tat10n of those patents Frrst, Thomson s { o } mvestment represents { } of 1ts total

T 5 j’}U S. hcensmg expendltures of { ;L : } of i its Worldwrde hcensmg expendltures of

| over{ - }.(SeeTX-60Cat 235 18-236 4,242: 5 13.) Tfind that this represents a -
substantial portlon of Thomson ] hcensmg expendrtures in hght of the fact that the LCD

g 'hcensmg program, whmh mcludes approxrmately { } patents represents only approxrmately
A } of Thomson’s approxrmately 42 000 patents and patent app11cat10ns |

| I ﬁnd that Thomson has also demonstrated the substantlal nature of its mvestment i - |

B “hcensmg the asserted patents through its contmued hcensmg act1v1t1es 1ts mvestment in anc111ary' |
. hcense-related actlvrtles, and its return on mvestment._ See quzgatzon »Dewc,es, Commrssron Op.

3

at15-16. {
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} Frnally, Thomson’s hcensmg investment has resulted in the collectron of over {

} in revenue from its hcenses covermg ‘the patents-m-surt, mcludrng over { ] }
collected fromJanuary 12008 to June 30 ‘2010 and over { . L} collected between 2003 ‘
, and 2007 (CX-4246C at Q. 129 CX-424SC atQ. 184 ) 1 ﬁnd that this return on mvestment 1s B
' strong evrdence that Thomson s mvestment is substantial. S
VIII. - REMEDY & BOND]N G |
A Limited Exclusion Order e
Thomson’s Posmon Thomson contends that the Commrssron should 1ssue a lmnted
exclusron order agamst Respondents found to violate Sectlon 337.
Thomson asserts that the 11m1ted exclusion order should not be restncted to specrﬁc |
L models of aecused products According to Thomson the Commission’s long-standmg practxce 1s
.,:not to mclude spec1ﬁc model numbers in exclusron orders. Thomson further requests that the
limited exclusion order include a certification requirement, so that Respondents will be reqmred
. to certify that any .’LCD device or component imported into the United States does not infringe a |
. patent—m—smt | i » | | B
” -AUO’s Position: AUO contends that Thomson is not entrtled toa lnmted exclusmn ‘ -

' order against AUO because Thomson did not request this rehef m 1ts Complamt AUO asserts

“ / R
.. that the Complamt only sought a limited exclusron order agamst BenQ and Q1sda. AUO states ’; b
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ited exclusion order shoul

- contain a eertlﬁeatron prov1sron

CMI’s Posmon' CMI con“"nds that 'f there is a vrolatlon of Sectron 337 the approp te'

v remedy is’ the 1ssuance of a 11m1ted excluswn order wrth a cert1ﬁcat10n prowsron. CM[ asserts

- j,_';that there is, no dlspute that a v1sual mspectlon w111 not penmt Customs to determme whether or”

,.not a partrcular product is the subj ect of an exclusron order
MStar’s Posntmn. MStar contends that Thomson 1s not entltled to a 11m1ted exclusron o

. f.v;f:"}?%order agamst MStar because Thomson faﬂed to request such a remedy m 1ts Complamt MStar

% asserts that any' lnmted exclusron order should be hmrted to MStar cths that do not cooperate :

; : “with an external DRAM because these were the only products subject to Thomson s
mfnngement allegauons |
Realtek’s Position: Realtek contends that 1f Thomson is entrtled toa lumted exclusron :
3 . order any such order should not cover the Realtek products for thch Thomson faded to pr"Vlde o

evrdence of mfrmgement Specrﬁcally, Realtek clmms that there are 61 scaler chrps for whrch

; j"_; Thomson d1d not produce evrdence of Mgement (C1t1ng Tr. at 710 14'71 1 2. ) Realtek

asserts that any exclusron order should contam a certlﬁcatlon prowsron

leda/BenQ’s Position: Qrsda/BenQ eontends that if Thomson is entrtled toa lnmted
o exclusmn order, any such order should be lnmted to products that have been found to mﬁ‘mge

*_and are not hcensed Qrsda/BenQ asserts that any exclusron order should mclude a certrﬁcatron

o _provrsron

‘ Dlscusswn and Conclusxons. Ifthe Comm1s51on ﬁnds a v101at10n of Sectlon 337 1

recommend that the Commrssron issue a hrmted exclus1on order that apphes to the respondents

found to mfnnge any of the asserted patents as well as all of thelr aﬁihated compames, parents

. f‘




L : sub51d1ar1es, or other related busmess entrtres, or 1ts successors or as51gns,r nd
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AT . crystal drsplay devrces, mcludmg momtors, televxsrons, and modules and components thereof :
| i found to mﬁ'mge the asserted patents
I recommend that any exclusron order mclude a certlﬁcatlon prov1s10n to: allow

’. Respondents to eertlfy products that they ‘may 1mport notwrthstandmg a hnnted exclusmn order

By The Commrsswn has explamed that “[c]ertrﬁcatron prov1s10ns are generally mcluded in

y j‘z:-exclusron orders where Customs 1s unable to easily determme by mspectron whether an 1mported
product violates a partlcular exclusxon order.” Certazn Semtcona’uctor Cths Wzth Mznzmzzed

“Chip Package Size & Products Contazmng Same, Inv. No. 337-T A-605 Commssron Opmron -
(J uly 29, 2009) (mcludmg a certrﬁcatmn provrsron in an exclusron order because of the dtfﬁculty
of determmmg whether imported products contain the mfrmgmg ch1psets) see also Certain
Ground Fault Czrcuzt Interrupters & Products Containing Same, Inv. No. 337-TA-6 1 5,
o Comn:usswn Oplmon (Mar 26, 2009) (notmg that a certlﬁcatlon provision ¢ glves U.S. Customs

& Border Protectlon the authority to accept a certrﬁcatlon from the partles that goods belng

: nnported are not covered by the exclusron order ”) Here, because Customs would not be able to N

easrly determme by mspectron whether or nof an 1mported product violates an exclusion order, I

. find that a certification provrslon is appropriate.

Certain Respondents argue that because Thomson did not expressly seek an exclusion

B orderagainst them in Thomson’s_ Complaint, I should not recommend the issuance of an

exclusion orde_r.' Ido not' concur Section 33_7 provides that, ‘inz.‘er alio, “[i]f .the Commission ‘

' determjnes, as a result of an investigation urider this secti,on‘;_‘ that there 1s a &iolaﬁon of thls .'
section, it shall direct that the articles concerned, imported by any person yrolating the provrsron 5

of this section, be excluded from entry into the United States...” 19 U.S.C. § 1337(d)(1) '~ o
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" :_'(emphasrs added) 5 Thu 'the statute mandates that the Commrssxon 1ssue an' exclusmn 'order

a v1olat10n of Sectlon 337 regardless o whether o :

T . upoti the determmatton that ther has

o ‘_ '_'vnot Thomson mcluded a request f such relief ‘m 1ts Complamt Gzlda Indus ‘ Inc . Unzted f,

L ates, 446 E. 3d 1271 1232 (Fed C1r 2"‘ 06) (“Statutory mstructlons'usmg the term shall’ are L

. ordmanly treated as mandatory ”)

B"‘ Ceasé & Desxst Order

Thomson’s Posmon Thomson contends that the Comm1s51on should 1ssue a cease and
: demst order agamst Respondents because they are mamtammg commerctally s1gmﬁcant levels of

'mventory w1th1n the United States

- 1,

} Thomson states that Q1sda (Suzhou) Co Ltd has an mventory
of { o " } w1th an estlmated value of { _} that 1t mamtams for n:nportatlon

- into, and are possibility warehoused within, the U.S. (Cttlng CX-379C at No. 9 ) Thomson

states that stda America has a U S. inventory of { .. } Wlth a value Of
b {- } ( Cr ttng CX-367C at No. 5 ) ‘Thomson states that BenQ Latm Amenca has aUS.
L mventory Of{ K } wrth avalue of { } (da) -

-~ AUQ’S Posmon AUO contends that Thomson has failed to offer evidence to show that
- AUO maintains a commerc1a11y s1gmﬁcant inventory of accused products in the United States

CM[’s Posmon CMI contends that Thomson has faﬂed to offer sufficient evidence to

demonstrate that CMI mamtams a commerctally mgmﬁcant domestlc mventory

% The statute does prov1de an exceptlon to this rule but the exception only relates to mstances where the
" Commission ﬁnds that an exclusron order would be contrary to the pubhc interest, 19 U S C § 1337(d)(1)
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R CMI clalms that Thomson farled to argue m 1ts pre-heanng bnef that a cease and des1st |

“ order was necessary CMI asserts that even 1f Thomson is allowed to raise the 1ssue now 1t has B

o farled to offer sufficient evrdence because Thomson only sought mventory numbers for al LCD

kS devrces, and not just those accused of mfnngement CMI argujjs that there are CMI LCD

e ‘_5:' dewces .‘tha' clearly do not mfnnge the’ asserted patents and: were not accused of mfnngement by. o

-"-‘:.,Thomson . ;_': (R

CM[ asserts that even 1f the entire mventory 01ted by Thomson compnsed accused

products the mventory would still not be commerclally 51gmﬁcant {
MStar’ Posrtmn MSta.r contends that Thomson has never requested a‘cease’ and desist

o . vorder aga.mst MStar Accordmgly, MStar clalms that Thomson 1s not entttled to a cease and

o fdesrst order

Realtek’s Posmon' Realtek contends that Thomson has falled to offer ev1dence to’ show o

L that Realtek mamtams a commercrally srgmﬁcant mventory of accused products in: the Umted e

States v .
leda/BenQ’s Posmon Qrsda/BenQ contends that Thomson has fatled to prove that

-each of the Qrsda and BenQ respondents malntams a commercrally s1gmﬁcant mventory of

1‘aggregated mventory ﬁgures, thereby mcludmg mventory mamtamed overseas (Cltmg CPHB at-

o 91 8- 919 ) In addrtlon, leda/BenQ asserts that there 1s msuﬁictent evrdence regardmg domestrc -

‘ 'mventory i ':’_A_the record because Dr. Hausman s test1rnony on the subject was stncken. (Cltmg

};r:Tr at 76 22 78:10, 854; 18 858 2)




"1

Dlscussmn and Conclusmns Ifthe Commrssmn ﬁnds a v101at10n of Sectlon 337 I

P

recommend the enn'y ofa cease and desrst order agamst leda Amenca. I do not recommend the e o

1

entry of a cease and desist order agamst any of the other Respondents
| Sectlon 337 prov1des that the Comm:ssron may issue a cease and desist: order as a remedy‘
for vlolatlon of Sectlon 337 See 19 U. S C § 1337(f)(1) The Commrssron generally issues a
cease and desist order directed to a domestic respondent when there isa’ commerclally
significant” amount of mfnngmg, 1mported product in the Umted States that could be sold $0 as
: f"”‘""‘to undercut the remedy prov1ded by an exclus1on order. See Certam C’rystallzne Cefadrole f
| Monohydrate, Inv. No. 337- TA—293 USITC Pub 2391 Comm’n Op. on Remedy, the Pubhc
.. Interest and Bondlng at 37-42 (J une 1991) Certam Condensers Parts Thereof and Products
‘, ..Contaming Same IncludzngAzr Condzttoners for Automobiles, Inv. No. 337—TA—334 Comm n
‘ ‘f:{ : Op.; et 26-28 (Aug. 27,1997). The complamant bears the burdenof proving that a respondent
- has .a commercie]ly signiﬁcant inventory in the United States Certain Integrated Repeaters, TR
Sw:tches Transcezvers & Products Contammg Same Inv. No 337-TA-435 Comm’n Op 2002
WL 31359028 (Aug. 16, 2002) ' ‘
| Thomson only offers mventory ev1dence w1th respect to CMI and Q1sda/BenQ I will
bl i address these respondents mdmdually |
Ifthe Comn'nssmn ﬁnds a v101atlon of Sectlon 337 I do not recommend the entry of a

~cease and demst order agamst CMI {




To support 1ts posmon, Thomson c1tes to ClVH’s response to Thomson s Interrogatory

No 9 Thomson s Interrogatory No 9 sought mformatlon regardmg CMI’s domestlc mventory -

B of “each LCD Device 1dent1ﬁed in [CMI’ s] response to Interrogatory No. 1, and any other LCD : -
, Dev1ce you are planning to import into the Umted States or that you plan will be lmported mto
- the United States by others for sale in the Umted States . (CX-461C ) Thomson s Interrogatory .

'No 1 sought 1dent1ﬁcatnon of “each and every LCD Dev1ee that is manufactured assembled,

sold offered for sale, sold for unportatlon, unported into the Umted States or sold after

. lmportatlon into the Umted States.” (CX-459C )

A

isda[Ben

Thomson seeks a cease and de51st order agamst the followmg leda/BenQ entltles
L Q1sda (Suzhou) Co Ltd Q1sda Amenca, BenQ Amerlca and BenQ Latm Amenca. (CIB at

- 199. ) Ifthe Commlsswn fmds a violation of Sectmn 337 I recommend the entry of a cease and’}'




| 'PUBLfrc_v;égsioN;f; L

desrst order agamst leda Amenca 1 do not recommend the entry of a cease and desxst order. R

agamst leda (Suzhou) Co. Ltd BenQ Amenca, and BenQ Latm Amenca

}
Wlth regard to leda Amenca, Thomson c1tes to ev1dence that shows that leda

-America’s domestro mventory as of May 3,2011 was { .' ‘ v o } (CX 379C )56

Qisda/BenQ argues that Thomson has fa11ed to establxsh that thls snapshot of leda Amenca s

" mventory on one da in May 2011 demonstrates that Qrsda Amenca mamtams a commercrally

o 51grnﬁcant dom _\mventory

I find that Q1sda Amenca mamtams a commercmlly sxgmﬁcant domestlo mventory
While leda/BenQ is correct in assertmg that the mventory ﬁgure is fmm one pomt in tlme in -
: May 2011 I ﬁnd that such evxdence isa reasonable proxy. for the typ1ca1 mventory mamtamed
. by. leda Amenca 1n the Umted States Moreover I ﬁnd that Q1sda Amenca s mventory of over 7’

AU SR } is commerc1a11y. mgmﬁcant, regardless of the fact that Thomson d1d not

5 % Tothe extent that stda/BenQ argues that thrs mventory mcludes both accused and non—accused products such .
" an argument is undercut by Qisda/BenQ’s mterrogatory response; which clearly states that the listed mventory
oonsmts of LCD products “that Complamants have accused of mﬁ'mgement.” (CX-379C at 99, )




U : ” and CMI because they dnectly nnport mﬁmgmg products mto the U S

B "j;-:f(Cmng cx424sc at Q: 3153 16“) Thomson asserts that CMI refused to partlclpate in dlscovery B

o regardmg the bond amount, meamng that CMI’s bond should be set at 100% (C1t1ng CX-398C

: "‘.;:"Suggest a Standard aS tO What a “Commenually Slg]]ﬁcant” mventory ammmts. to m tb.e LCD )

ith r a.rd to BenQ Amenca and BenQ Lann Amenca, Thomson cites to ev1dence o o
- showmg that as of March 31 2011 BenQ Amenca had a domestlc mventory of { : } .
: : products and BenQ Latm Amenca had a domestlc mventory of { ' . }5 7 (CX-- N
| 31_,367C ) For both BenQ entltles, I fmd that such a small amount of domesnc product does not

g amount to a “commerc1ally s1gmﬁcan o inventory. Moreover, th1s conclusmn is further

Supportedby th@‘eYldean? that { .. "

.. ) RX315CatQ.57-58) -

C Bondmg

Thomson’s Posxtlon Thomson contends that abond is appropnate for Qrsda, BenQ, ;

Thomson clarms that a bond is necessary to protect Thomson because Qrsda, BenQ, and B

CMI sell mfnngmg prcducts m dlrect competltlon W1th products sold by Thomson hcensees

at Nos 83 85 CX-4245C at Q 319 ) Thomson asserts that for leda/BenQ, the followmg bond ‘

e arnounts should apply { } per LCD momtor { . } per d1g1ta1 TV for screens smaller than

e 200”. { | } per drgltal TV for screens of at least 20 0” but smaller than 32 0” { .} per d1g1 X
TV for screens of at least 3. 0” but smaller than 42.0; and { “}per dlgltal TV for screens :»: B

o larger than 42 0” Thomson clalms that these bond amOunts are comparable to {




B 'through cx-4osc cx-mc through cx-213c JX-2OC through JX-23C ) Th"mson argues that .

S Q 335- 337)

. ‘:'ymargm through pubhcly avallable sources. _

RS sholﬂd be set at the amount of $1,000.

o PUBLIC VEiisroN% e

} (Cltmg CX—4245C atQ 320-333 CX-349C CX-4OOC

o leda/BenQ’S suggested bond of $1000 is msufﬁclent because it would be substantlally less than

T 1‘ the { ) Thomson would receive m reveriue durmg that t1me penod (Cltmg CX-4245C at . g

CMI’s Posntlon CMI contends that Thomson fmled to meet its burden w1th respect to B

bond

CMI claims that Thomson had the necessary mformatlon to calculate a reasonable royalty

rate and s1mp1y chose not to do. so. Accordmg to CMI Thomson never 1nformed CMl that it

lacked the necessary mformatlon to calculate a bond CMI states that Thomson possessed
mformatlon concermng CMI’s market share and licenses with third partles (Cltmg CX-4245C .

" ‘fat Q. 288 CX- 34C ) CMI asserts that Thomson could have readily obtained CMI’s proﬁt

leda/BenQ’s Posxtlon leda/BenQ contends that Thomson falled to carry the burden‘ o

i of proof in 1ts request for a bond leda/BenQ states that should a bond be recommended 1t

Qnsda/BenQ argues that a bond is not necessary to protect Thomson because Thomson o |
*does not PO L 'f S ) (Citing CX-4245C at . 36;,CX-
' :.“:-4246C at Q 17- 18 CX-4247C at Q 10. ) leda/BenQ further argues that Thomson farled to N

| estabhsh that {

} (Cltmg cx424sc at Q. 316) Accordmg o .

leda/BenQ, tlns lack of competltlve mJury means that Thomson is not enntled to a bond
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leda/BenQ clanns that even. if Thomson could show that Qrsda/BenQ would enjoy a

| ) compe‘nnve advantage durmg the bond penod, a nommal bond of $1 000 is appropnate

- by the fact and unrehable {

- ,_])iscuss"ion.yand Conclusions::] If the _Commis’Sionﬁndsa violation of Section 337, I_‘ L

recommend thatno bond be requlred o | . " '-
- The- admrmstratlve law Judge and the Commlssron must; deternnne the amount of bond to e
be reqmred of a respondent, pursuant to sectlon 337 (])(3), dunng the 60 day Presrdentlal revrew
period following: the issuance of permanent rehef in the event that the Commrssmn determmesz".‘:‘
to order a remedy The purpose of the bond is to protect the complamant from any mjury |
19 CFR §§ 210. 42(a)(1 )(n) 210. 50(a)(3). . The complamant has the burden of supportmg any ,
) bond amount it proposes Certam Rubber Anttdegradants Components Thereof and Products i

i Contaznzng Same, Inv No 337-TA~533 Comm n Op 2006 ITC LEXIS 591 (Jul 21 2006)

When rellable pnce mformatron 1s avarlable the Commlssron has often set the bond by o
ellmmatmg the dlfferennal between the domestlc product and the imported;, mf_nngmg product _‘ :
See Certain Mzcrosphere Adheszves, Processes for Making Same, and Products Contazmng
- Same Includmg Self Stzck Reposztzonable Notes, Inv No 337—TA—366 Comm n Op a 24

(1995) Iﬁ other CaSCS, the Commrssron has turned to altematlve approaches, especrally when the "}‘}

| level of a reasonable royalty rate could be ascertained. See, " Certam Integrated Czrcuzt :

Telecommunicatzon Cths and Products Contaznzng Same In udmg Dzalzng Apparatus Inv 3

No. 337-TA-337, CommnOp at 41 (1995)

N

_Qrsda/BenQ asserts that the analysls oﬁ'ered by Thomson to support 1ts bond rates 1s unsupportedf"'_‘; T




L «1996 WL 1056209 (Sept 23, 1996) (finding that a bond of 100% was appropnate “because of

The Commrsswn has set a bond of 100% when the ev1dence supported a ﬁndmg that 1t

E would be d1fﬁcult or 1mpos51b1e to calculate a bond based on pnce dlfferentlals Certazn

e Varzable Speed Wznd Turbznes and Components I?zereof Inv No 337-TA-376 Comm nOp,

_the dlfﬁculty in quanttfymg the cost advantages of respondents’ imported Enercon E—40 wind

- turbmes and because of price ﬂuctuatlons due to exchange rates and ‘market condmons ™

| Certazn Systems For Detectlng and Removmg Vzruses or Worms Components Ihereof and

o 'Products Contamzng Same Inv. No. 337-TA-510 Comm n Op., 2007 WL 4473083 (Aug. 2007)

(imposing a bond of 100%based on a finding that the part_tes had\nm_nerous mo‘dels_:-and products“ |
~ lines, and that a price comparison would be difficult because r'espondent"sipro_ducts ”w,ere a

‘ combination of hardware and softWare while, the complainant’s products v;rere software only);
Certain Flash Memory C’zrcults and Products Contamzng Same, Inv No. 337-TA-3 82 USITC
Pub. No. 3046 Comm n Op at 26 27 (July 1997) (a 100% bond imposed when pnce
companson was not practical because the partles sold products at different levels of commerce
and the proposed royalty rate appeared tobe de minimis and without. adequate support m the

, record). . 1 , . ‘ - :
“Thomson only seeks abond from CML and Qisda/BenQ. I will address these respondents ,
o individually. : B o

. .Qisda/Ben

Thomson seeks a bond for leda/BenQ that is related to an alleged Ieasonabl é Yoy alty for | RN

N LCD momtors and LCD telev131ons Thomson bases it bond amount on, ex1stmg hcenses in the

. industry. (See CX-4245C atQ 320- 333)
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: I ﬁnd that Thomson has falled to estabhsh that a bond is appropnate | “The purpose of a .
bond dunng the Pre31dent1al rev1ew period is to offset any competltlve advantage resultmg from: .
b the alleged unfalr acts en_]oyed by persons benefitting from the 1mportat10n of the art:lcles mo

| ':;f.;;‘questlon » Certam Szlzca—Coated Lead Chromate Pzgments, Inv, No 337-TA-12O VICWS of the )

;.-_cOmm n(Apr 21, 1983) { BN

Whlle Thomson s argument makes sense in the abstract, Thomson oﬁ'ers no supportmg

= *-7';3..\deta11s to back up its claim. Speclﬁcally, Thomson failed to identify the hcensees in ques’uon,
o those "specxﬁe hcenses and the products sold by the hcensees In addltlon, Thomson

o :offered no. ev1dence that these supposed products from the unnamed hcensees actually compete. o

/o w1th any of Respondents products In my view, Dr. Hausman’s smgle unsupported opinion

o :‘does not sufﬁc1ently demonstrate thai a bond is necessary to prevent mJury to Thomson. -~ °

Therefore I recommend no bond be requlred for leda/BenQ

a3




Thomson seeks a bond of 100% for CMI_ : ertmg that CMI farled to partlmpate 1n N

dlscovery regardmg the appropnate bond amount; (See CIB at 199; cx4245c at Q 319, ) lo

not concur that a bond of 100% 1s appropnate

For the reasons descnbed supra, I find. that Thomson has falled to show that a bond is
necessary to protect Thomson ﬁ'om mjury Even 1f Thomson could make such a showmg, N

Thomson has faﬂed to show that a 100% bond is appropnate w1th respect to CMI To support its

o claim. that CMI faﬂed to partlcrpate in dlscovery w1th regard to bondmg, Thomson c1tes to CMI’

: responses to tbree mterrogatones _The first mterrogatory, Interrogatory No 83, sought CMI’

e ‘;".contentlon regardmg the appropnate amount of the bond that should be imposed. (CX-398C )

" | CMI responded that 1t had no. contentlon regardmg the appropnate bond amount (Id) This

";7”1_;response does not demonstrate that CMI refused to partlclpate in d1scovery regardmg bond, as
+~CMI does not bear the burden on the issue of bond and is not requrred to offer any contentlon |
: regardmg the appropnate bond amount S

The second mterrogatory, Interrogatory No 84 sought an 1dent1ﬁcatlon of “all 11cense ) “

' \::iagreements to Whlch you are. a‘p :"that related to any CMI Product, or to any CMI LCD

= Component.” (CX 393C) The third mterrogatory, Interrogatory No. 85 sought ﬁnanc1a1

Lo mformatlon such as gross and net sales ﬁgures, proﬁt margms and proﬁts for “each CMI

R only Ob_] ectlons mcludmg an obJ ectlon that each mterrogatory was overly broad and unduly

. : Product.” (Id) CMI refused to prov1de an answer to these mterrogatones and mstead offered

E ",burdensome (Id ) Nelther party 01tes to any exhlblt that. offers the deﬁmtrons for “CMI

o _Produc ? or “CMI LCD Component.” RPN L




. _ was not Justrﬁed in rmsmg such an ob] ecuon Thomson oﬁ'ers no ev1dence that it attempted to 5

I ﬁnd that the fact that CMI responded to these mterrogatones by Ob_] ectmg does not
that CMI refused to partrmpate in drscovery regardmg the bond Whrle I do not
‘: have the deﬁmtlons of “CMI Product” or “CMI LCD Component,” 1t appears that both

f ;5151_!-:,‘Interrogatory No 84 and Interrogatory No 85 were broad, and there is no ev1dence that CMI

.narrow the scope of the- mterrogatones in response to CMI’s Ob_] ectlons Thomson also oﬁers no E
e evrdence that it moved to compel CMI to prov1de substantrve responses Thomson cannot rely

" o on CMI’S objectxons to these mterrogatones to prove ‘that CMI outnght refused to prov1de
dlscovery regardmg bondmg Because Thomson has the burden to prove the appropriate bond

. i:amount, I do not recommend the entry of a bond for CMI

IX. MATTERS NOT DISCUSSED

X. CONCLUSIONS OF LAW

Thrs Imtral Determma’oon s fa11ure to drscuss any matter ralsed by the partles, orany -

- portron of the record does not mdrcate that 1t has not been con51dered Rather, any such
matter(s) or. poruon(s) of the record has/have been determmed to be melevant, 1mmatena1 or

mentless Arguments made on bnef wlnch were otherwrse unsupported by record evrdence or

| “f.‘legal precedent have been accorded no werght

1 The Commrssmn has subJ ect matter Junsdlctron, inrem Junsdm’uon, and in personam .

,-,;Junsdlctlon RS

! 2.':“ There has been aii 1mportat10n mto the Umted States, sale for 1mportat10n, or sale

- wrthm the Umted States after nnporta’uon of the accused liquid crystal dlsplay devrces, mcludmg

momtors televrsrons ‘and modules, and components thereof whrch are the subJect of the alleged

’ “urifalr trade allegauons

a5




v pursuant t035 us. c. § 103,

3z Thomson has satlsﬁed the domestlc mdustry requlrement pursuant to 19 U S C §,

| _1337(a)(3)(C) for U, s PatentNos 5, 978 063 5, 375 006; 5, 621‘5 6: 5,648 '674 and 6 121 941,.' :

" US.Patent No. 5978063

4 Cla1msl 2 3 4 8 11, 12 14 and 18 ofUS >PatentNo 5 978 063 aremvahd

Claun 17 of U S Patent No 5, 97 8 063 is not mvalld

6. Claims1,2,3,4, 8,11, 12, 14, 17, and 18 ofUS Patent No. 5978063 arenoti:}

: mfrmged by AUO 'CMI, leda, or BenQ

. BenQ.

;i 7. There is no violation of 19 U.S. C § 1337(a)(l) w1th respect to U. S Patent No.

s, 978'063

LS. Patent No. 5375006 |
8 Clalms 4 and 14 ofU S. Patent No 5,375,006 are invalid pursuant to 35 U.S.C. §

- 9. ‘Claim 7 of U S Patent No 5 ,375, 006 isnot mvahd ‘
o .10. Clalms 4 7, and 14 ofU S. Patent No 5 375, 006 2 are not mfrmged by AUO CMI
leda, orBenQ o T T A T S
11. Therei is no vmlatlon of 19 U. S. C § l337(a)(1) with respect to U S. Patent No

5375006, S _ S

- 0. S. Patent No 5,621,556

12, Cla1m3 ofUS ‘Patent No. 5, 621 556 is not mvahd

130 ' C1a1m3 ofUS PatentNo 5621 556 is not mﬁmgedbyAUO CMI leda, or

14, Thereis no violation of 19 U.S.C. § 1337(a)(1) with respect to U.S. Patent No.




- R mvahd

- CMI accused products

S BenQ accused product mcorporaung these CMI accused products

s, 621 556.

| U S. Patent No.5, 648 674

culmsl 7 8; 9 11 13, 14 16 17, and18 ofUS Patent‘No:s 648?674 arenot

16.‘: ClaJmsl 7 8 9 11 13 14 16 17 and 18 ofUS PatentNo 5648 674 a.renot

mﬁmged by the CMI accused products mcludmg the Type 1 Array ercurtry, Type 3 Array ETE

' Clrcmtry, Type. IZO Array Cnctutry, or any stda or BenQ accused products mcorporatmg these B

' '17. Clannsl 7, 8 9, 11 13 14 16, 17 and 18 ofUS PatentNo 5648 674 are

“ ‘_ 'mfnnged by the CMI accused products mcludmg the Type 2 Array Cncultry and any leda or-

18. The ﬁndmg of mfrmgement does not apply tothe Qrsda-manufactured G2200W

LCD monitor, because leda & BenQ have estabhshed that 1t isa covered by a vahd hcense

) "*5'%6 121, 941

19. ‘ There is a vro]atlon of 19 U S C § 1337(a)(1) with respect to U S Patent No

' 5 ,648, 674

 U.S: Patent No. 6,121,941 "ff . ' R
20.» Clatms 1 and 4 of U.S. Patent No 6 121 941 are not rnvahd |
1 Clanns 1 and 4 of U.S. Patent No 6 121 941 are not 1nfrmged by Realtek MStar’ -‘

z '-f_.CMT leda, or BenQ

22,_, ' There is no v1olatlon of 19 U S C. § 1337(a)(1) wrth respect to U S Patent No

- XL _ORDER

._ Based on,‘the foregoing, and thé record as awhole,:"_it is my Fmal Initial Deter‘rninaticn‘ o
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. "that there is a v1olatlon of 19 U S C § 1337(a)(1) m the 1mportat1on mto the Umted States, sale S
'.for 1mportat1on, and the sale w1thm the Umted States aﬁer unportatlon of certam hqurd crystal w

. ) fdlsplay dev1ces mcludmg momtors, telev1s1ons, and modules and components thereof

I hereby CERT[FY to the Commission my Final Initial and Recommended

-'f\‘Deterrmnatlons together W1th the record cons1stmg of the exhlblts adrmtted mto ev1dence The 3

L pleadmgs of the partles ﬁled w1th the Secretary, and the transcnpt of the pre-hearmg conference " o |

‘ ?iand the hearmg, as well as other exhlbrts are not certlﬁed since they are already in the

o ,,,i__-;gCommlsmon $ possession in accordance w1th Commlssron rules
R 1 is further ORDERED that:
| .In'accordance with Com'misslon Rule 210.39, all material heretofore marked m camera.
| because of busmess financial and marketing data found by the admrmstratwe law Judge to be 8
“ cogmzable as confidential business mformanon under Comrmssmn Rule 201 6(a), isto be g1ven
G zn camera treatment continuing after the date thlS mvest1gat10n is termmated - “

" The initial determination portron of the Fmal Imt1al and Recommended Determmanon,
rssued pursuant to Cormmssron Rule 210 42(a)(1)(1) shall become the determmatlon of the
Commlsswn sixty (60) days after the serv1ce thereof unless the Commlsswn, w1th1n that penod 3;‘. o

: ;shall have ordered 1ts review of certam 1ssues therem, or by order, has changed the effectlve date - i

of the mmal determmatron port1on If the- Commlssmn determmes that there is a violation of 19

- US.CL § 1337()(1), the recommended determmatton port:lon, 1ssued pursuant to Comrmssmn

o | Rule 210. 42(a)(1)(11), w111 be consrdered by the Comnussmn in reachmg a detenmnatlon on’

o remedy and bondmg pursuant to Comnnssmn Rule 210 50(a) ‘ S
o W1thm ten days of the date of th1s document, eaeh party shall submlt to the Ofﬁce of the

E -Adm1mstrat1ve Law J udge a statement asto whether or not it seeks to have any portlon of ﬂ’llS
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document deleted from the public Ve.rsion.' The parties’ submissions must be made by hard copy
by the aforementioned date and rmust include a copy of this document with red brackets
indicating any portion asserted to contain confidential busine‘_ss information to be deleted from
the public version. The parties’ submission concerning the public version of this document need
not be filed with the Commission‘Secretaqr. |

SO ORDERED.

Issued: ) ) ‘4’ -
DATE Robert K\Rogers, Jr.
' . : Administrative Law Judge
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