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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of
Investigation No. 337-TA-690
CERTAIN PRINTING AND IMAGING

DEVICES AND COMPONENTS THEREOF

NOTICE OF COMMISSION FINAL DETERMINATION OF NO VIOLATION OF
SECTION 337; TERMINATION OF THE INVESTIGATION

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined that no violation of section 337 occurred in the above-captioned investigation.

FOR FURTHER INFORMATION CONTACT: Daniel E. Valencia, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 205-1999. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
S.W., Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server at Attp.//www.usitc.gov. The
public record for this investigation may be viewed on the Commission’s electronic docket
(EDIS) at Attp://edis.usitc.gov. Hearing-impaired persons are advised that information on this
matter can be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
October 26, 2009, based on a complaint filed by Ricoh Company, Ltd. of Tokyo, Japan; Ricoh
Americas Corporation of West Caldwell, New Jersey; and Ricoh Electronics, Inc. of Tustin,
California (collectively “Ricoh™). 74 Fed. Reg. 55065 (Oct. 26, 2009). The complaint alleged,
inter alia, violations of section 337 in the importation into the United States, the sale for
importation, and the sale within the United States after importation of certain printing and
imaging devices and components thereof by reason of infringement of U.S. Patent Nos.
6,209,048 (“the ‘048 patent™); 6,212,343 (“the ‘343 patent™); 6,388,771 (“the ‘771 patent™);
5,764,866 (“the ‘866 patent); and 5,863,690 (“the ‘690 patent”). The complaint named Oki Data
Corporation of Tokyo, Japan and Oki Data Americas, Inc. of Mount Laurel, New Jersey
(collectively “Oki’’) as respondents.

On September 23, 2010, the presiding administrative law judge (“ALJ”) issued his final initial
determination (“ID”) finding that Oki violated section 337 in the importation into the United



States, the sale for importation, and the sale within the United States after importation of certain
printing and imaging devices and components thereof by reason of infringement of several claims
in the ‘690 patent. The ALJ found that Oki has not violated section 337 with respect to the ‘048,
‘343, 771, and ‘866 patents.

On November 22, 2010, the Commission determined to review the ALJ’s ID in part as to the
‘343 and ‘690 patents. The Commission asked for, and received, briefing on the issues under
review as well as on remedy, the public interest, and bonding.

Having examined the record of this investigation, including the ALJ’s final ID and all the written
submissions, the Commission has determined to affirm the ALJ’s finding that no section 337
violation occurred with respect to the ‘343 patent, but reverse his finding that a violation
occurred with respect to the ‘690 patent. As to both the 343 and ‘690 patents, the Commission
has determined to reverse the ALJ’s finding that Ricoh satisfied the economic prong of the
domestic industry requirement of section 337(a)(3), 19 U.S.C. § 1337(a)(3). As to the 343
patent, the Commission has determined to modify the ALJ’s construction of “a lower edge” and
affirm, on modified grounds, his findings that (1) Oki does not infringe the asserted claims of the
‘343 patent and (2) Ricoh does not meet the technical prong of the domestic industry
requirement. As to the ‘690 patent, the Commission has determined to reverse the ALJ’s finding
that claims 1, 5, 9, and 13 of the ‘690 patent are not anticipated by the prior art. The
Commission has determined to deny the outstanding request for oral argument, filed on
December 23, 2010, as moot. The investigation is terminated.

The authority for the Commission’s determination is contained in section 337 of the Tariff Act of
1930, as amended (19 U.S.C. § 1337), and in sections 210.42-50 of the Commission’s Rules of
Practice and Procedure (19 C.F.R. §§ 210.42-50).

By order of the Commission.

Marilyn R.Mbbott”
Secretary to the Commission

Issued: January 25, 2011
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, DC 20436

In the Matter of Investigation No. 337-TA-690

CERTAIN PRINTING AND IMAGING
DEVICES AND COMPONENTS THEREOF

COMMISSION OPINION

On September 23, 2010, the presiding administrative law judge (“ALJ”) issued his final
initial determination (f‘ID”) in the above-referenced investigation. The ALJ found a violation of
section 337 of the Tariff Act 0of 1930, as amended, 19 U.S.C. § 1337, by the respondents in
connection with U.S. Patent No. 5,863,690 (“the ‘690 patent”). The ALJ found no violation of
section 337 by the respondents in connection with the remaining four patents, U.S. Patent Nos.
5,746,866 (“the ‘866 patent™); 6,388,771 (“the ‘771 patent™); 6,209,048 (“the ‘048 patent™); and
6,212,343 (“the ‘343 patent”). On November, 22, 2010, we adopted the ALJ’s finding of no
violation with respect to the ‘866, ‘771, and 048 patents, but determined to review the findings
and conclusions pertaining to the ‘690 and ‘343 patents.

On review, we affirm the ALJ’s finding that no section 337 violation occurred with
respect to the ‘343 patent, but reverse his finding that a violation occurred with respect to the
‘690 patent. More particularly, as to both the ‘343 and ‘690 patents, we reverse the ALJ’s
finding that Ricoh satisfied the economic prong of the domestic industry requirement of section
337(a)(3). Asto the ‘343 patent, we have determined to modify the ALJ’s construction of “a
lower edge” and affirm, on modified grounds, his findings that (1) Oki does not infringe the

asserted claims of ‘343 patent and (2) Ricoh has not satisfied the technical prong of the domestic
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industry requirement. Finally, we reverse the ALJ’s finding that Oki did not prove that claims 1,
5,9, and 13 of the ‘690 patent are anticipated by the prior art, specifically, the prior art OL400e
fuser rollers.
I. BACKGROUND
A. Procedural History |

This investigation was instituted on October 26, 2009, based on a complaint filed by
Ricoh Company, Ltd. of Tokyo, Japan; Ricoh Americas Corporation of West Caldwell, New
Jersey; and Ricoh Electronics, Inc. of Tustin, California (collectively, “Ricoh™). 74 Fed. Reg.
55065 (Oct. 26, 2009). The complaint alleged, inter alia, violations of section 337 in the
importation into the United States, the sale for importation, and the sale within the United States
after importation of certain printing and imaging devices and components thereof by reason of
infringement of various claims of the ‘866, ‘771, ‘048, ‘343, and ‘690 patents. The complaint
named Oki Data .Corporation of Tokyo, Japan and Oki Data Americas, Inc. of Mount Laurel,
New Jersey (collectively, “Oki”) as respondents.

The ALJ held an evidentiary hearing from May 17, 2010, to May 25, 2010, and thereafter
received post-hearing briefing from the parties. On September 23, 2010, the ALJ issued his final
ID. The ALJT found a violation of section 337 by reason of infringement of claims 1, 2, 5, 6, 9,
10, 13, and 14 of the ‘690 patent. ID at 459. The ALJ found no violation with respect to the
other asserted patents. ID at 457-58. In particular, the ALJ found no infringement by Oki and

that no domestic industry exists for the ‘866, ‘343, 771, and ‘048 patents. Id. The ALJ also

found some of the asserted claims of the “771 and ‘048 patents invalid. /d. The ALJ



PUBLIC

recommended that the Commission issue a limited exclusion order for the ‘690 patent and a
cease-and-desist order against Oki, but recommended that no bond be set during the period of
Presidential Review. ID at 450-56.

On October 6, 2010, Ricoh, Oki, and the Commission investigative attorney (“IA”) filed
petitions for review of the ID." On October 14, 2010, Ricoh, Oki, and the IA each filed responses
to each others’ petitions for review.> On October 15, 2010, the Commission issued a notice
requesting comments from the parties regarding any potential public interest issues. On October
25, 2010, Ricoh, Oki, and the IA filed their respective statements regarding whether the public
 interest would preclude issuance of a remedy.

On November 22, 2010, the Commission determined to review the issues pertaining to
the ‘690 and ‘343 patents. The Commission asked for briefing on selected issues and on remedy,
the public interest, and bonding. On December 9, 2010, Ricoh, Oki, and the IA filed initial
submissions addressing questions set forth in the Commission’s review notice.” On December

17,2010, Ricoh, Oki, and the IA each filed reply submissions regarding the violation issues on

' See generally Petition for Commission Review By Complainants Ricoh Company, Ltd.,
Ricoh Americas Corporation, and Ricoh Electronics, Inc. (“Ricoh Pet.””); Respondents’ Petition
for Review (“Oki Pet.”); Office of Unfair Imports Investigations Petition for Review of Final
Initial Determination.

* See generally Complainants’ Response to Petitions for Commission Review by
Respondents and OUII (“Ricoh Resp.”); Response of Respondents to Complainants’ Petition for
Review; Response of the Office of Unfair Imports Investigations to Petitions for Review of Final
Initial Determination of Complainants Ricoh and Respondents Oki Data.

3 See Oki Data’s Response to Commission’s Determination to Review-In-Part a Final
Determination Finding a Violation of Section 337 (“Oki Sub.”); Complainants’ Submission on
Questions 1 Through 5 Raised in the Commission’s Notice of Commission Determination to
Review-In-Part (“Ricoh Sub.”); Brief of OUII on Issues Under Review (“IA Sub.”).

3
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review and opening submissions regarding remedy, the public interest, and bonding.* Based on a
request made by Oki’s counsel, the Commission granted all parties an extension of time to file
their reply submissions on the issues of remedy, the public~interest, and bonding until December
23, 2010. On December 23, 2010, Ricoh, Oki, and the IA each filed reply submissions on the
issues of remedy, the public interest, and bonding.” Also on December 23, 2010, Oki filed a
motion with the Commission requesting oral argument on the issue of remedy and the public
interest should the Commission determine that a violation of section 337 exists.
B. Patents and Products at Issue

The technology at issue relates generally to electrophotographic multifunction printers
(“MEPs™). These devices are copier machines that typically have scanning; printing, copying,
and networking capabilities. The ‘343 patent and the ‘690 patent involve different aspects of the
subject printers. The disclosure of the ‘343 patent is directed to a toner process cartridge with a

specific configuration that prevents toner from leaking from the cartridge. The ‘343 patent,

* See Complainants’ Reply to Oki Data’s and OUII’s Submissions on Questions 1
Through 5 Raised in the Commission’s Notice of Commission Determination To Review-In-
Part; Complainants’ Opening Submission on Remedy, Public Interest and Bonding Requested in
the Commission’s Notice of Commission Deternination to Review-In-Part; Reply Brief of
Respondents Oki Data Corp. and Oki Data Americas, Inc. In Response to Notice of Commission
Determination to Review-In-Part a Final Determination Finding a Violation of Section 337;
Respondents Oki Data Corp. and Oki Data Americas, Inc.’s Brief on Remedy, Public Interest,
and Bonding (“Oki Rem. Sub.”); Reply Brief of OUII on Issues Under Review; Brief of OUII on
Remedy, Public Interest and Bonding.

* See Complainants’ Reply Submission on Remedy, Public Interest and Bonding
Requested in the Commission Notice of Commission Determination to Review-In-Part;
Respondents Oki Data Corporation and Oki Data Americas, Inc.’s Reply Brief on Remedy,
Public Interest, and Bonding; Reply Brief of OUII on Remedy, the Public Interest, and Bonding.

4
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which issued on April 3, 2001, is entitled “Developing device, process cartridge and image
forming apparatus that prevent toner leakage.” JX-4 (‘343 patent). The application that matured
into the ‘343 patent was filed on October 22, 1999, and claims priority to numerous Japanese
applications, the earliest of which is dated October 22, 1998. Id. The named inventors are
Hiroshi Hosokawa, Tetsuo Yamanaka, Kenetsu Osanai, and Kenichiroh Nagai, all of Japan, and
the assignee is listed as Ricoh Company, Ltd. /d. Claims 18-21 of the ‘343 patent are asserted
by Ricoh. Claim 18, for example, recites:

18. A developing device, comprising:

a developing case in which a toner exit opposed to a photoconductor is formed;

a developing roller including an axial part rotatably supported by supporting
walls provided at sides of the developing case and a roller part disposed at the
toner exit;

side seals arranged at longitudinal ends of the toner exit so as to contact outer
circumferential surfaces of longitudinal ends of the roller part of the developing
roller; and

a blade that is formed with a thin metal plate having elasticity and that is
configured such that a lower edge thereof contacts the roller part of the
developing roller so as to seal a gap between an upper edge of the toner exit
and an upper outer circumferential surface of the roller part of the developing
roller,

wherein the blade includes a wide-width part having a length such that
longitudinal ends thereof face the side seals respectively and a narrow-width
part extended from the wide-width part toward upstream of a rotation direction
of the developing roller and configured to have a length that enables the
narrow-width part to be bent in a direction orthogonal to a longitudinal
direction of the developing roller between the side seals arranged at sides of the
toner exit, and a step part forming a boundary between the wide-width part and
the narrow-width part is disposed downstream of a contact point of the blade
and the roller part of the developing roller in the rotation direction of the
developing roller.
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JX-4 (°343 patent), col. 24, 1. 25 - col. 25, 1. 29.

The ‘690 patent is directed to the surface characteristics of fuser rollers, how these
surface characteristics are measured, and how the fuser rollers interact with toner. The ‘690
patent, which issued on January 26, 1999, is entitled “Toner image fixing method.” JX-5 (‘690
patent). The application that matured into the ‘690 patent was filed on February 5, 1997, and
claims priority to two Japanese applications, the earliest of which was filed on February 9, 1996.
Id. The named inventor is Masahide Yamashita of Numazu, Japan, and the assignee is listed as
Ricoh Company, Ltd. Id. Claims 1,2, 5, 6,9, 10, 13, and 14 of the ‘690 patent are asserted.
Claim 1 (the only asserted independent claim) states:

1. A toner image fixing method comprising the steps of:

providing a thermofusible toner image on an image supporting material;

providing two fixing members with a nipped section thereof;

heating the nipped section of the two fixing members; and

fixing the thermofusible toner image on the image supporting material by

contacting the thermofusible toner image with the heated nipped section of the

two fixing members, wherein an adhesion constant p_,(n) is represented by:
I,.,(n) = (cos B, - cos 0,)/sin 0,

wherenis 1 or 2, 0, is a receding constant angle of a surface of at least one of

the fixing members that contacts the thermofusible toner image on the image

supporting material, and 0, is a static contact angle of the surface, the receding

and static contact angles determined using a liquid having a dipole moment of

greater than about 3.0 debye when n is 1 and using another liquid having a

dipole moment of 0.0 debye when n is 2, and

a ratio of a first adhesion constant to a second adhesion constant, p_,(1)/p,.

»(2), of the surface that contacts the thermofusible toner image on the image
supporting material is less than about 8.0.
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JX-5 (‘690 patent), col. 11, 11. 21-48.

Ricoh contends that Oki’s process cartridges (also called “image drums”) and Oki MFPs
that use these cartridges infringe the asserted claims of the ‘343 patent. See Complainants Ricoh
Company, Ltd., Ricoh Americas Corporation and Ricoh Electronics, Inc.’s Pre-trial Brief at 31-
32. Ricoh contends that Oki’s fuser rollers, fuser kits, and devices that use these components
infringe the asserted claims of the ‘690 patent. Id. at 33-34.

Also at issue are Ricoh’s domestic C200 series products relied on by Ricoh to satisfy the
domestic industry requirement for both the ‘343 and ‘690 patents. 1D at 416. These products
were manufactured abroad until sometime in 2008, when Ricoh stopped manufacturing these
products altogether. Id. Ricoh stopped selling these products in the United States at least as early
as April 2009. Id. Ricoh nevertheless continues to service and maintain these products for its
customers. Id.

I1. ISSUES PERTAINING TO THE ‘343 PATENT

A. Construction of “a direction orthogonal to a longitudinal direction of the developing
roller”

Claim construction begins with the language of the claims themselves. Claims should be
given their ordinary and customary meaning as understood by a person of ordinary skill in the art,
viewing the claim terms in the context of the entire patent. See Phillips v. AWH Corp., 415 F.3d
1303, 1312-13 (Fed. Cir. 2005). In many cases, claim terms have a specialized meaning, and it is
necessary to determine what a person of skill in the art would have understood disputed claim
language to mean, by analyzing the words of the claims themselves, £he remainder of the

specification, the prosecution history, and extrinsic evidence concerning relevant scientific
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principles, as well as the meaning of technical terms, and the state of the art. /d. at 1116. In some
instances, claim terms do not have particular meaning in a field of art, and claim construction
involves little more than thg application of the widely accepted meaning of commonly
understood words. Id.
The asserted independent claims 18, 20, and 21 recite, among other things, “a blade . ..
having . . . a narrow-width part . . . configured to have a length that enables the narrow-width part
to be bent in a direction orthogonal to a longitudinal direction of the developing roller.” JX-4
(‘343 patent), cols. 25-26. The ALJ construed “a direction orthogonal to a longitudinal direction
of the developing roller” language to mean “a direction that is at a right angle to a lengthwise
direction of the developing roller.” ID at 235. In denying summary determination that the
“orthogonal” limitation renders the asserted claims indefinite, the ALJ indicated:
Ricoh states that “a direction orthogonal to a longitudinal direction of the
developing roller” is a direction “along a line running perpendicular or
radial to a line running parallel to the central length-wise axis of the
developing roller.” (Ricoh Resp. at 4.) I understand this description to be
substantively identical to my explanation of the claim language.

Order No. 25 at 9 n.2 (Apr. 22, 2010).

We agree with the ALJ’s interpretation of this language. Because there any number of
places where a reference longitudinal direction can be positioned within the developing roller, we
find that an orthogonal direction is any direction that is perpendicular to any reference
longitudinal direction. Put another way, these orthogonal directions lie in planes that are
perpendicular to the reference longitudinal direction; these planes are parallel to the circular ends

of the roller.

We find the claim language not to be indefinite, however, because the meaning of the

8
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claim language is clear, and one of ordinary skill in the art would understand that this language
refers to any direction that is perpendicular to a reference longitudinal direction, which coincides
with any line that extends through the roller parallel to the central axis thereof. See Enzo
Biochem, Inc. v. Applera Corp., 599 F.3d 1325 (Fed. Cir. 2010) (“Indefiniteness requires a
determination whether those skilled in the art would understand what is claimed.”) (internal
quotations omitted). Simply put, the planar blade is required to bend from the surface of the
roller. Nothing in the specification or prosecution history suggests that this claim language takes
on anything other than its ordinary meaning. That this language adds little (if any) substance to
the requirements of the claim does not make this limitation indefinite. Moreover, there is no
textual nexus in the claim language that would support a more restrictive interpretation of this
claim requiring, for example, that the longitudinal direction coincide with the central axis or “a
direction orthogonal” be perpendicular to the surface of the roller, as the IA suggests.

B. Construction of “a lower edge”

Asserted claims 18, 19, and 21 require, among other things, “a blade . . . configured such
that a lower edge thereof contacts the roller part of the developing roller.” The ALJ construed
the term “a lower edge” to mean “the furthermost point on the blade at its lower end.” ID at 85.
The ALJ relied on the only use of the term “lower edge” in the ‘343 detailed description to refer
to the furthermost point on the blade 17 at the lower end in figures 8A and 8B such that the
contact point of the blade and the roller is above the “lower edge” of the blade 17. ID at 86-87.
This description states:

As illustrated in FIGS. 8 and 9, the blade 17 is configured such that the

part extending downward beyond the blade holder 42 bents [sic] toward
the rear side of the developing case 13 by being pressed with the roller part

9
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34 of the developing roller 15 and the bent piece 52 contacts the roller part

34. Therefore, as indicated by a one-dot chain line in FIG. 12, the contact

position C of the roller part 34 and the blade 17 is located in a position

slightly above the lower edge of the blade 17.
JX-4 at 15:12-20. Ricoh sought review of the ALJ’s determination because the embodiment
shown in Figures 8A and 8B, which is being described in the passage the ALJ relied on to
construe this term, is not covered by the ALJ’s construction. As shown below in Figure 8A, the

“furthermost point on the blade [17] at its lower end” is not in contact with the developing roller

15, contrary to the express requirement of the asserted claims.

FIG. 8A

The Commission determined to review.

Here, we agree with Ricoh that “a lower edge” should not be read narrowly to mean “the
lower edge” described in the specification. It was error for the ALJ to limit the scope of the term
“a lower edge” using an embodiment which his construction does not cover. Furthermore, the

ALJ’s construction excludes the preferred embodiment of the ‘343 patent, which we know to be

10
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“rarely, if ever, correct.” Adams Respiratory Therapeutics, Inc. v. Perrigo Co., 616 F.3d 1283,

1290 (Fed. Cir. 2010) (internal quotation omitted). We give “a lower edge” its ordinary
meaning, which does not preclude the existence of more than one lower edge. There are a
variety of dictionary definitions for the word “edge,” including, for éxample, “a terminating
border” or “a line that is the intersection of two plane faces of a solid object.” See MERRIAM
WEBSTER’S NEW INTERNATIONAL DICTIONARY (3d. ed. 2002) at 722.5 As it pertains to the ‘343
patent, the first “terminating border” definition describes the lowermost tip of the blade, while
the second “intersection of two planes” definition describes the sharp intersection betwéen the
bent potion 52 and the main portion 17 of the blade.

In other words, the blade 17, 52 of the ‘343 patent has more than one “lower edge.”
Thus, we find that “a lower edge” should not be construed to refer only to the furthermost tip of
the blade, as the ALJ construed it. This construction would effectively limit the claimed blade to
a single “lower edge,” requiring the language “a lower edge” to mean “the loweét edge.” See
Ricoh Pet. at 13-14. Nothing in the claim language, however, suggests that there must only be a
single lower edge. To the contrary, “‘a’ or ‘an’ in patent parlance carries the meaning of one or
more in open-ended claims containing the transitional phrase ‘comprising.’” Free Motion
Fitness, Inc. v. Cybex Int’l Inc., 423 F.3d 1343, 1350 (Fed. Cir. 2005) (internal quotation
omitted).
C. Infringement

The ALJ found that none of the Oki products except for the 9600 model infringe the

¢ These are just two of the various definitions of “edge” that we find to be appropriate in
the context of the 343 patent.

11
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asserted claims of the ‘343 patent. ID at 356-68. In particular, the ALJ found that the accused

products do not have a blade that is (1) “configured such that a lower edge thereof contacts the
roller part of the developing roller” and (2) “configured to have a length that enables the narrow-
width part to be bent in a direction orthogonal to a longitudinal direction of the developing roller
between the side seals arranged at sides of the toner exit,” as required by asserted claims 18-21 of
the ‘343 patent. 1D at 357-60.

Above, we construed “a iower edge” to take on its ordinary meaning rather than limiting
this term to the furthermost tip of the blade. We found that an edge can occur at the tip of the
blade, or at a sharp intersection of planes in the blade. Under this construction, we find that “a
lower edge” of the blade in the accused products contacts the developing roller. CX-122 at 5, 14,
16, and 19. Although the furthermost tip of the blade does not contact the roller, the “elboW” of
the L-shaped permanent bend in the accused products, i.e., an edge, undoubtedly does. Id.
Therefore, we reverse the ALJ’s finding to the contrary. See CX-122 at 18.

As discussed supra, we find that the orthogonal direction of the narrow-width part of the
blade need not be perpendicular to the surface of the roller. We find that “a direction
orthogonal” refers to a planar bend of the blade at any angle with respect to the roller as long as
the direction of the bend is in a place that is perpendicular to the longitudinal direction.
Accordingly, we reverse the ALJ’s determination that the accused products do not meet the
“direction orthogonal” limitation. See CX-122 at 19.

There are two different types of bending that occur in the accused products. There is a
permanent, L-shaped bend in the narrow part of the blade, not caused by the developing roller

(i.e., perpendicular to the tangent at the surface point in question). CX-122 at9. A gradual curve

12
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in the wide part of the blade is caused by the force applied by the developing roller. CX-122 at

14. We find that neither meets the claim language “configured to have a length that enables the
narrow-width part to be bent . . . between the side seals,” as recited by the asserted claims.
Although the L-shaped permanent bend occurs in the narrow-width part, this bend does not make
the blade capable of being bent between the side seals, nor does this bend occur because of the
length of the narrow-width part of the blade, as required by the claims. The gradual curve in the
blade does not meet the claim language either because it does not occur in the narrow-width part
of the blade. Rather, the gradual curve occurs in the wide-width part. See CX-122 at 5,9, 19.
The side cross-sectional view of the accused products shows the gradual curve is distant from the
bottom end of the blade where the narrow width part is located. CX-122 at 5, 19. Thus, this
bending occurs in the wide-width part, not the narrow-width part. Because the accused products
do not have a “narrow-width part configured to have a length that enables the narrow-width part
to be bent,” there is no infringement. We therefore affirm the ALI’s determination of no
infringement on these modified grounds. As to the 9600 model, we do not find clear error in the
ALJ’s determination that these products infringe the asserted claims of the ‘343 patent. ID at
358-59.
D. Domestic Industry: Technical Prong

The ALJ found that Ricoh failed to prove that it satisfies the technical prong of the
domestic industry requirement because its C200 series products do not practice independent
claim 20 of the ‘343 patent. ID at 440 (citing RX-85C at Q. 97-103, RX-354, RX-355, and RX-
356). In particular, the ALJ found that the Ricoh products do not meet the “a narrow-width part .

.. configured to have a length that enables the narrow-width part to be bent . . . between the side

13
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seals arranged at sides of the toner exit” in claim 19 of the ‘343 patent. Id.

For the same reasons set forth above with respect to the accused products in our
infringement discussion, we find that the C200 series domestic products meet the “a lower edge”
and “a direction orthogonal” limitations, and we reverse the ALJ’s findings to the contrary. See
CX-122 at 18, 29.

As to the remaining factual questions, we agree with the ALJ that Ricoh’s evidence falls
short. Ricoh has not shown that the narrow-width portion of the blade in the C200 series is bent
between the side seals or will bend between the side seals when the developing roller is
assembled. We find that the photographic evidence relied on by the ALJ, the testimony of Oki’s
expert, Dr. Fraser, and the physical exhibits support the ALJ’s finding that the domestic products
do not meet this claim limitation. See RX-354; RX-355; RX-356; RX-368C at Q/A 101-03;
CPX-53. We reject Ricoh’s argument that, for the blade to operate, the narrow-width part of the
blade in the C200 product must bend between the side seals as shown in Figure 12 of the ‘343
patent. Even if the blade in the 343 patent does in fact bend between the side seals, the ‘343
patent does not show how the domestic industry product works. Contrary to Ricoh’s argument,
we find that the blade in the domestic industry product, C200, need not necessarily bend between
the side seals. Rather than bend between the resilient side seals as Ricoh contends, it is possible
that the blade remains on top of the side seals so as to compress them without actually bending
between them when forced by the developing roller. Indeed, the side seals of the C200 product
are resilient fabric strips that are easily compressed. See CPX-53.

Moreover, for the same reasons set forth above with respect to the accused products in

our infringement discussion, we find that any bending that occurs by contact with the developing
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roller occurs in the wide-width part of the blade rather than the narrow-width part where the
claim requires it. CX-122 at 29, 32, 33; see also CDX-102. Accordingly, we affirm the ALJ’s
finding that Ricoh does not satisfy the technical prong of the domestic industry requirement.
E. Anticipation—Japanese Patent Application No. 61-185772

The ALJ found that Oki failed to prove that Japanese Patent Application No. 61-185772
(“the ‘772 application”) anticipates the asserted claims. ID at 206. The ALJ found that the ‘772
application does not teach (1) bending in “a direction orthogonal” to the longitudinal direction of
the roller and (2) a “step part forming a boundary between the wide-width part and the
narrow-width part is disposed downstream of a contact point of the blade and the roller part,” as
required by the asserted claims. Id.

As discussed above, “a direction orthogonal” can refer to any direction in a plane
perpendicular to the longitudinal direction of the developing roller. Thus, a planar blade bent in
any direction from the roller such as the one shown in the ‘772 application meets this limitation.
We reverse the ALJ’s finding that the “772 application does not disclose a blade bent in “a
direction orthogonal.” We agree with the ALJ, however, that the contact between the blade and
the roller occurs in the same area where the step part occurs. Thus, the “step part” in the ‘772
application is not “downstream of a contact point of the blade and the roller part.”

Moreover, the 772 application does not teach “a lower edge . . . contacts the roller part”
as shown in Figures 2, 3, 5, 6, and 8. See RX-52C at OKI 8381587-90. In particular, the ‘772
application is clear that the nip portion G is the contact area between the blade and the roller, as

shown below.
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FIG. 5

1d. at OKI 8381579. Because no “lower edge” of the blade contacts the roller of the 772
application in the nip portion G, this reference does not anticipate the asserted claims of the ‘343
patent. See RX-52C at OKI 8381587-90. We therefore affirm the ALJ’s finding that the ‘772
application does not anticipate the asserted claims of the ‘343 patent.
ITI. ISSUES PERTAINING TO THE ‘690 PATENT’
A. Level of Ordinary SKkill in the Art
The ALJ found that one of ordinary skill in the art of the ‘690 patent would have

specialized knowledge and experience in the field of electrostatic printing:

7 The Commission takes no action with respect to contributory infringement of the ‘690
patent. Chairman Okun, Commissioner Lane, and Commissioner Pinkert would have found no
contributory infringement based on the evidence in the record. Vice Chairman Williamson,
Commissioner Pearson, and Commissioner Aranoff would have the Commission take no position
on this issue. Beloit Corp. v. Valmet Oy, 742 F.2d 1421 (Fed. Cir. 1984) (noting that the
Commission may at its discretion review only certain dispositive issues resolved in the ID).
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would be one who has at least a Bachelor’s Degree in materials science,

rheology, physics, chemistry, chemical engineering, or mechanical

engineering and at least three years of experience in electrophotography,

electrostatic recording, or electrostatic printing or like fields. The

PHOSITA would also be familiar with heat transfer, fuser roller design

and technology, toner rheology, toner adhesion, release agent management,

nip geometry, image fixing, paper path geometry, contact angle and

surface roughness characteristics and testing of xerographic fuser rollers.
ID at 99. Nevertheless, the ALJ relied on Dr. Giacomin, an expert in the field of rheology, which
is the study of the flow and deformation of matter, including elastic liquids such as toner. ID at 3
(citing Giacomin Tr. 358:3-7). Because we find an inconsistency between the ALJ’s definition
of one of ordinary skill in the art in the ‘690 patent and his acceptance of Dr. Giacomin’s expert
testimony on critical issues for the ‘690 patent, we determined to review.

Upon review, we find the ALJ’s definition of one of ordinary skill in the art for the ‘690
patent to be slightly out of focus. In determining the relevant art of a particular invention, the
Federal Circuit has indicated that some factors to consider include the following: (1) the type of
skill required to understand the disclosure of the patent, (2) the type of prior art applied against
the claims during prosecution by the U.S. Patent and Trademark Office (“PTO”), and (3) the
nature of the problem confronting the inventor. Orthopedic Equip. Co. v. U.S., 702 F.2d 1005,
1008-09 (Fed. Cir. 1983). The ‘690 patent specification discloses, among other things, a
rheological method of reliably calculating the adhesion constant between toner and fuser rollers
to determine whether these surface properties are met. JX-5 (‘690 patent), col. 4, 11. 46-53 (“By
measuring the adhesion constant with two kinds of liquid having respectivé dipole moments of

greater than 3.0 debye and 0.0 debye, factors relating to surface conditions . . . are eliminated”).

In fact, the only drawings in the ‘690 patent are rheological contact angle measurements between
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the fuser roller and the toner. Id. at Figures 1 and 2. Although the ‘690 patent also discloses a

method of manufacturing fuser rollers that meet specific surface properties, none of the claims of
the ‘690 patent are directed to the manufacture of these rollers. Compare Id. col. 6, 11. 1-60
(discussing material and manufacture of fuser rollers) with col. 11, 1. 21 to col. 12, 1. 49.

The 690 patent does not disclose a new “toner image fixing method,” as the preamble in
claim 1 suggests. Indeed, the “providing” steps in the body of independent claim 1 are well-
known electrophotographic process steps. On the other hand, the claimed mathematical
relationships are directed to the specified surface characteristics of the desired fuser, and all
claims require certain rheological measurements to be made to determine whether the claim is
met. Thus, we find that the development of the ‘690 invention was in the field of toner and fuser
theology. See Orthopedic Equip. Co., 702 F.2d at 1008.

Moreover, during prosecution, the ‘690 applicant submitted a number of Japanese patent
references that the PTO considered but never applied in a prior art rejection. The only references
applied in a prior art rejection were U.S. Patent Nos. 5,582,917 (“the ‘917 reference”) and
5,716,714 (“the ‘714 reference”). JX-10 at RITC0002188-2210. Both the ‘917 and ‘714
references are directed to material and manufacture of fusers as well as toner rheology. See id. at
RITC0002192-2210. This also indicates that the relevant art is fuser design and manufacture as
well as toner/polymer rheology. See Orthopedic Equip. Co., 702 F.2d at 1009.

Although the ‘690 patent indicates that it deals with electrophotography, there is virtually
no discuséion of any specific electrophotographic device or process in the detailed description of
the invention. Indeed, the only part of the ‘690 patent that mentions electrophotography is the

“Background of the Invention” and, even then, it is only used as a general introduction to the

18



PUBLIC
problem of “hot-offset,” which the ‘690 patent sets out to solve. JX-5 (‘690 patent), col. 1, 1. 5 to

col. 3, 1. 8. Based on the scope of the problem to be solved, the scope of the claims, the scope of
the disclosure, and the scope of the prior art applied by the PTO, we conclude that knowledge of
rheology and/or fuser design and manufacture is more important than knowledge of the overall
electrophotographic printing process with respect to the ‘690 patent.

In light of what we view to be the relevant art, we find that one of ordinary skill in the art
would have at least a bachelor’s degree in materials science, rheolbgy, physics, chemistry,
chemical engineering, or mechanical engineering and either (1) at least three years of experience
in xerographic fuser design and toner or polymer rheology, (2) at least three years of experience
in rheology in industry or a graduate institution, or (3) a graduate degree in rheology or a like
field. This person would also be generally familiar with electrophotographic printing and one or
more of the following areas: heat transfer, fuser roller design and technology, toner or polymer
rheology, toner adhesion, release agent management, or contact angle and surface roughness
characteristics, and testing of xerographic fuser rollers. We find a general familiarity with
electrophotographic printing to be sufficient given the ‘690 patent’s focus on fuser design and
toner and polymer rheology and lack of emphasis on other parts of the printing process. See JX-5
(‘690 patent),’ col. 11, 1l. 21-49. Moreover, our definition of the required level of skill omits
certain areas that are only tangentially related to the ‘690 patent, including nip geometry, image
fixing, and paper path geometry, because knowledge in these areas would not hélp one
understand the claimed invention. Finally, we conclude that experience in (1) xerographic fuser
design and toner or polymer rheology, (2) rheology in industry or a graduate institution, or (3) a

graduate degree in rheology would allow one to understand the invention of the ‘690 patent.
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Based upon these conclusions, we find Dr. Giacomin, Ricoh’s expert, to be a person of
ordinary skill in the relevant art. In particular, Dr. Giacomin is “generally familiar” with
electrophotography, and he has the other requisite qualifications set forth above. CX-268C at
Q/A 11, 52-71; CX-129. The ALJ found Dr. Giacomin credible because he was knowledgeable
about the areas of dispute for the ‘690 patent. Although it is difficult to quantify credibility of a
witness along with other credentials, the ALJ’s assessment of Dr. Giacomin as a knowledgeable
expert witness strongly suggests that he is at least one of ordinary skill in the art of the ‘690
patent. See e.g., ID at 240, 270-71. Thus, we affirm the ALJ’s determination that Dr. Giacomin
is qualified as an expert for the ‘690 patent on the modified grounds set forth above.

B. Validity: Anticipation

The ALJ found that Oki failed to prove that U.S. Patent Nos. 3,291,466 (“the ‘466
patent”) (RX-115) and 4,935,785 (“the ‘785 patent”) (RX-117) anticipate the asserted claims 1,
5,9,and 13. ID at 269. The ALJ also found that Oki failed to prove that its OL400e roller
anticipated the asserted claims because it was not clear that the rollers tested by Ricoh were the
same as those OL400e rollers manufactured prior to the critical date of the ‘690 patent. ID at
258. The ALJ made similar findings for Oki’s OL1200 rollers. ID at 264-66.

The only disputed claim limitations (reproduced below) are directed to the surface
conditions between the toner and the fuser roller. The ALJ refers to these as the 5" and 6
limitations:

an adhesion constant p_,(n) is represented by:

L, ,(n) = (cos 6, - cos 0 )/sin 9,,
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where nis 1 or 2, 6, is a receding constant angle of a surface of at least one

of the fixing members that contacts the thermofusible toner image on the

image supporting material, and 6, is a static contact angle of the surface,

the receding and static contact angles determined using a liquid having a

dipole moment of greater than about 3.0 debye when n is 1 and using

another liquid having a dipole moment of 0.0 debye when n is 2, and

a ratio of a first adhesion constant to a second adhesion constant, p_,(1)/p,

»(2), of the surface that contacts the thermofusible toner image on the

image supporting material is less than about 8.0.
JX-5 (‘690 patent), col. 11, 11. 34-48. The claimed equation represents the calculation of the
adhesion constant ratio based on the static and receding contact angles using two different
liquids. It is undisputed that the remaining elements “providing a thermofusible toner

2% 44

image . ..,” “providing two fixing members . . . ,” “heating the nipped section . . . ,” and “fixing
the thermofusible toner image . . . ” existed in the prior art, including Oki’s OL1200 and OL400e
printers and fusers. ID at 269-73.

The ‘690 patent indicates that PFA coated fuser rollers (like those used in the prior art
Oki products) “easily satisfy the above—mentiohed surface physical properties.” JX-5 (‘690
patent), col. 6, 1. 1-19. The ‘690 patent does not qualify this sweeping statement. The “surface
physical properties” with which the ‘690 patent is concerned include an adhesion contact ratio of
less than 8.0 when measured using the liquids set forth in the ‘690 patent. Id. at col. 4, 1l. 21-55.
The ‘690 patent explains that measuring the adhesion constant with static contact and receding
contact angles using a single liquid is unreliable due to variations in surface conditions of
thermofusible rollers. Id. According to the ‘690 patent, using more than one liquid, one with a

dipole moment greater than 3.0 debeye and the other with a dipole moment of 0.0, to measure the

angles yields more accurate results. The specification states:
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[T]he degree of difficulty in separating melted toner from the surface

of a fixing member may be obtained by measuring the static contact

angle and the receding contact angle between the melted toner and the

surface of the fixing member . . . [A]ccording to the present invention,

the adhesion constant . . . was found to be fairly correlative . . .

[S]ince the adhesion constant depends on surface conditions of the

fixing member, the adhesion constant measured using only one kind of

liquid tends to vary. By measuring the adhesion constant with two

kinds of liquid having respective dipole moments of greater than 3.0

debye and 0.0 debye, factors relating to the surface conditions of the

fixing member are eliminated and the ratio of the adhesion constants is

found to correlate with the degree of difficulty in separating melted

toner from the surface of a fixing member. '
Id. at col. 4, 11. 21-55. Because hot-offset is a problem with separation between the melted toner
from the thermofusible roller, the adhesion constant calculated in this manner is indicative of the
degree of hot-offset. Based on this description, we find that the ‘690 patent admits that a fuser
roller made of PFA, such as the prior art Oki rollers, inherently meet the claimed less than 8.0
adhesion constant ratio. The “easily satisf]ies]” language is an admission and we consider this
factual evidence in our validity analysis. See Pharmastem Therapeutics, Inc. v. Viacell, Inc., 491
F.3d 1342, 1362 (Fed. Cir. 2007); Constant v. Advanced Micro-Devices, Inc., 848 F.2d 1560,
1570 (Fed. Cir. 1988) (“A statement in the patent that something is in the prior art is binding on
the applicant and patentee for determinations of anticipation and obviousness.”); Sjolund v.
Musland, 847 F.2d 1573, 1577-79 (Fed. Cir. 1988) (the applicant’s statements in the
specification concerning the prior art must be accepted as “a matter of law”).

Even if we were not entitled to rely on the patentee’s admission, the remaining detailed

description, including Example 2, supports the same conclusion. JX-5 (‘690 patent), col. 6, 11. 3-

5 and col. 7, 11. 4-30. As can be seen from Tables 1 to 3, the adhesion constant ratio for the
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roller was calculated to be 0.43 (Table 3, line 2, column 6) based on static contact and receding
contact angles measured (Table 2, line 2) using 2-nitropropane having a dipole moment of 3.73
and n-heptane having a dipole moment of 0.0 (Table 1). See id. at col. 7, 11. 32-43.

Although much of the debate about invalidity based on Oki’s prior art fuser rollers
centered around whether the rollers that were tested by Ricoh’s expert were the same as the
rollers that existed before the effective date of the ‘690 patent, we find clear and convincing
record evidence that the Oki OL400e rollers that existed before the ‘690 patent inherently
anticipate asserted claims 1, 5, 9, and 13, regardless of whether these rollers are the exact same as
those that were tested by Ricoh’s expert during the investigation. See King Pharms., Inc. v. Eon
Labs., Inc., 616 F.3d 1267 (Fed. Cir. 2010) (“Anticipation by inherent disclosure is appropriate
only when the reference discloses prior art that must necessarily include the unstated limitation.”)
(internal quotations omitted). It is undisputed that Oki’s OL400e fuser rollers were coated with
PF A since before the effective filing date of the ‘690 patent. Thus, we conclude that these prior
art OKki rollers inherently meet the claimed adhesion constant ratio. Asserted dependent claim 5
requires a receding contact angle of greater than 30 degrees when measured with a liquid having
a dipole moment of greater than 3.0 debye. Example 2 shows that when 2-nitropropane—debye
3.73—is used on a PFA-coated roller, the receding contact angle was 39 degrees, which clearly
meets this limitation.

As to claims 9 and 13, we find the evidence clear and convincing that the O1.400¢ also
anticipates these claims, which require “a center-line average roughness less than about 3.0 um.”

See RX-186C at OKI008381592-94 (certified translation of RX-185C); see also RX-182C; RX-
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123C Q/A 98-105, 114-119; RX-192C. RX-186C is a document entitled “Design Change Order”
dated July 27, 1993. In the section entitled “Substance of Changes” and again on the last page,
this document indicates that the surface roughness of the PFA coating is to be changed from 0.7
Ra to 0.7 Ra or less. See RX-186C at OKI008381592-94. As the ‘690 patent recognizes, “Ra” is
the unit for center-line average roughness. JX-5 (‘690 patent), col. 3, 11. 48-50. Thus, the design
change order shows that the center-line average roughness of Oki’s OL400e rollers were well
below the claimed less than 3.0 um both before and after the design change. Because the
OLA400e roller met this limitation before the critical date of the ‘690 patent, Oki’s OL400¢
product anticipates claims 9 and 13.

In light of the foregoing, we find that claims 1, 5, 9, and 13 are anticipated by the prior art
OLA400e roller, and we reverse the ALJ’s finding to the contrary. We decline to reach Oki’s
contenti;)ns that the ALJ erred in finding that neither the ‘466 patent, the <785 patent, nor the
OL1200 Oki rollers anticipates the asserted claims. See Beloit Corp. v. Valmet Oy, 742 F.2d
1421 (Fed. Cir. 1984).

IV. DOMESTIC INDUSTRY: ECONOMIC PRONG FOR THE ‘343 AND 690 PATENTS

Ricoh relied on its expenses related to its C200 series printers and MFPs to meet the
economic prong of the domestic industry requirement for the ‘343 and ‘690 patents. The ALJ
found that Ricoh satisfied the economic prong of the domestic‘industry requirement with its
service and repair expenses, although he noted that Ricoh’s C200 series printers and MFPs are no
longer sold and were never manufactured in the United States. ID at 422. The ALJ credited

testimony of a Ricoh employee, Mr. Mandernacht, that Ricoh has spent on average [ ]
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annually on labor to service and repair C200 series printers and MFPs during its fiscal years 2008
and 2009 (which span from April 2008 to March 2010). Id. at 423. The ALJ rejected Oki’s
argument that complainant’s evidence was unreliable and its expenditures were not significant.
ID at 424. The Commission determined to review.

As a prerequisite to a finding of violation of section 337, a complainant must establish
that “an industry in the United States, relating to the articles protected by the [intellectual
property right] . . . concerned, exists or is in the process of being established.” 19 U.S.C.

§ 1337(a)(2). Typically, the domestic industry requirement of section 337 is viewed as
consisting of technical and economic prongs. See e.g., Certain Variable Speed Wind Turbines
and Components Thereof, Inv. No. 337-TA-376, USITC Pub. 3003, Comm’n Op. at 14-17 (Nov.
1996). The technical prong concerns whether complainant practices at least one claim of the
asserted patents. The economic prong concerns domestic activities with respect to the patent or
patented article.

To satisfy the economic prong in cases involving alleged infringement of statutory
intellectual property rights, section 337(a)(3) requires a complainant to demonstrate that, “with
respect to the articles protected by the [intellectual property right] concerned,” it has engaged in
one or more of the following activities in the United States:

(A) significant investment in plant and equipment;
(B) significant employment of labor or capital; or

(C) substantial investment in [the intellectual property right’s] exploitation,
including engineering, research and development, or licensing.
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19 U.S.C. § 1337(a)(3). Because these three criteria are listed in the disjunctive, a complainant
need only establish one factor in order to satisfy the economic prong of the domestic industry
requirement. Wind Turbines, Inv. No. 337-TA-376, Comm’n Op. at 15.

Although the term “significant” in section 337(a)(3)(A) and (B) is not expressly defined
in the statute, “the design of the statute provides substantial guidance” in determining the
meaning of this term. Certain Coaxial Cable Connectors and Components Thereof and Products
Containing Same, Inv. No. 337-TA-650, Comm’n Op. at 44 (Mar. 31, 2010). The language of
sections 337(a)(2) and 337(a)(3)(A) and (B) taken together indicate the intent of Congress that in
order to establish a domestic industry, a complainant’s investment in plant and equipment or
employment of labor or capital must be shown to be “significant” in relation to the articles
protected by the intellectual property right concerned. Thus, under the statute, whether the
complainant’s investment and/or employment activities are “significant” is not measured in the
abstract or in an absolute sense, but rather is assessed with respect to the nature of the activities
and how they are “significant” to the articles protected by the intellectual property right. The
legislative history of section 337(a)(3) evidences that Congtress intended to codify the
Commission’s practice with respect to the first two factors and to expand the scope of the
domestic industry by adding the third factor “substantial investment in [the intellectual
property’s] exploitation,” as set forth in section 337(a)(3)(C). H.R. Rep. No. 40, 100" Cong., 1*

Sess. Pt. 1, at 157 (1987).
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The Commission’s determination as to whether a complainant has established that its
investment and/or employment activities are significant with respect to the articles protected by
the intellectual property right concerned is not evaluated according to any rigid mathematical
formula. See Certain Male Prophylactic Devices, Inv. No. 337-TA-546, Comm’n Op. at 39
(Aug. 1, 2007) (“Male Prophylactics”). Rather, the Commission’s determination entails “an
examination of the facts in each investigation, the article of commerce, and the realities of the
marketplace.” Id. The determination takes into account the nature of the investment and/or
employment activities, “the industry in question, and the complainant’s relative size.” Certain
Stringed Musical Instruments and Components Thereof, Inv. No. 337-TA-586, Comm. Op. at 26
(May 16, 2008).

In ascertaining whether a complainant has established that its activities are significant
with respect to the articles protected by the intellectual property right concerned, the Commission
has considered, among other things, the value added to the article in the United States by the
domestic activities. See, e.g., Certain Concealed Cabinet Hinges and Mounting Plates, Inv. No.
337-TA-289, 1990 ITC LEXIS 3, Comm’n Op. at *32 (Jan. 8, 1990) (“Cabinet Hinges”)
(“‘significance’ as used in the statute denotes an assessment of the relative importance of the
domestic activities”). The Commission has also assessed the relative domestic contribution to
the protected article by comparing complainant’s product-related domestic activities to its
product-related foreign activities. See, e.g., Male Prophylactics, Inv. No. 337-TA-546, Comm’n

Op. at 43 (finding that complainant’s undertakings, measured on a comparative basis, created
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meaningful value added to the imported product); Schaper Mfg. Co. v. Int’l Trade Comm’n, 717
F.2d 1368, 1372 (Fed. Cir. 1983). The Commission has also examined the nature of
complainant’s activities to determine whether they are directed to the practice of one or more
claims of the asserted patent. See, e.g., Male Prophylactics, Inv. No. 337-TA-546, Comm’n Op.
at 42-43 (noting that complainant’s U.S. activities were “directed to the practice of certain patent
claims.”); Cabinet Hinges, Inv. No. 337-TA-289, Comm’n Op. at 23 (“Because of the indirect
bearing on the patented features of the [product],” the Commission gave less weight to
complainant’s investments relating to adding an optional dowel to the imported product).

Ricoh filed its section 337 complaint on September 18, 2009, thus our analysis focuses on
its undertakings prior to that date. See Coaxial Cable Connectors, Inv. No. 337-TA-650,
Comm’n Op. at 51 n.17. Ricoh relies strictly on the service and repair of its C200 series printers
and MFPs to meet the economic prong. We find no reason to question the reliability of Ricoh’s
service and repair figures. See ID at 422-23. Ricoh provided evidence that it expended [ ]
hours in fiscal year 2008 and [ ] hours in fiscal year 2009 on C200 series-related service and
repair. Id.; CX-275C; CX-174C; CX-175C. Additionally, Ricoh submitted evidence that
through the end of fiscal year 2009, it sold approximately [ ] C200 series printers and MFPs
in the United States. CX-277C at 5. Ricoh’s evidence supports its claim that its total
expenditures for salaries and benefits paid to its U.S. employees for service and maintenance of
C200 series printers and MPFs in the United States amounted to approximately [ ]

annually in its fiscal years 2008 and 2009. CX-275C at Q/A 39-41. This expenditure represents
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approximately the equivalent of the full-time employment of [ ] over this period,
approximately 18 months of which occurred prior to the filing of the com\plaint.8

As the IA correctly notes, the Commission has previously recognized that, in appropriate
circumstances, a complainant may satisfy the economic prong of the domestic industry by
demonstrating that its service and repair activities and investments are significant with respect to
the articles protected by its intellectual property rights. For example, in Toy Vehicles, the
Commission found that complainant’s services relating to its patented dual control power pedal
units under warranty and as replacement parts was shown to be significant to complainant’s U.S.
business. See, e.g., Certain Battery-Powered Ride-on Toy Vehicles and Components Thereof,
Inv. No. 337-TA-314, USITC Pub. 2420, Initial Determination at 20-21 (unreviewed in relevant
part) (Aug. 1991). Similarly, in Cast Iron Stoves, the Commission found that complainant’s
repair and testing activities, preparation of brochures and service manuals, and instruction of
dealers on the safe installation of wood burning stoves protected by the intellectual property
rights concerned satisfied the economic prong because of the relative importance of these
activities to the protected articles, and the significant domestic value added resulting from these
activities. Certain Airtight Cast-Iron Stoves, Inv. No. 337-TA-69, USITC Pub. 1126, Comm’n
Op. at 10-11 (Jan. 1981). Likewise, in Spray Pumps, the complainant met the economic prong
by demonstrating that the frequent warranty servicing required over the lifetime of the pumps

protected by the patents added significant value. Certain Airless Spray Pumps and Components

® We recognize that Ricoh may not dedicate particular employees to the service or repair
of particular printers. CX-275C at 7. We merely provide this information to inform our analysis
of the magnitude of Ricoh’s expenses.
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Thereof, Inv. No. 337-TA-90, USITC Pub. 1199, Comm’n Op. at 10-11 (Nov. 1981). More
recently, in Male Prophylactics, the Commission found complainant’s investment and/or
employment activities to be significant where complainant’s lubrication, foiling, testing, and
packaging of unfinished imported condoms transformed the product into saleable merchandise,
resulted in 34% domestic value added, and included operations directed to the practice of certain
patent claims. Comm’n Op. at 41-45. In Video Displays, the Commission found the economic
prong met where complainant’s post-sale service operations, including warranty repairs and
refurbishments, return merchandise authorizations, customer call center operations, and
technician activities with respect to the video displays protected by the asserted patents, were
significant. Certain Video Displays, Components Thereof, and Products Containing Same, Inv.
No. 337-TA-687, Order No. 20, Initial Determination (May 20, 2010) (unreviewed).

In this case, however, complainant failed to submit evidence to substantiate the nature
and significance of its activities with respect to the articles protected by the patent. For example,
complainant submitted no evidence to show how its activities were important to thé articles
protected by the asserted patents in the context of the company’s operations, the marketplace, or
the industry in question, or whether complainant’s undertakings had a direct bearing on the
practice of the patent. Nor did the complainant démonstrate whether and to what extent its
domestic activities added value to the imported products. Thus, in analyzing whether Ricoh has
demonstrated “significant employment of labor or capital,” the ALJ was left to consider only the

magnitude of complainant’s expenditures in an absolute sense.

30



PUBLIC

As our prior decisions recognize, however, the magnitude of the investment cannot be
assessed without consideration of the nature and importance of the complainant’s activities to the
patented products in the context of the marketplace or industry in question. For example, in
Stringed Musical Instruments, the Commission considered the inventor’s investments in the
exploitation of the patent-at-issue in relation to the protected articles “taking into account that
[complainant] is an individual and that the market for guitar parts, however defined, is relatively
small.” Stringed Musical Instruments, Inv. No. 337-TA-586, Comm Op. at 26. Although that
investigation was decided under subsection (C) of the statute, it illustrates the generally
applicable principle that whether an investment is “substantial” or “significant” is context-
dependent. Accordingly, the employment of [ ] in the United States over
approximately 18 months may represent a significant employment of labor where it contributes
significant value to the product, where it is sizeable in relation to a complainant’s overall
product-related expenses and investments, or in another relevant context. The same employment
of labor, however, may not be significant in another context.

We conclude that Ricoh has failed to show that its documented labor costs constitute a
“significant employment of labor or capital” as required by section 337(a)(3)}(B) in light of the
factual circumstances presented in this case and complainant’s failure to submit additional

evidence to support its domestic industry claim.” As noted, Ricoh relies on its employment of

? Although Ricoh has focused on section 337(a)(3)(B) dealing with “employment of labor
or capital,” we cannot conclude, in light of the present circumstances, that Ricoh’s C200 series
service and repair activities would meet any other prongs of section 337(a)(3). See Certain
Switches and Products Containing Same, Inv. No. 337-TA-589, Initial Determination at 74 (Nov.
7,2007) (unreviewed in relevant part) (finding the economic prong satisfied by a “substantial

31



PUBLIC

labor devoted to the service and repair of its C200 series printers and MFPs. Ricoh ceased its
foreign manufacturing of the C200 series printers and MFPs in 2008 and stopped selling the
C200 series printers and MFPs by April 2009 at the latest, which was five months prior to filing
its section 337 complaint. ID at 422. Even when Ricoh sold these products in the United States,
they were manufactured entirely abroad and entered the United States as complete products ready
for sale and installation. /d. Ricoh submitted no evidence to show how its domestic activities
add any value to the completed saleable product, or to demonstrate the nature and relative
importance of its activities to the articles protected by the patent (in view of the relevant industry
or marketplace).'”’

Aside from acknowledging that the C200 series printers and MFPs were manufactured
entirely abroad, Ricoh has provided no evidence regarding its foreign product-related investment
and/or employment activities. Thus, Ricoh has failed to show that a comparison of its C200

series-related domestic activities with its C200 series-related foreign activities would support its

investment” under section 337(a)(3)(C) relating to, inter alia, “customer training and support, the
drafting of manuals, a limited amount of testing, minor repairs to returned products, and a small
amount of design work™ for a complainant whose product was manufactured abroad); Certain
Connecting Devices (“Quick-Clamps”) for Use with Modular Compressed Air Conditioning
Units, Inv. No. 337-TA-587, Initial Determination at 63-64 (Feb. 13, 2008) (unreviewed)
(finding the economic prong satisfied by a “substantial investment” under section 337(a)(3)(C)
relating to “customer support . . ., quality inspection, qualifying vendors, retooling manufacturing
equipment, and quality control” for a complainant whose product was manufactured abroad).

' We recognize that an analysis of the value added by a complainant’s domestic activities
is better suited to a situation in which those domestic activities involve at least some production
work. See, e.g., Male Prophylactics, Inv. No. 337-TA- 546, Comm’n Op. at 42-43 (noting that
complainant’s domestic activities consisted of lubricating, foiling, and packaging complainant’s
product). However, we offer this analysis to more fully assess Ricoh’s proffered evidence.
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claim that its domestic labor expenses are “significant.” See Cabinet Hinges, Comm’n Op. at
*32 (“‘significance’ as used in the statute denotes an assessment of the relative importance of the
domestic activities™); Male Prophylactics, Comm’n Op. at 43 (on “a comparative basis, the
domestic activities in which [complainant] invested create ‘value added’ [of 34 percent] to the
bulk product imported from China.”).!! We find that the factual circumstances in Male
Prophylactics, relied on by the ALIJ, are clearly distinguishable from the present set of facts. In
Male Prophylactics, the complainant’s domestic production and service activities were shown to
add 34% of the value to the completed saleable product, whereas, Ricoh’s services and repairs
are purely post-sale and there was no evidentiary proof that such activities added value to the

imported articles. The Male Prophylactics complainant had also leased factory space and

" The ALJ declined to compare Ricoh’s overall service and repair expenses with its
C200-related service and repair expenses because “such a comparison would obviously hurt

large, diversified companies that produce a wide range of products.” ID at 424. We decline
to adopt this rule for all cases because, in our view, such a comparison could serve as a
means to demonstrate that an employment of labor or capital is significant especially, where
as here, complainant has not provided any other evidence. The economic prong of the
domestic industry requirement is analyzed on a case-by-case basis in light of all the relevant
facts. See Coaxial Cable Connectors, Inv. No. 337-TA-650, Comm’n Op. at 51. We note
that Ricoh’s evidence of its [ ] in total annual expenditures on labor for all of its
printers and MFPs, compared to its [ ] in expenses related to its C200 series labor and
repair activities, does not support its case because it is not clear from the record how many
printers and MFPs Ricoh services over which this total expenditure is distributed. See CX-
275C at Q/A 11-14. Ricoh could have submitted evidence of its service and repair expenses
associated with a comparable product, thus allowing the Commission to compare significance
of domestic labor expenses related to two different products. Moreover, Ricoh failed to
submit evidence to demonstrate how these expenses are significant to the articles protected
by the patent.
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equipment to produce the domestic product, whereas, Ricoh’s repair and maintenance services
are administered at customer sites.

Although Ricoh has provided estimates of office space square footage and cost for “Ricoh
employees dedicated to service, support, sales, and marketing of the C200 series,” ID at 417,
Ricoh has explained that its service and repair efforts occur “out in the field.” CX-275C at 3."
Thus, it is unclear how these expenses relate to Ricoh’s service and repair work. We find
Ricoh’s failure to submit evidence to demonstrate how these expenses are significant to the
articles protected by the patent is deficient for the same reasons that complainant’s showing was
deficient with respect to labor expenses.

Based on these facts, we find that Ricoh has not shown that a domestic industry exists
with respect to the articles protected by the ‘343 and ‘690 patents. Thus, we reverse the ALJ’s
finding that Ricoh has satisfied the economic prong for the ‘343 and ‘690 patents. We do not
reach Oki’s patent exhaustion argument or Ricoh’s related waiver contention.

V. CONCLUSION

For the foregoing reasons, we affirm the ALJ’s finding that no section 337 violation
occurred with respect to the ‘343 patent but reverse his finding that a violation occurred with
respect to the ‘690 patent. Specifically as to both patents, we reverse the ALJ’s finding that

Ricoh satisfied the economic prong of the domestic industry requirement of section 337(a)(3).

"2 Ricoh derived this figure by multiplying its “total equipment costs . . . for equipment
used for the sales, marketing, service, and support for MFPs” by “the percentage of the total
revenue from [Ricoh’s] MFP sales in the United States that consisted of the revenue from the
sale of the [C200 series] product line.” CX-274C at 16.
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As to the ‘343 patent, we have determined to modify the ALJ’s construction of “a lower edge”
and affirm his findings that Oki does not infringe the ‘343 patent and Ricoh does not satisfy the
technical prong of the domestic industry requirement on modified grounds. Finally, we reverse
the ALJ’s finding that Oki did not prove that claims 1, 5, 9, and 13 of the ‘690 patent are
anticipated by the prior art. We adopt all findings and conclusions in the ID that are not

inconsistent with this opinion.

By order of the Commission.

fames Holbein
Acting Secretary to the Commission

Issued: February 17, 2011
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UNITED STATES INTERNATIONAL TRADE COMMISSION
Washington, D.C. 20436

In the Matter of
Investigation No. 337-TA-690
CERTAIN PRINTING AND IMAGING

DEVICES AND COMPONENTS THEREOF

NOTICE OF COMMISSION DETERMINATION TO REVIEW-IN-PART A FINAL
DETERMINATION FINDING A VIOLATION OF SECTION 337; SCHEDULE FOR
FILING WRITTEN SUBMISSIONS ON THE ISSUES UNDER REVIEW AND ON
REMEDY, THE PUBLIC INTEREST, AND BONDING

AGENCY: U.S. International Trade Commission.
ACTION: Notice.

SUMMARY: Notice is hereby given that the U.S. International Trade Commission has
determined to review a portion of the final initial determination (“ID”) issued by the presiding
administrative law judge (“ALJ”) on September 23, 2010 finding a violation of section 337 and
to request briefing on the issues under review and on remedy, the public interest, and bonding.

FOR FURTHER INFORMATION CONTACT: Daniel E. Valencia, Office of the General
Counsel, U.S. International Trade Commission, 500 E Street, S.W., Washington, D.C. 20436,
telephone (202) 205-1999. Copies of non-confidential documents filed in connection with this
investigation are or will be available for inspection during official business hours (8:45 a.m. to
5:15 p.m.) in the Office of the Secretary, U.S. International Trade Commission, 500 E Street,
S.W., Washington, D.C. 20436, telephone (202) 205-2000. General information concerning the
Commission may also be obtained by accessing its Internet server at http./www.usifc.gov. The
public record for this investigation may be viewed on the Commission’s electronic docket
(EDIS) at htip.//edis.usitc. gov. Hearing-impaired persons are advised that information on this
matter can be obtained by contacting the Commission’s TDD terminal on (202) 205-1810.

SUPPLEMENTARY INFORMATION: The Commission instituted this investigation on
October 26, 2009, based on a complaint filed by Ricoh Company, Ltd. of Tokyo, Japan; Ricoh
Americas Corporation of West Caldwell, New Jersey; and Ricoh Electronics, Inc. of Tustin,
California (collectively “Ricoh™). 74 Fed. Reg. 55065 (Oct. 26, 2009). The complaint alleged,
inter alia, violations of section 337 in the importation into the United States, the sale for
importation, and the sale within the United States after importation of certain printing and
imaging devices and components thereof by reason of infringement of U.S. Patent Nos.
6,209,048 (“the ‘048 patent”); 6,212,343 (“the 343 patent™); 6,388,771 (“the ‘771 patent™);
5,764,866 (“the ‘866 patent); and 5,863,690 (“the ‘690 patent”). The complaint named Oki Data



Corporation of Tokyo, Japan and Oki Data Americas, Inc. of Mount Laurel, New Jersey
(collectively “Oki”) as respondents.

On September 23, 2010, the ALJ issued his final ID finding that Oki violated section 337 in the
importation into the United States, the sale for importation, and the sale within the United States
after importation of certain printing and imaging devices and components thereof by reason of
infringement of several claims in the ‘690 patent. The ALJ found that Oki has not violated
section 337 with respect to the ‘048, ‘343, “771, and ‘866 patents. Along with the ID, the ALJ
issued a recommended determination on remedy and bonding (“RD”). Complainant Ricoh,
respondent Oki, and the Commission investigative attorney (“IA”) filed petitions for review of
the ID on October 6, 2010. Ricoh, Oki, and the IA each filed responses to the petitions for
review on October 14, 2010.

Having examined the record of this investigation, including the ALJ’s final ID, the petitions for
review, and the responses thereto, the Commission has determined to review the final ID in part.
In particular, the Commission has determined to review all findings and conclusions relating to
whether a violation of section 337 has occurred with respect to the ‘343 and ‘690 patents.

The parties are requested to brief their positions on the issues under review with reference to the
applicable law and the evidentiary record. In connection with its review, the Commission is
particularly interested in responses to the following questions:

The ‘343 Patent

(1) The Commission has determined to review all findings relating to the limitation “a
direction orthogonal to a longitudinal direction of the developing roller,” as recited in the
asserted claims of the ‘343 patent.

(a) Please state your position on the meaning of “a longitudinal direction of the
developing roller,” as recited in the asserted claims. How does your position
differ from the ALJ’s construction?

(b) Specifically, does “a longitudinal direction” include any line extending
parallel to the central axis of the roller? Or, does this refer to the central axis
itself?

(c) Please state your position on the meaning of “a direction orthogonal to a
longitudinal direction of the developing roller.” Please take into account that the
planar blade is bent along its entire width, and do not confine your analysis to
two-dimensional cross-sections.

(d) Assuming “a longitudinal direction” can include any line extending parallel to
the central axis of the roller, can “a direction orthogonal” refer to a direction that



is not perpendicular to the surface of the roller, i.e., a tangent extending through
the surface of the roller?

(e) Given the planar shape of the blade contacts the roller in three dimensions
along the entire width of the blade, and is bent along the entire width of the blade,
is there any bend that would not meet the “direction orthogonal™ limitation?

(f) How does your answer to (d) comport with the preferred embodiment of the
‘343 patent shown in Figures 8A and 8B? Is the blade 17 shown in Figures 8A
and 8B bent in “a direction orthogonal to a longitudinal direction of the
developing roller?”

(g) How do your answers to (a) through (e) affect the ALJ’s findings regarding
infringement, validity, and domestic industry?

(2) The Commission has determined to review the ALJ’s construction of “a lower edge,”
as recited in the asserted claims of the ‘343 patent. The asserted claims of the ‘343 patent
recite, among other things:

wherein the blade includes a wide-width part . . . and @ narrow-width part
... confieured . . . to be [sic] bend in a direction orthogonal to a

longitudinal direction of the developing roller . . . and the narrow-width
part is disposed downstream of the contact point of the blade and the
roller part . . . in the rotation direction.

JX-4 (‘343 patent), col. 25, 1l. 16-30 (emphasis added).

(a) Please explain whether the language emphasized above informs the meaning
of “a lower edge.”

(b) Can the claimed “a lower edge” refer to an edge of the “narrow-width part,”
an edge of the “wide-width part,” or both?

(¢) If the narrow-width part of the blade is bent away from the roller such that the
edge opposite the boundary between the wide-width part and the narrow-width
part does not contact the roller, as shown in Figures 8A, 8B, and 12, how should
“a lower edge” be construed?

(d) Can “a lower edge thereof contacts the roller part of the developing roller”
refer to contact between the roller and an area extending from the lower edge of
the blade to a point on the blade slightly above the lower edge?

() How do your answers to (a) through (d) affect the ALJ’s findings regarding
infringement, validity, and domestic industry?
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The ‘690 Pqtent

(1) The Commission has determined to review the ALJ’s determination of the level of
ordinary skill in the art of the ‘690 patent. See ID at 99. Please comment on what the
level of ordinary skill in the art is with respect to the '690 patent. Please provide specific
citations to the record and testimony. Although the parties are invited to brief their
respective positions generally on this issue, the Commission is specifically interested in
answers to the following questions:

(a) Would it be appropriate for the Commission to modify the ALJ’s
determination to add the fields of applied rheology and/or applied material science
to the types of experience that would satisfy the three-year minimum requirement
in the ALJ’s determination?

(b) Would it be appropriate for the Commission to modify or remove the ALJ’s
determination to remove the three-year minimum experience requirement
altogether?

(c) Would it be appropriate for the Commission to modify the ALJ’s familiarity
requirement by, for example, requiring familiarity with at least one (as opposed to
all) of the following technological areas: heat transfer, fuser roller design and
technology, toner rheology, toner adhesion, release agent management, nip
geometry, image fixing, paper path geometry, contact angle and surface roughness
characteristics and testing of xerographic user rollers?

(d) Would it be appropriate for the Commission to modify the ALJ’s familiarity
requirement to remove any technological areas not directly related to the
interaction between a toner and a fuser roller?

(2) The Commission has determined to review the ALJ’s determination that the asserted
claims of the ‘690 patent are not anticipated.

(a) What are the “above-mentioned surface physical properties” mentioned in
column 6, lines 4-5 of the ‘690 patent?

(b) Please comment on whether examples 1 and 2 of the ‘690 patent inform the
patent’s statement in column 6 that PTFE (polytetratkuoroethylene) and
polytetrafluoroethylene/perfluoralkylvinylether (PFA) are “[s]pecific examples of
materials for the fixing member which easily satisfy the above-mentioned surface
physical properties.”

(¢) Under what circumstances (if any) would a PTFE fuser roller not have an
adhesion constant ratio of less than about 8.0 when measuring receding and static



contact angles using 2-nitropropane and n-heptane, respectively, as set forth in the
‘690 patent?

(d) To what extent is the adhesion constant ratio dependent on the surface
roughness of the fuser roller and composition of the toner? How does the subject
matter of dependent claims 9-16 inform your response, if at all?

(e) Is it appropriate under current legal precedent to consider the asserted patent’s
disclosure in determining what would be inherent in the prior art?

(f) Please comment on whether the dependent claims of the ‘690 patent are
anticipated or obvious, assuming claim 1 of the ‘690 patent is found to be
anticipated.

(g) What materials are the OL 400 rollers and OL 1200 rollers coated with? Has
this material changed since the critical date of the ‘690 patent?

(3) Please state your position with respect to contributory infringement by Oki of the
asserted claims of the ‘690 patent.

(4) Please provide a summary of Ricoh’s annual labor costs associated with the C200
domestic product. Please isolate costs by year and indicate any possible trends.

(5) Are the C200 MFP’s “articles protected by the [*690] patent” under section 337(a)(2)?

As to the ‘048, ‘771, and ‘866 patents, the Commission has determined that Oki did not violate
section 337. The Commission has determined to review and take no position on the following
findings and conclusions in the ID, however:

(1) the finding that the Taylor reference (“A Telerobot on the World Wide Web”) (RX-
281) does not anticipate or render obvious claims 19-21 and 23 of the ‘048 patent;

(2) the finding that U.S. Patent Nos. 5,657,448 and 5,784,622 do not anticipate or render
obvious the asserted claims of the ‘048 patent;

(3) the ALJ’s determination not to construe the following claim terms in the ‘048 patent:
“descriptor,” “resource identifier defining a resource and its location,” “command,” and
“interconnected, on-line documents”;

b 19

(4) the construction of “communications mechanism™ in claim 19 of the ‘048 patent and
associated findings on the issues of infringement, domestic industry, and validity;

(5) the finding that Japanese Published Application No. JP H07-306934 does not
anticipate or render obvious the asserted claims of the ‘771 patent; and
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(6) the finding that claim 13 of the ‘771 patent is infringed.

The Commission has determined to review the ALJI’s findings that the claim terms “scan means,”
“print means,” “copy means,” and “test means” of the ‘866 patent, and the claim terms “scanning
means,” “means for setting an operation code,” and “a code unit for setting an operation code” of
the 771 patent do not render the asserted claims indefinite. Upon review, the Commission has
determined that the terms at issue are not indefinite under the relevant standard set forth in
Aristocrat Technologies. v. International Game Technology, 521 F.3d 1328, 1337 (Fed. Cir.
2008). The Commission adopts the ALJ’s substantive analysis of these issues set forth in his
Order No. 29 (May 4, 2010).

In connection with the final disposition of this investigation, the Commission may (1) issue an
order that could result in the exclusion of the subject articles from entry into the United States,
and/or (2) issue one or more cease and desist orders that could result in the respondent(s) being
required to cease and desist from engaging in unfair acts in the importation and sale of such
articles. Accordingly, the Commission is interested in receiving written submissions that address
the form of remedy, if any, that should be ordered. If a party seeks exclusion of an article from
entry into the United States for purposes other than entry for consumption, the party should so
indicate and provide information establishing that activities involving other types of entry either
are adversely affecting it or likely to do so. For background, see In the Matter of Certain Devices
for Connecting Computers via Telephone Lines, Inv. No. 337-TA-360, USITC Pub. No. 2843
(December 1994) (Commission Opinion).

If the Commission contemplates some form of remedy, it must consider the effects of that
remedy upon the public interest. The factors the Commission will consider include the effect
that an exclusion order and/or cease and desist orders would have on (1) the public health and
welfare, (2) competitive conditions in the U.S. economy, (3) U.S. production of articles that are
like or directly competitive with those that are subject to investigation, and (4) U.S. consumers.
The Commission is therefore interested in receiving written submissions that address the
aforementioned public interest factors in the context of this investigation.

If the Commission orders some form of remedy, the U.S. Trade Representative, as delegated by
the President, has 60 days to approve or disapprove the Commission’s action. See Presidential
Memorandum of July 21, 2005, 70 Fed. Reg. 43251 (July 26, 2005). During this period, the
subject articles would be entitled to enter the United States under bond, in an amount determined
by the Commission and prescribed by the Secretary of the Treasury. The Commission is
therefore interested in receiving submissions concerning the amount of the bond that should be
imposed if a remedy is ordered.

WRITTEN SUBMISSIONS: The parties to the investigation are requested to file written

submissions on the issues identified in this notice. Parties to the investigation, interested

government agencies, and any other interested parties are encouraged to file written submissions
" on the issues of remedy, the public interest, and bonding. Such submissions should address the



ALJ’s recommendation on remedy and bonding set forth in the RD. Complainants and the 1A are
also requested to submit proposed remedial orders for the Commission’s consideration.
Complainants are also requested to state the date that the ‘690 and ‘343 patents expire and the
HTSUS numbers under which the accused products are imported. The written submissions and
proposed remedial orders must be filed no later than close of business on Thursday December 9,
2010. Reply submissions must be filed no later than the close of business on Friday December
17,2010. No further submissions on these issues will be permitted unless otherwise ordered by
the Commission.

Persons filing written submissions must file the original document and 12 true copies thereof on
or before the deadlines stated above with the Office of the Secretary. Any person desiring to
submit a document to the Commission in confidence must request confidential treatment unless
the information has already been granted such treatment during the proceedings. All such
requests should be directed to the Secretary of the Commission and must include a full statement
of the reasons why the Commission should grant such treatment. See 19 C.F.R. § 210.6.
Documents for which confidential treatment by the Commission is sought will be treated
accordingly. All nonconfidential written submissions will be available for public inspection at
the Office of the Secretary.

The authority for the Commission’s determination is contained in section 337 of the Tariff Act of
1930, as amended (19 U.S.C. § 1337), and in sections 210.42-46 and 210.50 of the
Commission’s Rules of Practice and Procedure (19 C.F.R. §§ 210.42-46 and 210.50).

Marilyn R. Abbott
Secretary to the Commission

By order of the Commission.

Issued: November 22, 2010
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Pursuant to the Notice of Investigation and Rule 210.42 of the Rules of Practice and
Procedure of the United States International Trade Commission, this is the Administrative Law
Judge’s Final Initial Determination in the matter of Certain Printing & Imaging Devices &
Components Thereof, Investigation No. 337-TA-690.

The Administrative Law Judge hereby determines that a violation of Section 337 of the
Tariff Act of 1930, as amended, has not been found in the importation into the United States, the
sale for importation, or the sale within the United States after importation of certain printing
devices and imaging devices and components thereof, in connection with U.S. Patent No.
5,764,866. Furthermore, the Administrative Law Judge hereby determines that a domestic
industry in the United States does not exist that practices U.S. Patent No. 5,764,866.

The Administrative Law Judge hereby determines that a violation of Section 337 of the
Tariff Act of 1930, as amended, has not been found in the importation into the United States, the
sale for importation, or the sale within the United States after importation of certain printing
devices and imaging devices and components thereof, in connection with U.S. Patent No.
6,388,771. Furthermore, the Administrative Law Judge hereby determines that a domestic
industry in the United States does not exist that practices U.S. Patent No. 6,388,771.

The Administrative Law Judge hereby determines that a violation of Section 337 of the
Tariff Act of 1930, as amended, has not been found in the importation into the United States, the
sale for importation, or the sale within the United States after importation of certain printing
devices and imaging devices and components thereof, in connection with U.S. Patent No.
6,209,048. Furthermore, the Administrative Law Judge hereby determines that a domestic
industry in the United States does not exist that practices U.S. Patent No. 6,209,048.

The Administrative Law Judge hereby determines that a violation of Section 337 of the
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Tariff Act of 1930, as amended, has not been found in the importation into the United States, the
sale for importation, or the sale within the United States after importation of certain printing
devices and imaging devices and components thereof, in connection with U.S. Patent No.
6,212,343, Furthermore, the Administrative Law Judge hereby determines that a domestic
industry in the United States does not exist that practices U.S. Patent No. 6,212,343

The Administrative Law Judge hereby determines that a violation of Section 337 of the
Tariff Act of 1930, as amended, has been found in the importation into the United States, the sale
for importation, or the sale within the United States after importation of certain printing devices
and imaging devices and components thereof, in connection with U.S. Patent No. 5,863,690.
Furthermore, the Administrative Law Judge hereby determines that a domestic industry in the

United States does exist that practices U.S. Patent No. 5,863,690.
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The following abbreviations may be used in this Initial Determination:

CDX Complainants’ demonstrative exhibit
CIB Complainants’ initial post-hearing brief
CPX Complainants’ physical exhibit

CRB Complainants’ reply post-hearing brief
CX Complainants’ exhibit

Dep. Deposition

JSRCC Joint Statement Regarding Claim Construction
JX Joint Exhibit

RX Respondents’ exhibit

RDX Respondents’ demonstrative exhibit
RIB Respondents’ initial post-hearing brief
RPX Respondents’ physical exhibit

RRB Respondents’ reply post-hearing brief
RRX Respondents’ rebuttal exhibit

SIB Staff’s initial post-hearing brief

SRB Staff’s reply post-hearing brief

Tr. at Transcript

CPHB Complainants’ pre-hearing brief
RPHB Respondents’ pre-hearing brief

SPHB Staff’s pre-hearing brief

viii
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I. BACKGROUND
A. Procedural History

On October 20, 2009, the Commission issued a Notice of Investigation in this matter to

determine:
[ W]hether there is a violation of subsection (a)(1)(B) of section
337 in the importation into the United States, the sale for
importation, or the sale within the United States after importation
of certain printing and imaging devices or components thereof that
infringe one or more of claims 1-6, 8, 11-15, and 19 of U.S. Patent
No. 5,764,866; claims 1-4, 7, and 13 of U.S. Patent No. 6,388,771;
claims 1, 6-14, 16-21, 23-29, 31-33, 38-44, 46-54, and 56-57 of
U.S. Patent No. 6,209,048; claims 18-21 of U.S. Patent No.
6,212,343; and claims 1-16 of U.S. Patent No. 5,863,690, and
whether an industry in the United States exists as required by
subsection (a)(2) of section 337.

(See Notice of Investigation.) The investigation was instituted upon publication of the Notice of
Investigation in the Federal Register on October 26, 2009. See 74 Fed. Reg. 55065 (2009). 19
CFR § 210.10(b).

The complainants are Ricoh Company, Ltd. of Tokyo, Japan, Ricoh Americas
Corporation of West Caldwell, New Jersey, and Ricoh Electronics, Inc. of Tustin, California
(collectively “Ricoh™). The respondents are Oki Data Corporation of Tokyo, Japan and Oki Data
Americas, Inc. of Mount Laurel, New Jersey (collectively “Oki Data”). The Commission
Investigative Staff of the Office of Unfair Import Investigations is also a party in this
investigation.

On March 29, 2010, I issued an initial determination granting Ricoh’s unopposed motion
to terminate the investigation in part based on Ricoh’s withdrawal of a number of asserted
claims. The Commission chose not to review the initial determination.

On May 4, 2010, I issued an initial determination granting in part Oki Data’s motion for
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summary determination of invalidity of U.S. Patent Nos. 6,388,771; 6,209,048; and 5,764,866
for failure to comply with 35 U.S.C. § 112. Specifically, I found that claim 3 of U.S. Patent No.
6,388,771 is invalid pursuant to 35 U.S.C. § 112, § 2. On May 21, 2010, the Commission issued
a notice of decision not to review the initial determination.
I denied all other summary determination motions filed by the parties.
An evidentjary hearing was conducted before me from May 17, 2010 to May 25, 2010.
Ricoh, Oki Data, and the Commission Investigative Staff (“Staff”) participated in the hearing. In
support of its case-in-chief and rebuttal case, Ricoh called the following witnesses:
e Dr. Larry A. Stauffer (expert witness);
e Dr. A. Jeffrey Giacomin (expert witness);
e Gregory J. Wolff (inventor of ‘048 patent);
e Glenn Weadock (expert witness);
e Dr. Robert L. Stevenson (expert witness);
e Charlie Vidal (Senior Manager of Product Marketing for Ricoh Americas Corp.);
e Dennis Dispenziere (Chief Financial Officer and Senior Vice President of Ricoh
Americas Corp.);
e Jeffrey Briwick (Officer and Executive Vice President of Ricoh Electronics);
e Glen Mandernacht (Vice President, Direct Technology Services for Ricoh
Americas Corp.); and
e Ron Albeck (Manager, Capture & Distribution Marketing for Ricoh Americas
Corp.).
In support of its case-in-chief and rebuttal case, Oki Data called the following witnesses:

e Yoshinori Takahashi (General Manager of the Strategic Planning Office for Oki
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Data Corp.);

e Tatsuya Koyama (Chief of Technology Development Center 2, Engineering
Division for Oki Data Corp.);

e Dr. L. Jackson Fraser (expert witness);

e Noboru Oishi (General Manager of the Development Dept. 2 in Technology
Development Center 2 of the Development Division for Oki Data Corp.);

e Mikio Sato (Senior Staff in the Sales Support Division of the Domestic Sales
Department of Kyowa Interface Science Co, Ltd.);

e Matthew J. Hubert (Project Leader of the Product Testing Group of Chemir
Analytical Services);

e Carl Taylor (Director of Marketing for Oki Data Americas, Inc.);

e Dr. Robert S. Karz (expert witness);

e Yoshitaka Nishiyama (General Manager of Development Department 3 of
Technology Development Center 1 of the Engineering Division for Oki Data
Corp.);

e Dr. A. James Baroody (expert witness); and

e Simon J. Edwards (expert witness).

In addition, various deposition transcripts were received into evidence in lieu of direct
witness statements or live testimony.
After the hearing, post-hearing briefs and reply briefs were filed on June 11, 2010 and

June 18, 2020, respectively.



PUBLIC VERSION

B. The Private Parties
1. Ricoh
The complainants are three Ricoh entities. Ricoh Company, Ltd. is organized and
existing under-the laws of Japan, having a principal place of business at 8-13-1 Ginza, Chuo-ku,
Tokyo, 104-8222, Japan. (Complaint at §4.) Ricoh Americas Corporation, founded in 1962, is
a corporation organized and existing under the laws of the State of Delaware, having a principal
place of business at 5 Dedrick Place, West Caldwell, NJ 07006. (Complaint q{ at 5, 10.) Ricoh
Electronics, Inc. is a corporation organized and existing under the laws of California, having a
principal place of business at One Ricoh Square, 1100 Valencia Avenue, Tustin, CA 92780.
(Complaint at  6.)
2. Oki Data
The respondents are Oki Data Corporation and its subsidiary Oki Data Americas, Inc.
Oki Data Corporation is based in Tokyo, Japan and employs about 900 people. (RX-351C at Q.
9,16.) Oki Data Americas, Inc., headquartered in New Jersey, imports and sells ODC printers
and MFPs. (Id. at Q. 26-29.)
C. Overview Of The Patents At Issue
1. U.S. Patent No. 5,764,866
U.S. Patent No. 5,764,866 (“the ‘866 patent™), issued on June 9, 1998, is entitled
“Scanner, network scanner system, and method for network scanner system.” (JX-1.) It was
filed on May 13, 1996, and claims priority to a Japanese application filed on May 26, 1995. (Id.)
The named inventor is Yoshio Maniwa of Yokohama, Japan, and the assignee is listed as Ricoh
Company, Ltd. (/d.) The Abstract states:

A device for scanning an image to create image data to be transmitted to a
network to which the device is connected. The scanning device includes an
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operation panel for selecting each of settings of scan conditions, a scan unit for

scanning at least one image to create image data according to the settings of scan

conditions, a memory unit for storing the image data, and a network-interface unit

for sending the image data stored in the memory unit to the network.
(d)

2. U.S. Patent No. 6,388,771

U.S. Patent No. 6,388,771 (“the ‘771 patent™), issued on May 14, 2002, is entitled “Image
input device for sending image data together with information indicating contents of desired
operation to be performed on the image data.” (JX-2.) It was filed on September 22, 1997, and
claims priority to a Japanese application filed on September 24, 1996. (/d.) The named inventor
is Shunpei Tamaki of Kanagawa, Japan, and the assignee is listed as Ricoh Company, Ltd. (/d.)
The Abstract states:

An image input device is provided which can instruct a host computer to perform

a cleared process with respect to image data obtained by scanning without a user's

instruction being input to the host computer. The image input device is adapted to

be connected to a host computer so as to transfer image data to the host computer.

An instruction with respect to what process is to be applied to the image data by

the host computer is input to the image input device by the user. The content of

the instruction is announced to the host computer when the image data is

transferred to the host computer.
(1d)

3. U.S. Patent No. 6,209,048

U.S. Patent No. 6,209,048 (“the 048 patent™), issued on March 27, 2001, is entitled
“Peripheral with integrated HTTP server for remote access using URL's.” (JX-3.) It was filed
on February 9, 1996. (Id.) The named inventor is Gregory J. Wolff of Mountain View,
California, and the assignee is listed as Ricoh Company, Ltd. and Ricoh Corporation. (/d.) The

Abstract states:

A peripheral control mechanism is described. The peripheral is operable with a
network that provides access to interconnected, online documents. The access
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occurs in response to document requests. The peripheral includes a server that
controls peripheral operations using requests formatted as a resource locator (e.g.,
an http request).

(d)
4. U.S. Patent No. 6,212,343

U.S. Patent No. 6,212,343 (“the ‘343 patent™), issued on April 3, 2001, is entitled
“Developing device, process cartridge and image forming apparatus that prevent toner leakage.”
(JX-4.) It was filed on October 22, 1999, and claims priority to numerous Japanese applications,
the earliest dated October 22, 1998.. (/d.) The named inventors are Hiroshi Hosokawa, Tetsuo
Yamanaka, Kenetsu Osanai, and Kenichiroh Nagai, all of Japan, and the assignee is listed as
Ricoh Company, Ltd. (/d.) The Abstract states:

A developing device including a developing roller opposed to a photoconductor

and rotatably mounted to a developing case of the developing device. A blade

mounting surface is formed in an outer wall of the developing case, that is

opposed to the photoconductor, and a blade holder, a blade and a supporting plate,

that are laminated with each other, are mounted to the blade mounting surface of

the developing case. A part of the blade opposite to a part of the blade sandwiched

between the blade holder and the supporting member is elastically bent so as to

contact an outer circumferential surface of the developing roller, and seal

members are arranged at least along an edge of a longitudinal side of the blade

holder at the side of the developing roller and along an edge of another

longitudinal side of the blade holder at the opposite side of the developing roller,

respectively, so as to increase airtightness of gaps between the blade holder and
the outer wall of the developing case.

(d.)
5. U.S. Patent No. 5,863,690
U.S. Patent No. 5,863,690 (“the ‘690 patent”), issued on January 26, 1999, is entitled
“Toner image fixing method.” (JX-5.) It was filed on February 5, 1997, and claims priority to a
two Japanese applications, the earliest filed on February 9, 1996. (/d) The named inventor is

Masahide Yamashita of Numazu, Japan, and the assignee is listed as Ricoh Company, Ltd. (/d.)
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The Abstract states:

A toner image fixing method for producing a fixed image having good image
qualities without hot-offset even when toner having a relatively low fixing
temperature is employed by an image forming apparatus having a fixing unit
including two fixing members such that an image formed of thermofusible toner
on an image supporting material is fixed by heating at a nipped section of the two
fixing members, wherein a ratio of a first adhesion constant to a second adhesion
constant, .mu..sub.s-b (1)/.mu..sub.s-b (2), of a surface of a fixing member
contacting the thermofusible toner image is less than about 8.0. An adhesion
constant .mu..sub.s-b (n) is represented by: wherein n is 1 or 2, .theta..sub.b and
.theta..sub.s represent a receding contact angle and a static contact angle of the
surface of the fixing member, respectively, which are measured using a liquid
having a dipole moment of greater than about 3.0 debye when n is 1 and measured
using another liquid having a dipole moment of 0.0 debye when n is 2.

(ld.)

D. Products At Issue

The products at issue in this Investigation are various types and models of printing and
imaging devices, including MFPs and components used in MFPs. Generally speaking, MFPs are
devices that incorporate the functionality of multiple devices into one device. A typical MFP
may act as a combination of some or all of the following devices: printer, scanner, photocopier,
and fax machine.

II. JURISDICTION

A. Subject Matter Jurisdiction

The complaint alleges that Oki Data has violated Subsection 337(a)(1)(B) by the
importation and sale of products that infringe the asserted patents. I find that Oki Data imports
into the United States, sells for importation, or sells within the United States after importation
products that Ricoh has accused of infringement in this investigation. (See May 14, 2010
Stipulation of Material Facts Relating to Importation & Inventory.) Thus, I find that the

Commission has subject matter jurisdiction over this investigation under Section 337 of the
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Tariff Act of 1930. See Amgen, Inc. v. United States Int’l Trade Comm’n, 902 F.2d 1532, 1536
(Fed. Cir. 1990).

B. Personal Jurisdiction

Oki Data responded to the complaint and notice of investigation, participated in the
investigation, made an appearance at the hearing, and submitted post-hearing briefs. Thus, I find
that Oki Data submitted to the personal jurisdiction of the Commission. See Certain Miniature
Hacksaws, Inv. No. 337-TA-237, Initial Determination, 1986 WL 379287 (October 15, 1986).

C. In Rem Jurisdiction

The Commission has in rem jurisdiction over the products at issue by virtue of the
finding that accused products have been imported into the United States. See Sealed Air Corp. v.
United States Int’l Trade Comm’n, 645 F.2d 976, 985 (C.C.P.A. 1981).

III. CLAIM CONSTRUCTION'
A. Applicable Law
1. Generally

“An infringement analysis entails two steps. The first step is determining the meaning
and scope of the patent claims asserted to be infringed. The second step is comparing the
properly construed claims to the device accused of infringing.” Markman v. Westview
Instruments, Inc., 52 ¥.3d 967, 976 (Fed. Cir. 1995) (en banc), aff’d, 517 U.S. 370 (1996)
(citation omitted). Claim construction “is a matter of law exclusively for the court.” Id. at 970-
71. “The construction of claims is simply a way of elaborating the normally terse claim
language in order to understand and explain, but not to change, the scope of the claims.”

Embrex, Inc. v. Serv. Eng’g Corp., 216 F.3d 1343, 1347 (Fed. Cir. 2000). “[O]nly those [claim]

! Ricoh’s post-hearing briefs did not include a separate section for claim construction; instead, it addressed claim
construction issues in its infringement discussion. While this format is in violation of Ground Rule 11.1, I have
considered Ricoh’s claim construction positions that appear in its infringement analysis.
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terms need be construed that are in controversy, and only to the extent necessary to resolve the
controversy.” Vivid Techs., Inc. v. Am. Sci. & Eng’g, Inc., 200 F.3d 795, 803 (Fed. Cir. 1999).

Claim construction focuses on the intrinsic evidence, which consists of the claims
themselves, the specification, and the prosecution history. See generally Phillips v. AWH Corp.,
415 F.3d 1303 (Fed. Cir. 2005) (en banc). The Federal Circuit in Phillips explained that in
construing terms, courts must analyze each of these components to determine the “ordinary and
customary meaning of a claim term,” which is “the meaning that the term would have to a person
of ordinary skiil in the art in question at the time of the invention.” Id. at 1313.

“It is a ‘bedrock principle’ of patent law that ‘the claims of a patent define the invention
to which the patentee is entitled the right to exclude.”” Id. at 1312 (citations omitted). “Quite
apart from the written description and the prosecution history, the claims themselves provide
substantial guidance as to the meaning of particular claim terms.” Id. at 1314. For example, “the
context in which a term is used in the asserted claim can be highly instructive,” and “[o]ther
claims of the patent in question, both asserted and unasserted, can also be valuable sources of
enlightenment as to the meaning of a claim term.” Id.

“[T]he specification ‘is always highly relevant to the claim construction analysis.
Usually, it is dispositive; it is the single best guide to the meaning of a disputed term.”” Id.
(citation omitted). “The longstanding difficulty is thé contrasting nature of the axioms that (a) a
claim must be read in view of the specification and (b) a court may not read a limitation into a
claim from the specification.” Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381
F3d 1111, 1117 (Fed. Cir. 2004). The Federal Circuit has explained that there are certain
instances when the specification may limit the meaning of the claim language:

[O]ur cases recognize that the specification may reveal a special definition given
to a claim term by the patentee that differs from the meaning it would otherwise
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possess. In such cases, the inventor’s lexicography governs. In other cases, the

specification may reveal an intentional disclaimer, or disavowal, of claim scope

by the inventor. In that instance as well, the inventor has dictated the correct

claim scope, and the inventor’s intention, as expressed in the specification, is

regarded as dispositive.

Phillips, 415 F.3d at 1316.

In addition to the claims and the specification, the prosecution history should be
examined if in evidence. “The prosecution history...consists of the complete record of the
proceedings before the PTO and includes the prior art cited during the examination of the patent.
Like the specification, the prosecution history provides evidence of how the PTO and the
inventor understood the patent.” Id. at 1317 (citation omitted). “[T]he prosecution history can
often inform the meaning of the claim language by demonstrating how the inventor understood
the invention and whether the inventor limited the invention in the course of prosecution, making
the claim scope narrower than it would otherwise be.” Id.

If the intrinsic evidence does not establish the meaning of a claim, then extrinsic evidence
may be considered. Extrinsic evidence consists of all evidence external to the patent and the
prosecution history, including dictionaries, inventor testimony, expert testimony and learned
treatises. Id. at 1317. Extrinsic evidence is generally viewed “as less reliable than the patent and
its prosecution history in determining how to read claim terms][.]” Id. at 1318. “The court may
receive extrinsic evidence to educate itself about the invention and the relevant technology, but
the court may not use extrinsic evidence to arrive at a claim construction that is clearly at odds

with the construction mandated by the intrinsic evidence.” Elkay Mfg. Co. v. Ebco Mfg. Co., 192

F.3d 973, 977 (Fed. Cir. 1999).

10
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2. Means-Plus-Function

Section 112, paragraph 6 of the Patent Act states that:

An element in a claim for a combination may be expressed as a means or step for

performing a specified function without the recital of structure, material, or acts in

support thereof, and such claim shall be construed to cover the corresponding

structure, material, or acts described in the specification and equivalents thereof.
35U.8.C. § 112, 9 6 (2009).

“Section 112, paragraph 6 was intended to allow the use of means expressions in patent
claims without requiring the patentee to recite in the claims all possible structures that could be
used as means in the claimed apparatus.” Med. Instrumentation & Diagnostics Corp. v. Elekta
AB, 344 F.3d 1205, 1211 (Fed. Cir. 2003). The process of construing a means-plus-function
term differs from the process of construing other claim language. “The first step in the
construction of a means-plus-function claim element is to identify the particular claimed
function. The second step in the analysis is to look to the specification and identify the
corresponding structure for that function.” 7Id. at 1210 (citations omitted).

The construction of a means-plus-function term is thus limited by the disclosure of the
corresponding structure in the specification. As explained by the Federal Circuit, “[t]he literal
scope of a properly construed means-plus-function limitation does not extend to all means for
performing a certain function. Rather, the scope of such claim language is sharply limited to the
structure disclosed in the specification and its equivalents.” J & M Corp. v. Harley-Davidson,
Inc., 269 F.3d 1360, 1367 (Fed. Cir. 2001). Section 112, paragraph 6 has been described as
representing “a quid pro quo by permitting inventors to use a generic means expression for a

claim limitation provided that the specification indicates what structure(s) constitute(s) the

means.” Atmel Corp. v. Info. Storage Devices, Inc., 198 F.3d 1374, 1381 (Fed. Cir. 1999).

11
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B. The ‘866 Patent
1. “Operation Panel Means”

The term “operation panel means” appears in asserted claim 1.

Ricoh’s Position: Ricoh contends that the corresponding structure for this means-plus-
function term is a user interface for receiving user input and its equivalents. Ricoh notes that this
is described in the specification, for example, at column 9, lines 1-5 and depicted in Figure 1,
item 18. Ricoh asserts that Staff’s proposed construction includes more structure than is
necessary to perform the function of “selecting each of settings of scan conditions.”

In its reply brief, Ricoh claims that Oki Data has continually changed its position on the
construction of this claim language. Ricoh argues that Oki Data’s proposed construction is too
limited, and that Oki Data’s ever-changing position should not be considered.

OKki Data’s Position: Oki Data contends that the corresponding structure for this means-
plus-function term is a touch screen panel coupled to a scanner/brinter controller. (Citing JX-13;
JX-1at 6:22, 7:16-18, Figs. 1-2.) Oki Data states that Ricoh argues that a button pad is part of
the corresponding structure because the examiner rejected the claims over a reference with a set
of buttons and a small touch screen. Oki Data asserts that the law is clear that the rejection has
no relevance to the structure of the operation panel means.

Staff’s Position: Staff contends that the function for this means-plus-function term is to
enable a user to set conditions for the scanning operation. Staff contends that the corresponding
structure is a touch screen panel. (Citing JX-1 at 6:39-41.) Staff claims that Ricoh’s proposed
construction is too broad, as the specification is limited to a display-and-touch-panel. Staff notes
that the fact that the examiner took a broad view of the claimed operation panel means during

prosecution is not conclusive for purposes of claim construction. (Citing JX-6 at RITC 0000353-

12
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354, 0000374.)

Construction to be applied: The term “operation panel means” shall be construed
pursuant to 35 U.S.C. § 112, 6. The claimed function is “selecting each of settings of scan
conditions.” The corresponding structure is an operational-display-and-touch panel unit and
equivalents.

Claim 1 requires “operation panel means for selecting each of settings of scan
conditions.” It is undisputed that “operation panél means” is a means-plus-function term.”

The specification discloses the structure to select the settings of scan conditions as

follows:

The operational-display-and-touch-panel unit 18 is used for inputting and
outputting of data for copier operations and for controlling the copier engine 17.
That is, the operational-display-and-touch-panel unit 18 displays current settings
of the scan conditions, operation procedure, etc., and is used for entering an
instruction for various operations such as an image scan operation, a transfer
operation transferring the image data to the scanner/printer controller 12, a
printing operation printing the image data provided from the scanner/printer
controller 12, etc.

The operational-display-and-touch-panel unit 18 is comprised of a 400-by-640-
dot LCD (liquid crystal display), for example, and includes a display mechanism
for displaying information such as a status message required for the
scanner/printer function and a tough-panel [sic] mechanism used for setting the
copier function, the printer function, and the scanner function through an
interaction with a user. Through these display mechanism and the touch-panel
mechanism, the operational-display-and-touch-panel unit 18 displays usage of
each mechanism, for example, and receives a user input by detecting a position
touched by the user on the display.

(JX-1 at 6:50-7:5.) The structure disclosed is a touch screen panel, and not the “user interface
for receiving user input” as asserted by Ricoh. (See CIB at 129.) Ricoh’s proposed construction
seeks to broaden the disclosure of the specification by allowing a non-touch screen panel, such as

a panel with physical buttons, to meet this claim limitation. Such a construction is inconsistent

% For each means-plus-function claim construction addressed herein, I incorporate by reference my discussion of the
proper standard for claim construction under § 112, § 6, which is found in Section ITL.A.2 supra.

13
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with the scope of the disclosure in the specification.
2. “Scan Means”

The term “scan means” appears in asserted claims 1, 5, and 6.

Ricoh’s Position: Ricoh contends that the corresponding structure for this means-plus-
function term is a scan engine and scanner driver, and its equivalents. (Citing JX-13 at 13-14.)
Ricoh states that this is all of the structure necessary to perform the function of scanning at least
one image to create image data according to the settings of scan conditions.

Ricoh argues that Staff’s proposed construction is incorrect because it requires far more
structure than is necessary to perform the claimed function. According to Ricoh, very little
structure of Staff’s proposed construction bears any resemblance to the recited function.

Oki Data’s Position: Oki Data contends that the corresponding structure for this means-
plus-function term is a scanner/printer controller, which includes a controlling unit. (Citing JX-
13; JX-1.) The controlling unit includes a CPU and a ROM unit, and the copier unit includes a
scanner engine. Oki Data contends that the corresponding structure further includes the scanner
driver and scanner application software. Oki Data argues that during the hearing, Dr. Stevenson
admitted that this proposed construction is correct. (Citing Tr. at 793:7-13, 796:16-797:22,
798:1, 794:23-795:6, 798:5-800:6.) (RIB at 104-105.)

Staff’s Position: Staff contends that the corresponding structure for this means-plus-
function term is a scanner engine, scanner driver, scanner/printer controller, which includes a
controlling unit. (Citing JX-1 at Fig. 1, Fig. 2.) (SIB at 120.)

Construction to be applied: The term “scan means” shall be construed pursuant to 35
U.S.C. § 112, 9 6. The claimed function is “scanning at least one image to create image data

according to said settings of scan conditions.” The corresponding structure is a scanner engine

14
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that controls a scanner unit having ARDF (auto document feeder) coupled to a scanner/printer
controller, and equivalents.

Claim 1 requires “scan means for scanning at least one image to create image data
according to said settings of scan conditions.” If 1s undisputed that “scan means” is a means-
plus-function term.

The corresponding structure is disclosed in Figure 1 and the following descriptions:

The copier engine 17 includes a scanner engine 14, a printer engine 15, and an

image processing unit 16. The scanner engine 14 controls a scanner unit (not

shown) having ARDF (auto document feeder).

(JX-1 at 6:43-46.)

At a step S7, the scanning of the sheets is started by the scanner/printer controller
12 controlling the scanner engine 14 of the copier engine 17.

(JX-1 at 14:56-58.)

Ricoh seeks to limit the corresponding structure to the scanning equipment, and not
include the scanner/printer controller. The claimed function requires “scanning at least one
image to create image data according to said settings of scan conditions.” Because the scan
condition settings are stored in the scanner/printer controller (JX-1 at 16:11-22), the
scanner/printer controller is part of the structure necessary to accomplish the claimed function.

3. “Memory Means”

The term “memory means” appears in asserted claims 1 and 2.

Ricoh’s Position: Ricoh contends that the corresponding structure for this means-plus-
function term is memory and/or a hard drive, and its equivalents. Ricoh argues that this is all the
structure necéssary to perform the function of storing the image data and scan files containing
different sets of said settings of scan conditions.

Ricoh argues that the structure identified by Dr. Baroody is incorrect because the passage

15
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of the ‘866 patent specification cited by Dr. Baroody relates to an entirely separate host machine
and not the device being claimed in claim 1. (Citing RX-33C at Q. 156-157.) Ricoh argues that
Staff’s construction contains more structure than is necessary to perform the claimed function.

Oki Data’s Position: Oki Data contends that the first function associated with this
means-plus-function term is “for storing said image data,” and that the corresponding structure is
found at column 14, line 59 to column 15, line 4. According to Oki Data, this includes page
buffer memory and a second, non-volatile memory that receives image data from the page buffer
memory on a page-by-page basis. (Citing JX-1 at 21:47-51.)

Oki Data contends that the second function is “storing...scan files containing different
sets of said settings of scan conditions, one of said scan files being selected by said operation
panel means to determine said settings of scan conditions used by said scan means.” Oki Data
asserts that the structure associated with that function appears at column 21, lines 14-27.

Staff’s Position: Staff concurs with Oki Data that the corresponding structure is
disclosed at column 21, lines 14-27. Staff argues that the structure needed to perform the
claimed function is more than what was identified by Ricoh because the function includes storing
image data and scan files, and one of said scan files being selected by said operation panel
means. Thus, Staff contends that additional structure is required to enable selection by the
operation panel means and structure to determine the scan conditions of the selected scan.

Construction to be applied: The term “memory means” shall be construed pursuant to
35U.S.C. § 112, 9 6. The claimed function is “storing said image data and scan files containing
different sets of said settings of scan conditions.” The corresponding structure is page-buffer
memory and a hard drive unit, and equivalents.

Claim 1 requires “memory means for storing said image data and scan files containing

16
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different sets of said settings of scan conditions, one of said scan files being selected by said
operation panel means to determine said settings of scan conditions used by said scan means.” It
is undisputed that “memory means” is a means-plus-function term.

The specification discusses storage of image data and scan files in the hard drive unit 23:

The hard-drive unit 23 is used as a data storage area for programs and data for the
controlling unit 20.

(JX-1 at 7:28-29.)

Scan data (image data) obtained by the scanner unit is compressed page by page
by the scan-in-buffer-and-function unit 25, and is stored in the page-buffer
memory 24. If the page-buffer memory 24 has sufficient remaining space for
storing the next page of the image data, the scan operation continues while the
compressed image data temporarily stored in the page-buffer memory 24 is
transferred page by page to a secondary memory such as the hard-drive unit 23.

(JX-1 at 14:59-66.)

When a request for the test print is entered through the operational-display-and-
touch-panel unit 18 of the digital copier device 4, the scanner/printer controller 12
reads the image data stored in the page-buffer memory 24 or the hard-drive unit
23.

(JX-1 at 15:42-46.)

Using the scan-file handler 110, a user creates a scan file 111 specifying the
settings of the scan conditions. The scan file 111 is sent from the host machine 2
to the scanner/printer controller 12 of the digital copier device 4, and is stored in
the hard-drive unit 23 of the scanner/printer controller 12. As shown in FIG. 6, a
plurality of scan files can be created and stored in the hard-drive unit 23 as scan
files 131.

(JX-1 at 16:13-20.)

The specification also discusses temporary storage of image data in memory found in the
controlling unit of the device:

The page-buffer memory 24 temporarily stores, in a unit of pages, image data to

be printed and image data scanned by the scanner unit under the control of the

copier engine 17. The scan-in-buffer-and-function unit 25 receives and
temporarily stores the image data provided from the copier engine 17, and applies

17
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a predetermined process to the image data before supplying it to the page-buffer
memory 24.

(JX-1 at 7:47-57.)

Scan data (image data) obtained by the scanner unit is compressed page by page
by the scan-in-buffer-and-function unit 25, and is stored in the page-buffer
memory 24. If the page-buffer memory 24 has sufficient remaining space for
storing the next page of the image data, the scan operation continues while the
compressed image data temporarily stored in the page-buffer memory 24 is
transferred page by page to a secondary memory such as the hard-drive unit 23. If
the page-buffer memory 24 does not have sufficient remaining space, the scan
operation is put into a waiting status until the compressed image data temporarily
stored in the page-buffer memory 24 is transferred to the secondary memory.

(JX-1 at 14:59-15:4.)

Thus, I find that the corresponding structure for the “memory means” is page-buffer
memory and a hard drive unit. Oki Data and Staff assert that the passage found at column 21,
lines 14-27 also discloses corresponding structure. The passage reads as follows:

In FIG. 9, the host machine 2b is equipped with a scan-file handler 110b and a

scan-image-file handler 120b. Using the scan-file handler 10b, a user creates a

scan file 11b specifying the settings of the scan conditions. The scan file 11b is

sent from the host machine 2b to the file-server machine 90 to be stored therein.

As shown in FIG. 9, a plurality of scan files can be created and stored in the file-

server machine 90 as scan files 131b. The user can obtain a list of the scan files

131D stored in the file-server machine 90 by using the directory service 112b of

the scan-file handler 10b.

The scan files 131b stored in the file-server machine 90 are copied to the

scanner/printer controller 12b of the digital copier device 4b, and are stored as

scan files 131c¢ in the scanner/printer controller 12b.

(JX-1 at 21:14-27.) This portion of the specification addresses the storage of scan files on the
file-server machine 90. It does not address the storage of scan files on the device claimed in
claim 1. Therefore, it is not relevant to construction of “memory means,” as it is not a portion of

the specification disclosing structure corresponding to the claimed function of the “memory

means.” The specification addresses the storage of scan files on the device claimed in claim 1 at
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column 16, lines 13 to 20, as detailed supra.
4. “Network-Interface Means”

The term “network-interface means” appears in asserted claims 1, 2, and 4.

Ricoh’s Position: Ricoh contends that the corresponding structure for this means-plus-
function term is network interface hardware and driver, and its equivalents. Ricoh states that the
NIC-interface unit, shown in Figure 1 as item 21, is the structure necessary to perform the
claimed function of receiving at least some of said scan files from said network and sending said
image data stored in said memory means to said network. Ricoh claims that Staff’s proposed
construction contains more structure than is necessary to perform the claimed function.

Oki Data’s Position: Oki Data contends that the function for this means-plus-function
term is “for receiving at least some of said scan files from said network and sending said image
data in said memory means to said network.” Oki Data identifies the corresponding structure as
a CPU, a ROM, a RAM, a hard-drive interface circuit, a host interface circuit, and a NIC-
interface circuit. (Citing JX-1 at 8:35-38.)

Oki Data asserts that because the claim term refers to “scan files” and not “scan
conditions,” the function and corresponding structure must include the sending of files over the
network to avoid being indefinite. Oki Data then addresses the parties’ disputes regarding the
term “scan files,” which is discussed supra.

Staff’s Position: Staff contends that the structure necessary to perform the claimed
function can be found at column 8, lines 35-38, and includes a CPU, a ROM, a RAM, a hard-
drive interface circuit, a host-interface circuit, and a NIC-interface circuit. Staff asserts that each
of these items plays a role in receiving scan files and sending image data.

Construction to be applied: The term “network-interface means” shall be construed
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pursuant to 35 U.S.C. § 112, § 6. The claimed function is “receiving at least some of said scan
files from said network and sending said image data stored in said memory means to said
network..” The corresponding structure is a NIC-driver unit coupled to a NIC-interface circuit in
the controlling unit, and equivalents.

Claim 1 requires “network-interface means for receiving at least some of said scan files
from said network and sending said image data stored in said memory means to said network..”
It is undisputed that “network-interface means” is a means-plus-function term.

I find that the corresponding structure is disclosed in the following passages in the
specification:

The NIC-driver unit 21 is connected to the LAN 5, and transfers a data stream for

the printer unit, operating/editing commands for the scanner unit, and image data

by using the Ethernet scheme or the Token Ring scheme.

(JX-1 at 7:17-20.)

The controlling unit 20 of FIG. 2 includes a CPU 30,aROM 31,aRAM 32, a

hard-drive-interface circuit 33, a host-interface circuit 34, a NIC-interface circuit

35, and a FAX-modem-interface circuit 36.

(JX-1 at 8:35-38.)

The NIC-interface circuit 35 controls data exchange with the NIC-driver unit 21.

(JX-1 at 8:51-52.)
5. “File”

The term “file” appears in asserted claims 1-4 and 8. The parties dispute the term “file”
in the context of the phrase “receiving at least some of said scan files from said network,” which
appears in claim 1.

Ricoh’s Position: Ricoh contends that the term “file” should be given its plain and

ordinary meaning, which is “a collection of related records treated as a unit.” Ricoh relies on the
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Fifth Edition of the IEEE Dictionary for this definition. (Citing CDX-270.)

Ricoh claims that the definition offered by Oki Data’s expert Dr. Baroody is untimely, as
Ricoh states that none of the parties offered a construction of “file” prior to the hearing. (Citing
Tr. at 1468:13-1469:2.) Nevertheless, Ricoh argues that Dr. Baroody’s definition is unduly
restrictive and is unsupported by the ‘866 patent. Ricoh notes that the definition was taken
verbatim from the “Free On-Line Dictionary of Computing,” and that the definition was
published in January 2007. (Citing Tr. at 1471:20-24.) Ricoh further states that Oki Data’s
corporate representative claimed not to know how to define “file” during his deposition, meaning
that regardless of what Dr. Baroody offers as a construction, Oki Data has no opinion on the
issue. (Citing Tr. at 1482:13-1484:7.)

Oki Data’s Position: Oki Data contends that a “file” must have the following
characteristics: (1) a single sequence of bytes; (2) a finite length; (3) the capability of being
stored in a non-volatile storage medium; (4) existence in a directory; and (5) a name for
reference during file operations. (Citing RX-370C at Q. 35; RX-20; Tr. at 1482:1-8, 1562:7-13.)

Oki Data contends that Ricoh failed to address the meaning of “file” in its pre-hearing
brief, even though the issue was “hotly contested” during expert discovery. According to Oki
Data, the only mention of “file” in Ricoh’s pre-hearing brief is Dr. Stevenson’s definition of
“file,” and that definition comports with Oki Data’s definition. (Citing CPHB at 377.) Oki Data
thus claims that Ricoh’s argument is waived pursuant to Ground Rule 8.2.

Oki Data argues that, contrary to Ricoh’s assertion, Dr. Baroody’s definition of “file” was
not untimely, as the issue was raised in Dr. Baroody’s initial expert report. Oki Data claims that
Dr. Baroody independently developed his definition, and merely used the “Free On-Line

Dictionary of Computing” as corroborative evidence. (Citing Tr. at 1561:11-1562:13; RX-20.)
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Oki Data argues that there is no evidence to support the use of the IEEE Dictionary definition
proposed by Ricoh. (Citing CDX-270.)

Oki Data claims that the specification and the prosecution history support its proposed
construction of “file.” (Citing Tr. at 1564:16-1566:12; JX-1 at Fig. 9; RX-33C at Q. 153.)

Staff’s Poesition: Staff contends that the prosecution histofy makes clear that “scan files”
are not the same as “image data.” (Citing JX-6.) Staff explains that “scan files” are files that
contain sets of settings of scan conditions. Staff does not provide a specific definition for the
term “file.”

Construction to be applied: “a named collection of data stored in one unit.”

Both Ricoh and Oki Data argue that the opposing party waived its right to offer a
construction for “file.” In fact, I find that both Ricoh and Oki Data failed to offer a proposed
construction for “file” in the Joint Statement of Proposed Claim Constructions. (JX-13.) Thus, I
find that both Ricoh and Oki Data waived the right to offer a construction of the term “file.”

Still, it is clear that the construction of the term “file” is material to resolving the dispute
between the parties. Oki Data argues that the accused products do not include a “network-
interface means for receiving at least some of said scan files from said network™ because the
information received by the accused products does not amount to a “file,” as construed by Oki
Data. (RIB at 113-115.) Thus, it is necessary for me to determine the scope of the term “file” as
used in claim 1. O2 Micro Int’l Ltd. v. Beyond Innovation Tech. Co., 521 F.3d 1351, 1362 (Féd.
Cir. 2008) (“When the parties present a fundamental dispute regarding the scope of a claim term,
it is the court’s duty to resolve it.”)

Oki Data relies on Dr. Baroody’s expert testimony, as well as a definition from the Free

On-Line Dictionary of Computing (“FOLDOC”). Contrary to Oki Data’s assertion, I find that
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the definition offered by Dr. Baroody comes directly from the FOLDOC definition, and was not
independently created by Dr. Baroody. (RX-370C at Q. 35; Tr. at 1481:7-1482:8, 1561:11-
1562:13.) Dr. Baroody testified that the FOLDOC definition “is consistent with [his]
understanding of the term ‘file’ as one of ordinary skill in the art.” (RX-370C at Q. 35.)

I find that there are multiple problems with Oki Data’s reliance on the FOLDOC
definition. First, the definition offered into evidence depicts a date of 2007. (RX-20.) The ‘866
patent was filed in 1996, issued in 1998, and claims priority to a Japanese patent application filed
in 1995. Thus, the definition is not contemporaneous with filing or issuance of the ‘866 patent.
A dictionary definition that is not contemporaneous with the patent filing or issuance may not
accurately reflect the meaning of the term to one of ordinary skill in the art at the time the patent
was filed. Brookhill-Wilk 1, LLC v. Intuitive Surgical, Inc., 334 F.3d 1294, 1299 (Fed. Cir.'
2003) (refusing to consider non-contemporaneous dictionary definitions); Globespanvirata, Inc.
v. Texas Instruments, Inc., 2005 WL 984346, at *3 (D.N.J. Apr. 7, 2005) (same).

Second, the FOLDOC definition of “file” is not a true definition, and is more
appropriately considered a list of typical file characteristics. The document begins with the
following explanation:

The history of computing is rich in varied kinds of files and file systems, whether

ornate like the Macintosh file system or deficient like many simple pre-1980s file

systems that didn’t have directories. However, a typical file has these

characteristics. ‘

(RX-20.) This passage demonstrates that there are varied kinds of files, and the “definition” only
offers the characteristics found in a typical file. Thus, the document is clear that not all files will
have all of these characteristics.

Even when the five characteristics of a “typical” file are listed, the document provides

apparent counter-examples, which Oki Data and Dr. Baroody do not address. For example, the
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first characteristic listed is “[i]t is a single sequence of bytes (but consider Macintosh resource
forks).” (RX-20.) The third characteristic Hsted states “[i]t is stored in a non-volatile storage
medium (but see ramdrive).” (/d.) These unexplained statements found in parentheses support
the conclusion that the listed characteristics are not found in all “files.”

Moreover, after listing the typical characteristics of files, the FOLDOC definition
concludes by listing other possible attributes for files:

Additionally, a file system may support other file attributes, such as permissions;

timestamps for creation, last modification, and last access and revision numbers

(a’la VMS).

(RX-20). Dr. Baroody offers no reason why he did not include these additional characteristics in
his definition of “file.”

Further, Oki Data claims that certain portions of the specification, including the passage
at column 16, lines 15 through 22 and Figure 9, support Dr. Baroody’s construction of “file.”
(See RIB at 106-107.) Yet, Dr. Baroody admitted during cross examination that the portions of
the specification that he relied upon did not demonstrate all of the elements of the definition of
“file” that he proposed. (Tr. at 1477:3-1479:23.)

Ricoh relies on a contemporaneous dictionary definition from THE NEW IEEE STANDARD
DICTIONARY OF ELECTRICAL AND ELECTRONICS TERMS, p. 498 (1993). The dictionary offers

9% <

multiple definitions of “file,” including: “a collection of related records treated as a unit;” “a set

E> N1

of related records treated as a unit;” “one named collection of data;” and “a set of related records

usually treated as a named unit of storage.”

3 Oki Data criticizes Ricoh’s use of the IEEE Dictionary because the dictionary definition was offered as a
demonstrative exhibit. (See CDX-270.) While Oki Data is correct that a demonstrative exhibit is not evidence, 1
hereby take notice of the IEEE Dictionary definition, thus allowing the definition to be used in this determination.
See Clark v. Walt Disney Co., 642 F. Supp. 2d 775, 782 (8.D. Ohio 2009) (taking judicial notice of a dictionary
definition and explaining that “[a] dictionary is one of those sources whose accuracy cannot reasonably be
questioned and, as a general rule, courts may consult a dictionary at any stage of the litigation to determine the
meaning of words and phrases.”)
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Turning to the intrinsic record, I find no explicit definition of “file,” but the evidence
provides context that assists in the understanding of the term. The specification provides the
following descriptions:

At the step S4, scan-file IDs of scan files which have been created for recording
various settings are displayed, and an appropriate scan-file ID is selected. In the
present invention, the different settings of the scan conditions are recorded in the
scan files, so that previous settings can be used to avoid the trouble of entering the
settings again. Also, the settings of the scan conditions can be made through the
workstations 3 to be kept in a scan file in advance, so that a user does not have to
operate the operational-display-and-touch-panel unit 18. Since the user might not
be familiar with the operation of the operational-display-and-touch-panel unit 18,
it is beneficial to allow the user to make the settings through the workstations 3.

(JX-1 at 14:36-48; Fig. 5.)

In FIG. 6, the utility software 10 (or the application software 9) of the host
machine 2 includes a scan-file handler 110 and a scan-image-file handler 120.
Using the scan-file handler 110, a user creates a scan file 111 specifying the
settings of the scan conditions. The scan file 111 is sent from the host machine 2
to the scanner/printer controller 12 of the digital copier device 4, and is stored in
the hard-drive unit 23 of the scanner/printer controller 12. As shown in FIG. 6, a
plurality of scan files can be created and stored in the hard-drive unit 23 as scan
files 131. The user can obtain a list of the scan files 131 by using the directory
service 112 of the scan-file handler 110.

Through the operational-display-and-touch-panel unit 18 of the copier unit 11, the
user invokes the scan operation as indicated by reference numeral 132. Then, a
list of the scan files 131 is displayed on the operational-display-and-touch-panel
unit 18. The user selects an appropriate scan file through the operational-display-
and-touch-panel unit 18 as indicated by reference numeral 133. Upon the
selection, a scan-file content 134 of the selected scan file is displayed. If the scan-
file content 134 is appropriate, the user confirms the choice of the scan file as
indicated by reference numeral 135.

(JX-1 at 16:11-32; see also JX-1 at 21:28-37, Fig. 9.)

The prosecution history states that scan files “contain different sets of the settings of scan
conditions[.]” (JX-6 at RITC 0000483.) There is also an explanation that “the device according
to the claimed invention is able to store scan conditions as files via the network so that the user

may simply select one of these files on the panel to set scan conditions[.]” (/d. at RITC
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0000482.)

The prosecution history distinguishes between image data and scan files by explaining
that “the ‘scan files’ are not image data, but are files that contain sets of settings of scan
conditions, associated with the scan means.” (JX-6 at RITC 0000510.) Examples of scan
conditions kept in a scan file are “an image file ID/name, a contrast and a scan level, size-
enlargement/size-reduction, a scan mode (multi-value, binary, or digital grey level), single-
sided/double-sided, sheet size and sheet direction, and a timeout period[.]” (/d. at RITC 000510-
511.)

While not all of the definitions in the IEEE Dictionary require a file to be named, the
portions of the specification quoted supra indicate that a list of scan files must be displayed on
the operational-display-and-touch-panel so that user may select a specific scan file. This is
consistent with claim 1, which requires “operation panel means for selecting each of settings of
scan conditions” and “one of said scan files being selected by said operation panel means to
determine said settings of scan conditions used by said scan means.” Thus, I find that the
intrinsic evidence supports a definition of “file” that requires the file to be named.

Based on the foregoing, I find that the proper construction of “file” is “a named collection
of data stored in one unit.”

6. “Print Means”

The term “priﬁt means” appears in asserted claims 3-6.

Ricoh’s Position: Ricoh contends that the corresponding structure for the print means is
a printer and printer engine having paper handling machinery, and its equivalents.

OKki Data’s Position: Oki Data contends that the claimed function is “printing said

image data of one of said image files.” Oki Data contends that the corresponding structure is a
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printer engine that controls a printer unit having paper handling machinery (paper tray, double-
sided-copy unit, paper ej epting unit, etc.). (Citing JX-1 at 6:46-49.)

Staff’s Position: Staff contends that the structure identified in the specification is a
printer engine that controls a printer unit having paper handling machinery (paper tray, double-
sided copy unit, paper ejecting unit, etc.).

Construction to be applied: The term “print means” shall be construed pursuant to 35
U.S.C. § 112, § 6. The claimed function is “printing said image data of one of said image files.”
The corresponding structure is a printer unit having paper handling machinery, whereby the
printer unit is controlled by a printer engine, and equivalents.

Claim 3 requires “print means for printing said image data of one of said image files.” It
is undisputed that “print means” is a means-plus-function term. ‘

I find that the corresponding structure is disclosed in the following passage in the
specification: “The printer engine 15 controls a printer unit (not shown) having paper handling
machinery (paper tray, double-sided-copy unit, paper ejecting unit, etc.).” (JX-1 at 6:46-49.)

7. “Copy Means”

The term “copy means” appears in asserted claim 5.

Ricoh’s Position: Ricoh does not offer a position on the construction of this term.

OKki Data’s Position: Oki Data contends that the term “copy means” should be
construed pursuant to 35 U.S.C. § 112, 6. Oki Data states that the claimed function is “for
copying an image scanned by said scan means onto a sheet by using said scan means and said
print means.” Oki Data identifies the corresponding structure as the structure for scanning and
storing, only in temporary memory, an image for printing, and then immediately printing that

image. (Citing JX-1 at 7:47-60.)
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Staff’s Position: Staff contends that the term “copy means” should be construed
pursuant to 35 U.S.C. § 112, § 6. Staff identifies the follﬁwing structure that is necessary to
perform the claimed function: controlling unit, copier unit, printer unit, NIC-driver unit, and the
operational-display-and-touch panel unit. (Citing JX-1 at 8:6-16.)

Construction to be applied: The term “copy means™ shall be construed pursuant to 35
U.S.C. § 112, 9 6. The claimed function is “copying an image scanned by said scan means onto
a sheet by using said scan means and said print means.” The corresponding structure is a copier
controller, a copier engine, a controlling unit, and equivalents.

Claim 5 requires “copy means for copying an image scanned by said scan means onto a
sheet by using said scan means and said print means.” It is undisputed that “copy means” is a
means-plus-function term.

I find that the corresponding structure is disclosed in the following passages:

The digital copier device 4 includes a copier unit 11 used for scanning and
printing purposes and a scanner/printer controller 12 for controlling the copier
unit 11. The digital copier device 4 operates based on the network OS, such as
used in the field, connecting elements of the copier unit 11 and the scanner/printer
controller 12 with each other via a predetermined network protocol such as
TCP/IP, IPX/SPX, etc. The digital copier device 4 stores document data provided
via the LAN 5, FAX data provided via a telephone line 13, image data obtained
through the scanning function, etc. Also, the digital copier device 4 produces a
printout of such data, and sends over the telephone line 13 the FAX data
converted from the scan image data. Further, the digital copier device 4 obtains
image data of a desired-image range by repeatedly scanning the image using the
scanning function, and transfers the image data to an indicated one of the
workstations 3 via the LAN 5.

The copier unit 11 includes a copier engine 17, a operational-display-and-touch-
panel unit 18, and a copier controller 19. Hereinafter, the term "engine" indicates
a unit for driving and controlling a pertinent unit.

The copier engine 17 includes a scanner engine 14, a printer engine 15, and an
image processing unit 16. The scanner engine 14 controls a scanner unit (not
shown) having ARDF (auto document feeder). The printer engine 15 controls a
printer unit (not shown) having paper handling machinery (paper tray, double-
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sided-copy unit, paper ejecting unit, etc.). The image processing unit 16 processes
image data for the scanner unit and the printer unit. The operational-display-and-
touch-panel unit 18 is used for inputting and outputting of data for copier
operations and for controlling the copier engine 17. That is, the operational-
display-and-touch-panel unit 18 displays current settings of the scan conditions,
operation procedure, etc., and is used for entering an instruction for various
operations such as an image scan operation, a transfer operation transferring the
image data to the scanner/printer controller 12, a printing operation printing the
image data provided from the scanner/printer controller 12, etc.

(JX-1 at 6:21-60.)

The copier controller 19 checks a configuration of the scanner unit and the printer
unit, e.g., checks what optional equipment is installed. Also, the copier controller
19 checks the status of the paper tray, the double-sided-copy unit, the paper
ejecting unit, paper feeding unit, etc., and is used for setting a paper path. Further,
the copier controller 19 activates a printer/scanner operation, and checks a process
status, an error status, etc.

(Id. at 7:6-13.)
The page-buffer memory 24 temporarily stores, in a unit of pages, image data to
be printed and image data scanned by the scanner unit under the control of the
copier engine 17. The scan-in-buffer-and-function unit 25 receives and
temporarily stores the image data provided from the copier engine 17, and applies
a predetermined process to the image data before supplying it to the page-buffer
memory 24. The print-data-inputting-and-rasterizing unit 26 receives image data
from the FAX-modem unit 22, and supplies it to the page-buffer memory 24. The
print-data-inputting-and-rasterizing unit 26 also receives image data to be faxed
from the page-buffer memory 24, and converts it into raster data, if necessary,
before supplying it to the FAX-modem unit 22.

(Id. at 7:47-60.)

8. “Test Means”

The term “test means” appears in asserted claim 6.
Ricoh’s Position: Ricoh does not offer a position on the construction of the term “test

means.”

Oki Data’s Position: Oki Data contends that the term “test means” is indefinite because

the specification fails to link the claim function to any structure. If the term is found to be
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definite, Oki Data asserts that the corresponding structure should be the structure set forth in
Order No. 29.

Staff’s Position: Staff contends that the corresponding structure for the “test means”
limitation is the operational-display-and-touch-panel unit 18 of the digital copier device 4, the
scanner/printer controller 12 reads the image data stored in the page-buffer memory 24 or the
hard-drive unit 23. The image data is then supplied as raster data to the printer engine 15 of the |
copier engine 17, and the printer unit produces a printout. (Citing JX-1 at 15:40-48.)

Construction to be applied: The term “test means” shall be construed pursuant to 35
U.S.C. § 112, 9 6. The claimed function is “controlling said print means to print said at least one
image scanned by said scan means onto a sheet in order to check if said image data of said at
least one image is defective.” The corresponding structure is an operational-display-and-touch
panel unit, a scanner/printer controller programmed to perform steps S9 and S10 of Figure 5,
and a printer engine, and equivalents.

Claim 6 requires “test means for controlling said print means to print said at least one
image scanned by said scan means onto a sheet in order to check if said image data of said at
least one image is defective.” It is undisputed that “test means” is a means-plus-function term.

I find that the specification discloses sufficient structure for the “test means” limitation.

Specifically, Figure 5 is a flowchart that includes the following boxes:

* Inote that while page-buffer memory or a hard-drive unit are also required, they are both part of the
scanner/printer controller according to Figure 1 of the ‘866 patent.

30



PUBLIC VERSION

{
REMAINING SHEET NO REMAINING SHEET
| S8 | - S9
D:SPLAY MESSAGE PROMPTING REMOVAL DISPLAY MESSAGE INDICATING COMPLETION

QF AEMAINING SHEET, AND REMOVE OF SCAN OPERATION AND MESSAGE INQUIRING
REMAINING SHEET BY HAND WHETHER TEST 2RINT {5 NECESSARY

H
H

P ——"
¥

TEST PRINT REQUESTED NO TEST PRINT REQUESTED
! 5810 | - S11
PERFORM TEST PRINT WITH DISPLAY
OF MESSAGE INDICATING TEST PRINT DISPLAY INITIAL DISPLAY
IN PROGRESS AND DISPLAY OF PAGE
NUMBER BEING PRINTED .
END

The specification provides the following corresponding discussion:

At the step S9, a message indicating the completion of the scan operation is
displayed, and, also, a message inquiring whether a test print is necessary is
displayed. If the test print is requested, the procedure goes to a step S10.
Otherwise, the procedure goes to a step S11.

At the step S10, the test print is carried out while displaying a message indicating
the test print in progress and displaying a page number being printed.

Here, the test print is carried out to check whether the scan has been appropriately
conducted to generate suitable image data. When a request for the test print is
entered through the operational-display-and-touch-panel unit 18 of the digital
copier device 4, the scanner/printer controller 12 reads the image data stored in
the page-buffer memory 24 or the hard-drive unit 23. The image data is then
supplied as raster data to the printer engine 15 of the copier engine 17, and the
printer unit produces a printout. The user checks whether an scan order of the
sheets is correct, whether there is a skipped page, whether an image is skewed,
and whether contrast and image gray levels are appropriate, etc.

If the scan image data is inappropriate, the scan operation described above is
repeated until appropriate scan image data is obtained.

(JX-1 at 15:32-51.)
C. The ‘771 Patent
1. “Host Computer”
The term “host computer” appears in asserted claims 1, 7, and 13.

Ricoh’s Position: Ricoh contends that the term “host computer” should be construed to
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cover both a locally-connected computer as well as a networked computer.

Ricoh states that nothing in the claims or the specification of the ‘771 patent limit “host
computer” to a locally-connected computer. (Citing JX-2; Tr. at 628:21-24.) Ricoh notes that in
analyzing the prior art, Dr. Baroody opined that the host computer can be connected via a
network connection. (Citing Tr. at 1546:3-15.) Ricoh claims that Oki Data conceded that the
specification does not disclose any specific definition of “host computer.” (Citing RPHB at
255.) Ricoh asserts that the term should be given its plain and ordinary meaning, which would
not restrict a host computer to a locally-connected computer .

In its reply brief, Ricoh claims that Dr. Baroody’s opinion regarding “host computer” is
untimely because Oki Data failed to offer a construction for the term in the Joint Claim
Construction Statement. Ricoh asserts that Mr. Weadock did not admit that “host computer”
should be limited to a locally-connected computer. (Citing Tr. at 449:5-9.) Ricoh argues that
there is no indication in the specification that the claims should be limited to the embodiment
shown in Figure 1, where the host computer is connected locally to an image input device.
Ricoh also argues that Oki Data’s irrelevant extrinsic evidence should be ignored. (Citing CX-
55 at 80-85.)

Oki Data’s Position: Oki Data contends that a “host computer” is “a computer that is
directly connected to the image input device.” Oki Data argues that this construction does not
include a computer that is indirectly connected to a computer via network.

Oki Data argues that Figure 1 shows the host computer connected directly to the image
input device, and this is the only configuration depicted in the ‘771 patent. (Citing Tr. at 450:1-

4,450:11-451:13, 450:21-451:17, 684:24-685:5.) Oki Data asserts that Ricoh’s proposed
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construction is untimely and inconsistent with the position of its own expert, Mr. Weadock.
(Citing JX-13.)

Oki Data also argues that Ricoh’s construction is inconsistent with the way Ricoh uses
the term “host computer.” Oki Data asserts that a Ricoh user manual for the MP 8001 makes
clear that a host computer is directly connected to an image input device. (Citing CX-44 at 83-
84; Tr. at 473:9-474:5.)

In its reply brief, Oki Data argues that Ricoh is incorrect in stating that Dr. Baroody’s
view of “host computer” in the ‘771 patent is contrary to his views in the ‘866 patent. (Citing Tr.
at 1569:23-1574:4; JX-1 at 23:27-28.) Oki Data argues that the only interface disclosed in the
771 patent is a “host I/F,” which one of ordinary skill in the art would understand to mean a
local connection. (Citing RX-370C at Q. 478.)

Staff’s Position: Staff contends that the asserted claims require a direct connection
between the device and the host computer.

Staff states that the specification and figures of the “771 patent describe a direct
connection via interface I/F 19 between the host computer and the image device in each of the
embodiments. (Citing Tr. at 449-452.) Staff states that image data obtained by the imaging
device is sent directly to the host computer using interface I/F 19. (Citing Tr. at 452-453.)

Construction to be applied: “a computer connected locally, or through a network, to an
image input device”

Both Ricoh and Oki Data argue that the opposing party waived its right to offer a
construction for “host computer.” In fact, I find that both Ricoh and Oki Data failed to offer a

proposed construction for “host computer” in the Joint Statement of Proposed Claim

® Throughout its post-hearing briefs, Staff omits line numbers from its citation of the hearing transcript. A proper
citation to the hearing transcript includes both page and line numbers.
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Constructions. (JX-13.) Thus, I find that both Ricoh and Oki Data waived the right to offer a
construction of the term “host computer.”

Still, it is clear that the construction of the term “host computer” is material to resolving
the dispute between the parties. Oki Data argues that under its proposed construction of “host
computer,” the accused devices do not infringe because Ricoh has only offered evidence
regarding the accused devices connected through a network connection. (RIB at 140.) Thus, it
is necessary for me to determine the scope of the term “host computer ” as used in the asserted
claims. O2 Micro, 521 F.3d at 1362 (“When the parties present a fundamental dispute regarding
the scope of a claim term, it is the court's duty to resolve it.”)

Both claims 1 and 7 begin with “[a]n image input device adapted to be connected to a
host computer.” Claim 13 begins with “[t]he method of transferring image data to a host
computer.” I find nothing in the claim language that restricts the connection between the host
computer and the image input device to a direct or local connection.

The “771 patent specification provides the following descriptions regarding the
connection between the host computer and the image input device:

The present invention generally relates to image input devices and, more

particularly, to an image inputting device such as an image scanner which reads

an image and transfers image data to a computer via an interface.

(JX-2 at 1:10-13.)

In order to achieve the above-mentioned objects, there is provided according to

the present invention an image input device adapted to be connected to a host

computer so as to transfer image data to the host computer][.]

(JX-2 at 2:40-43.)
Figure 1 of the ‘771 patent depicts the host computer directly connected to the image

input device:
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(JX-2 at Fig. 1.) Figure 2 depicts a more in-depth view of the image input device 1:
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(JX-2 at Fig. 2.) Indescribing Figure 2, the specification states that “[t|he image data obtained
by the scanner unit 15 is sent to the host computer 2 via a host I/F 19 in accordance with a
control of the system control unit 11.” (Id. at 5:24-26.)

I find nothing in the prosecution history that offers further insight into the meaning of
“host computer.” (JX-7.)

Oki Data relies heavily on the fact that the only embodiment depicted in the figures
shows a direct connection between the host computer and the image input de;/ice. While it is
true that the configuration shown in Figures 1 and 2 depicts a direct connection between the host
computer and the image input device (JX-2 at 4:47-49, 5:24-26), I find that this fact does not

necessarily lead to the conclusion that the claims are so limited. As the Federal Circuit has
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stated, “we have expressly rejected the contention that if a patent describes only a single
embodiment, the claims of the patent must be construed as being limited to that embodiment.”
Phillips, 415 F.3d at 1323.

While there are certain circumstances where statements in the specification may limit the
claims, I do not find that those circumstances are present here. The Federal Circuit has explained
that:

We do not import limitations into claims from examples or embodiments

appearing only in a patent’s written description, even when a specification

describes very specific embodiments of the invention or even describes only a

single embodiment, unless the specification makes clear that “the patentee ...

intends for the claims and the embodiments in the specification to be strictly

coextensive.”

JVW Enters., Inc. v. Interact Accessories, Inc., 424 F.3d 1324, 1335 (Fed. Cir. 2005) (quoting
Phillips, 415 F.3d at 1323). To put it another way, the Federal Circuit has stated that
“[g]enerally, a claim is not limited to the embodiments described in the specification unless the
patentee has demonstrated a “clear intention’ to limit the claim’s scope with ‘words or
expressions of manifest exclusion or restriction.”” i4i Ltd. P’ship v. Microsoft Corp., 598 F.3d
831, 843 (Fed. Cir. 2010) (quoting Liebel-Flarshiem Co. v. Medrad, Inc., 358 F.3d 898, 906
(Fed. Cir. 2004)).

Here, I find no clear intention in the specification that the patentee intended to limit the
claims to a configuration where the host computer is directly or locally connected to the image
input device. While the embodiment in the specification contains such a configuration, Oki Data
and Staff fail to point to any evidence in the specification which constitutes a clear intention to
limit the claims. Therefore, I conclude that the plain language of the asserted claims does not

require that the host computer be directly or locally connected to the image input device.

Oki Data relies on extrinsic evidence to support its argument. [ find that it is unnecessary
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to resort to extrinsic evidence in this situation. Vitronics Corp. v. Conceptronic, Inc., 90 F.3d
1576, 1583 (Fed. Cir. 1996) (“In most situations, an analysis of the intrinsic evidence alone will
resolve any ambiguity in a disputed claim term. In such circumstances, it is improper to rely on
extrinsic evidence.”) Nevertheless, I address Oki Data’s assertions.

Oki Data cites to a number of passages from the examination of Mr. Weadock to support
its position. After reviewing the cited passages, it is clear that Oki Data mischaracterizes Mr.
Weadock’s testimony in an attempt to show that Mr. Weadock conceded that Oki Data is correct.
For example, Oki Data argues that “Mr. Weadock admitted that the use of the term ‘host
computer’ as depicted in the system configuration shown in Figure 1 is in accordance with the
plain and ordinary meaning in the art.” (RRB at 64.) Oki Data cites to the following testimony
from the hearing:

A My understanding is that if the preamble elucidates or breathes life into the
claims, then it is viewed as limiting.

Q Okay. Aﬁd do you agree that the term “host computer” in the ‘771 patent

claims is used in accordance with its plain and ordinary meaning in the art,

correct?

A Yes.

(Tr. at 449:2-9.)

There is nothing in this testimony that supports Oki Data’s position, or supports the
notion that Mr. Weadock somehow admitted that the configuration shown in Figure 1 represents
the plain and ordinary meaning of “host computer.” In another example Oki Data asserts that
“Mr. Weadock even distinguished the prior art Oki Data has asserted against the ‘771 Patent on
the basis that the prior art is not configured as shown in Figure 1 of the ‘771 Patent.” (RIB at

134.) Oki Data cites to the following testimony from the hearing:

Q But you’re relying upon figure 1 as giving you the information as to what the
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configuration of what’s covered by the ‘771 patent is, correct?

A Ttis certainly one of the things that I rely upon to understand the patent.

Q Yesorno?

A Yes.

(Tr. at 684:25-685:5.) There is nothing in this testimony suggesting that Mr. Weadock
distinguished the prior art cited by Oki Data on the basis that the asserted prior art is not
configured as shown in Figure 1.

Oki Data cites to the testimony of its own expert witness, Dr. Baroody. Dr. Baroody
offers his opinion that one of ordinary skill in the art would understand the <771 patent to be
limited to a configuration where the image input device is locally connected to the host
computer. (RX-33C at Q. 478.) Dr. Baroody testifies that it is his opinion that the ‘771 patent
does not contemplate that the host computer and image input device can be connected via a
network connection. (/d.) Dr. Baroody claims that reference to the “host I/F” in the
specification indicates a locally connected interface. (/d.) I find that Dr. Baroody’s testimony
cannot overcome the fact that the intrinsic evidence is silent with regard to whether or not a “host
computer” is limited to a locally-connected computer. Because Dr. Baroody’s testimony is
litigation driven extrinsic evidence, I give it little weight in comparison to the patent and
prosecution history. Phillips, 415 F.3d at 1318-1319 (discussing the problems associated with
extrinsic evidence).

Finally, Oki Data cites to a user manual for a Ricoh MP 8001 product and claims that the
manual “explains that connection to a ‘host computer’ is achieved via the USB port.” (RIB at
134.) The manual describes connecting the device via an Ethernet cable to a “network

connection device such as a hub,” and connecting the device is a USB cable to a “host
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computer.” (CX-55 at 80-84.) While the term “host computer” is used to describe a local USB
connection between the device and the computer, there is nothing in this extrinsic manual that
demonstrates that the term “host computer” is limited to computers with local connections to
peripherals such as scanners or printers. Moreover, I find that a user’s manual not associated
with the ‘771 patent cannot limit the scope of the term “host computer” when the intrinsic
evidence is silent with regard to the asserted limitation.

2. “Scanning Means” (Claim 1)

The term “scanning means” appears in asserted claim 1.

Ricoh’s Position: Ricoh contends that the term “scanning means” is a means-plus-
function term. Ricoh states that the corresponding structure is a scanner unit 15 and scanner
control unit 14, together with operation control unit 17 and operational unit 18, depicted in
Figure 2 and described at column 4, line 65 though column 5, line 31, and its equivalents.
(Citing CX-69; JX-13; Tr. at 631:9-633:5.) Ricoh claims that Staff’s proposed construction
improperly includes system control unit 11, ROM 12, and RAM 13. (Citing Tr. at 632:11-22.)
Ricoh claims that these structures are not directly involved in performing the functions of
inputting the image data and inputting an instruction. (Citing CX-271 at Q. 1140-1142.)

Ricoh notes that Oki Data seeks to limit the “scanning means” to a monochrome scanner.
Ricoh claims that in the Joint Claim Construction Statement, neither Oki Data nor Staff asserted
that “scanning means” should be limited to a monochrome scanner. (Citing JX-13.) Ricoh states
that although the specification describes the scanner unit 15 as a “monochrome type scanner” in
one instance, it is not so restricted when mentioned in additional places in the specification.

(Citing JX-2 at 5:13, 5:22-24, 5:38, 7:33, 8:1, 8:66, 10:2-6.) Ricoh argues that the inventions
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recited in the claims have nothing to do with whether the scanner is color or monochrome.
(Citing Tr. at 631:1-8.)

In its reply brief, Ricoh states that Oki Data is incorrect to include system control unit 11
as part of the structure for the “scanning means.” (Citing RIB at 136.) Ricoh contends that
system control unit 11 is involved in the “means for setting an operation code” limitation, and
not the “scanning means” limitation. (Citing JX-2 at 5:45-51, Fig. 4.)

OKki Data’s Position: Oki Data contends that the term “scanning means” is a means-
plus-function term. Oki Data asserts that the corresponding structure of the “scanning means” is
found at column 5, lines 1-21 of the ‘771 patent. (Citing JX-13.) Oki Data claims that, contrary
to Ricoh’s assertion, the system control unit 11 is part of the structure of the “scanning means.”

Oki Data contends that the “scanner unit 15,” which is part of the structure for “scanning
means” is disclosed to be a “monochrome type scanner.” (Citing JX-2 at 5:8-12.) Thus, Oki
Data asserted that the structure should be limited to monochrome type scanners.

Staff’s Position: Staff contends that the term “scanning means” is a means-plus-function
term. Staff identifies the corresponding structure as a scanner unit 15 along with the system
control unit 11, ROM 12, RAM 13, scanner control unit 14, operational control unit 17, and
operational unit 18.

Staff argues that Ricoh construes the scanner too broadly. According to Staff, the
scanner unit in the specification is described as a monochromatic scanner with a reading
resolution of 300 and a gradient resolution of 8 bits (256 gradation levels). (Citing JX-2 at 5:9-
12.) Staff asserts that the scanner unit is limited to these characteristics.

Construction to be applied: The term “scanning means” shall be construed pursuant to

35U.S.C. § 112, 9 6. The claimed functions are “inputting the image data” and “inputting an
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instruction for directing said host computer to perform at least one of a plurality of operations on
the image data transmitted by said image input device to said host computer.” The
corresponding structure is the scanner control unit, scanner unit, operation control unit, and
operational unit described in column 5, lines 8 through 12 and 15 through 24, and equivalents.

This claim element has two distinct functions. First, there is the function of “inputting
the image data.” The structure necessary to input the image data is described as follows:

A scanner control unit 14 controls a reading operation of a scanner unit 15. The

scanner unit 15 is a monochrome type scanner which performs a reading

operation with a reading resolution of 300 dpi and a gradient resolution of 8 bits

(256 gradation levels).
(JX-2 at 5:8-12, Fig. 2.)

Next, there is the function of “inputting an instruction...” The structure necessary to
input the instruction is described as follows:

An operation control unit 17 reads a key input signal from an operational unit 18,

and the contents of the key input signal to the system control unit 11. The

operational unit 18 is provided with various keys so that a user can input various

instructions through the keys. The keys includes a copy key 18a, a FAX key 18b,

a start key 18c, ten keys 18d and other keys 18e.

The scanner unit 15 obtains image data in accordance with an instruction input
through the operational unit 18 by a user.

(Id. at 5:15-24, Fig. 2.)

The parties dispute whether or not the structure includes system control unit 11, ROM 12,
and RAM 13. I find that these components do not perform the “inputting” functions described in
the “scanning means” claim limitation, and thus are not included in the necessary structure.

The parties further dispute whether or not the scanner should be limited to a monochrome
scanner. I concur with Oki Data and Staff and find that the disclosed structure is the

“monochrome type scanner” disclosed in column 5, lines 8 through 12.
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Ricoh offers a number of arguments in support of a broader construction that would
include both monochrome and color scanners; but I find these arguments unpersuasive. Ricoh
asserts that Oki Data and Staff waived their argument by not asserting that the structure was
limited to a monochrome scanner in the Joint Claim Construction Statement. Oki Data did not
offer its own construction, but adopted Staff’s construction. (JX-13.) Staff’s proposed
construction clearly identified the “scanner control unit 14” and the “scanner unit 15,” and cited
to column 5, lines 7 through 15 of the specification. (/d.) This citation includes the language
quoted supra, which describes the scanner unit 15 as a “monochrome type scanner.” (See IX-2
at 5:7-15.) Thus, I find that Oki Data and Staff fairly raised this position in the Joint Claim
Construction Statement.

Ricoh argues that while the specification refers to the scanner unit 15 as a “monochrome
type scanner” in one instance, all other references to the scanner unit 15 are silent with regard to
the type of scanner required. Thus, according to Ricoh, every other mention of the scanner unit
15 shows that the scanner is not limited to a monochrome scanner.

The scanner unit 15 first appears in Figure 2. In the describing Figure 2, the specification
defines the scanner unit 15 as “a monochrome type scanner which performs a reading operation
with a reading resolution of 300 dpi and a gradient resolution of 8 bits (256 gradation levels).”
(JX-2 at 5:9-12.) The specification refers to the scanner unit 15 in subsequent paragraphs, but
does not re-define it, as it is has already been defined as a “monochrome type scanner.” Under
Ricoh’s rationale, because the specification does not mention that the scanner unit 15 is a
monochrome type scanner every time it mentions scanner unit 15, then the specification does not
only describe a monochrome type scanner. Such a reading of the specification is unreasonable.

It is only necessary for the specification to define the scanner unit 15 once, and all other
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mentions of the scanner unit 15 are clearly understood to refer back to the already-defined
scanner unit 15.°
3. “Méans for Setting an Operation Code”

The phrase “means for setting an operation code” appears in asserted claim 1.

Ricoh’s Position: Ricoh contends that this term is a means-plus-function term. Ricoh
asserts that the corresponding structure is system control unit 11 depicted in Figure 2,
programmed to perform various algorithmic steps depending on the operation being performed.
(Citing JX-2 at Fig. 4, steps 22, 30, 40; Fig. 6, steps 72, 78, 82; Fig. 8, step 103; Fig. 9, step 116-
117; 5:35-53, 5:65-6:11, 7:38-8:9, 9:4-17, 10:16-19.)

Ricoh notes that the specification also discloses setting other types of operation codes
besides “FAX” and “COPY.” (Citing JX-2 at 11:63-67.) Ricoh claims that its proposed
construction is more appropriate than Staff’s proposed construction because the operation codes
are set by the system control unit 11, not by structures 17, 18, 19, and 14, as proposed by Staff.
(Citing CX-271 at Q. 1153-1155.)

Oki Data’s Position: Oki Data offers no argument on this limitation, but it has indicated
that it concurs with Staff’s proposed construction. (JX-13.)

Staff’s Position: Staff states that it adopts Ricoh’s proposed construction, which
includes as corresponding structure the system control unit 11 “programmed to perform various
steps.” Staff notes that it believes that the term is indefinite, but it will address that issue in the
indefiniteness section of its brief.

Construction to be applied: The phrase “means for setting an operation code” shall be

construed pursuant to 35 U.S.C. § 112, § 6. The claimed function is “setting an operation code

¢ Nothing in this section is intended to rule out a color scanner as an equivalent under § 112, § 6. That issue will be
addressed infra.
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which represents contents of the instruction so that said operation code is sent to said host
computer so that said host computer can receive the operation code and image data and perform
the at least one of the plurality of operations indicated by the operation code without any direct
user input to the host computer.” The corresponding structure is the system control unit
programmed to perform any of the algorithms described in column 5, lines 41 through 53;
column 5, line 65 through column 6, line 11; column 7, lines 37 through 45; column 7, lines 54
through 66; column 9, lines 4 through 22; column 10, lines 9 through 22; and equivalents.

The specification describes the setting of multiple operation codes. For example, a

portion of Figure 4 depicts the corresponding algorithm:

29 40
NO [TFERFORM
OTHER
_3p LOPRATIONS

o
OPERATION CODE OPERATION KEY
copy FAX

STORE INPUT
NUMBER

SEND OPERATION SEND OPERATION
CODE CODE 35

With regard to the COPY operation, the specification states:

Then, the system control unit 11 sets a state of waiting for an instruction which
designate an operation mode. When an instruction is input through the operational
unit 18, it is determined, in step 21, whether or not the instruction is input through
the copy key 18a. If it is determined that the instruction is input through the copy
key 18a, the routine proceeds to step 22 so as to set “COPY” to the operation
code.

In step 22, an operation code is set to “COPY™. Then, in step 23, it is determined

whether or not the start key 18c is pressed. If the start key 18c is pressed, the
routine proceeds to step 24. In step 24, the operation code which was set to
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"COPY" is sent to the host computer 2.
(‘771 Patent at 5:41-53.)
With regard to the FAX operation, the specification states:

On the other hand, if it is determined, in step 21, that the pressed key is not the
copy key 18a, the routine proceeds to step 29. In step 29, it is determined whether
or not the pressed key is the FAX key 18b. If it is determined that the FAX key
18b is pressed, the routine proceeds to step 30 so as to set “FAX” to the operation
code.

Thereafter, in step 31, it is determined whether or not one of the ten keys 18d is
pressed. If it is determined that one of the ten keys 18d is pressed, the number
corresponding to the pressed ten key is stored in a memory in step 32. Then, it is
determined, in step 33, whether or not the start key 18c is pressed. If it is
determined that the start key 18c is pressed, the operation code "FAX" is sent to
the host computer 2 via the host I/F 19 in step 34.

(‘771 Patent at 5:65-6:11.)

A portion of Figure 6 discloses an algorithm that performs the claimed function:

YES
ND ;
Y?
COPY KE /_482
v PERFORM
= | OTHE? ONS
72 ves 78 LWOFRAT
OPERATION CODE OPERATION CODE
COoPY FAX
79
TEN KEY
NO ~PRESSED?
YES 80
STORE INPUT
NUMBER

73
TART KE NO
RESSED

YES

(JX-2 at Fig. 6, 7:37-45, 7:54-66.) The text describing this portion of Figure 6 is found at
column 7, lines 37 through 45 and column 7 lines 54 through 66.

A portion of Figure 8 discloses an algorithm that performs the claimed function:
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OPERATION CODE
FAX

YES /,_4105

STORE INPUT
NUMBER

106

AT KE
15-511-\‘1’5835.[)"
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(S)%%% OPERATION
T P 108
I SEND |

(JX-2 at Fig. 8.) The text describing this portion of Figure 8 is found at column 9, lines 4
through 22.

Finally, a portion of Figure 9 discloses an algorithm that performs the claimed function:

~ ' NO
< STARTKEY?
L 1 —m
OPERATION CODE SERFORM OTIER
CO:PY OPERATIONS
18 ¥
SEND OPERATION CODE END

(JX-2 at Fig. 9.) The text describing this portion of Figure 9 is found at column 10, lines 9
through 22.
4. “Scanning Means” (Claim 7)
The term “scanning means” appears in asserted claim 7.
Ricoh’s Position: Ricoh does not offer a separate argument for the “scanning means”

limitation of claim 7.
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OKi Data’s Position: Oki Data contends that the “scanning means” element of claim 7 is
a means-plus-function term. According to Oki Data, the corresponding structure is identical to
the “scanning means” of claim 1, while the claimed function is truncated as compared to claim 1.

Staff’s Position: Staff does not offer a separate argument for “scanning means” found in
claim 7.

Construction to be applied: The term “scanning means” shall be construed pursuant to
35U.S.C. § 112, 9 6. The claimed function is “inputting the image data.” The corresponding
structure is the scanner control unit and scanner unit described in column 5, lines 8 through 12,
and equivalents.

Claim 7 requires “scanning means for inputting the image data.” The structure necessary
to input the image data is described as follows:

A scanner control unit 14 controls a reading operation of a scanner unit 15. The

scanner unit 15 is a monochrome type scanner which performs a reading

operation with a reading resolution of 300 dpi and a gradient resolution of 8 bits

(256 gradation levels).

(JX-2 at 5:8-12, Fig. 2.)

The parties dispute whether or not the structure includes system control unit 11, ROM 12,
and RAM 13. I find that these components do not perform the “inputting” function described in
the “scanning means” claim limitation, and thus are not included in the necessary structure.

The parties further dispute whether or not the scanner should be limited to a monochrome
scanner. For the reasons described supra with respect to the “scanning means” limitation of
claim 1, I find that the corresponding structure disclosed in the specification is a monochrome
scanner, plus equivalents.

5. “Operational Unit”

The term “operational unit” appears in asserted claim 7.
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Ricoh’s Position: Ricoh contends that “operational unit” has an ordinary and customary
meaning and does not need to be construed. If construction is necessary, Ricoh contends that the
term means “an interface that allows a user to manually input instructions to the image input
device.” (JX-13.)

Ricoh argues that Oki Data is incorrect to assert that “operational unit” is a means-plus-
function term. Ricoh notes that claims 1 and 7 were written differently, with claim 1 using
“scanning means” and claim 7 using “operational unit.” According to Ricoh, claims that are
written differently must be given different meanings.

In its reply brief, Ricoh reiterates that this term is not a means-plus-function term, and
that different meanings must be given to claim terms that are written differently in separate
claims. (Citing Kraft Foods, Inc. v. Int’l Trading Co., 203 F.3d 1362, 1365-1369 (Fed. Cir.
2000).)

OKi Data’s Position: Oki Data contends that the term “operational unit” in claim 7 is a
means-plus-function term even though it does not include the word “means.”

Oki Data argues that the word “unit” is a generic term that does not connote definite
structure. (Citing Aspex Eyewear, Inc. v. Altair Eyewear, Inc., 288 Fed. Appx. 697, 703 (Fed.
Cir. 2008).) Oki Data asserts that the word “operational” is simply a descriptor, so broad as to be
meaningless, and there is no recognized meaning for the term. Oki Data states that the
corresponding structure is the operational control unit 17 and operational unit 18, depicted in
Figure 2 and described at column 4, line 65 through column 5, line 31, and its equivalents.

Oki Data notes that Ricoh defines “operational unit” to mean “an interface that allows a
user to manually input instructions to the image input device.” (Citing JX-13.) Oki Data claims

that this definition is incorrect because it ignores the patentee’s own definition of “operational
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unit” found in the specification. (Citing JX-2 at 5:17-21.)

Staff’s Position: Staff does not address this term.

Construction to be applied: “an interface that allows a user to manually input
instructions to the image input device.”

Because the limitation “operational unit” does not use the word “means,” there is a
rebuttable presumption that § 112, § 6 does not apply. TIP Sys., LLC v. Phillips &
Brooks/Gladwin, Inc., 529 F.3d 1364, 1373 (Fed. Cir. 2008). The relevant inquiry is whether or
not the claim term connotes structure. On this issue, the Federal Circuit stated that “we have
held that it is sufficient if the claim term is used in common parlance or by persons of skill in the
pertinent art to designate structure, even if the term covers a broad class of structures and even if
the term identifies the structures by their function.” Lighting World, Inc. v. Birchwood Lighting,
Inc., 382 F.3d 1354, 1359-1360 (Fed. Cir. 2004). Thus, the Federal Circuit has “seldom held”
that a limitation that does not use the term “means” is a means-plus-function limitation. /d. at
1362 (stating that the circumstances must be “unusual” for the presumption against § 112, 6 to
be overcome).

The Federal Circuit has found that seemingly broad, generic terms are not means-plus-
function limitations. In Lighting World, 382 F.3d at 1359, the court addressed whether the term
“connector assembly” was subject to § 112, § 6. Before conducting the analysis, the court noted
that “what is important is whether the term is one that is understood to describe structure, as
opposed to a term that is simply a nonce word or a verbal construct that is not recognized as the
name of structure and is simply a substitute for the term ‘means for.”” Id. at 1360. The court
looked at dictionary definitions to conclude that “that the term ‘connector’ has a reasonably well-

understood meaning as a name for structure, even though the structure is defined in terms of the
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function it performs.” Id. at 1361. The court also noted that the specification used the term
“connector assembly” as the name for structure. /d. The court concluded that the term
“connector” disclosed sufficient structure, and therefore the term “connector assembly” was not
a means-plus-function limitation. /d The court acknowledged that the term was “certainly
broad” and vulnerable to an invalidity attack, but stated that that was a risk that the patent drafter
took When choosing that term. Id. at 1361-1362.

In Greeenberg v. Ethicon Endo-Surgery, Inc., 91 F.3d 1580, 1582 (Fed. Cir. 1996), the
issue was whether the district court correctly found that the phrase “detent mechanism” was a
means-plus-function limitation. The court first noted that simply because a term is defined in

functional terms, § 112,94 6 does not automatically apply. Id. at 1583. The court explained that

99 &< b N1Y

the names of devices such as “filter,” “brake,” “clamp,” “screwdriver,” and “lock™ are derived
from the functions they perform; but that does not make them all means-plus-function terms. /d.
Considering various dictionary definitions, the court found that the term “detent” denotes a
device with a generally understood meaning in the mechanical arts. /d. Therefore, the court
found tﬁat “detent mechanism” provided sufficient structure and that § 112, § 6 was inapplicable.
In contrast, the Federal Circuit has found on rare occasions that a phrase that does not use
the term “means” is a means-plus-function limitation. In Mass. Inst. of Tech. v. Abacus
Software, 462 F.3d 1344, 1353 (Fed. Cir. 2006), the parties disputed whether or not the phrase
“colorant selection mechanism” was a means-plus-function limitation. The court first noted that
“[t]he generic terms ‘mechanism,’ ‘means,” ‘element,” and ‘device’ typically do not connote
sufficiently definite structure.” /d. at 1354. The court then examined whether or not adding the

term “colorant selection” to “mechanism” added sufficient structure to avoid § 112, 9 6. The

court found that “colorant selection,” when added to “mechanism,” did not disclose sufficient
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structure to avoid § 112, § 6: “the term ‘colorant selection,” which modifies ‘mechanism’ here,
is not defined in the specification and has no dictionary definition, and there is no suggestion that
it has a generally understood meaning in the art.” Id. Thus, the term was construed as a means-
plus-function limitation.

In Mas-Hamilton Group v. LaGard, Inc., 156 F.3d 1206, 1213 (Fed. Cir. 1998), the issue
was whether or not the phrase “lever moving element” was a means-pus-function limitation. The
court affirmed the district court’s determination that “lever moving element” was a means-plus-
function limitation. Specifically, the court found that there was no evidence that “lever moving
element” has a generally understood structural meaning in the relevant art. Id. at 1213-1214. In
rejecting the patentee’s argument that the term recited sufficient structure, the court explained:

In the instant case, the claimed “lever moving element” is described in terms of its

function not its mechanical structure. If we accepted La Gard’s argument that we

should not apply section 112, ¥ 6, a “moving element” could be any device that

can cause the lever to move. La Gard's claim, however, cannot be construed so

broadly to cover every conceivable way or means to perform the function of

moving a lever, and there is no structure recited in the limitation that would save

it from application of section 112, 6.

Id. at 1214.

Based on the cases described supra, the relevant inquiry focuses on whether or not there
is evidence that “operational unit” is used in the art to connote structure. Evidence on this issue
can come from the intrinsic record or extrinsic sources such as dictionaries, technical treatises, or
expert testimony. Here, I find that Oki Data and Staff have failed to overcome the presumption
that “operational unit” is not a means-plus-function term. [ find that the specification provides
evidence that the term “operational unit” is used by the patentee to connote structure. The term

“operational unit” appears in the specification in the following passage:

An operation control unit 17 reads a key input signal from an operational unit 18,
and the contents of the key input signal to the system control unit 11. The
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operational unit 18 is provided with various keys so that a user can input various
instructions through the keys. The keys includes a copy key 18a, a FAX key 18b,
a start key 18c, ten keys 18d and other keys 18e.

(JX-2 at 5:15-21.) Figure 1 depicts the operational unit:

18~ OPERATIONAL
' ONIT

COPY KEY [~}-18a
FAX_KEY —1-18b
START KEY {-18c
TEN KEY -4 18d
OTHER KEYS |—}-18e

(JX-2 at Fig. 1.)

Because the term “operational unit” is used in the specification to connote structure, |
find that the presumption against the application of § 112, 6 has not been overcome. Lighting
World, 382 F.3d at 1361-1362. Based on the disclosure in the specification, I find that
“operational unit” means “an interface that allows a user to manually input instructions to the
image input device.” Oki Data argues that this construction is contrary the definition of
“operational unit” found in the specification. I find that the disclosure in the specification quoted
supra is not an express definition of “operational unit,” but simply a description of an
embodiment of an “operational unit.” Limiting the meaning of the term to the embodiment
found in Figure 1 would amount to improperly importing limitations from the specification into
the claim. Silicon Gfaphics, Inc. v. ATI Techs., Inc., 607 F.3d 784, 792 (Fed. Cir. 2010)
(warning against importing limitations from embodiments into claims).

6. “Code Unit”
The term “code unit” appears in asserted claim 7.
Ricoh’s Position: Ricoh contends that “code unit” has an ordinary and customary

meaning and does not need to be construed. If construction is necessary, Ricoh contends that the
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term means “a unit that sets an operation code to be sent to the host computer, corresponding to
the input instruction.” Ricoh contends that if the term is construed pursuant to § 112, 9§ 6, then
the corresponding structures is consistent with the structure for the “means for setting” limitation
in claim 1. (JX-13.)

Ricoh argues that Oki Data is incorrect to assert that “code unit” is a means-plus-function
term. Ricoh notes that claims 1 and 7 were written differently, with claim 1 using “means for
setting...” and claim 7 using “code unit for setting...” According to Ricoh, claims that are
written differently must be given different meanings.

In its reply brief, Ricoh reiterates that this term is not a means-plus-function term, and
that different meanings must be given to claim terms that are written differently in separate
claims. (Citing Kraft Foods, Inc. v. Int’l Trading Co., 203 F.3d 1362, 1365-1369 (Fed. Cir.
2000).)

Oki Data’s Position: Oki Data contends that the term “code unit” in claim 7 is a means-
plus-function term even though it does not include the word “means.”

Oki Data argues that the word “unit” is a generic term that does not connote definite
structure. (Citing Aspex Eyewear, Inc. v. Altair Eyewear, Inc., 288 Fed. Appx. 697, 703 (Fed.
Cir. 2008).) Oki Data asserts that the word “code” is so broad as to be meaningless, and there is
no explanation of the term in the ‘771 patent. Oki Data argues that when asked for a definition,
Mr. Weadock was only able to define “code unit” in purely functional terms. (Citing CX-271 at
Q. 1195.) Oki Data does not provide the corresponding structure for “code unit,” but equates the
term to the “means for setting” language found in claim 1.

Staff’s Position: Staff contends that the term “code unit” is a means-plus-function term.

Staff asserts that Ricoh has not identified anything in the language of the claim element that
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allegedly discloses the requisite structure to one of ordinary skill in the art. Staff states that
“code unit” should be given the same construction as the “means for setting an operation code”
as found in claim 1.

Construction to be applied: The term “code unit” shall be construed pursuant to 35
U.S.C. § 112, 9 6. The claimed function is “setting an operation code which represents contents
of the instruction so that said operation code is sent to said host computer so that said host
computer can receive the operation code and image data and perform the at least one of the
plurality of operations indicated by the operation code without any direct user input to the host
computer.” The corresponding structure is the system control unit programmed to perform the
algorithms described in column 5, lines 41 through 53; column 5, line 65 through column 6, line
11; column 7, lines 37 through 45; column 7, lines 54 through 66; column 9, lines 4 through 22;
column 10, lines 9 through 22; and equivalents.

Because the limitation “code unit” does not use the word “means,” there is a rebuttable
presumption that § 112, 9 6 does not apply. TIP Sys., 529 F.3d at 1373.” I find that Oki Data
and Staff have overcome the rebuttable presumption.

Based on the cases discussed, supra, with respect to the construction of “operational
unit,” the relevant inquiry focuses on whether or not there is evidence that “operational unit” is
used in the art to connote structure. Evidence on this issue can come from the intrinsic record or
extrinsic sources such as dictionaries, technical treatises, or expert testimony. Here, I find that
there is no evidence in the record to support a finding that the term “code unit” connotes
structure.

Unlike “operational unit,” “code unit” is not used at all in the specification, and only

7 The description of the legal standard found supra in the discussion of the term “operational unit” will not repeated
and is hereby incorporated by reference.
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appears in the claims. The term “unit” is a generic term that does not connote sufficiently
definite structure. See Mass. Inst. of Tech., 462 F.3d at 1354. Adding language to an otherwise
generic term such as “unit” may add sufficient structure to avoid § 112, §6. Id Here, | find that
the addition of “code™ does not add sufficient structure, as the word “code” ‘does not call fo mind
any structure. There is no evidence to contradict this finding, as Ricoh does not argue that “code
unit” has a generally understood meaning in the art or is used by those of ordinary skill in the art
to connote structure. Furthermore, Ricoh cites to no testimony or other evidence to support the
finding that “code unit” is a structural term.

Ricoh offers a single argument on this issue. (CIB at 111.) According to Ricoh, claim 1
includes the claim language “means for setting an operation code” followed by a function that is
identical to the function found after the “code unit” language of claim 7. Ricoh argues that by
writing the claims in different formats, the patentee clearly chose to make the limitation in claim
1, énd not claim 7, a means-plus-function limitation. (/d.) Ricoh’s argument fails to address the
relevant analysis — whether or not the term “code unit” describes sufficient structure to avoid §
112, 9 6. The Federal Circuit has explained that any presumption created by the doctrine of
claim differentiation “may be overcome by a contrary construction mandated by the application
of § 112,96.” Cross Med. Prods., Inc. v. Medtronic Sofamor Danek, Inc., 424 F.3d 1293, 1304
(Fed. Cir. 2005). Thus, I find Ricoh’s argument unpersuasive.

Because the function of the “code unit” limitation in claim 7 is identical to the function of
the “means for setting an operation code” limitation in claim 1, I find that the construction of
“code unit” shall be identical to the construction of “means for setting an operation code.” Thus,

- the claimed function is “setting an operation code which represents contents of the instruction so

that said operation code is sent to said host computer so that said host computer can receive the
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operation code and image data and perform the at least one of the plurality of operations
indicated by the operation code without any direct user input to the host computer.” The
corresponding structure is the system control unit programmed to perform the algorithms
described in column 5, lines 41 through 53; column 5, line 65 through column 6, line 11; column
7, lines 37 through 45; column 7, lines 54 through 66; column 9, lines 4 through 22; column 10,
lines 9 through 22; and equivalents.®

D. The ‘048 Patent

1. “Server”

The term “server” appears in asserted claims 1, 19, 24, 29, 33, 49, and 54.

Ricoh’s Position: Ricoh contends that “server” means “a programmed processor that
guides the physical actions of the peripheral in response to networked requests.” (JX-13.) Ricoh
contends that “server” is not a means-plus-function term.

Ricoh asserts that Order No. 29 pfoperly ruled that Oki Data had failed to meet its burden
to prove that “server” is a means-plus-function term, and that Oki Data has not introduced any
additional evidence at the hearing to support its position. (Citing Order No. 29; RIB at 65-66.)
Ricoh claims that “server” is a well-known and commonly understood term of art. (Citing CX-
308 at Q. 173-174; CX-271 at Q. 102; Tr. at 625:10-21, 1651:22-1652:20.) According to Ricoh,
the term “server” appears in every prior art refere