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UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D C X M 3 6  

1 
In the Matter of 1 

CERTAIN AUDIBLE ALARM 
Invtstigrrtion No. 337-TA-365 

SUMMARY: Notice is hereby given that the U.S. IntmUtioDal Trade Commission has 

id a limited exclusion order aud a cease md desist order in the abovceaptioncd 

investigation. 

FOR FURTHER INFORMATION CONTACT. Anjfi K. Sigh, Esq., Office of the G a d  

Counsel, U.S. International Trrrdt Commission, 500 E Street, S.W.,Wa&ington, D.C. 20436, 

SUPPLEMENTARY INFORMATION: The autlmrity for the Commission's dckmmab - 'oas 

is contained in section 337 of the Tariff Act of 1930, as mmded (19 U.S.C. 1337), .ad in 

section 210.58 of the Commission's Interim Rules .of Practice md Produe (19 C.F.R. 

210.58). 

'Ibe Commission instituted this investigation on May 31,1994, b a d  upon a 

complaint filed on April 28, 1994, by David A. Hanaxk aad Ideations Wgn Inc. 

(ncompiaiaantS") alleging that MK Intmutional Group of T ~ m n c e ,  California ("MK") 

and Duton Industry Co., Ltd. of Taipei, Taiwan ("Duton") (collectively referred to as 

nreqxmdcnts") bad violated section 337 in the d e  for importrtiOn, the bporbtion, md the 

sale after impmation of certain audible dum devices for divers, by mson of 

infringemeat of cl.im 6 of U.S. bttm Pamt 4,950,107 ('107 patcat) md clrim 1 of U.S. 



bttm Fhtcat 5,106,236 ('236 prteot) owned by Mr. Hancock. 59 Fed. Reg. 29615 (June 8, 

1994). 

On October 25, 1994, the presiding .dminisCntive law judge (Aw) issued an initial 

detrrminotion (ID) (Order No. 23) findkg th.t reapcmdalt Duton was in & M t .  IIbe ALI 

also i d  evidentiary sanctions in the form of adverse findings against Duton. On 

November 21, 1994, the Commission determined not to review the ID. 59 Fed. Reg. 61342 

(November 30, 1994). 

On February 2, 1995, the AU issued her fiDpl ID finding that. (1) claim 6 of the 

'107 patent and claim 1 of the '236 patent uc valid and dorceable; (2) there is a domestic 

industry manukturiag and selling products protected by t h m  two patent c b ,  (3) 

respondent IHK hrs impor&d products tht infringe claim 6 of the '107 patent and c k  1 

of the '236 patent; and (4) nepondcnt Duton hs exported to the United States products 

that infringe claim 6 of the '107 pateat md claim 1 of the '236 p.teat. No petitions for 

review or agency .comma~ts were fled. On Mueh 13, 1995, the Commbskm detcrmbed not 

to review the Aw's finrl ID, md quested writtea submissions on the issues of xemdy, 

the public interest, and bonding. 60 Fed. Reg. 14960 (Mucb 21, 1995). 

Submissions on remedy, the public interest, and bonding were received from 

complainants and thccomrmssl * 'on investigative attorney a), both of whom .Is0 filed 

reply submissions on tboae issues. 

Having reviewed the record in this investigation, including the writtea submissions 

of the puties, the Commission made its dctmmab * 'om on the isma of remedy, the public 

interest, and bonding. 'Iht Commission dettrmined th.ttherppiopri.te form of relief is a 

limited exclusion order prohibitiug the unlicensed =try for CoDSumption of iofringing 

audible alarm &vices muruf.ctured and/or impated by or on bthalf of MK and Duton. 

In addition, the Commission issued a cease md desist order directed to IHK muiring IHK 

to ctrrse and desist from the following activities in the United strtss: impoiting, selling, 

2 



. . .  . .. 
._ ... . 

marketing, distributing, ofhring for d e ,  or othemise tnnsftmn ’ g (exccpt for 

exportation) in the United States infringing imported audible .lum devi-. 

Tbe Commission also detmnined that the public interest frctors cnumtnted in 19 

U.S.C. 1337(d) and (f) do not preclude the issurna of the limited exclusion order and the 

and desist ordmr, and that the bond during the Pmidential review period shall be in 

the amount of 152 percent of the cntmd value of the articles in question. 

Copies of the Commission orders, the Commission opinion iu eupport thmof, and all 

other nonconfidential documents filed in connection with this investigation a n  or will be 

available for inspection during official business hours (8:45 a.m. to 515 pa.) in the Ofice 

of the Secretary, U.S. International Tnde Commission, 500 E Street, S.W.,Washington, D.C. 

20436, telephone 202-u)5-2oOo. Heuiug-imp.irsd persons am advised that information 0x1 

this matter CILI~ bt 0bt.iaeed by m & t h g  the CommiSSi~n’~ TDD tMmiorl 011 202-205- 

1810. 

By order of the commission. 

I d :  June 6,  1995 
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-tA.grtA.m .O. 337-TA-365 

aRDm 

The CaPnnri8sion ialt i tutod th i8  inva8tigation on Xay 31, 1994, ba8.d 

upon a c w p l a h t  f i l e d  on April 28,  1994,  by David A. Eaacock and Ideatione 

Deeiga Iac. ( a c ~ l a i P a n t r a )  alleging that IHA Intunatianal  Qtoup of 

Torrance, California ("ma) mad Duton Iadu8ty Co., btd. of Taipei, Taiwan 

(Wutona) (col loctivaly  rofurod t o  a8 aro8ponduit8a) had violatod 8octlon 337 

of  tha Tariff Act of 1930 (19 U.S.C. I 1337) 19 tho 8.10 far importation, the 

inportation, and tho 8810 aftor LPportatios of c a r k i n  audiblo alarm devicoe 

for di-rm, by roamon of hfringomoat of claim 6 of U.S. k t t o r 8  Patoat 

4,950,107 ('107 patmat) mb claim 1 of U.S. k t t u o  Patont 5,106,236 ('236 

patent), both of which patanto are ornrd by Mr. Raacock. 59 Pod. U g .  29615 

(June 8, 1 9 9 4 ) .  

On Octobu 25, 1994, tho promiding a a i s t r a t i v ,  law judgo (Awl i88ued 

an i n i t i a l  d a t e t i o n  (ID) (Or- No. 23) fiPdiPg that raspondust Dutop was 

h dafalllt. Th. a180 i88UOd th. f a  O f  a m 8 0  0Vid.ntf- 

f indbgS a g a h 8 t  DUtoP. a Wovcrrpbu 21, 1994, th. C d 8 . i -  &t.rrPia.d not 

to reviaw Ordar MO. 23. 59 Fod. Rog. 61342 ( N o v o m b u  30, 1 9 9 4 ) .  

On Fabruary 2, 1995, tho ALJ ir8u.d h u  f h l  ID fiadiag that (1) clairP 

6 of the '107 patoat and claim 1 of tho '236 patrPt aro -lid and .~forc8ablo;  



(2) there i r  a - 8 t h  industry manufacturing and 8olliag product8 protected 

by those fro p a t m t  claim.; (3) rv8ponduit IBK ha6 i=portod Product8 that 

infringe claim 6 of the '107 patmat and claim 1 of the '236 patmat; and (4) 

re8pondeat Duten ha8 uportod to the United Stator product8 that infringe 

claim 6 of the '107 patent and claim 1 of the '236 p a t m t .  No petitions for 

review or agency c m t s  ware f i led.  0x1 March 1 3 ,  1995, the c d 8 8 i o n  

detezmined not t o  review the ALJ'6 final IDr and reque8ted written aubmissiorrs 

on the is8uer of ramodyr the public intore8tr and bending. 60 Fad. Reg. 14960 

(March 21, 1 9 9 5 ) .  SUbppi88iana on rmmody, tho public iatue8tr and bonding 

were rocaivad from complainuatr and tho C d r m i o n  inv08tigati~m attorney 

(IA). Sub8equmtly8 complainant8 f i lod a motion t o  mopma the record for the 

Conmisoion t o  coa8idar aowly-di8cavcrrud evidence regarding the identity of aa 

alleged additional foreign di8tributor/m8aufactut.r of infringing diver 

alam8, and tho I& f i h d  a -8pon.o to u 8  motion. 

Having roviouod the record ia thir inva8tigation, including tho written 

8ubmi88iOn8 O f  thr Patti080 

iS8U*6 O f  =-.by, +h4 public b t . t . 8 t t  and bonding. Thr C-8.i- ha6 

th0 C-8.i- ha8 rPa& i t 8  d.t.-timE 011 the 

deterrPined t o  grant c ~ l a i n 8 n t r '  orotioa t o  reapan the record t o  admit the 

newly-discoverad evib.ac.. Th. C m 8 8 i O X l  ha6 a180 determiaed that +he 

appropriate forrn of r e l i o f  i 8  a limited uclurion o r d u  prohibiting the 

unlicon8ed hportatian of infringing audiblo alarm bvicos  m u f 8 c t u r e d  &/or 

imported by or an b.h.lf of Ihrton or IHK. 

i88u.d a caa8o urd d.8i.t  order diroctod t o  IHll rvquiring it t o  coa8o and 

da8i.t frCp tho followbag activiti.8 i n  the Unitod Stator: *ortinge 

In addition, th. ColPPPrimian h a  

8 e l l h g ,  marketiag, di8fribUthg. OffOrbg for 8 a b .  OX Otb-80 fran8fomhg 

( u c a p t  for exportation) in the Ilnitod State6 infriagiag importod audible 
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lindted exclusion order and tho ceare and 648i.t order, and that the bozrd 

during the Praridantial review p u i o d  rhall bo in tho iPoUPt of 152 percent of  

the entered value of  the a r t i c l e s  in question. 

Accordingly, the CarPnrirsion hereby ORD- -T -- 
1. C q l a i P a n t s '  motion to roopea tho record t o  admit newly-discovered 
evidence i r  g a a t e d .  

2 .  Audible alarrP devices for diverr c-d by claim 6 of  U.S. Letters 
Patent 4,950,107 or claim 1 of U.S. Lettors Patent 5,106,236, aad 
manufacturmd and/or iPported by or oa behalf of IElc Intornational Qoup 
of Torrance, California Dutm rPbuSfry C0.n Ltd. Of Taipei, TaiWarr, 
or aay of their a f f i l i a t e d  companier, parenti, rubridiarioa, liceasees, 
~ontractorr,  or o t h u  related - t i t i 0 8 8  or their ruccerrorr or arsigas, 
are ucludod frm oxatxy for conru~~ptioa into tho Waited Stater for the 
rrppainips term of tho patents, jLLL, u n t i l  0ctob.r 12, 2008, u c e p t  
urrdu l i c ~ ~ r e  of tho patoxat mu QT as provided by law. 

3 .  

idoatified in paragraph 1 ab-, ara entit led t o  entxy into the United 
Stater undu bond in the 8mouat of OIL. huadrad f i f t y - t n ,  (152) percont 

Audiblo slam dovicar for di-8 manufactured -/or imported by or 
brhalf O f  rPt.rPati-1 QrOUp QT Dutm UdU8tZ7 C0.r &td.r 

O f  the m t m d  -1UO Of Such it- pUr8-t t o  8ubmeCtia (3) Of S O C t i o s l  

337 Of tho m i f f  Act Of 1930, a8 -ded ( 1 9  0.S.c. 1337(3)) 8 frm +h. 
&y 8ftOr -8 Ordu i 8  received by the -8id.Pt,  -til 8Uch th0 .I 
tho ~ r v r i d u r t  notif ier  tho C d s r i o o .  that he approvor or dirappravor 
this action, but no l a t e r  than 60 day8 a f t e r  tho &to of  roceipt of this 
0rd.t by tho weridoat.  

4 .  In accordance with 19 U.S.C. I 1337 (1) 8 the provisiorrr of this Order 

the use of the United States, or -0rt.d for, aad t o  be umed for, the 
United States w i t h  tho 8uthorizatioa or con8ent of tho Waited Stator 
Govmmnmt. 

.hall not apply t o  8Udibh 81- doViC.8 for di-8 imported by urd for 

5 .  The C d r r i o n  MY m o a i f y  this Order in accordance w i t h  the 
procedure dorcribod in oection 210.76 of the C d r s l o n ' r  Final Ruler of 
Practice m d  Procedure, 59 Pod. Reg. 39020, 39068 (Augurt 1, 1 9 9 4 ) .  

6 .  

Servicer, the Departmuat of Justice, the Federal Trade C d s r i o n ,  urd 
the U.S. Curt- Service. 

The Secretary rhall  serve copier of thir Ordmr upm each party of 
record h -8 hV08tig8tion and Up= th. D0par-t O f  8ealth urd 8- 
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7 .  Hotice of t h i 8  Order 8 h a l l  be published in the ~ & r a T  R-. 

ISSU~~: June 6, 1995 



IT I S  m Y  ORD- TEUT IRlC Intunatianal  Corporation, 2909 Oregon 

Court, 8-1, Torrance California, 90503 coare and & r i r t  frm importiag, 

selling,  marketiag, distributing, o f f u i n g  for male, or othontise tranrferring 

(excopt for uportatio& in tho Unitod Stator rudiblo al- &vicmr for divers 

cwrrod by claim 6 of U.S. kttum Patent 4,950.107 and/or claim 1 of U.S. 

Letters Patent 5,106,236, in violatiorr of moction 337 of the Tariff  Act of 

1930, a8 apl.rrbrd, 19 U.S.C. I 1337. 

I. 

As usod in th i8  Order: 

(AI DCwmi8rioan 8-11 mean t b  Uaitod Stator Xntermatiomal Trade ' 

(8) nCoqlainaatsn rhall  maan David A. Hapcock aad Ideatioam Dosign 

I n C  . 
(C) DRe8poziburtg shall mean Intornational Corporatian, 2909 mgon 

Court, 8-1. Torrance C8lifornia, 90503. 

(0) nPer80nD shall  man an individual, or am-g-tal partauship, 



the 8bove Rerpondeat or i t 8  majority 01p.d and/or coxtkolled Eub8idiWie8, 

their SUCCe880r8, OI a88igP.. 

(E) Waited Statera 8hall mean the f i f t y  Statesr the D i s t r i c t  of 

C o l d i a ,  and Puerto Rico. 

(PI "Covered product' .hall mean audible al- &vice8 for divers 

covered by claim 6 of U.S. Letters Patent 4r950r107 and/or claim 1 of U.S. 

Letters Patmnt 5,106,236.  

(0) The tm 'import" and 

for conaunrptioa under the Curt- 

'importation" refer t o  inrportation for entry 

law8 of the United Stater. 

11. 

(Applicrbility) 

The proVi8ions of t h i 8  Cor80 and De8i.t Ordar ahall  apply t o  Respondeat 

and to any of i t 8  prhCipal8, 8tOckholdrr8, OffiC-8, d k O C t O r 8 ,  ~ 1 0 y O e ~ r  

agents, l i~en8ee8,  d i r t r i b u t o r ~ ,  controlled (whathu by 8tock OImorahip or 

otherwise) and/or majority m o d  bu8hO8E .Ptithl), 8UCCa88OI8, and a88iSp8, 

and to each of them, inmofar a6 they u e  angaging in conduct prohibitod by 

Section 111, $.nfr@, for, w i t h ,  or oth.rri8e on behalf of Re8posrdurt. 

111. 

(Conduct Prohibited) 

The following conduct of Respondent in the Waited State8 i8 prohibited 

by this Or-. Rerpoadmnt 8 h a l l  not: 

(A) irPport into the United State8 audible alarm &vice8 for diver6 

c-d by claim 6 of U.S. Latter8 Patmnt 4,950,107 and/or claim 1 of 

U.S. k t t u r  Patent 5,106,236 for the rrmaining t- of the patants; or 

(B) Eell,  market, di8tribut0, offer  for .ale, or oth.nd8e k a n a f u  

(except for exportation) i n  the United States imported audible alarm 
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devicor for divmrs cowrod by claim 6 of U.S. k t t u r  Patent 4,950,107 

m d / m  c1.h 1 of U.S. kttU8 Patant 5,106,236 for the t o m  

of the patantr. 

m. 

(Conduct P e d t t e d )  

lotwithstanding any othar provision of this Order, . p a c i f i c  conduct 

otherwise prohibited by the t e m  of thir Order shall  be pamittad i f ,  in a 

written instrumant, the -or of the U.S. totters  Patent 4,950,107 and/or U.S. 

Letters Patent 5,106,236 licensor or authori%es ruch rrpecific COPduCt, or such 

specific  conduct i s  related to tho importation or malo of coverad products by 

or for the United Stator. 

V. 

(Rrpott~s) 

For p e o r o r  of +his roporting -qui-t, quartuly rmportiag pori- 

shall  ccmmenco on Xarch 1, Juno 1, S s p t d u  1, and Docambu 1 of oach par, 

and shall  end on the rubsoquent May 3 1 ,  Augurt 31, lovmmbor 30, and the laEt 

day of February, t..poctivmly. -vu, tha fir8t roport requirod under t h i n  

section shall  cover tb period Juno 6 ,  1995, through August 31, 1 9 9 5 .  The 

raporting roqui-t shall  contiaue in force until tho u p i r a t i o n  of U.S. 

Letters Patent 4,950,107 and 0.8. k t t u r  Patoat 5,106,236, UP1088r pursuant 

to subsection ( j )  (3) of roction 337 of tha Tariff  Act of 1930, the Prorideat 

notif ies  the Commission within 60 days aftor  tho &to he roceivar this Order, 

that he disapptotnr thir Order; provided, hou8VUr that Ro.poxidrPt'E rOpmthg 

requi-t haroundu shall  coare i f ,  in a t h l y  f i l e d  roport, Rmpondeat 

shall  raport no salor of m o r t o d  c m r e d  product duriag two 8uccosritn 

quarterly =porting p u i o d s  and no ramainfng hv8atory of import06 covorod 
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product . 
Within thirty (30) day6 of the l a s t  day of arch -porting p u i o d ,  

Re8pon-t shall roport t o  the COlpPPImrion the following: 

(A) The identity of  a v u y  rodel of foreign-=& audible alarm device for 

divers coverad by claim 6 of U.S. k t t u r  Patent 4,950,107 and/or claim 1 of 

U.S. Lettaro Patent 5,106,236 that Ra6pond.pt has irportrd or sold in the 

United States during the raporting period and/or that remain6 i n  inventory a t  

the end of the raporting pmriod, and 

(8) The unit and dollar qurntitiar of much b p o r t r ,  malar, and 

invaatorier for each model identified purmant t o  subparagraph V(A) of this 

Ordar . 
Any failure t o  report .hall coartitute a violation of this  Order. 

V I .  

(Rocordkaaping and Inmpaction) 

(A) For the pUZP080 Of ..Curing CwlfanCO dth t h h  Or&=, Rerpondmt 

rrhall retain any and a l l  racordr rmlating t o  the importation, sale, markating, 

dirtribution, offaring for  mala, or otherrima traP8furing in tho Unitad 

State8 of w o r t a d  c-d products, ma& and rocaimd in tho usual and 

ordinary COUT~O of b U 6 b O 8 8 ,  w h o t h a t  in & t a i l  or in fors, for a 

period of two (2) year6 fram the clome of the f i r c a l  year t o  which thay 

pertain. 

(E) For tho purpomar of detumining or macuring carpplianca with this 

Order and for no o t h u  purpome, and mubjact to any privilogo recognired by tho 

Fadual  Court8 of tho Uaitod Statam, duly ruthorisad raprammtativom of tho 

COSPPDImmiom, upon trasosubla writtan notica by the COlpPPIssiaa or i t s  r t a f f ,  

8 h a l l  be parpittad accarm and the right t o  *act 8xad copy the principal 
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agents, ageate, and -lopor who have any reepmribil i ty  for the h p o r t a t i m ,  

sale, markoting, or dirtributiom of irpportod covmrad product8 in tho United 

States : 

(8) Servo, within f i f tour (15) day6 aftor tha mucco66ion of any pumonr 

referrod t o  i n  eubparagraph VII(A) of t h i 8  Orb.r, a copy of tho OIdu upon 

each 8UCCO08Ol; and 

(C) MaiataiP much rocordr a6 rill rhor the a m ,  t i t l o ,  and addroes of 

each pereon upon whom the Order ha6 boon servod, am dorcribed in 6ubparagrapha 

VII(A) and VII(8) of this Order, togothar with the date 09 which 6arvico war 

made . 
The obligatioxrs rot forth in mbparagraphm VII(8) and VII(C) of t h i o  

Ordmr shall  remain in e f f o c t  unti l  the expiration of U.S. Letters Paturt 

4,9508107 mB V.S. kttU8 Paturf 5,106,236. 
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=If. 

(Conf idmatiality) 

Iaf-tioa obtained by mans prwided for fa Sections V and V I  of this 

Order will be made available only to the C d s s i o n  and it8 authorinad 

representatives, will be antitled to confidential treatnrrrrt, and will not be 

divulged by any authorized reprosantatin of the C d s s i o n  to any person 

other than duly authorized representative8 of the C d s e i o n ,  except as may be 

required in the course of  securing compliance with this Order, or as otherwise 

required by law. 

without ten (10) &ya prior notice in writing to Rempondmt. 

Di.Cl08Ue h u o u n d u  will not bo made by the Ccmmissioa 

z1c. 

(Enf orcamant) 

Violation of  this 0rb.r may rosult in aay of the actions epocified in 

U.S.C. I 1337(f)8 and aay othor action 81 the C d s s i o n  may de- appropriate. 

provide adequate or timely inf-tion. 

T. 

The C d r a i o r r  may .p.pd this Ordu  on its owa motion or in accordance 

with the procedure described An section 210.76 o f  the Cdssion'I Fhal Rule8 

Of Practice apd PrOC.duze8 59 Fed. Reg. 390208 39068 (August 11 1994). 
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The conduct prohibit06 by Section 111 of this Order may bo contiauod 

during the puiod which this Ordor i s  undor roviow by the Proside~t pursuant 

to section 337(j) of the Tariff Act of 1930 (19 U.S.C. S 1337(j)), 8ubject to 

Respondeat porting a bond in the aPPount o f  one hundred fifty-fro (152) percent 

of the entored valuo of the hportod cowred productr. This bond provision 

does not apply to conduct that i r  otherwire permitted by Section IV of this 

Order. Cworod products inportod on or aftu June 6, 1995, o f  this Order, are 

subject to the ontry bond as rot forth frr thm limited exclusion order is8ued 

by the C d r r i o n  on June 6, 1995, and are not 8ubjact to this bond provirion. 

This bond i s  to bo portod in accordance w i t h  the procoduns ostablirhed 

the irsuaaco of t.Pporary uclusion ordorm. 

210.58, 19 C.F.R. 8 210.58. The boad and any acc-iag do-tation i s  to 

be prwidod to and apprmd by the CoaPPlission prior to tho c-comat of 

conduct which i s  0 ~ s 0  prohibitod by Soctioa I11 of this Orb.r. 

C d m r i o n  Intorim Rule 

The bond i s  to bo forfoited iP tho ovurt that tho Proridoat approves. or 

doas not disapprove w i t h i n  the ~rosidmtial roviow poriod, the C d s s i o n ' s  

Orders of June 6, 1995, or any rub8oquurt final ordor is8uod after tho 

completion of  Invmrtigation No. 337-TA-365, unloss the 0,s. Court of  Appoals 

for the Podoral Circuit, in a final judgmoat, rovorsor any C d o s i o n  final 

determination and ordor as to Rompondoat on appoal, or ua108s tho products 

subjoct to th is  b a d  aro -ortad or do8-d by Re.poab.Pt, and -8poPd.at 

providor cutification to that offoct 8atirfactory to 'tho C d s s i o n .  

The bond i r  to be reloarod in tho omat tho Prosidmat disapprows th is  
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di.approved, by the Preeidmat, upon 8OXViCO on Re8pon-t of 8a Order i88ued 

D m  R. Kocrhnke 
Secretary 

Issued: June 6, 1995 
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PUBLIC VERSION 

UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, DC 20436 

~ 

) 
In the Matter of 1 

1 
CERTAIN AUDIBLE ALARM ) 
DEVICES FOR DIVERS ) 

Investigation No. 337-TA-365 

I. 

COMMISSION OPINION ON REMEDY, THE PUBLIC INTEREST, AND BONDING 

INTRODUCTION 

This investigation is before us for final disposition of certain issues relating to remedy, the public 
interest, and bonding. After review of those issues, we determine that the appropriate remedy is a 
limited exclusion order directed to the foreign respondent and a cease and desist order directed to the 
U.S. importer of  the infringing products. We also determine that the public interest does not 
preclude the issuance of that remedy, and that the amount of the bond during the 60-day Presidential 
review period shall be 152 percent of the entered value of audible alarm devices that infringe claim 6 
of U.S. Letters Patent 4,950,107 ('107 patent) and/or claim 1 of U.S. Letters Patent 5,106,236 ('236 
patent). 

11. PROCEDURAL HISTORY 

On May 31, 1994, we voted to institute this investigation based upon a complaint filed by David 
A. Hancock and Ideations Design Inc. ("Ideations") (collectively referred to as "complainants")' 
alleging that Duton Industry Co., Ltd. of Taipei, Taiwan ("Duton") and IHK International Corp. of 
Torrance, California ("IHK") (collectively referred to as "respondents") had violated section 337 of 
the Tariff Act of  1930 (19 U.S.C. 0 1337) in the importation, sale for importation, and sale within 
the United States after importation of certain audible alarm devices for divers ("diver alarms"),' by 
reason of infringement of  claim 6 of the ,107 patent and claim 1 of  the '236 patent owned by Mr. 
Hancock. The Commission published notice of the investigation in the Federal RePister on June 8, 
1994, naming IHK and Duton as respondents.' 

On October 25, 1994, the presiding administrative law judge (ALJ)(Judge Saxon) issued an initial 
determination (ID) (Order No. 23) finding Duton in default and entered evidentiary sanctions in the 
form of  adverse findings of  fact against Duton for failure to respond to discovery-related orders. On 
November 21, 1994, we issued a notice of our determination not to review Order No. 23.4 

' Mr. Hancock is the owner of Ideations. 
Diver alarms are used to signal a scuba diver's location when the diver surfaces. They are small air- 

59 Fed. Reg. 29615 (June 8 ,  1994). 
59 Fed. Reg. 61342 (Nov. 30, 1994). 
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ope:ated devices designed to be used with self-contained breathing apparatus, such as scuba equipment. 
' 



On February 2, 1995, the A U  found a violation of section 337, based upon her findings that: 
(1) claim 6 of the '107 patent and claim 1 of the '236 patent are valid and enforceable; (2) there is a 
domestic industry manufacturing and selling products protected by those two patent claims; (3) 
respondent IHK has imported products that infringe claim 6 of the '107 patent and claim 1 of the 
'236 patent; and (4) respondent Duton has exported to the United States products that infringe claim 
6 of the '107 patent and claim 1 of the '236 ~ a t e n t . ~  

On March 13, 1995, we determined not to review the ALJ's final ID, thereby finding a violation 
of section 337 to exist. We subsequently issued a notice of our determination not to review the ID, 
and requested written submissions on the issues of remedy, the public interest, and bonding.6 
Comments were received from complainants and the Commission Investigative Attorney (IA), but no 
comments were received from either of the respondents. 

In addition, on May 8, 1995, complainants filed a motion to reopen the record for the 
Commission to consider newly-discovered evidence regarding the identity of an alleged additional 
foreign distributor/manufacturer of infringing diver alarms.' On May 18, 1995, the IA filed a 
response to complainants' motion stating that he did not object to the admission of the newly- 
discovered evidence. Respondents did not file any submissions respecting the motion to reopen the 
record. 

This opinion explains the basis for the following determinations: 
(1) Our grant of complainants' motion to reopen the record. 

(2) Our decision to issue a limited exclusion order directed to Duton. 

(3) Our decision to issue a cease and desist order directed to IHK. 

(4) Our conclusion that the public interest considerations enumerated in section 337(d) do not 
preclude the issuance of such relief in this investigation. 

(5) Our decision that the bond during the Presidential review period shall be in the amount of 
152 percent of entered value of imported articles covered by the claims in issue of the '107 
and '236 patents. 

11. MOTION TO REOPEN THE RECORD 

On May 8, 1995, complainants moved to reopen the record to admit newly-discovered evidence 
on the issue of remedy.' The information concerned a Taiwanese distributor, Shintad Enterprise Co. 
("Shintad"), that complainants alleged "may be manufacturing the infringing products. n9 

Complainants stated that the new evidence was discovered subsequent to the submission of their reply 
brief on April 10, 1995.'' 

No petitions for review or agency comments were filed. 
The notice announcing our determination and requesting written submissions on the issues of remedy, the 

Complainants filed a supplement to this motion on May 17, 1995. 
Complainants supplemented this motion on May 17, 1995. 
Complainants' Motion to Reopen the Record at 1 .  

5 

6 

pubfic interest, and bonding appeared in the Federal Register on March 21, 1995 (60 Fed. Reg. 14960). 
a 
' 
lo - Id. 
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The IA responded to the motion to reopen the record on May 18, 1995, stating that he did not 
oppose the admission of  the newly-discovered evidence. '' Respondents did not file any submissions 
relating to the motion to reopen the record. 

We have determined to grant the motion to reopen the record. Commission interim rule 
210.58(a)(4) states that the Commission shall receive submissions from parties regarding the 
appropriate remedy and bonding. The Commission rules do not limit such submissions to 
information on the record compiled before the ALJ. The Commission may make factual findings in 
the remedy phase of a section 337 investigation, to the extent necessary, in order to reach its remedy 
determination, which may be based on the evidence o f  record during the violation phase of  the 
investiga$on, or on the basis of  submissions o f  the parties on remedy, the public interest, and 
bonding. 

In addition, Commission interim rule 210.23 allows the ALJ to permit service of supplemental 
submissions when a transaction, occurrence, or event has taken place subsequent to the date of  the 
submission sought to be supplemented. Such conditions should also allow the Commission to receive 
additional information during the remedy phase of  the investigation. 

the filing of their briefs on remedy.13 Thus, we find that appropriate circumstances exist to admit the 
newly-discovered evidence. 

In this case, complainants stated that they only discovered the existence o f  Shintad subsequent to 

111. REMEDY 

The Commission has broad discretion in selecting the form, scope, and extent of the remedy in a 
section 337 pr~ceeding. '~ Under subsections 337(d) and (0, the Commission may issue an exclusion 
order, a cease and desist order, or both, depending on the c irc~m~tances . '~  

We have determined to issue both a limited exclusion order directed to the foreign respondent 
Duton and a cease and desist order directed to the domestic respondent IHK. We have determined 
not to issue a cease and desist order directed to Duton. 

A. Limited Exclusion Order 

Complainants requested that we issue a general exclusion order because "Complainants face 
continued and, since the hearing, escalating competition from Respondents and new entrants into the 
market."'6 The IA, on the other hand, recommended issuance o f  a limited exclusion order applicable 

' I  

l2 
Response of the IA to Complainants' Motion to Reopen the Record at 2-3. 
Sealed Air Comoration v. U.S. Int'l Trade Comm'n, 645 F.2d 976 (C.C.P.A. 1981). 
See Complainants' Motion to Reopen the Record at 1 and 3. 
Viscofan, S.A. v. United States International Trade Commission, 787 F.2d 544, 548 (Fed. Cir. 

1986)(affirming Commission remedy determination in Certain Processes for the Manufacture of Skinless 
Sausage Casings and Resulting Products, Inv. Nos. 337-TA-148 and 169, USITC Pub. 1624 (December 1984); 
Hvundai Electronics Industries Col. Ltd. v. United States International Trade Commission, 899 F.2d 1204 
(Fed. Cir. 1990) (affirming Commission remedy determination in Certain Erasable Proprammable Read-only 
Memories. Components Thereof, Products Containing Such Memories. and Processes for Makine Such 
Memories, Inv. No. 337-TA-276, USITC Pub. 2196 (May 1989)). 

("Complainants' Brief on Remedy") at 3. 

I3 

14 - 

" 19 U.S.C. 1337(d)-(f). 
l6 Complainant's Submission on the Issues of Remedy, Public Interest, and Bonding, April 3 ,  1995 
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only to infringing diver alarms manufactured by and/or imported by, or on behalf of, respondents 
Duton and IHK. 

We find that issuance of a limited exclusion order that applies only to goods producyf by Duton 
that infringe the patents at issue is sufficient to protect complainants' rights in this case. 

Because of the considerable potential impact on international trade that could result from a 
general exclusion order, we balance complainants' interest in obtaining complete relief against the 
public interest in avoiding the disruption of legitimate trade that a general exclusion oider might 
cause." Thus, as first stated in Certain Airless Paint SDrav PumDs ("SDrav Pumm"), there are two 
tests that must be met for issuance of a general exclusion order, a.., there must be (1) a widespread 
pattern of unauthorized use of the patented invention, and (2) the existence of business conditions 
from which one might reasonably infer that foreign manufacturers other t h y  the respondents to the 
investigation may attempt to enter the U.S. market with infringing articles. 
satisfied for a general exclusion order to issue. For the reasons discussed below, we determine that 
complainants have not satisfied the "widespread pattern of unauthorized use" prong. 

include : 

Both prongs must be 

Factors relevant to demonstrating whether there is a "widespread pattern of unauthorized use" 

(a) a Commission determination of unauthorized importation into the United States of 
infringing articles by numerous foreign manufacturers; 

(b) the pendency of foreign infringement suits based upon foreign patents which 
correspond to the domestic patent at issue; 

(c) other evidence whigh demonstrates a history of unauthorized foreign use of the 
patented invention. 

We find there is insufficient evidence to show a widespread pattern of  unauthorized use. First, 
we have only determined that one foreign manufacturer, Duton, has violated the asserted claims of 
the patents at issue. Second, complainants have not filed, nor indicated angintention to file, any 
foreign infringement suits against foreign manufacturers other than Duton. Third, the history of 
unauthorized use relied upon by complainants appears to involve only diver alarms manufactured by 
Duton. 24 

Complainants named three potential foreign manufacturers of infringing diver alarms, none of 
which is a respondent.= Complainants named Nemrod S.A. of Spain ("Nemrod") and Paima 
Enterprise Co., Ltd. o f  Taiwan ("Paima") as foreign manufacturers for the first time in their remedy 

Brief of the Office of Unfair Import Investigations on Remedy, the Public Interest, and Bonding ("Brief 

We also determine that the limited exclusion order is directed only to entries for consumption. 
See, m, Certain TaDe DisDensers, Inv. No. 337-TA-354, USITC Pub. 2786 (June 1994) at 3; Certain 

Inv. No. 337-TA-90. USITC Pub. 1199 (Mav 1981) at 18. 

17 

of $e IA on Remedy") at 4. 

DvnamicRandom Access Memories, Inv. No. 337-TA-242, USITC Pub. 2034 (November 1987) at 84. 
I' 

'" 
*' See also Certain Batterv Powered Ride-On TO; Vehicles and ComDonents Thereof, Inv. No. 337-TA- 

314, U s I ' m b .  (April 9 ,  1991) at 5-6. 
SDrav h m D S  i t  1849. . 
Complainants' Brief on Remedy at 9; Brief of the IA on Remedy at 7-8. 
Complainants' Brief on Remedy at 9-10. 
See, s, Complainants' Reply Brief, Ex. A; Complainants' Motion to Reopen the Record, as 

23 

24 

25 

supplemxted. 
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brief. In their motion to reopen the record to admit newly-discovered evidence, complainants named 
a third firm, Shintad, as one that "may be manufacturing the infringing products."26 The IA stated 
that there is no evidence of  foreign manufacturers of infringing diver alarms other than foreign 
respondent D~ton .~ '  

We find that the evidence does not demonstrate that Nemrod, Paima, and Shintad are indeed 
manufacturing diver alarms. On several occasions complainants themselves refer to Nemrod and 
Paima as distributors o f  Duton's infringing diver alarms, rather than as manufacturers o f  diver 
alarms. For example, complainants refer to Nemrod as a "new distributor" of  Duton, and state that 
representatives of  both Nemrod and Paima attended the Dive Equipment Manufacturing Association 
("DEMA") trade show, held in January 1995 in San Francisco, where they offered Duton's diver 
alarms for sale. Complainants also state that Nemrod and Paima have advertised Duton's diver 
alarms in their 1995 product catalogues.28 With respect to Shintad, as noted above, complainants 
allege only that Shintad "may be manufacturing the infringing products .*"' 

The mere possibility that additional foreign manufacturers of  infringing products exist is not 
sufficient to warrant issuance of  a general exclusion order. The evidence that complainants have 
presented regarding the potential additional three foreign manufacturers indicates only that those 
firms are selling, distributing, or acting as agents for Duton's infringing diver alarms. 

Documentation presented to Customs upon importation of  infringing diver alarms will include the 
identity o f  the manufacturer, in this case Duton, even if the diver alarms are exported by another 
foreign company.M Thus, we do not find that a failure to issue a general exclusion order in this 
investigation would allow non-respondent companies to infringe complainants' patent claims .3' 

We also find that a limited exclusion order is an effective remedy in this investigation. 

B. Cease and Desist Order 

We have also determined that it is appropriate to issue a cease and desist order directing IHK to 
cease and desist from any unlicensed importing, selling for importation, marketing, distributing, 
offering for sale, selling, or otherwise transferring (except for exportation) in the United States 
imported diver alarms which have been determined to be infringing. 

"commercially significant" amount of  infringing imported alarm devices which it can sell, which 
would undercut the effect of  the limited exclusion order issued against Duton. Because IHK failed to 
answer discovery requests or appear at its deposition, information on the exact amount of  inventories 
IHK actually holds is unknown. IHK, however, has recently offered to sell 500 i n f r i n g i n g p  
alarms for "immediate delivery" to at least one U.S. distributor of scuba diving equipment. Given 
the relatively small U S .  market for diver alarms, the IA argues, and we agree, that even a single 
shipment o f  500 infringing alarm devices constitutes a commercially significant amount. 

We find that there is sufficient evidence to establish that respondent IHK maintains a 

Complainants' Motion to Reopen the Record at 1 and 3 (supplemented on May 17, 1995). 
Response of the.IA to Complainants' Motion to Reopen the Record at 3.  
See Complainants' Brief on Remedy at 7 ,  14 and 19. 
Complainants' Motion to Reopen the Record at 1 and 3 (supplemented on May 17, 1995). 
See Brief of the IA on Remedy at 7 .  
We note that if, subsequent to the issuance of a limited exclusion order, complainants are able to obtain 

evidence indicating that there are indeed additional foreign manufacturers of infringing diver alarms, then 
complainants can petition the Commission to add new foreign respondents to the limited exclusion order or to 
conven the limited exclusion order into a general exclusion order pursuant to final rule 210.76 which governs 
the 3yiodification or rescission of exclusion orders. 

26 

27 

28 

2 9 -  

31 - 

Complainants' Brief on Remedy at 20; Brief of the IA on Remedy at 12 and Attachment C. 
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Complainants also provided evidence that IHK is advertising its infringing alarm devices in U.S. 
scuba diving magazines and is distributing a 1995 catalog in the United States which offers infringing 
diver 
issuance of a cease and desist order against respondent IHK. 

complainants have requested. Complainants assert that there is indirect evidence that Duton has 
stockpiled infringing imported alarms in the United States. Complainants rely on the fact that Duton 
is increasing its efforts to sell diver alarms in the United States. Complainants’ reliance on increased 
- sales efforts by Duton, however, does not amount to evidence of stockpiles of inventories. 

We find that the exclusion order directed against any importation of Duton’s infringing product 
will be sufficiently effective and renders a cease and desist order unnecessary. There is no question 
that the Commission has personal jurisdiction over respondent Duton and has the power to issue a 
cease and desist order directed to Duton’s U.S. activities. However, under the t e r n  of the limited 
exclusion order, Duton is prohibited from exporting any more infringing alarms to the U.S. The 
record indicates that the only significant quantity of Duton’s infringing alarms that would otherwise 
be available in the United States are those held in inventory by IHK, who is specifically prohibited 
from selling them pursuant to a cease and desist order. It has not been shown therefore that any 
activities by Duton in the United States would have any effect on complainant. A cease and desist 
order directed to such activities is therefore unnecessary. 

In our view, these factors taken together provide adequate support to warrant 

We have decided against also issuing a cease and desist order to foreign respondent Duton, as 

IV. THE PUBLIC INTEREST 

Section 337 instructs the Commission to consider the effect of any remedy “upon the public 
health and welfare, competitive conditions in the United States economy, the production of like or 
directly competitive articles in the United States, and United States consumers. The legislative 
history of this provision, added to section 337 by the Trade Act of 1974, indicates that the 
Commission should decline to issue relief when the a d y s e  effect on the public interest would be 
greater than the interest in protecting the patent holder. 

public interest in this case. We agree. Diver alarms are not the type of product that have in the 
past raised public interest concerns (such as, for example, drugs or medical devices), and the public 
interest favors the protection of  U.S. intellectual property rights.36 

Complainants and the IA argue that the issuance of relief would have no adverse impact on the 

33 

34 19 U.S.C. Q 1337(d) and (0. 
35 See S. Rep. 1298, 93rd Cong., 2d Sess. 197 (1974). 

We note that the Commission has declined to grant relief on public interest grounds in only three 
cases. In Certain Automatic CrankDin Grinders, Inv. No. 337-TA-60, U.S.P.Q. 71 (ITC 1979), the 
Commission denied relief because of an overriding national policy in maintaining and increasing the 
supply of fuel efficient automobiles, coupled with the domestic industry’s inability to supply domestic 
demand. In Certain Inclined Field Acceleration Tubes, Inv. No. 337-TA-67, USITC Pub. 1 1 19 
(1980), the Commission denied relief because there was an overriding public interest in continuing 
basic atomic research using the imported acceleration tubes, which were of a higher quality than the 
domestic product. Finally, in Certain Fluidized SuDDorting ADDaratUS, Inv. No. 337-TA-1821188, 
USITC Pub. No. 1667 (1984), the Commission denied relief because the domestic producer could 
not supply demand for hospital beds for bum patients within a commercially reasonable time, and no 
therapeutically comparable substitute for care of bum patients was available. 

See Complainants’ Brief on Remedy at 12, 19-20 and Ex. 10. 

36- 
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The evidence also indicates that complainants can supply enough diver alarms to serve the U.S. 
market. In any event, an adequate supply of diver alarms is not necessary to ensure public health, 
safety, or welfare in the United States. Finally, the patented diver alarms compete with other 
devices that perform the same function. Consequently, we conclude that the public interest does not 
preclude issuance of a general exclusion order. 

V. BONDING 

Section 337Cj)(3) provides for the ?!try of infringing articles upon the payment of a bond during 
the 60-day Presidential review period. 
competitive advantage resulting from the unfair method of competition or unfair act enjoyed by 
persons benefitting from the importation. ‘I3* 

286 percent of entered value. 
between complainants’ goods and respondents’ goods, using a simple averaging method. 
recommended that the bond be calculated based on a comparison of complainants’ price to 
distributors with the entered value of respondent Duton’s infringing alarm device. The IA proposes 
a weighted-average comparison of the different models of alarm devices available, instead of the 
simple averaging comparison proposed by complainants, and arrives at a bond of 152 percent of 
entered value ,41 

The bond is to be set at a level sufficient to “offset any 

Complainants recommende$ that the bond during the 60-day Presidential review period be set at 
They arrive at this percentage by calculating the differe%ce in cost 

The IA 

We believe that the bond proposed by the 1A reasonably approximates the competitive advantage 
enjoyed by respondents. The IA proposed a weighted-average calculation because there are a 
disproportionate number of sales between the different models and therefore simple averaging leads 
to an inaccurate figure. Since the weighted averaging methodology applied by the IA appears to be 
more accurate than the simple averaging methodology proposed by complainants, we have established 
a bonding rate equal to 152 percent of the entered value of infringing diver alarms. 

37 19 U.S.C. 6 1337(j)(3). 
38 S. Rep. No. 1298, 93rd Cong., 2d Sess. 198 (1974). 

diver alarms. Complainants’ Brief on Remedy at 21-22. 
4’  - See generally Brief of the IA on Remedy at 15-18. 

Complainants’ Brief on Remedy at 22. 
Complainants averaged the costs of its three models of diver alarms and Duton’s three models of 

39 

40 
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On April.28, 1994, 

Inc., filed 8 compl8iat 

complaiaants, David A. Hancock and Ideations Design 

alleging that the importation of certain audible alarm 

devices that infringed U.S. Letters Patent Nos. 4,950,107 and 5,106,236 was an 

unfair act violating Section 337 of the Tariff Act of 1930, as amended (19 

U.S.C. 5 1337). On May 31, 1994, the Conmission issued a notice of 

investigation of the facts alleged in the complaint. 

in the Federal Register on June 8, 1994. 

The complainants are David A. Ilancock and Ideations Design Inc., of 

Seattle, Washington. Mr. EIancock is the sole owner of the '107 and ,236 

patents, and of Ideations Design Inc. I?aacock, Tr. 235, 882-883. The 

respondents named in the notice of investigation are IXK International Corp., 

of Torrance, California (IBR), and Dutorr Industry Co., Ltd., of Taipei, Taiwan 

(Duton). 

supports camplainants on all issues. 

The notice was published 

The Counniosion Invemtigative attorney, also a party in this case, 

IZK responded to the complaint and notice of investigation on July 5, 

1994, and amended its response on September 12, 1994. Duton did not respond 

to the Complaint or the notice of investigation, and ha8 not participated in 

this case in any way. 

A hearing under the Administrative Procedure Act was held from October 

11, 1994 through October 14, 1994. All of the active parties filed post- 

hearing briefs. 

hearing and the post-hearing briefs filed by the parties, the following 

findings of fact and conclusions of fact and law are made: 

After consideration of the evidentiary record made at the 
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JZlRISOIePTON 

Section 337 of the miff Act of 1930 give6 the Conmission jurisdiction 

to determinC whether a Section 337 violation exists in coauection with the 

importation of products into the United States. The Connnission has 

jurisdiction over the subject matter of this investigation because its notice 

of investigation instituted an investigation to detenninc: 

whether there is a violation of section 337(a) (1) (8) (i) in the 
importation into the united States, the sale for importation, or the 
sale within the United States after importation of certain audible 
alam devices for divers, by reason of infringement of claim 6 of 
U . S .  Letters Patent 4,950,107 or claim 1 of U.S.  Letters Patent 
5,106,236, and whether there exists an industry in the United States 
as required by subsection (a) (2) of section 337. 

The Conrmission has personal jurisdiction over respondent IHK because IHK 

participated fully in discovery and the hearing. 

The Commission has personal jurisdiction over respondent Duton. Duton 

has received adequate notice of this investigation apd has *minimum contacts" 

with the United States. 

Duton had been served personally with the complaint and notice of 

investigation in this case, and had adequate notice of the Conmission's 

proceedings against Duton. 

Evidence offered at the hearing established that 

In Order No. 6 Duton was ordered to answer discovery requests that had 

been personally served on Duton. 

limited to the issue of personal jurisdiction. 

this order. In Order No. 23, Duton was found to be in default for failing to 

comply with Order No. 6. In Order No. 23 (an unreviewed initial 

determination) at was also found, based on evidence offered at the hearing 

(see Ifancock Ex. 111, that Duton had ucported to the tlnited States a number of 

These discovery requests sought information 

Duton failed to respond to 
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the accused Supra Horn alarms in 1993, after the issuance of +he ,107 patat 

aad the '236 patent. Order No. 23 imposed evidentiary sanctions on Outon. As 

an evidentiary auwtion, it was found that Outon had btCnti@lY ucported 

the Supra Horn to the United States. 

Although IBK has not admitted importing the Supra Horn from Duton, IEM 

has admitted that it imports the Supra Horn into the United States and that it 

advertises and sells this product w i t h i n  the United States. Staff Ex. 6 and 

Staff Phys. Ex. F. 

TSE P A M 8  IN I S S a  

U . S .  Letters Patent 4,950,107, entitled "Audible Alarm Device For 

Divers," was issued ea August 21, 1990 to David A. Hancock and Barry A. 

Kornett. Staff Ex. 2. The ,107 patent resulted from an application filed on 

October 12, 1988 (Serial No. 256,606). U . S .  Letters Patent 5,106,236, 

entitled "Audible Alarm Devices For Divers And Others*, was issued on April 

21, 1992 to the same inventors. Staff Bx. 3. The '236 patent resulted from 

an application filed on August 17, 1990 as a continuation-in-part (or  "CIP") 

of the '606 application (Serial No. 568,833). On August 238 19938 Mr. Kornett 

assigned all of his interest in both the ,107 and '236 patents to Mr. Bancock. 

Rancock Ex. 4. 

Both the '236 and '107 patents disclose identical audible alarm devices. 

Figures 1 through 5 of both patents are identical, and the text describing 

what is shown in those figures i s  substantially the same. 

minor differences between the two specifications. 

The ,107 patent is nembodiedn in the '236 pateat. mrdy, Tr. 992. 

There are only 

Staff Exs. 2 and 3 .  

Claim 1 of the ,236 patent uses different words to claim more broadly 

what already was disclosed h a  the earlier-issued '107 patent. The ,236 patent 
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does not limit the we of the alarm device to divers. 

lirnltatioas that appear in claim 1 of the '236 pateat that are not in claim 6 

of the '107 patent ut the - for recefvfPg air from a tadc sou~ce, aad the 

bypass function. 

'107 patent. Figure 5 ,  Staff Ex. 2. 

The only claim 

These features are disclosed in the tspecification of the 

When matter in a CIP application such as the one that resulted in the 

236 patent is inherent in the disclosure in the original parent application 

(in this case, the application for the ,107 patent), that matter is entitled 

to the filing date of the parent application. u- . v.  

-1~001 C w o r  atiog , 728 P.2d 1423, 1438 (Ped. Cir. 1984). Claim 1 of the 

,236 patent is entitled to the filing date of the application for the '107 

patent (October 12, 1988) because every element of claim 1 is disclosed in the 

original parent application for the ,107 patent. 

The invention described in both patents is a small air-operated 

signalling device designed to be used with self-contained breathing apparatus 

such as scuba equipment. Staff Ex. 3, Col. 1, lines 11-14. Pressurized air 

from the diver's tank is in the alarm device when the alarm is not being used. 

The alarm is activated when the diver presets a button that depresses a valve 

stem in the interior of the alarm device. 

the head of the valve moves away from an axial opening. 

that is in the interior of the alarm device then enters the axial opening and 

goes through small passageways until it enters the horn of the alarm device. 

The pressurized air interacting with the horn creates pulsations of air 

pressure that are sensed a8 sound. Strarsberg, Tr. 691-692, 698-700; Staff 

Phys. Bx. K; Staff Ex. 3, Col. 5, lines 21-29 and Figure 5 .  

When the valve stem is depressed, 

The preesurized air 
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When the alarm is being used (i .e. , when the diver depresses the button 

while he is on the surface of the water), the part of the alann device 

containiag the horn receives canpressed air from the diver's breathing 

apparatus (a tank that contains air under presmure). When the alann is not 

being used, the pressurized air from the diVeP8 tank passes through the rest 

of the alarm device, bypassing the part of the alarm where the horn i s .  

allows the diver's breathing apparatus to operate nomaally. Strasberg, 

Tr. 690; Staff Ex. 3 ,  Col. 2, line 67 through Col. 38 line 16. 

This 

The alarm device is designed not to interfere with the breathing 

apparatus of the diver. Staff Ex. 38 Col. 2, lines 61-66. - 
The two claims in issue (claim 6 of the '107 patent and claim 1 of the 

,236 patent) must be conetrued in the same way for the purposes of validity 

and infringement. 

language, other claims in the patent8 the patent specification, the 

The claims will be coastrued in light of the claim 

prosecution history, and the prior art. 

their ordinary meaning unless the inventor expressly stated in the patent or 

the prosecution history that the words have a different meaning. 

The words in a claim will be given 

Both claim in issue include mans-plus-function language, as provided in 

35 U . S . C .  0 112, 1 6 .  Under paragraph 6 of Section 112, an applicant for a 

patent may express an element in a claim as a mans for performing a specified 

function without reciting the structure, material, or acts in the claim 

itself. Paragraph 6 provides that a means-plus-function claim shall be 

construed to cover only the specific meane disclosed &J the Paten€ 

BDecrfiGBtion for performing the claimed function, and mequivalents thereof". 

The pateatee is entitled to the "fair scope" of the embodiment of the 

. .  
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invention disclosed in the specification, without baviag to list a catalogue 

of alternative embodiments. Instrms&s-Iac.ted V States 

, 805 p.2d 1558, 1563 (Fed. Cfr.  1986) .  

~n "equivalent" of the nmaas disclosed in the patent specification under 

Section 112, paragraph 6 results from an insubstantial change "which adds 

nothing of significance to.the 8tructure, material or acts disclosed in the 

patent specification." Valmont Industries. Inc. v. Reinke Man uf acturinq 

comanv. Inca , 983 F.2d 1039, 1043 (Fed. Cir. 1993). 

IIM identifies certain portions of the structure described in the 

specifications, including for cxarnple, the button stem guide (681, lateral 

opening (74) , and peripheral groove (761, and argues that these portions or 

subparts of the disclosed structure "amst all be present in equivalent form 

because that is the only structure disclosed." 

This interprets the claim too narrowly. 

IEK posthearing brief at 14. 

Under paragraph 6 of Section 112, an infringement analysis must focus on 

the structures that perform each claimed function, not subparts of these 

structures. As stated by the Federal Circuit in p.U.1.. Inc . v. mere & Co. , 

755 F.2d 1570 (Fed. Cir. 1985): 

In applying the wmeans plus function" paragraph of 5 112, however, 
the sole question is whether the single means ia the accused devioe 
which perfomus the function stated in the claim is the same as or an 
equivalent of the corresponding structure described in the 
patentee's specification as performing that function. 

755 F.2d at 1575. See also Valmnt Industries. I nc. v .  Reinke Manuf acturinq 

Comanv. Inc,, suDra, 983 F.2d at 1043 (Fed. Cir. 1993). The focus is on the 

structures that perform the claimed function, not on subparts of those 

structures that may perfom an unclaimed subsidiary function. A finding that 

a structure is "equivalent" under Section 112, paragraph 6 does not require 
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the presence of subparts of the structures that perform the clrimcd function. 

etsniro USA. m. , 815 F.Supp. 1488 (D.DC1. v. Fxwic . .  

19931, g$f '4, 18 F.3d 927 (Fed. Cir. 1994).  

6 of  tho '107 m a f a a t  

Claim 6 of the ,107 patent is as follows: 

An apparatus for use with diving equipment to produce an audible 
alarm, camprising : 

means responsive to air under pressure to produce an 
audible alarm, said audible alarm means being adapted to 
be carried on or  about the person of the diver during 
diving operations, without bterfering therewith; and 
mean6 for selectively providing air under pressure from a 
diving tank source thereof to said audible alarm. 

Staff Ex. 2, Col. 6, lines 43-52. 

Claim 6 of the '107 patent contains three limitations. The first and 

third limitations are written in meane-plus-function language. The claim 

covers only devices that perform those functions utilizing the corresponding 

structures disclosed in the patent specification or nequivalentsw thereof. 

p. V 0 0 ' I biblo Ir 

The stmacture disclosed in the specification of the '107 patent for 

producing an alarm through the use of air under pressure is an air born8 shown 

in Figure 5 of the ,107 patent. Strasberg, Tr. 698-700. Air under pressure 

enters a cavity in the horn where it comes into contact with the horn's 

diaphragm ( 9 4 ) .  Strasberg, Tr. 698. The air pressure builds up in the cavity 

until the diaphragm is pushed down and away from the wall of the horn bell. 

This creates an opeahg between the diaphragm and the wall of the horn bell, 

allowing some/of the air under pressure to escape into the environmat. The 

escaping air relieves the air pressure in the cavity, causing the diaphragm to 

retun to its original position and closing the opening between the diaphragm 
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and the horn bell. Air pressure builds up again inside the space and the 

procesa continuas. Strasberg, Tz. 683, 698-699; Staff Bxs. A 8nd K. The 

Strasberg, Tr. 679. 

Claim 6 of the '107 patent is construed to cover the specific air horn 

structure disclosed in the specification of the '107 patent, as well as 

equivalents thereof (air horns that contain differences that are not important 

to the function of the horn). 

.rid audibl e al- mom8 boiaa adamtad to bo c u r i o 6  o a or &ut the 

thorod t ht 
p.== of +b e divot durina diviaa o~oratiorrcr. wi +bout i atorferinp 

The invention described in the specification and claimed in claim 6 has 

connectors at the inlet and outlet of the air passageway in the body of the 

device. Staff Ex. 2, Fig. 3. These connectors are designed to connect to and 

disconnect from a low pressure hose attached to an air tank. This allows the 

alann device to use the diver's air tank without modifying the equipment or 

interfering with the diver's use of the air tank. Staff Ex. 2 ,  Col. 2, lines 

46-59; Hancock, Tr. 414-415. The disclosed alarm device is designed to be 

small and lightweight. Hancock, Tr. 414-415. 

The alarm device claimed in claim 6 is designed so that air under 

pressure can pass through the body of the device by a passageway (42)  when the 

device is not in operation. Staff Ex. 2,  Col. 5, lines 6-13, Fig. 5; 

Strasberg, Tr. 690-691. When the alarm is not in use, air can pass into a 

volume (50) below the head (78) of the button stem ( 7 9 ) .  Strasberg, Tr. 691. 

When the alarm is not being wed, the pressurized air from the air tank cannot 

get past the head of the button stem, so that the air under pressure docs not 
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cane into contact with the noise-gemrating struetun and no sound is made. 

Staff Ex. 2, Col. 4, lines 32-39. 

The claimnd invention performr, the function of %electively providing' 

air under pressure to the air horn by giving the diver the option of providing 

air to the horn or not providing air to the horn. Straskrg, Tr. 697. The 

user operates a valve by pressing a button ( 8 0 ) .  When the user presses the 

button, it depresses the button stem moving the head of the stem down and away 

from the part referred to as a "button stem guide" (68). This allows 

pressurized air to flow upwards past the stem head into an axial opening (72). 

From there, the pressurized air passes through a lateral Opening (74) or 

cross-cut hole, in the button stem guide into a groove (76) on the outside of 

the guide. The air then passes a diagonally drilled bore (64) into the air 

horn portion of the device. Straskrg, Tr. 691-693; Staff Exa. A and 0; Staff 

Ex. 2, Col. 5, lines 15-26. When air under pressure reaches the horn, it 

produces an audible alarm. 

Claim 1 of the '236 patent is as follows: 

An apparatus for use with a self-contained breathing apparatus to produce 
an audible alarm, comprising: 

means responsive to air under pressure to produce an audible alarm, 
said audible alarm maas including an audible alarm element, said 
alarm means being adapted to be carried on or about the person of 
the user of the apparatus during use thereof, without interfering 
with the use of the apparatus; and 

mans for receiving air under pressure from a tank source thereof 
which is carried on or about the person of the user'and selectively 
providing said air to said audible alam element, said air receiving 
mans including means for bypassing said audible alarm element with 
said air when said air is not to be provided to said audible alarm 
element. 

Staff Ex. 3 ,  Col. 60 line 56 - Col. 7 8  line 2. 
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Claim 1 contains five limitations, four of which are written in means- 

plue-f\tnction language. 

means-plw-function laaguage, the claim covers only devices that perform the 

functions set out in these limitations utilizing the corresponding structures 

Because 1imitatiaPs I, 3, 4 and 5 are writtea in 

disclosed in the spccificatiaa or nequivalentsa thersof. 

This limitation is like the first limitation of claim 6 of the ,107 

patent. The additional language ("said audible alarm means including an 

audible alarm elemcnta) refers to the fluctuations of air pressure in the horn 

bell and the thin diaphragm that are sensed as sound. Haacock, Tr. 417. 

@.id 81- m.gr b w  8d8mt.d t o  b. c u r i o d  oa o r about the DO~SOP 
ina wo thoreof. without intorfeting 

with th. U89 O f  tb0 wU8fui 

The language of this limitation is like the second limitation of claim 6 

of the '107 patent. 

"diving" apparatus. The claimed invention is designed to connect and 

It differs only b that it does not refer specifically to 

disconnect from a low pressure hose leading from a user's air tank. 

device can be used with the air tank without modifying the equipment and 

The alarm 

without interfering with the regular use of the air tank. Staff Ex. 3, Col. 

2, lines 50-66; ffancock, Tr. 418. The claimed device is designed to be small 

and lightweight, and neither the weight nor size of the alarm device 

interferes with the use of the apparatus. IIancock, Tr. 418. 

P. V 8 o ce re f 
ch i s  C 8 r r i  od oa or about the DO rmon of the unor 

The specification of the '236 patent discloses a structure for receiving 

air under pressure from the user's tank of compressed air. A male coaaector 

attached to the alarm device is adapted for connection to an air hose which 
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leads from the air tank. Staff Ex. 3, Fig. 5; EI8ncock, Tr. 413. An air 

passageway leab from this male connector into the interior of the alann 

device and extend8 through the 8lum device, allowing air to enter m e  aide 

and leave on the other side. Haacock, Tr. 418. This interior passageway i s  

configured so that air -der pressure, while passbg through the passageway, 

comes into contact with the structure that selectively provide6 air to the 

noise generating structure. Staff Ex. 3, Fig. 5. 

This limitation is like the third limitation of claim 6 the ,107 patent. 

It describes a structure that allows the user to select whether to provide air 

under pressure to the air horn. Stramberg, Tr. 697. The user can provide air 

to the horn by depressing a button that opens a pathway in the body of the 

device through w h i c h  the air caa pass to the air horn. Strasberg, Tr. 690- 

693; Staff Phys. Exs. A and 0; Staff Ex. 38 Col. 5 ,  lines 21-31 and Fig. 5 .  

ma & 8 d t 8 i t  rb 
## e 

Claim 1 also claim that the structure for receiving air performe the 

function of allowing the air to %ypass* the air horn when no noise is being 

generated. The prosecution history of the '236 pateat indicates that the 

inventors used this term to mean that when the button is not depressed, air is 

not provided to the alarm. During the prosecution of the '833 continuation- 

in-part application (which resulted in the '236 pateat), the inventors stated 

that in their invention: 

... the air under pressure i s  gelect ivelv provided to the 
alarm (sound producing) elemeat. Otherwise, the air 
b a s s -  the alarm element.. . . Only when the alarm 
button on applicant's device is operated, is air provided 
to the alarm element. 
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IgR Phys. Ex. E, p. 56 (letter dated A U p t  8, 1991). 

A structure perfom the function of mbypaesing" the a l a r m  element when 

the alarm is not being operated if the air passm tbrough the alarm device 

without coming into contact with the alarm element. 

Strasberg, Tr. 697-698. Figure 5 of the '236 patent shows that when the alarm 

element is not being used, the air under pressure passes through passageway 42 

without coming into contact with the audible alarm element. 

another application or use for the alarm in which the same alarm device as 

shown in Figure 5 is attached at the end of a *pigtailw hose, so that the air 

under pressure would normally not pass through passageway 42 but would simply 

stop unless another apparatus were coupled to the outlet for "buddy 

breathing". Staff Ex. 3, Col. 6, lines 19-35. In either event, the air would 

not come into contact with the alarm element when the alarm was not being 

used. 

9- VALID 

Ilancock, Tr. 420; 

Figure 6 shows 

The '107 and '236 patents are presumed to be valid. 35 U.S.C. § 282. 

IHK has the burden of overcoming this presumption by clear and convincing 

evidence. - 
If every limitation of a claimed invention is shown in a single prior art 

reference, that reference anticipates the claim under 35 U.S.C. § 102. 

Diversitech Corm . v .  Centurv Stens, , 850 F.2d 675, 677 (Fed. Cir. 1988). 

There must be "identity of inventionw between the claimed invention and the 

. .  allegedly anticipating reference. m e s o t a  Minina and mufacturina co. V. 

gobson h Johnson Orthopawcs. Inc,, 976 F.2d 1559, 1565 (Ped. Cir. 1992). 
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fn a maana-plus-function claim, the requirement that the invention 

disclosed in the prior art and the claimed invention be identical is modified. 

Because I clrfm coataiaiztg ~ - p l u s - f u n c t i o n  language covers equivalsnts of 

the stnacture disclosed in the specification for performing the claimed 

function, the structure disclosed in the prior art need not be identical to 

the structure in the patent specification in issue. 

art reference must disclose a structure that performs the claimed function and 

To anticipate, the prior 

that is the equivalent (as that term is used in 35 U.S.C. 5 112, 1 6) of the 

corresponding structure in the specification of the patent. r e Bond, 910 

F.2d 831, 833 (Fed. Cir. 1990). 

IBK asserts that three references constitute anticipating prior art: 

U.S. Patent 4,095,667 (the Mahig patent, XK Ex. 7 ) ;  U.S.  Patent 4,852,510 

(the Joseph patent, IBK Ex. 8 ) ;  and U.K. Patent Application OB2059660 (the 

Kimura reference, IEX Ex. 25). 

Tha data o f  C a m D W t . '  invmtion 

For the purposes of anticipation, the date of the patentee's invention is 

presumed to be the filing date of the application resulting in the pateat, 

unless an earlier date of invention is proved. 

was proved. 

patent, was October 12, 1988. 

No earlier date of inveation 

The filing date of the application for the first patent, the '107 

The second patent, the '236 patent8 resulted from a continuation-in-part 

("CIP") application. Claim 1 of the '236 patent is eatitled to the same 

filing date as the parent application (October 12, 1988), if the parent 

application discloses the invention in the manner required by the first 

paragraph of Section 112. 35 U . S . C .  9 120. 
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~ 0 t h  patents discloae identical 

5 of both patents are identical, and 

audible alarm devices. 

the text describing what i s  shown in 

Figures 1 through 

thore figurea ir identical except for iamc insignificant differences. 

Exs. 2 and 3. The '107 patent is embodied in the '236 patent. =dy, 

~ r .  992. 

of the audible alarm device forpon-diving uses. Staff Ex. 3, Col. 5, line 

39-COl. 6, line 45, and Figure 6. For the most part, claim 1 of the '236 

patent uses different words to describe what is covered by claim 6 of the '107 

patent. 

recited in claim 6 are the mearm for receivhg air from a tank source, and the 

"bypass" function. These features are disclosed in the specification of the 

'107 patent, particularly Figure 5, and are inherent to that disclosure. 

Staff Ex. 2, Figure 5. No function is claimed in claim 1 that is not 

disclosed in the '107 patent specification. When matter ia a CIP application 

is inherent to what the original parent application diecloses, that matter is 

entitled to the filing date of the parent application. 

v .  Whirlno 01 C a m  ratiog , 728 T.2d 1423, 1438 (Fed. Cir. 1984). Claim 1 is 

entitled to the October 12, 1988 filing date for purposes of anticipation. 

staff 

The only new matter added by the CIP application disclosed the use 

The only claim limitations that appear in claim 1 that are not 

Utton Svstems. Inc. 

The patent (U.S. Patent 4,095,667) was issued on January 20, 1978, 

and it is prior art to both of the patents in issue under 35 U.S.C. 5 102(a). 

Section 102(a) provides that a person shall be entitled to a patent unless-- 

the invention was &om or used by others in this (a) 
country, or patented or described in a printed publication 
in this or a foreign country, before the invention thereof 
by the applicant for pateat, ... 

piahis docs not disclose or teach every limitation in claim 6 of the '107 

patcnt. It does not disclose or teach a structure for generating sound that 

16 



is the etructural equivalent of the air horn disclooed in the ,107 patent, aor 

doas it disclose or teach a structure that can be carried by a diver without 

inteering with diving operations. 

of selectively providing air to the audible alaxm. 

It does not diaclose 8 utructure capable 

The Mahiq patent describes two slightly different embodiments of a device 

that produces sound by striking a plate with a harmer. 

creates vibrations that act on the surrouading air molecules to produce sound. 

IHK Ex. 7.: Col. 1,  lines 48-52, Figures 1 and 5; Rardy, Tr. 956-957. The 

Mahiq device creates souad in the way a drum does when struck. 

the plate after impact creates fluctukions in pressure by acting on the 

surrounding medium. Strasberg, TY. 682. This type of diaphragm is a 

different type of sound generator than the diaphragm in an air horn which acts 

to control a flow of air, releasing it in pulses to create fluctuations in 

pressure. Strasberg, Tr. 683-685; Staff Exhibit R. The drum-like structure 

in Mahiq is structurally different from the air horn in the 

Hardy, Tr. 954, 985. The &&& patent does not teach or disclose a "means 

responsive to air under pressure to produce an audible alarm" similar to that 

disclosed in the ,107 pateat. 

Striking the plate 

The motion of 

107 patent. 

The Mahiq device would interfere with the diver during diving operations. 

Hardy, Tr. 843, 851. It taught the w e  of high pressure air to operate the 

device. 

respect to a downstream device such as a buoyancy control device. 

This high pressure air would create a dangerous situation with 

Hardy, 

Tr. 960. 

The W-q patent docs not disclose a "mans for selectively providing air 

under pressure" to the alarm element. The patent discloses an air inlet 

39 in one embodiment, and 95 in the second embodiment. This inlet has no 
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internal valve structure. IRK gx. 7, Figures 1 8ad 5.  Air =der pressure can 

eater the device and comf into contact uith'the hanmter portion of the alarm 

element Without passing through a selective valve. Hudy, Tr. 1027. The air 

under pressure is ~lwayg provided to the audible a l u m  element of the device. 

Claim 6 of the '107 patent is not invalid as anticipated by m q .  

The ptahiq alarm device also does not contain all the limitations of claim 

1 of the '236 patent. As in claim 6 of the '107 patent, Mahiq docs not 

disclose an audible alarm element that is the structural equivalent of the air 

horn disclosed in the '236 patent, it is not adapted to be carried by the user 

without interfering with the user's breathing apparatus, and at is not capable 

of selectively providing air under pressure to the audible alarm element. 

Mahiq docs not disclose a structure that performs the %ypass" function called 

for in claim 1, allowing the air under pressure to enter one end of the device 

and continue to the other end without coming into contact with the audible 

alarm element. Hardy, Tr. 936, 941, 1027. 

Claim 1 of the ,236 patent is pot invalid as anticipated by Pahis. - 
The Some& patent (U.S. Patent 4,852,510) ie prior art to the ,107 patent 

and the '236 patent -der 35 0.S.C. S 102(e). The application for the dosenh 

patent was filed on April 20, 1987, well before the date of invention claimed 

by the inventors named in the '236 and '107 patents. The Josenh patent issued 

on Augustl, 1989. IHK Ex. 8. 

Section 102(e) provides that a person shall be entitled to a patent 

unless - 
(e) the invention was described in a patent granted on an 
application for patent by another filed in the anited 
States before the invention thereof by the applicant for 
patent, or on an international application by another who 
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has fulfilled the requirements of paragraphs (11, (2)  aad 
(4) of section 371 (c) of this title before the invention 
thereof by the applicant for patent ... 

Couplainants and the cormnim~ion investigative attorney argued that IRK 

did not assert an affirmative defense against claim 6 of the ,107 patent based 

upon 5 102 (e) in its amended reapoaae. Paragraph 33 (a) of IBK's original 

response to the complaint clearly did assert this defense, but the amended 

response is not clear on this point. IHK alleged generally that Josenh 

constituted prior art to both patents and Joseph is mentioned several times 

throughout the amended response. In paragraph 33(b), IXC asserts that claim 1 

of the '236 patent (as filed) was rejected by the PTO under 5 102(e), and that 

claim 6 of the earlier '107 patent was identical to the rejected claim 1. In 

IHX's "Statement of Issues To Be Tried", filed on Septaaber 12, 1994, IEfK 

clearly asserts that Claim 6 of the '107 patent is invalid over gosenh under 

5 102, because it is identical to the ,236 claim that was rejected by the PTO 

[under 5 102(e)l. Under these circumstances, it is not unfair to complainants 

to allow IBK to argue that Joee~4 is prior art to both patents under 5 102 ( e ) .  

Josenh qualifies as prior art under 5 lO?(g) as well. 

Section 102(g) provides that a person shall be entitled to a patent unless-- 

(9) before the applicant's invention thereof the 
invention was made in this country by another who had not 
abandoned, suppressed, or .concealed it. In determining 
priority of invention there shall be considered not only 
the respective dates of conception and reduction to 
practice of the invention, but also the reasonable 
diligence of one who was first to conceive and last to 
reduce to practice, from a time prior to conception by the 
other. 

The invention of gosene was made at least by the filing date of that 

. .  

patent on April 20, 1987. In this context, "maden refers to the invention. 
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It is not necessary to prove that a device 

manufactured. 

' g the inveation had been 

There are significant differences between the structure of the alarm 

device disclosed in the specifications of the two patents in issue here and 

the two structures disclosed in the patent. The first structure 

disclosed in the Joseph patent specification is a scuba Whistle that uses the 

compressed air in a diver's tank. The pressurized air passes through a sound 

generator located in the resonant tube. IHK Ex. 8, Col. 2, lines 31-41. 

Pressurized air passes through small orifices in a sound generation disk 

located in a resonant tube to create the sound. 

produces sound in the samc way that a person whistles, u., generating sound 

by moving air through an orifice in a resonant cavity. 

whistling is created by fluctuations of pressure caused by the air resonating 

w i t h  the mouth cavity.) Strasberg, Tr. 681. The JoecPh device creates a 

whistling souad (described as "bird tone vibrationem) when air moves through 

the orifices in the sound generation disk located in the resonant tube. IBK 

Ex. 8, Col 3, lines 16-24. 

This sound generation disk 

(The sound of 

The structure for producing sound in the JOSeDh device does not use a 

vibrating diaphragm to release air in pulses, as does the air horn. 

,-h device is referred to as a H~lmholtZ resonator, and this has a 

structure unlike that of an air horn for producing sound. Strasberg, Tr. 681, 

685. Josenh's sound generation disk structure is not the structural 

equivalent of the air horn disclosed in the '107 patent. Xardy, Tr. 985. 

The 

In the second structure disclosed in Jose&, the sound is generated by 

the air passing across a knife-edge located in a resopapt tuk. 

Col. 5, lines 5-13 and Col. 6, lines 41-49. In this structure, 

I R K E X .  8, 

forcing air 
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across a kaife edge produces sound in the same manner as an organ pipe. A jet 

of air strikes the kaife edge, causiag fluctuatians in pressure that are 

unplified by the pipe acting u a resaa8nt tube. Stramberg, Tr. 680. Because 

this structure does not uBe a vibrating diaphragm to create fluctuations in 

air prc8sure, at is different f r m  the air horn in the way it creates sound. 

Strasberg, Tr. 685. The kaife edge structure is not the equivalent of the air 

horn disclosed in  the '107 patent. Hardy, Tr. 985-986. 

The two structures that produce the sound in Joscnt& are not the 

equivalent of the structure disclo6ed in the patents in issue here. The 

invention described and disclosed in the patent is not the same as, or 

the equivalent of,  the invention described and disclosed in claim 6 of the 

107 patent or claim 1 of the ,236 patent, and the JoseDh patent does not 

anticipate either claim under S 102(e) or 0 102 (9). 

During the prosecution of the CIP application that resulted in the ,236 

patent, the PTO examiner held that Josenb anticipated the original wording of 

claim 1 under 35 U.S.C. 0 102(e). Claim 1 as originally worded in that 

application was identical to Claim 6 of the '107 patent. The examiner 

apparently compared original claim 1 to the 

the scope of the claim to the structure disclosed in the ,236 specification 

patent without restricting 

and equivalcnta of that structure. 

PTO's "long-standing practice of not applying paragraph six [of Section 1121 

The Federal Circuit later rejected the 

during examination. La r e Donaldsog , 16 F.3d 1189, 1193 (Fed. Cir. 1994). 

Respondents argue that the ponaldso n case is not retroactive in its 

effect. 

of the PTO at that time. The court in criticized the PTO for 

But the -og case did not change the law, but only the practice 

failing to apply paragraph 6 of Section 112 to the prior art when considering 
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prior art in patent prosccutioas. 

only stated that paragraph 6 should be used by the PTO to limit the scope of 

the prior rrt t h t  is conaidered h proeecutiaM of n e w  ptcnt applicatiorrs. 

The validity 

of claim 6 must be determined in light of current Federal Circuit precedent, 

including Donaldson . 

-&on did not rewrite Section 112, but 

Claim 6 of the '107 patent still is presumed to be valid. 

Following the examiner's rejection of Original claim 1 over JoscDh, the 

IfM applicants filed an amendment distinguishing the claim from Josenh. 

argues that because the applicants distinguished Jm from their claim 1 to 
get their claim allowed, they cannot recapture the same subject matter in 

another claim. 

correct in finding that claim 1 of the '236 application as originally worded 

But the applicants did not concede that the examiner was 

was anticipated by g m .  The inventors' attorney argued: 

While it is believed that the w e  of  the word 
nselectivelya in origiaal claims 1 and 6 docs i n  fact 
distinguish applicant's invention from Jo6eph in 
accordance with the above aaalysis, Claims 1 and 6 have 
been amended to clarify the structural feature of 
pressurized air bypassing the alarm element when air is 
not to be provided to the alarm clement. 

' 

IIIK Phys. Ex. H, Amendment at 4. 

Complainants are not estopped from arguing that doseDh docs not 

anticipate claim 6 of.the '107 patent. 

U.K. Patent Application 082059660 lIHK Ex. 25) was filed on September 

1979, and published on April 23, 1981. It constitutes prior art under 35 

U.S .C. § 102 (a) . The inventor named in this patent application is Kimura. 

The m a  reference (IBK Ex. 25) discloses a hand-held alarm which 

produces sound when head 10 is depressed to open check valve 14 and allow high 
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pressure gas from cylinder 12 to flow to diaphragm 22. 

disclosed in U.S. Patent No. 3,785,335 to , m x  (rmt Ex. 211, which was 

A similar device is 

coneidered by the PTO during prommatien of the *lo7 and '236 patents. 

There was no teotimony plating to this reference at the hearing, and IEER has 

offered no analysis showing how each element in the claims at issue is 

disclosed in m. IflK has not proved that the structure shown in the 

Kimura reference and the structure disclosed in the patents-in-suit are 

equivalent under 35 U.S.C. 5 112, f 6.  

On its face, the structure of the hand-held alarm in the pimura reference 

is different from the structure of the audible alarm device disclosed in the 

patents-in-suit. The discloaed alarm is not an apparatus for use with diving 

equipment or self-contained breathing apparatus because it does not include 

any means such as coanectors for integrating the alarm into such equipment. 

With respect to the *means for aelectively providing air* specified in 

the asserted claim, the alarm disclosed in the a reference does not 
identically perform the function of selectively providing air to the diaphragm 

as the term "selectively providing" is used in the context of the patents-in- 

suit. The claimed invention perfoms the function of nselectively providing" 

air by allowing pressurized air to flow through the body of the device when 

the air horn is not in operation, thereby allowing the user to choose whether 

or not to provide air to the horn. Strasberg, Tr. 697. In the alarm 

disclosed in the pimuq reference, the only way high pressure gas in cylinder 

12 can exit the alarm is by deflecting diaphragm 22 and producing a sound. 

While a user can selectively activate the horn, the alarm disclosed an the 

pimura reference docs not give the user the option of wing high pressure gas 

in cylinder 12 for other purposes without producing a sound. The alarm 
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disclosed in the &$mura reference does not identically perform the function of 

selectively providing air as specified ia the asserted claims. 

The structure in the refereace for providing high pressure gas to 

diaphragm 22 is not identical to or the equivalent of the button, valve, and 

passageway disclosed in the patents-in-suit. In the pintura ala=, check valve 

14 is opened by depressing head 10, w h i c h  is not a button but the entire horn. 

There is no evidence that the structure of head 10 and check valve 14 is 

equivalent to the structure of the button and valve disclosed in the patente- 

in-suit. IHK has not carried its burden of proving by clear and convincing 

evidence that the pimura reference satisfies the n m e ~  for selectively 

providing airn element specified in the claims. 

With respect to the *means for bypassing the audible alarmn in claim 1 of 

the '236 patent, the alarm disclosed in the Mrm;ua reference does not include 

any structure that allows high pressure gas to flow by check valve 14 without 

contacting diaphragm 22. The pimura device does not perform the bypassing 

function because pressurized air cannot flow into and out of the device 

without producing a sound. 

evidence that the 

IEX has not proved by clear and convincing 

reference satisfies the "maw for selectively 

bypassing the audible alarm' element in claim 1 of the ,236 patent. 

IgK has not shown by clear and convincing evidence that the gimura 

reference anticipates the invention of the two patents in issue. 

#T ---A 0 C 

Section 102(b) provides that a person shall be entitled to a patent 

unless-- 

(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use 
or on sale in this country, more than ope year prior to 
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the date of the application for patat in the United 
States, . . . 

35 U.S.C. E 102(b). 

IFK!.s allegatiorm under s 102(b) are contained in. paragraph 33(m) of its 

amended response. IBK alleged that Mahiq, JoeePk, and perhaps other unnamed 

prior art disclosed the inventions of the claims in issue. 

given above, 

For the reasons 

and m e n h  do not anticipate. IIIK failed to allege or 

prove any other specific facts that would invalidate the claims under 

5 102(b), such as on-oale bar or  prior use or publication by complainants. 

The '107 and ,236 patents are not invalid under Section 102(b). 

Section 102(c) provides that a person shall be entitled to a patent 

unless he has abandoned the invention. 35 U.S.C. 5 102(c). IHK failed to 

prove that the inventors abandoned their invention. 

Abandonment under S 102 (c) refers to an abandonmeat of the right to a 

patent, not an abandonment of the thing invented. Le re Oibbs , 437 F.2d 486 

(C.C.P.A. 1971). To prove abandonment under Section 102(c), there mast be 

proof that the inventor intended to abandon his right to a patcat. 

intent may be implied from the inventor's conduct. Parte Dunnq, 20 

U.S.P.Q.2d 1479, 1480 (Ed. of Patent App. and Int. 1991). 

This 

IXK argues that in the spring of 1988, before they filed their first 

patent application, the inventors had decided not to use the structure 

disclosed in Figure 5 of the patents. 

drawings, dated September 13, 1988, a for an audible alarm of the design 

depicted in Figure 5. Hancock Ex. 30. On October 4, 1988, the design 

engineering firm retained by the inventors submitted a quotation fo r  injection 

mold tooling to produce parts in  accordance with the September 13 drawings. 

Hancock Ex. 29. The inventors received parts built from these drawings in 

But the inventors' engineering 
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November 1988. fi.ncock, Tr. 386. The inventors filed their application for a 

patent on October 12, 1988, between the quotation for tooling and the delivery 

of parte. Staff E%. 2. 

There is no evidence that the inventors intended to abandon their right 

to a patent. IEK has failed to prove that the two patents in issue are 

invalid under Section 102 (c) . 
0 B v I 0 0 8 ~ 8 8  

A patent claim will be found invalid if the invention claimed, as a 

whole, would have been obvious to one of ordinary skill in the art at the time 

it was made. 35 U.S.C. 8 103. The Supreme Court, in Oraha m v .  John Deere 

CO., 383 U.S. 1 (1966) defined the basic factual inquiry that muat be 

undertaken as part of an obviousness analysis: 

[Tlhe scope and content of the prior art are to be determined; 
differences between the prior art and the claims at issue are 
to be ascertained; and the level of ordinary ekili in the 
pertinent art resolved. Against this background, the 
obviousness or nonohriouanesa of the subject matter is 
determined .... Such secondary conaideratioas as commercial 
succeas, long felt but unsolved needs, failure of others, etc., 
might be utilized to give light to the circumstances 
surrounding the origins of the subject matter sought to be 
patented. 

383 U . S .  at 17-18. 

In determining whether a patent claim would have been obvious, hindsight 

appraisals based on combinations of the prior art cannot be used where there 

is no teaching or suggestion of the combination, or any incentive to use the 

. v .  Rudkin-Wilev Corn. , 837 F.2d 1044, 1051 (Fed. combinations. -1. 

Cir.), ccrt. d w  , 109 S . C t .  75 (1988). 

1. pcom uad C0at.P t of tho prior u t  

The scope and content of the prior art i s  considered to consist of 

references that are either within the inventor's field of endeavor, or are 
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reasonably pertinent to the particular problem facing the inventor at the time 

of the invention. Wanu Laboratories. Xnc. v. Toshiba C o r w r a t m  ' , 993 F.2d 

858 (Fed. Cir. 1993); a re Dg&&&, 796 F.2d 436 (Fed. Cir. 1986). 

Mr. Elancock identified the problem he sought to solve as the creation of 

a device that would produce a loud noise by using the compressed air in a 

diver8s tank. At the same time, the device had to be em11 and compact, and 

capable o f  being integrated with existing diving equipment. fiaJlcock, Tr. 3 7 4 .  

With respect to both claims at issue, the prior art consists of references 

disclosing air-operated acoustical devices, and equipment for divers 

(including devices for use with self-contained breathing apparatus), that were 

in existence prior to October 13, 1988. 

2 .  L.v.1 of ordiarrv .kill h a  tho u t  in 1988 

In 1988, pereons who designed acoustical device8 were either engineers 

with an undergraduate degree in engineering, or machinists with several years 

experience working with engineers in the design and construction of acoustical 

devices. Strasberg, Tr. 695-696. The ordinary level of skill in this art was 

quite high in tenae of  understanding the mechanical operation of an alarm 

device to be used by a diver on the surface of the water when surfacing at a 

distance from his boat, and in understanding the needs of such a diver to use 

his diving equipment and his air supply when the alarm was not needed. 

3. p t m  8 

The most pertinent pieces of prior art are the Mahiq patent, as well as 

the patents cited by the examiner during the prosecution of the applications 

for the '107 and '236 patents. The prior art cited by the examiner includes 

the following : 

self-contained breathing apparatus (fBK BX. 18, Vestr a patent) ; 
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devices that operate by utilizing compressed air from a diver8s tank 
(IEIR EX. 20, -via patent; aad IHK EX. 22, patent) 

devices that utilize the air under pressure to produce an alarm when 
the air pressure drops to a certain level (IHlC Ex. 19, Gaunan 
patent) , and 

visual signalling devices for divers (IHK Ex. 238 patent, and 
IHK Ex. 24, Johneon patent). 

Several of these prior art references disclose devices that contain some 

of the elements of the audible alarm device disclosed in the patents in issue. 

'Wauner discloses a type of air horn. & e v a  and disclose devices which 

use the air in a diver's air tank. None diSClOSeS or suggests to one of 

ordinary skill in the art that he should combine them into a single device. 

IHK has found ao suggestion in the prior art that oae should combine these 

elements. IHK has identified in the prior art elements such as an air horn, 

devices that use a diveP8 air tank, and signalling devices, and concludes 

that the invention of the patents in issue would have been obvious at the time 

it was made to one of ordinary skill in the art without showing why someone 

with ordinary skill would have wanted to combine these elements. A prima 

facie case of obviousness requires: 

... some reason, suggestion, or motivation found in the 
prior art whereby a person of ordinary skill in the field 
of the invention would makc the combination. That 
knowledge cannot come from the applicant's invention 
itself. 

Jn re Oetiker, 977 F.2d 14438 1447 (Fed. Cir. 1992). 

The identification of elemcats of the claims in issue in the prior art is 

not enough to prove that the patents are invalid for obviousness. IRK has not 

proved that there was any "reason, suggestion, or motivation" in the prior art 
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that would lead a person of ordiaary skill to combine the prior art air horns, 

diving equipomnt, and pressure valves to create the claimed invention. 

IRK argues tbat either or would amke claim 1 obvious if a 

conventional "Tn fitting were used in combination with either one. 

the addition of a conventional 'Tn fitting to the 90sen4 or device 

allows the device to perform the bypass fuuction, there is no evidence that 

one with ordinary skill in the art would have thought of using a conventional 

Although 

"TI' fitting with gosea or Mahiq, and there is no evidence that this was 

taught, suggested or described as desirable by some prior art teaching. 

Secondary considerations that caa support findings of nonobviousness 

include commercial success, long-felt but unsolved need, failure of others, 

copying of the claimed invention, and uaucpccted results. For secondary 

considerations t o  preclude a finding of obviQu8nes8, the patentee must show a 

sufficient relatiomhip between the allegedly infringing features of the 

claimed invention and its coramtrcial success. 9tratofluc.c. v .  Aer- 

Corn., 713 F.2d 1530, 1539 (Fed. Cir. 1983). 

The inventions claimed in the '107 and ,236 patents are sold by 

complainants under the name nDive-Alert.n The Dive-Alert has been well- 

received by the trade press since the first one was sold in 1990. Hancock 

Exs. 14A-l4C, 14E-l4J, and 14L-14M; Hancock, h. 397-401. The trade press 

considered the device to be a small, reliable, loud-signalling device a diver 

could use in an emergency. 

Complainants have had success in selling their Dive-Alert audible alarm 

devices. Haacock, Tr. 370-371; Bancock Ex. 18. The Dive-Alert's advantages 

of being small and light, having a loud souud, and not interfering with the 
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diver, contributed to these sales. Hancock, h. 397-401; m c o c k  Exs. 14A- 

14C, 14E-l4J, and 14L-la. Complainants' sales, while relatively 8,mall in 

talatim to the t o w  a- of regi8tered .cub. divers in 

indicate that the claimed invention ha8 samc coaararcial success. The evidence 

Waited States, 

of secondary considerations as a whole supports a conclusion of nonobviousness 

of the * 107 and '236 patents. 

IIIK has failed to present clear and convincing evidence establishing that 

claim 6 of the '107 patent or claim 1 of the '236 patent is invalid due to 

obviousness. 

#rcTIorP 112. - 
Section 112 requires that the patent specification set forth "the best 

mode contemplated by the inventor of cduylll ' g out his invention".' 35 U.S.C. 

o 112, 11. fn the case of a continuation-in-part application, the date for 

evaluating a beet mode disclosure is the date of the parent application with 

respect to comnon subject matter. -co Products. Inc' . v. Performancq 
Contractinu. Inc 32 U.S.P.Q. 26 1077 (Fed. Cir. 1994). Both claims in issue 

are entitled to the filing date of the applicatioa for the '107 patent for the 

purpose6 of the first paragraph of Section 112. 

inventors failed to satisfy the best mode requirement at the time they filed 

IXK did not prove that the 

their application for the '107 patent. 

To establish invalidity based on failure to set forth the best mode, ItiK 

muat prove by clear and convincing evidence that the inventors knew of a 
concealed, either accidentally or intentionally, a better mode of practicing 

the claimed invention than was set forth in the specification. mael 

Jpdustriee Inc . v. Tackformer Co, , 946 F.2d 1528, 1531 (Fed. Cir. 1991). 
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ThC preferred eabodimcnt of the alarm device at the time the patent 

application was filed is reflected in a set of drawings dated Septemkr 10, 

1988, that the inventors gave to their patat attOmey for use in prepucing 

the application. Baacock Ex. 30, IHK Ex. 50 at 2-9; Tr. 385-387, 1046-1047, 

1109. 

HancOck, Tr. 385-387. 

The "second prototype" of the alarm device was based on these drawings. 

IIEEK argues that complainants have admitted in answer to Interrogatory No. 

89 that the device depicted in ilancock Ex. 32 Was conceived in the spring of 

1988, before the filing date of the first patent application (October 12, 

1988). The drawing in ~aacock Ex. 32 is dated 3/13/89 and contains 

improvements over the embodiment depicted in Fig. 5 of the patents. 

answer to Interrogatory No. 89 is an evidentiary admiasion (not a binding 

"judicial" admission) and muet be weighed against the other evidence in the 

record. 

answer to Interrogatory No. 89 with regard to the time of conception of the 

features shown in Bancock Ex. 32 that were not submitted to the PTO. 

Mr. Baacock testified that Bancock Ex. 32 mrepreeents the direction that the 

Dive-Alert took after . . . dis&sioas with Mr. Ben Barrie and Mr. Jim Brown. 

Hancock, Tr. 391. Mr. Barrie and M r .  Brown were authorities on diving whom 

the inventors consulted for advice after their second prototype wa8 finished 

in November 1988 (after the '107 patent application was filed). Bancock, 

Tr. 387-391. There is no convincing evidence that Hancock Ex. 32 discloees 

anything that was leaown to the inventors at the time they filed their patent 

application and that was concealed from the PTO. 

The 

Specific testimony given at the hearing contradicts the more general 

31 



IHK has Pot proved by clear and convhchg evidence that the patent 

claim6 in issue are invalid for failure of the inventors to disclose the best 

modt cantcmpl8ted to culy out their invantiom. 

L 
IHK has asserted that the claim at iseue are invalid because of lack of 

enablement, and because they are vague, indefinite, and indistinct. IHK's 

mended Response, First Affirmative Defense, subparts (9) - (i) . IHK alleges 

that there are significant differences in each patent between Figure 5 and the 

text of the specification, and that there is no description of how the button 

stem guide is to be held in place. 

A patent specification must contab a written description of the 

invention in sufficiently clear tern a8 to eaable a person of ordinary skill 

in the art to make the claimed invention. 

999 F.2d 1557 (Fed. Cir. 1993). The purpoee of the eaablemcnt requirement is 

to assure that the inventor provides sufficient information about the claimed 

35 U.S.C. § 112, 1 1; 3n re Wriaht , 

invention so that a person of ordinary skill in the field of the invention can 

make and use it without undue ucpcrimntation. 

Fo , 927 F.2d 1565, 1571 (Fed. Cir. 1991). The usablemeat 

requirement ie met if the specification describes B B ~  mode of making or using 

. .  
-8 Clinic & Research 

the invention. a, $umrg, 946 F.2d at 1533. 
The patent claims muet particularly point out and claim the invention. 

The claims, read in the context of the complete patent, must have a clear and 

definite meaning when construed by one skilled in the art. 

1 2 ;  Miles Laboratories U c .  v. S w d o n  Inc, , 997 F.2d 870, 874-875 (Fed. Cir. 

1993) , fert. d u  , 114 S . C t .  943 tl994). 

35 U.S.C. 0 112, 
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IRK alleges that: 

Figure 5 does not show an , * j. between passageway 42 and opening 
SO; 

In Figure 5, the lateral apsning 74 doas not appear in button stem 
guide 68; 

Figure 5 does not show registry between bore 64 and peripheral 
groove 76; and 

There is no description of h o w  button stem guide 68 is held in 
place. 

IRK has failed to prove that one of ordinary skill in the art would not 

know from reading the patent what the claims cover and how to make the claimed 

invention. 

With respect to whether there is an opening between passageway 42 and 

opening 50,  both patent specifications describe a "fluid continuous passage" 

indicating that air under pressure can pass from 42 into 50. 

Tr. 693; Staff Ex. 2, Col. 3 ,  lines 60-63; Staff Ex. 3, Col. 3, line 67 - Col. 
Strasberg, 

4, line 1. 

The specification in each patent makes it clear that lateral hole 74 is 

located in the button stem guide 68, and this would be evident to one using 

the patents to construct the invention. Strasberg, Tr. 746-748. Bore 64 and 

peripheral groove 76, as depicted in Figure 5, are in registry. Straeberg, 

Tr. 752. 

Although IIIK asserts that the pateats are invalid for lack of enablemeat 

because there is no description of how the button stem guide is held in place, 

the specification need not contain unnecessary manufacturing details. 

button stem guide muat stay in place for the invention to work, but the way in  

The 

w h i c h  this is accomplished docs not matter. 

similar devices are known. Hardy, Tr. 969. 

Many way8 for joining part8 in 
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IHK has not proved that the patent epccificatiosa are not sufficiently 

clear to enable one of ordinary skill in the art to make and use the 

iaveation. Any lack of clarity in Figure 5 i8 clarified by the text of the 

specification. 

well as the drawings. 

in the art, satisfies the cnablemtnt requirement. 

Section 112, paragraph 1 refers to the "specification", as 

The specification, when read by one of ordinary skill 

A determination of whether 8 Claim particularly points out and distinctly 

claims the subject matter that the patentee regards as his invention (35 

u.S.C. 0 112, 1 1) is mode based on the specification. If one skilled in the 

art, reading a mans-plw-function claim, would understand the "means" set 

forth in the specification, the claim is sufficiently precise for purposes of 

the firet paragraph of Section 112. 

hiticration , 982 F.2d 1527, 1533-1534 (Fed. Car. 1992). IHK failed to prove 

that the specifications would not be clear enough t o  one of ordinary skill in 

&a re Xaves Microconmuter P roducta 

the art to allow him to makt the invention. The claika are not invalid based 

on vagueness and indefiniteness. 

FORICIm FItIIoQ 

1% asserts that the patentees failed to obtain a license to file a 

foreign patent application as required by 35 U.S.C.  0 184. Under 35 U.S.C. 

§ 185, failure to comply with Section 184 m y  invalidate the U.S.  patent. 

On the front page of the file wrapper for the '107 patent is the 

statement "Foreign Filing License Granted 12/22/88." IHX Phys. Ex. 0. On the 

front page of the file wrapper for the '236 patent states: "Foreign Filing 

License Granted 10/04/90." IHK Phys. Ex. 8.  

The only foreign patent filing in this record is the European Patent 

Organisation (WEPOW) application, filed April 5, 1990. I€IK Ex. 6. The EPO 
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application correepanda to the '107 patent in that the claim and 

specification disclose only the uBe of the invention in a diving eavironment. 

The EPO application ms filed after the PTO granted the licease to file 

foreign applicatfona correepoarding to the ,107 patent. IRK has failed to 

establish that the '107 patent is invalid under 35 U.S.C. 0 185. 

1- P 

The United States Patent and Trademark Office ('PTO") imposes a duty of 

candor and good faith on those who file patent applications. 

to disclose to the PTO all infonuation known by the applicant to be material 

to patentability. 37 C.P.R. 0 1.56 (1988). An applicant's failure to 

disclose this information to the PTO during the prosecution of the patent's 

application is the basis fer finding a patent unenforceable due to 

"inequitable canduct". muadown Meacal Consultants. Ltd . v. Rollister, 
m, 863 F.2d 867 (Fed. Cir. 19881, p r t .  d a, 490 U.S. 1067 (1989). 

There is a duty 

IIIK alleges that the '236 patent is unenforceable because of inequitable 

conduct. The basis for this argument is the fact that the applicants for the 

'236 patent failed to bring to the attention of the patent examiner certain 

patents cited in the prosecution of the BPO (European Patent Office) 

Application 90303676, filed by the English patent agents for the same 

inventors namcd in the ,236 patent. 

The party alleging inequitable conduct based on a patent applicant's 

failure to disclose information to the PTO ntust establish that the information 

withheld was material and that the applicant intended to mislead the PTO. 

V.  927 F.2d 1565 (Ped. Cir. * .  

1991). A party asserting inequitable conduct muet prove it by clear, 
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u. Inc. v .  United 

958 F.2d 1066 (Ped. Cir. 1992). 

1. Is the prior art pateat rmiterial? -der the PTO regulatia 

in force whea the patent applications in issue were filed, materiality was 

established when there was "a substantial likelihood that a reasonable 

examiner would consider [the infornrationl important in deciding whether to 

allow the application to issue a8 a patent." 37 C.F.R. 5 1.56(a) ( 1 9 8 8 ) .  A 

patentee has no obligation to disclose an otherwise material reference if the 

reference is cumulative or less material than those already before the 

examiner. w r t o n  Comanv v. S-rurr Technoloerv Comor ation, 925 

F.2d 1435, 1440 (Fed. Cir. 1991). 

The pimura patent identified in the file search the EPO application 

was not just cumulative or less material than other prior art before the 

examiner reviewing the '236 patent application. 

the prior art references before the examiner. 

claims in the EPO application citing gimura as well as Jose* and other prior 

art. 

to add limitations not found in  the '236 patent claims as imued. IflK Ex. 6. 

The K S  patent was material prior art. 

It was as material a8 any of 

The EPO rejected the original 

The applicants in response to this rejection then amended their claims 

2.  Was there an intent to deceive? It is not necessary to have direct 

evidence of an intent to deceive, pi a 1  L 

-, 873 F.2d 1418, 1422 (Fed. Cir. 19891, but gross negligence is not enough 

to support a finding of intent to deceive. wliburtan Co . v .  Schlumbcrcreg 

Technolacn,, 925 F.2d 1435, 1442 (Fed. Cir. 1991). The application for 

the '236 patent was filed on August 17, 1990, and was iseued on April 21, 

1992. The prior art &hurt& patent, cited along with other articles in the 
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European search report, y18 sent to Hancock's English patent aguats on 

December 20, '1990, well before the ,236 patent was ioclued. IHK Ex. 6 at 32. 

It is aot clear whether the Englimh patent rgurts ever meat a copy of the EPO 

application to complaiaants' attorney in the United States, although it seems 

likely that they would have done so. But there is no clear and convincing 

evidence showing that the inventors or their attorney in the United States 

were made aware of the EPO prior art search at any time during the prosecution 

of the application for the '236 patent. On April 15, 1991, the patent 

examiner in the United States first indicated that he knew about one of the 

patents found by the EPO patent examiner. IRK Phya. Ex. H at 36. IHK argues 

that the knowledge of complainants' patent agents in England can be imputed to 

complainants. Knowledge imputed to complainants falls short of proving that 

the complainants or their attorney in the United States a t e n t i o u  misled 

the PTO in connection with the application for the '236 patent. 

IRK failed to prove that camplaiaants intended to deceive the PTO. 

Mr. Bancock was unaware of the details of the EPO application. Haacock, 

Tr. 873, 876. The inventors were not under a duty to disclose anything of 

which they were unaware. T 2 * u  , 651 F.Supp. 

945, 957 (N.D. Ill. 1986). 

IHK has not shown by clear aad.convincing evidence that the '236 patent 

is unenforceable based on inequitable conduct. 

Both complainantsn alarm device and the accused Supra Horn we small air 

horns to make a loud sound above the water's surface to signal others when the 

diver may have surfaced at a distance from his boat. Staff Exs. 2, 3, 14. 

Both alarm devices are designed to use the air contained in the diveras air 
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tank to produce the eouad. 

the air in the tank for breathing while diving when ao alann i s  needed. 

Neither device interferes with the diver’s use of 

To e6t8blieh infringermat of a -teat, every limitatioa eat forth in a 

claim or a substantial equivalent muat be found in the accused product. 

w v ,  fnc. v.  SD-U c Bvro Comgg)es. fnc, , 16 F.3d 394 (Fed. Cir. 

1994) . 
To determine whether a patent claim is infringed, one first interprets 

the claim to determine its scope and meaning, and then determines whether the 

accused device is within the scope of the claim as properly construed. 

m 8  at 397. The claims have been construed. Sy p. 7 above. 

Most of the claim limitations are written in means-plw-function 

Dolly. 

language. 

disclosed in the specifications. Under 35 U.S.C. S 112, 1 6 ,  literal 

infringement may be established if the accuaed device contains “the 

corresponding structure ... dieclosed in the specification and equivalents 
thereof.” An “equivaleat structuren is OIIC which8 while not ideatical to the 

disclosed structure, has only insignificant differences. Valmonk, sunrg. 

Specific structures for performing the claimed functions are 

m- 

Infringement may be found if the claim literally reads on the accused 

device. Johnston v. fvAC Co-ratioq , 885 F.2d 1574, 1580 (Fed. Cir. 1989). 

The Supra Horn literally infringes claim 1 of the ,236 patent. It 

performs precisely the same functions as those claimed in  claim 1 of the ‘236 

patent. Any differences between the Supra Horn’s structures for performing 

each claimed function and the corresponding structures disclosed i n  the 

patent’s specification are insignificant. 

Horn that performs the specified functions is an equivalent, as that term is 

Each of the structures of the Supra 
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used in Section 112, paragraph 6, of the cotrasposrding structure disclosed in 

the specification. 

The Supra Horn's structure for producing m audible alarm is an 

equivalent of the corresponding otructure disclosed in the specification of 

the ' 2 3 6  patent. The Supra Born has a noise generating structure comprising a 

horn bell and diaphragm. Strasberg, Tr. 719, 728. Air under pressure enters 

a volume inside the structure through small holes, and comes into contact with 

the diaphragm. The air pressure builds up until it deforms the diaphragm, 

pushing it away from the wall of the horn bell, causing some of the air to 

escape. Straebcrg, Tr. 7 1 9 ;  Staff Exs. 1 6 ,  B-1 and B. Like the diaphragm 

described in the specification, the diaphragm in the Supra Horn vibrates back 

and forth, causing the surrouadiag air molecules to vibrate while at the same 

time causing the air under pressure to escape in pulses resulting in 

pulsations of pressure at an audible frequency that are sensed as sound. As 

with the device disclosed in the specification, the horn shape of the bell 

amplifies the sound in a manner similar to a megaphone. Strasberg, Tr. 682- 

684, 7 1 9 ,  Staff Bxs. 1 6 ,  8-1, R and K. The sttucture of the Supra Horn 

alam's air horn differs from the device shown in Fig. 5 of the patent in that 

the air enters the cavity through two openings in a peripheral lip instead of 

four openings in the side of the outer wall. This difference is 

insignificant. Sttasberg, Tr. 744. The Supra Horn's noise generating 

structure and the corresponding structure disclosed in the specification are 

substantially the same. Straskrg, Tr. 728. 
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The Sup= Hoza io 8 -1, lightweight device, de8igned to utilize male 

and female connectors that 81low it to be hooked up to a user's self-contained 

breathing apparatus. Haacock, Tr. 464; Xancock Phys. 8%. F. The Supra H o r n  

could be integrated with a diver's equipment and used. flancock, Tr. 456-457.  

3 .  w- for r.-&AW air laador Q=* m8UIO f- 8 trnk 8OUICO 

rm o 0 8.r 

The Supra H o r n  performs the function of receiving air under pressure. 

Strasberg, Tr. 720, 724-725; IRK Phys. Ex. C. Like the structure disclosed in 

the specification of the '236 patent, the Supra Horn has a metal tube with 

couplings on each end,. a passageway extending through the tube, and an opening 

for diverting air from the tube. Bancock, Tr. 464; Strasberg, Tr. 720. One 

coupling is a male connector adapted for connection to a hose leading from a 

ustr*s air taak. €?8ncock, Tr. 438; Staff Ex. 16, p. 3. The Supra Horn 

receives air under pressure through the male connector, and the air passes 

through the metal tube. Xaacock, Tr. 464; Strasberg, Tr. 718, 720. The tube 

has a hole into which is threaded a valve structure. IIZK Phys. Ex. C; Staff 

Exs. 16, p. 5,  and 8-1. The air under pressure movbg through the tube comes 

into contact with the head of this valve (Strasberg, Tr. 7641, just as the air 

comes into contact with the head (78) of the valve disclosed in the 

specification of the '236 patent. 

metal tube in the Supra Horn alarm is equivalent to the structure of 

passageway 42 shown in Fig. 5 of the patents in issue. Strasberg, Tr. 779- 

780. 

The structure of the passageway in the 

The structure for receiving air under pressure in the Supra H o r n  alarm is 

equivalent to the corresponding structure disclosed in the patent. 
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The valve structure in  the Supra ~ o r n  performe the function of 

selectively providing air under pressure to the air horn. Strasberg, Tr. 725.  

When a user pushes the Supra Horn’s button, a piece of plastic under the 

button presses down on a stem that sticks out of the top of the valve 

stncture. Strasberg, Tr. 718-719; IEX Phys. Ex. C; Staff Exs. 16 and 8-1. 

The valve is a canrmon Schrader valve conventionally used in automotive tires. 

Strasberg, Tr. 7 1 9 .  The valve i s  threaded into the metal tube that is 

connected to the air under pressure. IHX Phys. Exs. C, E; Staff Phys. Ex. B- 

1. 

pressure to flow out the top of the valve into a space underneath the button. 

Straaberg, Tr. 7 1 9 ;  Hardy, Tr. 988-989, Staff Exs. 1 4 ,  1 6  and 8-1; IXC Ex. 32, 

last page. 

the space between the metal tube and the body of the Supra Horn. 

When the button is depressed, the valve is opened and allows air under 

The air under pressure then passes through small holes and enters 

Strasberg, 

Tr. 7 1 9 ,  Staff Phys. Ex. B - 1 .  It passes around the metal tube and through 

small holes that lead to the noise generating structure. & 

The valve structure in the Supra Horn differs slightly in detail from 

that set forth in the specification, but the differences are not significant. 

Strasberg, Tr. 726.  The drawings of both valves incorporate a valve head on 

the end of a stem which extends through a hole and is guided in place. When 

the button in either device is depressed, the valve head moves aky from the 

guide and air under pressure enters the hole, surrounding the valve stem. 

air under pressure then mves through a series of amall apertures and 

passageways until it reaches the noise generating structure of the device. 

Staff Exs. A, B - 1 ,  0, and H. 

The 
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function of providing a bypars for the air when PO noise is being generated. 

Strasberg, Tr. 726-727. The metal tube is configured so that air under 

pressure, while passing through the passageway, corns into contact with the 

valve structure. 

passes by the valve structure without coming into contact with the Supra 

Hozn's noise generating structure. Strasberg, Tr. 727; IEK Phys. Ex. C. Like 

the corresponding structure disclosed in the '236 patent8 the male connector 

When the Supra Born is not in use, the air under pressure 

and metal tube perform the function of receiving air under pressure and also 

perfom the function of mbypaesingm the noise generating structure when the 

alarm i s  not in use. 

The functions of the Supra Born are ideatical to those claimed in the 

means-plus-function limitations of claim 1 of the '236 patent. The structures 

that perform these functions in the Supra Horn are the e'quivalent of the 

corresponding structures in the patent specification. Each of the means- 

plus-function limitations of the claim is present in the Supra Born. One can 

use the Supra Born in coanection with self-contained breathing apparatus 

without having the Supra Rorn interfere with the use of this apparatus. The 

Supra Born literally infringes claim 1 of the '236 patent. 

The three limitations of claim 6 of the '107 patent are also present in 

claim 1 of the '236 patent. The structures disclosed in the specification of 

the '236 patent for performing the specified functions are identical to those 

disclosed in the specification of the '107 patent. Any article covered by 
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claim 1 of the '236 pateat is also covered by claim 6 of the *lo7 prteat. 

Supra Horn literally infringes claim 6 of the! '107 patent. 

The 

Reapendeat X K  poiato out a number of differences between the S u p n  Horn 

and the device disclosed in claim 6 of the '107 pateat and in claim 1 of the 

'236 patent: 

1. 
2. 
3. 
4. 
5. 
6. 
7. 
8. 
9. 
L O .  
11. 
12. 
13. 
14. 
15. 
16. 
17. 
1 8 .  

19 .  
20.  

button-stem guide 68; 
peripheral groove 76; 
lateral opening 74; 
axial. opening 72; 
O-rings 71; 
washer and'o-ring bcPeath a spring; 
threading of a button stem into a button; 
central depending cylindrical portion 81; 
outer square wall; 
space between button and wall; 
narrow lip of axial Opcpiag 72; 
circular lip 52; 
wall 54 defining a square volume 55; 
three-step increase in diameter of opening 50; 
angular bore 64; 
a structure between the passageway 42 and Opening 50; 
slightly concave lower surface 62; 
outer peripheral wall 88 termiPating slightly above inner 
peripheral wall 86; 

a button stem 75 having a shank diameter slightly less than the 
diameter of a lower portion of axial opening 72. 

four openings 90; 

These differences are not in the function but in the structure of the 

device. 

specifications and the structure of the Supra Horn are not significant to the 

claimed functions. 

are found in the structures disclosed in the '107 and '236 patents, the 

functions are the same and the structural differences are not significant. 

The differences in the structures disclosed in the patent 

Although the Supra Horn lacks a number of features that 

k g  

Infringement may be found under the doctrine of equivalents if an accused 

product performs substantially the same function in substantially the same way 

to obtain substantially the same result. Qra ver Tank t Mfu. Co . V. Linde Air 
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m t B  CO,, 339 V.S. 605, 608 (1950); -- 
Manufacturincr Co. meL, 983 F.2d 1039, 1043 (Fad. Cir. 1993). 

TO infrisge under tba doctrine of aquivalant~, every limitation of the 

claim must be found in the a c w e d  product# literally or by a substantial 

equivalent. JntellicgSl w. v-omtrw. Inc ,  8 952 F.2d 1384,  1389 

(Fed. Cir. 1992). If a claim is written in means-plus-function language, the 

accused product must perform each claimed faction or an equivalent function 

to infringe under the doctrine of equivalents. pennwalt Cornor ataon * V .  

Durand-Wavland. Inc. 8 833 F.2d 931' 936 (Fed. Cir. 1987), cert . denied, 485 

U.S. 961 (1988). 

The range of equivalents to w h i c h  a claim is entitled is determined by 

the prior art, the prosecutiaa history8 and a detenuination as to whether the 

patent could be correidered to be a pioneer patent. Inventions that represent 

a narrow improvement in a crowded field are entitled to little or PO range of 

equivalents. guuhps Aircraft Co. v.  United Statea , 717 F.2d 1351 (Ped. Cir. 
1983). 

Claim 6 of the '107 patent and claim 1 of the '236 patent are entitled to 

a narrow range of equivalento. 

the patents indicates that air horns and equipment designed to operate off a 

diver's tank of CO~pre8Sed air had k e a  born and used for some time, although 

audible alarm devices for divers were uncoumm. Staff Exs. 2 and 3. 

The prior art cited during the examination of 

!Even if the two claims in issue have a narrow range of equivalents, the 

Supra H o r n  is so close to the device claimed in the two patents that it 

infringes the claims in issue literally, and clearly is covered by the 

doctrine of equivalents. 

44 



The Supra Horn perfonne exactly the same functions as those claimed in 

the claims at issue, it achieves the same results as those met forth in the 

limitatians of the cl.inu at iemue, aad it performe ea& of the claimed 

functions in substantially the same manner as disclosed in the patent 

specification of each patent. 

In both devices, air under pressure enters from an air hose connected to 
I 

the user's tank. When the device is not in we, the air passes by the noise 

generating structure. A valve structure incorporating a stem, head, stem 

guide, air passageway arouad the stem, and a series of small apertures and 

passageways, provides air to the noise generating structure when the user 

presses a button that depresses the stem. 

the series of small apertures and passageways until it enters a chamber 

adjacent to a diaphragm. 

the air to escape, and then snaps back, resulting in pulsations of pressure at 

an audible frequency. 

that is created. 

Rir under pressure passes through 

The diaphragm is deformed until it allows some of 

Both devices utilize a horn bell to amplify the sound 

The Supra Horn therefore infringes claim 6 of the '107 patent and claim 1 

of the '236 patent under the doctrine of equivalents. - 
In an investigation based on claim of patent infringement, Section 337 

requires that an industry in  the United States relating to the articles 

protected by the patent exist or be in the process of being established. 

U . S . C .  5 1337(a) ( 2 ) .  Traditionally, this requirement has been satisfied by 

showing that a patented product is manufactured in the United States and sold 

here or abroad. 

19 

In the 1988 amendments to Section 337, the test, was broadened 
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to make it easier to prove the existence of a damstic fndurrtry. The statute 

provides : 

. . . 8n industry ia the W t e d  Stat86 shall be considered to exist i f  
there is in the United States, w i t h  respect to the articles protected by 
the patent . . . concerned -- 

(A) significant investment in plant and equipment; 
(8) significant employment of labor or capital; or 
(C)  substantial investment in its ucploitation, including 
engineering, research and development, or licensing. 

19 U.S.C. § 1337(aI ( 3 ) .  Only one of these three elements has to be met to 

establish the existence of a domestic indrustry. 

The phrase "with respect to the articles protected by the patent" 

requires proof that complainants are practicing claim 1 of the '236 patent and 

claim 6 of the '107 patent. Complainants' Dive-Alert alarm device practices 

both claims. The Dive-Alert performs functions identical to the functions 

claimed in each claim. Each of the structures in the Dive-Alert that performs 

these functions is an equivalent, under 35 U.S.C. § 112, 1 6 ,  of the 

corresponding stacture disclosed in the specifications. The three 

limitations of claim 6 of the '107 patent are also present in claim 1 of the 

'236 patent. The Dive-Alert will be analyzed in relation to the limitations 

of claim 1 of the '236 patent. 

The Dive-Alert has a noise generating structure with a horn bell and 

diaphragm. ftMcock, Tr. 437; Straskrg, Tr. 711; Staff Phys. Ex. J-1. Air 

under pressure enters the tapered circumferential space around the outer part 

of the horn. Strasberg, Tr. 706. The air under pressure passes through small 

holes and passes into a larger space where it comes into contact with the 
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diaphragm. 

is deformed and pwrhtd down urd away from one of the walls of the larger 

mpace. 

portion of the air under pressure to escape into the environment. 

diaphragm operates in the same way as the diaphragm depicted in Figure 5 o f  

the patent's specification. Strasberg, Tr. 706, 711. It releases air in 

ThC air pressure builds up in the larger 6pace until the diaphragm 

This -tea an opeaiag between the diaphragm and the wall, allowing a 

The 

pulses that are sensed as sound. 

2.  p8id 0 d on r about 
pormon of tho umar of tha 8m.t 8 tu8 4 W n a  u ma thrreof. without 
j.atorforiaa with tho urn 0 of  tho 8mmaratt~ 

The Dive-Alert devices currently made and sold by complainants are small, 

lightweight devices that connect to a user's equipment. -cock, Tr. 433; 

€Iancock Exs. A - 0. They are designed to utilize male and female connectors 
that allow them to be readily integrated w i t h  a user's self-contained 

breathing apparatus. -cock, Tr. 338-344, 456-457. Mr. Bancock has used the 

Dive-Alert on "hundreds of dives" and has never experienced any interference 

problems with it. Tr. 1060. 

3 .  pu- for rocmi rim a i r  a d o r  ~)tosmuro from 8 turk mourc a 
mrr U a r o o f  a ar 

The Dive-Alert performa the function of receiving air under pressure from 

a user's tank. Bancock, Tr. 438; Strasberg, Tr. 707-708. Air under pressure 

enters a passageway in the device through a male connector. Ifancock Phys. Ex. 

A. This air passageway leads from the male connector into the interior of the 

Dive-Alert and extends through to the other side of the device. 

Tr. 438; Staff Phys. Ex. J-1. The interior passageway of the Dive-Alert is 

Hancock, 

configured so that air under pressure, while passing through the passageway, 

comes into contact with the structure which selectively provides.air to the 

noise generating structure. Staff Phys. Ex. J-1. The Dive-Alert's structure 
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for performing the faction of receiving air under pressure is essentially 

identical to the correepopding structure disclosed in Figure 5 of the 

.pacification. Stmaberg, Tz. 708; mncock, Tr. 438-439. 

4. maid .ir t 0 8 d d  audibl - 
The Dive-Alert has a valve structure that performa the function of 

selectively providing air to the noise generating structure. Strasberg, 

T r .  708. When a user pushes the Dive-Alert's button, it presses down on a 

stem w h i c h  passes through a mcylindrical channelm in the piece of molded 

plastic w h i c h  serves as the body of the Dive-Alert. Strasberg, Tr. 742; Staff 

Phys. Ex. J-1. 

end of the channel. 

interior of the chrnnel to the air in the passageway.. As a result, the air 

under pressure enters the e e l  and paerres part way through it (surrounding 

the valve stem as it does). The air under pressure. utita the chrnnel when it 

encounters an aaguliu %orem w h i c h  leads to the air horn. Strasberg, Tr. 742; 

At the end of the stem is 8 head w h i c h  rests against the other 

Using the button to press on the stem opens up the 

Staff Phys. Ex. J-1. 

While the valve structure in the Dive-Alert is not identical to the valve 

structure disclosed in the specification, the differences between the two are 

insignificant. Str8sbery1 Tr. 742-743. Both stnactures incorporate a valve 

head on the end of a stem that extends through a hole and is guided in place. 

When the button in either device is depressed, the valve head moves away from 

the guide and air under pressure enters the hole, surrounding the valve stem. 

The air under pressure then moves through an angular bore until it reaches the 

noise generating structure'of the device. Staff Exe. A and J-1. 
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area of the device when the 

Tr. 710. When the alarm is 

device without reaching the 

bypassing the air horn area 

user does not wish the alarm to sound. 

not in m e ,  the pressurized air g a s  through the 

Strasberg, 

air horn area. The Dive-Alert's structure for 

is substantially the same as the corresponding 

structure in Figure 5 in the two specifications. Strasberg, Tr. 710-711. 

The Dive-Alert8s functions are identical to thoae claimed in the means- 

plus-function limitations of claim 6 of the '107 patent and claim 1 of the 

'236 patent. 

specifications and the structures in the Dive-Alert are insignificant. 

structure that performs a claimed function in the Dive-Alert is the equivalent 

of the corresponding structure in the patent specifications. 

the Dive-Alert with self-contained breathing apparatus without interfering 

with the regular breathing apparatus. 

claim 6 of the '107 patent and claim 1 of the '236 patent. 

D-STIC P R O ~ I O N  01 TELI AURM DrnCBS 

There is a domastic industry in this case. 

Any differences between the structures disclosed in the 

Each 

A diver can use 

The Dive-Alert alarra~device practices 

All of Complainants8 

Dive-Alert ala= are manufactured,. tested, Stored, packaged, (ulb Shipmd 

the United States. IlaPcock, Tr. 350; IIanCOck Phys. Ex. E. Since 19908 

Complainants have sold t confidential I Dive-Alert alarme in the United States 

and sometC1 foreign countries. E I ~ ~ C O C ~ ,  Tr. 359, 892; mancock Phys. EX. E. 

There is no evidence that any aspect of the manufacture of the Dive-Alert is 

conducted outside the United States. 
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Ideations [ C 1 space in Seattle, Washiagt0a8 that is devoted entirely 

to the production and 8ale of the Dive-Alert. Eancock, Tr. 351-358. 

Ideati- owam a mriety of equipment utilized in the production rad testing 

of the Dive-Alert, as well as office equipment. Bancock, Tr. 356-357. This 

equipment was valued in 1994 at [ C I before depreciation. Hancock EX. 

18E. 

Ideations obtains the component parts used in the manufacture of  Dive- 

Alerts from campanics in the United States. fElK Ex. 28. pp. 6 - 8 .  [C 1 of the 

labor used in the production of the Dive-Alert alarms is subcontracted. 

Rancock, Tr. 352-353; Xancock Exs. 18A-18E. Mr. flancock himself t C I 

[ C I by Ideations, and devotes all his time to matters relating to the 

Dive-Alert, which is the only product of Ideations. flancock, Tr. 881. 

IBK argues, in substance, that this industry is too small to be protected 

by Section 337. 

industry be a certain size. 

But there is ao requirement under Section 337 that an 

Nor is it necessary that a plant be owned rather 

than leased, that labor be directly employed rather than Subcontracted, that 

components be manufactured in-house rather than purchased, that production 

equipment be sophisticated, or that a sole owner of a business draw a certain 

minimum salary to qualify as a domestic industry. There is no requirement 

that a patent owner who incorporates his business fonaally assign or license 

his patent rights to the corporation in order to show that the corporation's 

expenditure o f  his money constitutes an investment in the exploitation of his 

patent. 

1. The Conmission has subject matter jurisdiction and personal 
jurisdiction over respondents IHK and Duton. 

so 



2. Chim 6 of the 8107 *teat and clrim 1 of the *236 patent are v8lid 
aud enforceable. 

4. Reapodeat IHIC hur imported products th8t iafringe claim 6 of the 
,107 patent aud cl8im 1 of the '236 ptent. 

5. Rcmpondent Duton ha8 exported to the United States products that 
infringe claim 6 of the '107 patent axid claim 1 of the '236 patent. 

6. There i8 a violation of Section 337 of the T8riff Act. 

The evidentiary record in thio proceeding consist8 of all uchibits 

identified in Staff Exhibit 1, Hurcock Bx. 1 and IHK Exhibit 1. The 

evidentiary record a180 includes the tramcript of the testimony at the 

hearing. The evidentiary record is hereby certified to the Commission. 
- 

The 

pleadiago record also includes all papers and requests properly filed with the 

~ecretary in this proceeding. 

Janet la. Saxon 
Administrative Law Judge 

Isaued: Febmaary 2, 1995 

Pursuant to s 210.53(h) of the Cornairsion's Rules8 t h i m  iaitial 
determination shall become the determirution of the Comni6sion unless 8 party 
filer 8 petitioa for review of the initial detenaia8tion pursuant to E 210.54, 
or the Caaaission pursuant to S 210.55 orders on its own motion a review of 
the initi.1 determirution or certain issues therein. For computation of time 
in which to file 8 petition for review, refer to SS 210.54, 201.14, and 
201.16 (d) . 
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