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NOTICE OF COMnISSION DECISION TO DENY MOTION 
FOR TEHPORARY RELIEF 

AGENCY: U.S. International Trade Codssion 

ACTION: Notice 

SUMMARY: 
has determined to deny the complainant's motion for temporary relief and 
vacate-in-part the presiding administrative law judge's (ALJ's1 initial 
determination (ID) on temporary relief. 
of fact contained in the ID and the analysis on the issue of patent validity. 
The 2emainder of the ID was vacated. 

Notice is hereby given that the U.S. International Trade Coxmnission 

The Codssion adopted the findings 

aaaRwSS: 
confidential documents filed in connection with this investigation are 
available for inspection during official business hours (8:45 a.m. to 5 : : j  
p.m.1 in the Office of the Secretary, U.S. International Trade Codssion, 500 
E Street SW., Washington, DC 20436, telephone 202-252-1000. 

Copies of the nonconfidential version of the ID and all other non- 

FOR FURTHER INFORMATION CONTACT: 
Counsel, U.S. International Trade Codssion, telephone 202-252-1104. 
Hearing-impaired individuals are advised that information on this matter can 
be obtained by contacting the Codssion's TDD terminal on 202-252-1810. 

Jean Jackson, Esq., Office of the General 

SUPPLEKENTARY INFORMATION: On September 15, 1989, Rosemount, Inc. (Rosemount) 
filed a complaint and a motion for temporary relief with the Comnisrion 
alleging violatiom of section 337 of thr Tariff Act of 1930 (19 U.S.C. § 
1337) in the importation and sale of certain pressure transmitters covered by 
claims 1-4 of U.S. Letters Patent 3,800,413, owned by Rosemount. Pressure 
transmitters are devices use to measure flow rates in industrial processes. 

Pursuant to Codssion interim rule 210.24(e)(81(19 C.P.R. 5 
210.24(e1(8)), the Codssion provisionally accepted Rosemount's motion for 
temporary relief at the Codssion meeting on October 15, 1989. 
Commission also instituted an investigation of Rosemount's complaint. 
notice of investigation was published in the 
1989. 
Brazil and SMAR International of Ronkonkoma, New York as respondents. 

The 
A 

The notice nemed SMAR Equipment of Sao Paulo, 
Ranistat on October 20, 

54 W. &g. 43145. 
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The presiding ALJ held an evidentiary hearing from November 27-November 
30, 1989. Respondents actively participated in the hearing. On December 19, 
1989 all parties filed written submissions on the issues of remedy, the public 
interest, and respondents' bond, as provided for in Conmission interim rule 
210.24(e) (18)(ii) (19 C.F.R. 5 210.24(e)(18)(ii)). 

On December 29, 1989, the ALJ issued an ID granting Rosemount's motion 
for temporary relief. On January 8, 1990, all parties filed written comments 
concerning the ID as provided for by Commission interim rule 
210.24(e) (17) (iii) (19 C.F.R. 5 210.24(e) (17) (iii)). Responses to the comments 
were filed on January 11, 1990. No government agency coments were filed. On 
January 17, 1990, the Conmission designated the temporary relief proceedings 
more complicated, thereby extending the deadline for completion of the 
temporary relief proceedings until March 19, 1990. 54 && m. 2422-3 (Jan. 
24, 1990). The Commission also requested submissions from interested person 
addressing certain questions relating t o  the standard to be applied in 
temporary relief proceedings. U. On February 16, 1990, the Conmission 
received submissions from the parties, the American Intellectual Property 
Association, the ITC Trial Lawyers Association, and Motorola, Inc. 

This action is taken under authority of section 337 of the Tariff Act of 
1930 (19 U.S.C. 5 1337) and section 210.24(e)(17)(ii) of the Cdssion's 
interim rules (19 § 210.24(e) (17) (ii)). 

. . .  . - '  
Issued: March 19, 1990 

Secretary 



UNITED STATES INTERNATIONAL TUDE COMMISSION 
Washington, D.C. 20436 
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1 

In the Matter of 1 
) Investigation No. 337-TA-304 

CERTAIN PRESSURE TRANSMITTERS ) (Temporary Relief Proceedings) 
1 

ORDER 

It is hereby ORDERED that -- 
1. Complainant's motion for temporary relief is denied; 

2. 
judge (ALJ) on temporary relief is vacated except for the ALJ's 
findings of fact and the ALJ's analysis of the issue of patent 
validity. 

The initial determination of the presiding administrative law 

3. The Secretary shall serve copies of this Order and the 
Codssion Opinion to be issued in support thereof on each party 
of record to this investigation and on the Department of Health 
and Human Services, the Department of Justice, the Federal Trade 
Codssion, and the Secretary of the Treasury, and publish notice 
thereof in the m r a l  W t e r ,  

Issued: March 19, 1990 

Secretary 





CERTAIN PRESSURE TRANSMITTERS INV. NO. 337-TA-304 

CERTIFICATE OF SERVICE 

I ,  Kenneth R. Mason, hereby c e r t i f y  t h a t  t h e  a t t a c h e d  NOTICE OF 
COMMISSION DECISION TO DENY MOTION FOR TEMPORARY RELIEF, was served 
upon Deborah J .  K l i n e ,  Esq., and upon t h e  f o l l o w i n g , . p a r t i e s  v ia  f irst  
class mail,  and a i r  mail where n e c e s s a r y ,  on March 20, 1990. 

d 
6 

Y/f . 7 P h  
Kenneth R. Mason, S e c r e t a r y  
U.S. I n t e n t i o n a l  Trade Commission 
500 E S t r e e t ,  S.W. 
Washington, D.C. 20436 

For Complainant Rorrount Inc.: 

John F. Flannery, Esq. 
R. Steven Pinkstaff, Esq. 
FITCH, EVEN, TABIN 6 PWWWERY 
135 South LaSalle Street 
Chicago, Illinois 6060304277 

Nickolas 3. Westman, Esq. 
K I m  & L U G E ,  P.A. 
Suite 1500 
625 Fourth Avenue South 
Minneapolis, Hinnesota 59415 

Paul Phi&, Jr., E8q. 
Cecilia H. Gomalet, Esq. 
HOWREY & SIMON 
1730 Pennsylvania Avenue, N.W. 
Washington, D.C. 20006-4793 

* .  

For b8pord.at8 s)(Al .rd s u  IntOfMtiOMl Cowfation: 

Larry Klapmur, Esq. 
Le0 AUbOl, E8q. 
KLAYHAU 6 ASSOCIATES, P.C. 
SO1 School Street, S.W. 
Suit. 700 
Washington, D. C. 20024 



CERTAIN PRESSURE TRANSHITTERS Inv. No. 331-TA-304 
. .  

Jeff  Jaksa 
Head Data Central (LEXIS) 
Suite 900 
80 F Street, N.W. 
Washington, D.C. 20036 

Robert S. Lundquist 
Inventory Control, Floor 6E 
West Publishing Company 
50 West Kellogg Boulevard 
P. 0. Box 64526 
St. Paul, Hinnesota 55164-0526 

(PARTIES NEED NOT SERVE COPIES TO LMIS OR WEST PUBLISHING) 

_ .  

. .  



In the Matter of 

PUBLIC VERSION 
Confidential Information Delet 

UNITED STATES INTERNATIONAL TRADE COMMISSION 
Washington, D.C. 20436 

1 
1 Inv. No. 337-TA-304 

CERTAIN PRESSURE TRANSMITTERS ) (Temporary Relief Proceedings) 
) 
\ 

COHBISSION OPINION 

I. PROCEDURAL HISTORY 

On September 15, 1989, Rosemount Inc. filed a complaint and a motion for 

temporary relief with the Comission alleging violations of section 337 in the 

importation and sale of certain pressure transmitters, which are device? used 

to measure the rate of fluid flow in pipelines. 

pressure transmitters at issue were made abroad by means of a process covered 

by claims 1, 2, 3, and 4 of U.S. Letters Patent 3,800,413 (the '413 patent), 

Rosemount alleged that the 

owned by Rosemount. 

Pursuant to Conmission interim rule 210,24(e) (8) , the Commission 
provisionally accepted Rosemount's motion for temporary relief at the 

Comission meeting on October 17, 1989. 

investigation of Rosemount's complaint, 

published in the Federal 

. 

The Comi;sion also instituted an 

A notice of investigation was 

on October 20, 1989. 54 E&. &g. 43145. 
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The notice named SMAR Equipment of Sao Paulo, Brazil, and SMAR International 

of Ronkonkoma, New York as respondents. 

The presiding administrative law judge (ALJ) held an evidentiary hearing 

from November 27 through November 30, 1989. Respondents actively participated 

in the hearing. Sixty days after institution, on December 19, 1989, all 

parties filed written submissions on the issues of remedy, the public 

interest, and respondents' bond in accordance with interim rule 

210.24(e)(18)(ii). On December 29, 1989, the ALJ issued her initial 

determination (ID) .g r ant ing Rosemount ' s motion for temporary relief. On 

January 8, 1990, all parties filed written comments on the ID, as provided for 

by interim rule 210,24(e)(17)(iii). On January 11, 1990, all parties filed 

responses to the comments. No government agency comments were received. 

On January 17, 1990, the Commission designated the temporary relief phase 

of the investigation "more complicated" because of the complex issues raised 

by the ID concerning the appropriate standards to be used in tempc--ry relief 

proceedings. On March 19, 1990, the Commission terminated the temporary 

Vnder Commission interim rule 210.24(e) (17) (i) (19 C.F.R. 5 
210.24(e) (17) (i)), on the 70th day (120th day in a "more complicated'' 
investigation) after publication of the notice of investigation, the ALJ 
must issue an ID on temporary relief. The ID must address the issues of 
violation, the effect that relief will have on the public interest, 
whether the Complainant should be required to post a bond, and, if so, 
the amount of the bond. 
The Federal Renister notice designating the investigation "more 
complicated" requested submissions from interested persons, including the 
parties, on the issues of: 
1. Whether, in view of the 1988 amendments to 19 U.S.C. 8 

1337(e), the Conmission should apply a standard of 
"irreparable" to complainant's harm even though the 

(continued.. . I  



PUBLIC VERSION 

3 

relief proceedings and determined to deny Rosemount's motion for temporary 

relief. 

ID'S analysis on the issue of validity of the '413 patent. 

was vacated. 

The Connnission adopted the findings of fact made in the ID and the 

-.. The rest of the ID 
. .. . 

11. JURISDICTION 

The Conmission's in personam jurisdiction over this investigation is 

based on the appearances of all parties. 

jurisdiction over this investigation because the unfair acts and unfair 

methods of competition involve importation and sale in the United States of 

the accused pressure transmitters. ' 

The Codssion has subject matter 

... 
(. . . continued) 

legislative history of the 1988 amendments states that 
Congress intended to codify former Cornmission practice, 
which was to apply a standard of "immediate and 
substantial" in assessing complainant's harm. 

2. What factual showing is necessary to overcome a 
rebuttable presumption of irreparable harm to 
complainant based on a clear showing of validity and 
infringement in a patent-based case. 

3. The weight the Comission should give to the public interest 
in profacting patent rights in reiation to thk public 
interest factors specifically listed in 19 U.S.C. § 1337(e) 
in light of Brigto1 - m s  v. U.S. 
I;czprmipdw, irnpublished opinion 89-1530 (Fed. Cir. Dec. 8, 
A9891 . 

Ttpde 

55 m. m. 2422-3 (Jan. 24, 1990). 

Submissions were filed on February 16, 1990 by the parties, and by the ITC 
Trial Lawyers Association (ITCTLA), the American Intellectual Property Law 
Association (AIPU) , and Motorola, Inc. (Motorola) . 

Rosemount Exh. 7. 
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111. STANDARD TO BE APPLIED IN ISSUING TEHPORARY RELIEF 

The Commission's authority for issuing temporary relief is found in 

section 337(e), which provides in pertinent part: 

(1) 
the Commission determines that there is reason to believe that there 
is a violation of this section, it may direct that the articles 
concerned, imported by any person with respect to whom there is 
reason to believe that such person is violating this section, be 
excluded from entry into the United States, unless, after 
considering the effect of such exclusion upon the public health and 
welfare, competitive conditions in the United States economy, the 
production of like or directly competitive articles in the United 
States and United States consumers, it finds that such article 
should not be excluded from entry. . . . 

If, during the period of an investigation under this section, 

(2) 
an order under this subsection. The Conmission shall make a 
determination with regard to such petition by no later than the 90th 
day after the date on which the Comission's notice of investigation 
is published in the Federal Register. The Commission may extend the 
90-day period for  an additional 60 days in a case it designates as a 
more complicated case. The Cornmission may require the complainant 
to post a bond as a prerequisite to the issuance of an order under 
this subsection. 

A complainant may petition the Conmission for the issuance of 

(3) The Comission may grant preliminary relief under this 
subsection or subsection (f) of this section to the same extent as 
preliminary injunctions and temporary restraining orders may be 
granted under the Federal Rules of Civil Procedure. 

Subsection (e)(l) was added to the statute in its present form by the 

Trade Act of 1974, but its substance can be traced back to section'3;6(f) of - 
the Pordney-McCumber Tariff Act cf ,1922. Subsections (e)(2) and (e)(3) were 

added by the Omnibus Trade and Competitiveness Act of 1988 (the OTCA). The 

legislative history of the OTCA indicates that subsection (eI(2) was added to 

section 337 because Congress felt temporary relief in the Commission was 
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sometimes provided too late to benefit complainant-. 

337(e)(3) raises the question of whether the Coxnission should change its 

temporary relief practice to conform more closely to the preliminary 

injunction practice of the federal courts. 

understanding of federal court preliminary injunction practice and -ne 

whether Colmaission practice should be modified in view of subsection 

337 (e) (3) 

New subsection 

In this opinion we set forth our 

A. -a1 Court Practice 

The U.S. Court of Appeals for the Federal Circuit (Federal Circuit), the 

Coxnission's court of review for section 337 cases, has exclusive jurisdiction 

of appeals from all federal district court grants or denials of mtions for 

preliminary injunctions in patent infringement cases. ' Thus, the federal 

court standard for granting or denying preliminary injunctions in patent cases 

is that of the Federal Circuit. 6 

In SmithInternclt-1. Inc. v. H w e s  Tool Co, , 718 F.2d 1573 (Fed. Cir. 

19831, the Federal Circuit set forth the standard for the issuance of a 

preliminary injunction in patent cases. Under m, before a preliminary 

S. Rep. No. 71, 100th Cong., 1st Sess. 131 (i987): H.R. Rep. No. 40, 
100th Cong., 1st Sess., pt. 1, at 159 (1987) 

' 28 U.S.C. 8 1292(a)(l), (c)(l). ' The legislative history of the OTCA specifically notes the preliminary 
injunction standard articulated in m t h  I n t e r .  v. Hunhas 
Tool Co,, 718 F.2d 1573 (Fed. Cir. 1983). S. Rep. No. 71, 100th Cong., 
1st Sess. 131 (1987): H.R. Rep. No. 40, 100th Cong., 1st Sesa. 159 
(1987) . 
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injunction can issue, the movant must meet two requirements. 

probability of success on the merits of its claim. ’ With respect to that 
requirement, the Federal Circuit has held several tines that, in order to 

prevail, the movant‘s probability of success must rise to the level of a 

reasonable likelihood of success. * Moreover, the Federal Circuit has held 

that if an accused inftinger chooses not to challenge validity and so fails to 

carry its burden to show that the patent is invalid, the court must treat the 

movant‘s probability of success on the issue of validity as having been 

establi? -3d. * 

The first is a 

Under &th Internatiou and its successors, movant must demonstrate 

second that.he will suffer inrmediate irreparable harm if the preliminary 

relief is not granted. lo Movant may demonstrate irreparable harm either by 

an affirmative factual showing, l1 or by d i n g  the showings necessary to 

raise a presumption of irreparable ham. 

validity and continuing infringement have been clearly established. la 

order to warrant a presumption of irreparable ham, the showing of  likelihood 

Irreparable h a m  is presumed w..-.te 

In 

7 

8 

9 

10 

11 

12 

th Internation& 718 F.2d at 1578. 
BoDer Corp. v. Litton S v s t a .  u., 757 F.2d 1266, 1271 (Fed. Cir. ., 820 F.2d 384, 388 

h t e d  M U  
1985); B.H. Robertson Co. v. United Steel Deck. Inc 
(Fed. Cir. 1987); 
-, 821 F.2d 646, 647 (1987). 

BoDeE, 757 F.2d at 1270 (Fed. Cir. 1985). 
Internationaf, 718 F. 2d at 1578-1579. u, m, 757 F.2d 

at 1271; LJ. Smith , 821 F.2d at 647; Jjybritech v. Abbott CBbpratoriea, 
849 F.2d 1446, 1456 (Fed. Cir . 1988). 
m es. , IIybritech Inc- v. Abb ott Laboratori ‘ea, 849 F.2d at 1456-1457. 

. .  

th InternatiQnaf, 718 F.2d at 1581. 
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of success on validity and infringement must be "not merely a reasonable but a 

strong showing indeed." PoDer Corn. v. Litton S v s m .  InC ., 757 F.2d 1266, 

1271 (Fed. Cir. 1985). '' 
In m t h  1nternat;aQnaf , the court explained the use of a presumption by 

stating that "[tlhe very nature of the patent right is the right to exclude 

others. 

he should be entitled to the full enjoyment and protection of his patent 

rights." l4 The Federal Circuit further explained in B.H. Robertson Co. v. 

Once the patentee's patents have been held to be valid and infringed, 

ted Steer Deck. m, 820 F.2d 384, 390 (Fed. Cir. 19871, that the 
presumption of irreparable harm derives in part from the finite term of the 

patent grant, for  patent expiration is not suspended during litigation, and 

the passage of time can work irremediable harm. 

the court held that a presumption of irreparable harm based on a clear showing 

of validity and infringement is rebuttable by clear evidence that irreparable 

injury would not actuallv be suffered by the patentee if the motic- for  

preliminary injunction were denied. 

In w, 757 F.2d at 1272, 

Federal courts have considered the following factors, intet u, 
relevant, either in finding that a presumption of irreparable harm has been 

l3 . In Po wder C o w v  v. Ireco Chemicals , 773 F.2d 1230, 1233 (Fed. 
Cir, 1985), the Federal Circuit held that prior adjudications or 
admissions of validity and infringement, as were present in 

needed to support a presumption of irreparable harm. 
tiona;l, are not prerequisites to demonstrating the clear showing 

14 Int-tiou, 718 F.2d at 1581. The patent at issue in Smith 
t i o d  had previously been adjudicated not invalid in another 

infringement action. u. at 1579. Moreover, the accused infringer had 
admitted infringement. U. at 1579-1580. 
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rebutted or in assessing, upon a factual showing, whether a patentee would be 

irreparably harmed in the absence of temporary relief: 

1. 
accused infringer. 

Whether the patent owner has delayed in bringing action against the 

2. 
licenses has been held incompatible with the emphasis on the right 
to exclude. l6 

Whether the patent owner has granted licenses. The grant of 

3. Whether the accused infringer has stopped infringing. I' 

4. 
negative effect on the patent owner's market share. 

Whether the denial of a preliminary injunction would have a 

5. Whether, in the absence of preliminary relief, other potential 
infringers will be encouraged to infringe. l9 

6. 
short life cycle product, so that the patent MY not be of value 
when the litigation is finished. '' 

Whether the patent involves rapidly changing technology and a 

7. Whether the potential injury to the patent owner is 
unpredictable. '' 

In addition, Atlas Po wder Comanv v. Ireco Chemicak , 773 F.2d 1230, 1233 

(Fed. Cir. 19851, rejected the infringer's argument that the patentee's injury 

was not irreparable because infringement and related damages would be fully 

compensable in money. In the court's view, this argument improperly downplays 

1s 3.J. Smith, 821 F.2d. at 648. 

l6 u. 
l7 m, 757 F.2d at 1272. 

r izol  Corn. v. Ezpron Cotp ., 7 USPQ2d 1513, 1528 (N.D. Ohio 1988). 18 

19 &vbrite&, 849 F.2d at 1456. 
'O u. 
'l u. 
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the nature of the statutory patent right to exclude others from making, using, 

or selling the patented invention throughout the United States. 

Federal Circuit noted that, while monetary relief is often the sole remedy for 

past infringement, it does not follow that money damages are also the sole 

remedy against future infringement. 23 

The 

Although Smith Internat ional held that the court should take into 

account, when relevant, the possibility of harm to other interested persons 

from the grant or denial of the injunction and the public interest, 24 the 

Federal Circuit has not found it necessary to consider these equitable factors 

if the movant fails to establish that it will suffer irreparable harm in the 

absence of relief. 2s 

even when irreparable injury is presumed and not rebutted, it is still 

necessary to consider the balance of hardships between the parties before an 

injunction may be issued. 26 A finding that the balance of harm tips in favor 

of the party seeking preliminary injunctive relief is not a prerequisite to 

issuance of preliminary relief, however, but rather is one factor to be 

considered along with the public interest. 27 

On the other hand, the Federal Circuit has held that 

Finally, although there 

22 Atlas Powdex, 773 F.2d at 1233. 

23 u. 
24 

2s 
Inte-, 718 F.2d at 1579. 
u, 757 F.2d at 1271-1273. (vhere the presumption of irreparable harm 
is rebutted, the question of infringement need not be decided and 
consideration of the balance of equities or the public interest cannot 
supplant the deficiency) . 

26 B.H. Robertson, 820 F,2d at 390. 
27 rite&, 849 F.2d at 1457-1458. 
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typically exists a public interest in protecting rights secured by valid 

patents, the Federal Circuit has held that the focus of the district court's 

public interest analysis should be on whether there exists some critical 

public interest that would be injured by the grant of preliminary relief. 28 

. .  B. 

In temporary relief proceedings, the Commission has, in the past, first 

determined whether there is a reason to believe that section 337 has been 

violated. 

whether temporary relief should be granted in light of the following four 

After making this determination, the C d s s i o n  then considered 

factors: 

(1) complainant's likelihood of success on the merits, 

(2) inanediate and substantial h a m  to the domestic industry in the 
absence of relief, 

( 3 )  harm, if any, t o  the respondents if temporary relief is granted, 
and 

(4) the effect, if any, that the issuance of tqtpprqry relief would 
have on the public interest. 

If the Conmission determined that the complainant was entitled to temporary 

relief in light of the four listed factors, the Cornmission made further 

determinations on the issues of remedy, certain statutorily enumerated public 

interest concerns, and bonding. 30 

U. at 1458. 
Commission interim rule 210.24(e) (1) (19 C.F.R. 5 210.24(e! {l)). 
Conmission interim rule 210.24(e) (18) (19 C.F.R. 5 210.24(e) (18)). 

29 

30 
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1. Peason to Bel ieve that Section 33 7 Has Been Violated and Co- 

In 

elihood of Success on the Mer;Lf;S 

Aooaratus and Ccaponents Thereof (Temporary 

Relief Proceedings), Inv, No, 337-TA-182/188, 225 USPQ 1211, 1213 (USITC 

19841, the Commission stated that section 337(e) requires that there be a 

reason to believe that a violation of the statute has occurred as a 

substantive threshold matter. 

believe" standard of section 337(e) is closely related to the traditional 

equity factor "probability of success on the merits." 31 The distinction is 

that section 337(e)(1) requires a reason to believe that a violation of the 

statute has occurred as a threshold substantive determination, while the 

factor probability of success on the merits "is a measure of the extent to 

The Connnission explained that the "reason to 

which that threshold has been exceeded." 32 

The Connnission's traditional interpretation of section 337(e) has to 

a two-step analysis of the issue of movant's likelihood of establishing a 

violation of section 337. 

threshold "reason to believe" test had been met. This test could be met by 

something less than a preponderance of. the evidence. 33 The Commission then 

determined the strength of movant's case on the merits. This second 

The Commission first determined whether the 

31 Sumort-oaratug, at 1213. 

32 u. at 1213-1214. 
33 Baratus for the Product ion of Co-er Rod , Inv. No. 337-TA-89 (Temporary 

Relief Proceedings), 214 USPQ 893, 894 (USITC 1980). 
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determination corresponded to the federal cwrt's consideration of the factor 

likelihood of success on the merits. 34 

As discussed above, the Federal Circuit requires at least a reasonable 

likelihood of success on the merits in order to support issuance of 

preliminary relief in patent-based cases. '' 
Circuit's standard for issuiq temporary relief in patent cases is compatible 

In this regard, the Federal 

with subsection 337(e)(l)'s subetantive requirement that there be a "reason to 

believe that a violation has occurred" in order for relief to be granted. 

Accordingly, the Commission will no longer do a two-step analysis on the issue 

of movant's likelihood of success on the merits in patent-based 

investigations. Like the Federal Circuit, the Commission will do a single 

analysis of the issue. 

34 In theory, the Connnissioq's interpretation o f  subsectign 337(0) allowed 
it to forego balancing the traditional equity facto,rs when it did not 
find a reason to believe.that section 337 had been,violated. 
practice, the Conmission fars routinely consideredpll of the traditional 
equity factors, even in cases in which it denied temporary relief because 
movant did not establish a reason to believe that section 337 had been 
violated. u., Rod, m; 
w v d r a t a ,  Inv. No. 337-TA-293 (Temporary Relief Proceeding), USITC 
Pub. 2240 (Nov. 1989) , on other grounds , w. -to1 Kvers v, 
U.S. Inte- Trade C m ,  unpublished opinion 89-1530 (Fed. 
Cir. Dec. 8, 1989). 
w, 757 F.2d at 1271; ".Robertson, 820 F.2d at 387: 3.J. S m  , 821 
F.2d at 647. 

In 

- . .  
. .. 

" 



PUBLIC VERSION 

13 

2. Immediate and s ubstant ial harm to the domestic industrv in the abs ence o i  
relief 
While district courts consider whether the movant would suffer 

"irreparable" harm if relief were not issued pendente m, 36 the Commission 

has considered whether there would be "immediate and substantialN harm to the 

complainant in the absence of temporary relief. "Immediate" has been 

characterized by the Commission as harm likely to occur before the Commission 

is able to issue permanent relief. '' This aspect of the Commission's 

practice corresponds to the federal district court practice of requiring that 

the threatened harm take place before the litigation is completed. '' 
The requirement that the harm be ttsubstantialtt apparently is based on 

former section 337's requirement that all complainants prove substantial 

injury in order to establish a violation of section 337. 39 In =de Fastener 

36 W- & Miller, Federal Practice and Procedure : Civil 0 2947. 
s and M a c u e s  and Comonents Thereof, Inv. No. .7 

337-TA-85 (Temporary Relief Proceedings) , 216 USPQ 907, 917 (USITC 1981) : 
SuDDortiuDaratu, 225 USPQ at 1218. 

38 ut & Mille ractice and Procedure: Civil § 2947. 

39 Section 337, as amended by the OTCA, however, no longer requires owners 
of statutory intellectual property rights (patents, registered 
trademarks, copyrights, and mask works) to demonstrate substantial injury 
in order to prove a violation, 19 U.S.C. S 1337(a)(1), 

In abdltion, the House Ways and Means Connaittee report accompanying 
the Trade Act of 1974 used the term "immediate and substantial" in 
describing the harm to the domestic industry th2t would support 
temporary relief under former section 337. The report stated: 

The Conmission would be authorized at any time . , . 
before completing its investigation, to issue a 
temporary order of exclusion if it is satisfied from the 

(continued.. 1 
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Stringer s and Machines and Coqonents Thereof , Inv. No. 337-TA-85 (Temporary 

Relief Proceedings) , 216 USPQ 907, 917 (USITC 1981) , the Commission defined 
vvsubstantial harm" as injury to the domestic industry so significant that it 

would not fully recover from the harmful effects of the section 337 violation 

once permanent relief was granted. 

decisions have not reqdred that level of injury. These decisions have 

instead relied on potential lost sales or market share, potential price 

erosion, and large volumes of sales by respondents as the basis for a grant of 

temporary relief. 4o 

More recent Commission temporary relief 

In practice, the Codssion has not considered its ninmediate and 

substantial" harm standard to be different from the irreparable harm standard 

of the federal courts. Beginning with w t u s  for the Pro- of Cooper 

Bpd, Inv. No. 337-TA-89 (Temporary Relief Proceedings), 214 USPQ 893, 894 

(USITC 19801, the Commission has eonsistently referred to the ninmediate and 

substantial harm" standard as similar to and derived from the irreparable harm 

39 ( . . . continued) 
evidence . . that a probable unfair method or act has 
been established, and that, in the absence of such 
temporary order of exclusion, imncdiate and substantial 
harm would result to the domestic industry. 

H. Rep. No. 571, 93d Cong., 1st Sess. 78-79 (1973). - 
. .  

4Q a s  e9L Peable - Sided FlopOyjrigk Drives , Inv. No. 337-TA-215 (Temporary 
Relief Proceedings, 227 U.S.P.Q. 982 (USITC 1985); (=ertain Crystalline 
C e f a u ,  Inv. No. 337-TA-293 (Temporary Relief Proceedings) , USITC 
Pub. 2240 (Nov. 1989); M o t e w e s  and Subassemblies 
nereof, Inv. No. 337-TA-297 (Unreviewed IDl(1989). 



PUBLIC VERSION 

15 

standard of the federal district courts. 41 

USPQ at 917, the Conmission stated that its requirement that a complainant 

show "immediate and substantial" harm in the absence of temporary relief 

In a i d e  Fastener Str -  , 216 

corresponds to the requirement of Rule 64 [sic, 651 of the Federal Rules of 

Civil Procedure that a movant for a prelimim'ry injunction show that it is 

likely to suffer ttirreparablett harm in the absence of relief. 

Although the Conmission has always viewed its "immediate and substantialtg 

standard to be the equivalent of the federal courts "irreparable" standard, it 

is apparent from the submissions received by the Conmission in this 

investigation that there is some confusion concerning the meaning of the two 

standards. The Commission investigative attorney and respondents are of the 

opinion that "irreparable" may connote more h a m  than %mediate and 

substantial." Complainant Rosemount, on the other hand, believes that 

"irreparable" may be an easier staridard fo r  complainants to meet. 

Pressure Transmitters ID, the ACJ wrote that substantial harm could be more or 

less than irreparable harm. 

In the 

Given that new subsection 337(e)(3) now directs the Conunission to grant 

preliminary relief to the same extent as it is granted by the federal courts, 

the Commission now determines to adopt fotllially the federal court standard of 

assessing whether complainant will suffer irreparable harm in the absence of 

temporary relief. Use of the same standard of harm as that of the district 

, 225, U.S.P.Q. at 1213; . .  
41 a s  d & 2  F l u r d l z e d a r a t w  

Disk Driveg, 227 U.S.P.Q. 982, 984 (USITC 1985); Slide F a s t e w  
216 USPQ at 909-910. 



PUBLIC VERSION 

16 

courts will make it easier for parties and the Connnission to find guidance in 

district court decisions and appellate decisions of the Fedetal Circuit. 

3. &an. If Anv. To thexespondents If TgIppQfarv Relief..Is G r u  

The Commission has considered "harm, if any" to respondents if temporary 

relief is granted. '' The Federal 

h a m  between the patentee and the 

believes that these two standards 

interest of conforming Commission 

Circuit, however, considers the balance of 

accused infringer. '' The Colslmission 

are equivalent in practice. However, in the 

practice with federal court practice, the 

Conunissi-3 hereby adopts the federal practice of considering the balance of 

harm between the parties. 

4. Effect. If &. that 

The fourth factor considered by the Commission is t b  effect, if any, 

that relief would have on the public interest. 

minimum, the factors enumerated in section 337(e)(1), u., public health and 

welfare, competitive conditions in the United States economy, the production 

of like or directly competitive articles in the United States and United 

These factors include, a?. 

States consumers. 44 The legislative history of the 1974 Trade Act states 

C d s s i o n  interim rules 210.24(6) (1) , and (91 (19 C.P.R. S 210,24(c' !1) , 
and (9). 

a u., B.A. Roberts=, 820 F.2d at 390: Zi. smith., 821 F.2d at 648; 
-, 849 P.2d at 1457. 

in pertinent part: 

'' 

S-, 225 USPQ at 1214. Srction 337 (e) states 44 

(continued...) 
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that these enumerated factors "must be paramount in the administration of 

section 337." '' 
longer considers the enumerated public interest factors to be paramount in the 

administration of section 337. '' 
interpret subsection 337(e) (31, which was added by the OTCA, to mandate a 

change in Commission practice concerning the consideration of public interest 

factors. 

In enacting the OTCA, Congress did not indicate that it no 

Accordingly, the Commission does not 

The Commission's past practice, like federal court practice, has been to 

consider whther complainant is entitled to relief in view of the four factors 

discussed above. If the Commission determined that, on balance, the factors 

favored granting relief, it has proceeded to make further determinations on 

44 (. . continued) 
[the Commission] may direct that the articles concerned, imported by 
any person with respect to whom there is reason to believe that sucn 
person is violating this section, be excluded from entry into ;ne 
United States unless, after considering the effect of such exclusion 
upon the public health and welfare, competitive conditions in the 
United States economy, the production of like or directly 
competitive articles in the United States and United States 
consumers, it finds that such articles should not be excluded from 
entry. . . . 
S. Rep. 1298, 93rd Cong. , 2d Sess. 193 (1974). 
In -to1 - wets  v. U.S. International Trade Commlsalon 
opinion, 89-1530, the Federal Circuit apparently overlooked the statutory 
public interest factors when it held that the principle public interest 
policy implemented by section 337 was the protection of valid patents, 

limited to the facts of that case. 
reversed the Comission's determination that the patent at issue would 
likely be shown to be invalid and held that the particular public 
interest factors before the Comission in that case did not prevent 
issuance of relief. 

, unpublished . .  4~ 
. 

decision as (Opinion at 15). The Commission views the -to1 - Mylers 
In bistol - M m  , the Federal Circuit 
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the issues of remedy, public interest, and bonding. 47 The Commission 

believes that these further determinations, necessary in administering the 

statute, do not in conflict with subsection 337(e)(3)'s provision that the 

Commission m y  grant preliminary relief to the same extent as preliminary 

relief is granted by the federal courts. 

In summary, the Commission has determined to merge its analysis of 

whether there is a "reason to believe that section 337 has been violated" into 

its analysis of the factor "likelihood of success on the merits." 

Federal Circuit, in order to obtain temporary relief at the Commission, 

complainant will have to demonstrate both a reasonable likelihood of success 

on the merits and irreparable harm in the absence of relief. 

may be demonstrated either by a factual showing or by an unrebutted 

presumption based on clear showings of patent validity and patent 

infringement. 

,axties and the public interest in determining whether to grant temporary 

relief. 

As in the 

Irreparable harm 

The Cornmission will also consider the balance of harm to the 

IV . e Patent at Issue and Its Invention 

The '413 patent, entitled "Differential Pressure Transducer," was issued 

on April 2, 1974, and will expire on that date in 1991. 

contains four claims. 

to complainant Rosemount. 

licensed to two Japanese firms, Yokogawa Electric Works Ltd. and Fuji Electric 

The '413 patent 

It issued to the inventor, Roger Frick, and is assigned 

There are no domestic licensees, but the patent is 

47 Commission interim rule 210.24(e) (18) (19 C.F.R. § 210,24(e) (18). 
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Co., Ltd. 

containing the '413 pressure sensor in the United States. 

Those companies are licensed to sell pressure transmitters 

48 

The '413 patent describes and claims methods for making capacitor 

pressure cell assemblies, also called pressure sensors. 

used in pressure transmitters, devices that measure the flow rate of fluids in 

industrial processes. 

diaphragm is placed between and insulated from two fixed metal capacitor 

plates. 

thereby varying the capacitance. 

electronically to indicate the pressure. 

These assemblies are 

In this type of pressure cell, a metal sensing 

The sensing diaphragm is displaced by the pressure of the fluids, 

The change in capacitance is measured 

v.  e Four Factors A D Q ~  ied in Determininn Whether to Gr ant T m o r a r y  - . .  
Jt10n 

Probaballtv of Success on the Merits 

In a patent-based section 337 temporat:' relief proceeding, probability of 

. .  A. 

success on the merits is established by showings that: 

not likely to succeed in proving that the patent at issue is invalid or 

unenforceable: 49 (2) it is likely that respondents will be found to infringe 

(1) respondents are 

the patent: and (3) it is likely that a domestic industry will be shown to 

exist or to.he in the process of being established. 

'* Tr. 19-20 (Kooiman). 
49 Uneforceability is not an issue in this investigation. 
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1. Validitv of the '413 Patent 

Respondents SMAR Equipment and SMAR International (collectively "SMAR") 

contended that the '413 patent was invalid as obvious under 35 U.S.C. § 103, 

which provides that a patent will not be granted on an invention that would 

have been obvious at the time the invention was made to one of ordinary skill 

in the art. 

prior art references. 

SMAR argued that the '413 patent was obvious in view of four 

The Commission adopts the findings and analysis of the validity issue 

found in the ID at pages 6-11. 

references relied upon by respondents were all before the patent examiner at 

the U.S. Patent and Trademark Office (PTO). ID at 8. The ID discussed each 

o f  the four prior art references in detail and determined that the prior art 

relied upon by respondents does not disclose the combination of elements that 

is claimed in the '413 patent, or each of the elements individually. 

11. 

claimed in the '413 patent. 

ordinary skill in the relevant art at the time the invention was made was that 

of a college graduate with a bachelor's degree in engineering or physics, or 

someone with hands-on experience in working in the field of differential 

pressure transducers. ID at 6-7. 

The ID determined that the prior art 

ID at 9- 

The ID discussed the differences between the prior art and the invention 

ID at 7-11. The ID found that the level of 

SKARmade no showing, as required by J.n re Se-, 702 F.2d 989, 994 

(Fed. Cir. 19831, that the prior art contained the suggestion to combine the 

prior art in the manner of the invention of the '413 patent. 

that respondents are not likely to show during the permanent 

The ID concluded 

relief phase of 
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the investigation that the invention of the '413 patent would have been 

obvious to one ordinarily skilled in the art at the time the invention was 

made. 

will be able to show in the permanent relief phase of the investigation that 

secondary considerations support the nonobviousness of the '413 patent. 

11. 

ID at 11. The ID also determined that it is likely that complainant 

ID at 

2. Infr in9 emen t 

Remondents import two types of pressure transmitter -- one containing a 
sensor made with glass insulating material and the other containing a sensor 

made with ceramic insulating material. 

glass sensors are made by a process that literally infringes claims 1-4 of the 

'413 patent, and that respondents' ceramic sensors are made by a process that 

infringes claim 1, 3, and 4 of the '413 patent, either literally or unde the 

doctrine of equivalents, 

Complainant alleged that respondents' 

Under Texas Instruments v. USITC , 805 F.2d 1558, 1562 (Fed. Cir. 19861, 

patent infringement entails two inquiries: 

of the scope of the claims and the factual finding of whether the claims, 

properly construed, encompass the accused device either literally or under the 

doctrine of equivalents. 

the claim language, the specification, and the prosecution history. so 

determination, as a matter of law, 

The scope of claims is ascertained by reference to 

Fromson v. Ad vance Offs  et Pla te In€ ., 720 F.2d 1565, 1569-1571 (Fed. Cir. so 
1983). 
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a. Dfrineement of Claims 1 -3 bv ResDondents' Process for Manufacturirg 
Glass Sensors 

Respondents admitted that they practice each of the steps of claims 1, 2, 

and 3 in the manufacture of their glass sensors with the exception of (a) the 

step directed to filling a metal cavity with insulating material and (b) the 

step directed to sealing the sensing diaphragm to the housing. " The first 

step is found in claims 1-3 of the '413 patent which recite "filling said 

cavity with an insulation material.** 52 The second step is found in claims 1 

and 3 which recite "enclosing the concave surface with a sensing diaphragm 

sealed to said one housing section to form a sensing chamber." 

Respondents argued that the claim term "filling said cavity with an 

insulation material" was limited to complainant's method of manufacture 

whereby the metal cavity is filled with glass chips and heat is applied to 

melt the glass. Respondents argued that their process does not infringe the 

'413 claims because in respondents' process [ c 

C C 1. As the [ 

3. Mr. Gorini, . -  c 

president of SMAR, testified that in SMAR's process the cavity [ C 

C I prior to fusing. According to Mr. Gorini, the C 

c 1 in the cavity. '' In addition, Mr. 

'' Rosemount's Exh. 5. 
52 

53 Tr. 328-332 (Gotinil. 
The '413 patent claims are appended to this opinion. 
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Gorini testified that in SM4R's process, ceramic is placed in the cavity as 

well as glass. 54 

Complainant argued that the phrase "filling said cavity with an 

insulation material" encompasses respondents' method because, as admitted by 

Mr. Gorini, 55 [ C 

C I .  Complainant also maintained that the claim 

language at issue does not preclude filling the cavity with two different 

insulating materials (h., glass and ceramic). 

The Codssion finds that the claim language term "filling said cavity 

with an insulation material" is not limited by the specification or the 

prosecution history to any particular manner of filling the cavity. Thus, 

respondents method of [ C 

C ] the metal cavity is within the claim limitation. We 

further find that the claim term at issue is not limited to using only one 

ype of insulation material. While the claim calls for "an insulation 

material," the addition of a second insulation material does not take 

respondents process outside the claim language. 

necessarily includes the use of one insulating material. 

The use of two materials 

Respondents also argued that the language llenclosing the concave surface 

with a sensing diaphragm sealed to said one housing section to form a sensing 

chamber" as required by claims 1 and 3 was limited to sealing che diaphragm to 

only one housing section, Respondents contended that because they sealed both 

Tr. 329 (Gorini) . 
5s Tr. 331-332 (Gorini) 
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housing sections [ C 3 ,  they did not practice this process step. 

Complainant Rosemount responded that the [ C 1 sealing of the sensing 

diaphragm to both housing sections certainly includes sealing the sensing 

diaphragm to one of the housings, and therefore falls within the claim 

language. 

The Commission determines that the [ C I sealing of the sensing 

diaphragm to both housing sections includes sealing the sensing diaphragm to 

one of the housings. Thus, all of the elements of claims 1-3 are found in 

respondents' process for manufacturing glass sensors. '' Accordingly, the 

Commission determines that complainant has made a strong showing that 

respondents' process for manufacturing glass sensors literally infringes 

claims 1-3 of the '413 patent. 

b. ent of Class 1 and 3 bv ResD - ondents' Proc ess for Manufacturu 

Respondents admitted that their process for manufacturing ceramic sensors 

included all of the steps of claim.1 and 3, except for: 

(a) providing massive metal housing sections, at least one of said 
sections having an internal cavity, 

(b) filling said cavity with an insulation material and fusing said 
materia! to the metal surfaces defining said cavity, 

. .  '' We attach the ID'S findings of fact concerning literal infringement of 
claims 1-3 by respondent's process for the manufacture of glass sensors 
(Fl-F31). 
investigative attorney's post hearing submission. The Commission also 
adopts these findings of fact. 

The ID adopted these findings of fact from Commission 
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(c) forming a concave surface in said insulation material after it 
has been fused to the cavity surface, 

(e) enclosing the concave surface with a sensing diaphragm sealed to 
said one housing section to form a sensing chamber, said sensing 
diaphragm forming a second capacitor plate. I’ 

Respondents argued that their process for making ceramic sensors does not 

literally infringe claims 1 and 3 the ’413 patent because, inter u, it does 
not include the step of fusing insulation material to a metal housing. 

Respondents argue that the claim term “fusing” requires that the insulation 

material be joined to the metal housing by melting. 

contention that fusing requires melting by reference to the specification 

where the fusing step is described as taking place in a funace. ” 

Respondents support their 

Mr. Gorini testified that respondents’ process for making ceramic sensors 

does not include a fusing step. 59 In respondents’ process a [ C 

C I. 6o The 

t C I .  Respondents 

refer to this as [ C 1. 61 Mr. Gorini testified that a 

comercia1 bonding material called Loctite [ C 

I’ Rosemount Exh. 5. 
56 

59 Tr. 333, 335 (Gorini) 
‘O Tr. 334 (Gorini) 

‘413 patent specification, col. 2, line 54. 

Tr. 333 (Gorini), 
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C 1. 63 Respondents' 

expert, Mr. Yoon, testified that Loctite does not chemically bond ceramic to 

the metal. '' Mr. Yoon testified that while Loctite bonds plastics, it cannot 

bond ceramic to metal because Loctite is an organic material that is 

chemically incompatible with inorganic glass and ceramic materials. 

Yoon further testified that Loctite cannot fuse ceramic to metal. 66 

Mr. 

Complainant argued that the language "fusing [the insulation] material" 

is broad enough to encompass any manner of fixing the insulating material to 

the meta' housing that results in a stable leak free unitary structure. 

Complainant's expert, Mr. Smoot, testified that he understood fusing to have 

two meanings -- one being to melt and the other being to join as if by 
melting. 67 Complainant argued that "fusing" should be interpreted as 

including all forms of fixing or adhering the insulating material to the metal 

housing to form a stable unitary structure. 

Frick, testified that using Loctite in the manner that it is used by 

respondents is a type of fusing. '' 

The inventor of the patent, .r. 

For purposes of the temporary relief proceeding, the Commission adopts 

the ID'S factual finding that respondents' process for the manufacture of 

ceramic sensors does not include the step of fusing the insulation material to 
~~ - 

63 Tr. 348 (Gotinil. 
64 Tr. 753-754 (Yoon). 

Tr. 728 (Yoon). 
'' Tr. 732 (Yoon). 
'' Tr. 466 (Smoot) . 
6' Tr. 236 (Frick) , 
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the metal surfaces of the housing, ID at 12. Accordingly, the Commission 

finds that complainant has not demonstrated that respondents' process for 

making ceramic sensors literally infringes claims 1 and 3. 

does not at this time reach the question of whether any other limitations of 

claims 1 and 3 may be absent from respondents' process. 

The Comission 

Complainant alleged in the alternative that respondents' process for 

making ceramic sensors infringed claims 1 and 3 under the doctrine of 

equivalents. Infringement under the doctrine of equivalents may be found even 

though the accused device or process does not literally infringe the claims if 

the device or process performs substantially the same function in 

substantially the same way to produce substantially the same result as the 

patented invention. 69 

A finding of equivalence is a determination of fact. 70 The ID made the 

factual determination that Loctite performed the same function as fusing, 

u., it bound two parts tcgether, but that Loctite performed this f=;.-tix~ in 

a substantially different way. Under Penn Walt Corn. v. D u r d  - W a v m  

a,, 833 F.2d 931, 935-939 (Fed. Cir. 1987) (en bafic), cert. d e u  . 485 U.S. 
961 (19881, infringement under the doctrine of equivalents requires that the 

substantial equivalent of each limitation of the claim be found in the accused 

Qaver Tank Co.. Inc. v. w e  Air Products Co,, 339 U.S. 605, 608 
(1950); m a l t  Corn. v. Durand - W a v u d .  InC ., 833 P.2d 931, 934 (Fed. 
Cir. 1987)(en band, -. a, 485 U.S. 961 (1988). 
Baver Tank, 339 U.S. at 609. 
ID at 13. The ID implicitly found that the use of Loctite achieved the 
same result as fusing. u. 

69 

70 

71 
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device. In this investigation, the ID determined that the substantial 

equivalent of the claim limitation "fusing [the insulation] material to the 

metal surfaces" is not present in respondents' process for making ceramic 

sensors. 

demonstrated that respondents' process for manufacturing glass sensors 

infringes claims 1 and 3 of the '413 patent under the doctrine of equivalents. 

For purposes of this temporary relief proceeding, the Commission does not 

decide whether the substantial equivalents of any other limitations of claims 

Accordingly, the Commission finds that complainant has not 

1 and 3 may be absent from respondents' process. 

b. ement of Cla h 4 bv Both of ResD ondents' Processes 

Respondents admitted that both of their manufacturing processes included 

all c f  the limitations of claim 4 except: 

(f) providing a wall member, 

(g) clamping said sensing cell sections together against 
said wall member so that said sensing diaphragm is 
claimed at a first clamping stress level, 

(h) and clamping said outer housing to support portions of 
said wall member other than those clamping the sensing 
cell sections to mechanically support said outer housing 
on the support portions at a desired clamping force 
before the outer housing is pressed against said cell 
sections to thereby support said outer housing without 
sJbstantially changing the clamping stress on said 
diaphragm. 71 

Rosemount Exh. 5. 
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Respondents contended that neither of their processes infringe claim 4 

because both processes utilize a flexible clamping system. 

respondents, claim 4 is limited to rigid clamping by means of cap screws and a 

rigid ring. Although the preferred embodiment of the '413 patent utilizes a 

rigid clamping system, the Commission finds that the claim is not so limited. 

The Commission determines that claim 4 is broad enough to encompass 

respondents' flexible clamping system. 

According to 

At the temporary relief hearing, complainant's expert Mr. Smoot testified 

that each of the claim limitations of claim 4, not conceded by respondents, 

are found in both of respondents' processes for making pressure sensors. 73 

This testimony was not substantially rebutted by respondents. 

determined that all of the limitations of claim 4 were found in both of 

respondents' processes. 

Accordingly, the Commission determines that complainant has made a strong 

showing that both of respondents' processes literally infringe claim 4 of the 

'413 patent. In view of these determinations, the Conmission does not reach 

the issue of whether claim 4 is infringed under the doctrine of equivalents. 

The ID 

The Commission adopts this factual determination. 74 

. .  
" Tr. 462-64 (Smoot) . 
'' The findings of fact made in the ID concerning the infringement of claim 

4 are attached to this opinion (F64-F89). 
findings to the extent that they concern literal infringement of claim 4. 

The Commission adopts these 
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3. Domestic Industry 

Section 337(a) provides in pertinent part: 

(a) (2 )  [Unfair acts in importation or sale constitute a 
violation of section 3371 only if an industry in the 
United States, relating to the articles protected by the 
patent, copyright, [registered] trademark, or mask work 
concerned, exists or is in the process of being 
established. 

(3) For purposes of paragraph (2), an industry in the 
United States shall be considered to exist if there is 
in the United States, with respect to the articles 
protected by the patent, copyright, [registered] 
trademark, or mask work concerned-- 

(A) 
equipment ; 

significant investment in plant and 

(B) 
capital; or 

significant employment of labor or 

(C) substantial investment in its 
exploitation, including engineering, 
research and rte-.telomevt, or licensing. 

The pressure transmitter made by complainant Rosemount that contains the 

sensing cell covered by the '413 patent is called the Model 1151. '' About 

[ C] percent of complainant Rosemount' pressure transmitters contain sensors 

made in accordance with the claims of the '413 patent. 76 

Rosemount has made significant investments in plant, equipment, labor and 

capital in practicing the '413 patent. 

c C I facility in Chanhussen, Minnesota that is completely 

Rosemount is currently building a new . .  

Tr. 37-38 (Kooiman) . 
'6 Tr. 94, 119 (Iverson), 
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dedicated to producing the Model 1151 transmitter. l7 A total of [ C 1 

dollars has been budgeted for the facility. 

offices that handle the Model 1151 pressure transmitters 79 and [ C 

service centers to service the transmitters. 

Rosemount has [ C] sales 

I major 

Rosemount has invested [ C 

81 3 dollars in equipment devoted to practicing the '413 patent. 

Rosemount has a total of [ C ] manufacturing employees in its Measurement 

Division, which includes Rosemount' s pressure transmitter operations. 

Rosemount's new facility, which is dedicated to making the Model 1151 

transmitter, employs [ C J people alone. 

spent I 

Rosemount projected that in 1989 it would derive royalties of [ 

its '413 patent licenses. 

From 1981 through 1989, Rosemount 

C J on research and development of pressure transmitters. 

C I from 

Based on Rosemount's significant investment in plant and equipment, its 

significant employment of labor and capital, and its substantial invos3zc?t in 

research and development, and licensing, the Commission determines that 

Rosemount is likely to demonstrate the existence of a domestic industry. 

77 

78 

79 

80 

81 

82 

83 

84 

6s 

Rosemount Exh. 27; Tr. 38 (Kooiman); SMAR Exh. 26. 

Tr. 97 (Iverson). 
Rosemount Exh. 28; Tr. 38 ( K o o h ) .  
Rosemount MI. 29. 
Rosemount Exh. 42; Tr. 96 (Iverson). 
Rosemount Exh. 44 Tr. 99 (Iverson). 
SMAR Exh. 26. 
Rosemount Exh. 43 Tr. 98 (Iverson). 
Rosemount Exh. 34. 
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B. H a m  to Cornlainant 

1. P r e s e t  ion of Irr eDarable H a m  

In Atlas Po wdel;, 773 F.2d st 1233, the Federal Circuit held that prior 

adjudications or admissions of validity and infringement are prerequisites 

to demonstrating the clear showing needed to support a presumption of 

irreparable ham. 

"clearly shows" that his patent is valid and infringed. O6 

820 F.2d at 388, the court explained that its statement in Bflas Po wdex that 

the patentee "clearly show" validity did not change the allocation to the 

Instead, the presumption is warranted when a patentee 

In P.H. RobertsQn, 

challenger of the burden of proving invalidity, but rather reflected the rule 

that the burden is always on the movant to demonstrate entitlement to 

preliminary relief. 

of the presumptions and burdens that would inhere at the trial on the merits. 

That entitlement, however, is determined in the context 

In this case, respondents' attack on the validity of the '413 patent is 

weak, 

PTO when the patent application was examined. 

Respondents did not put forward any prior art that was not before the 
. -  
Respondents made no showing, as 

required by LD re Se-, 702 P.2d at 994, that the prior art teachings 

contained the suggestion to combine the prior art in the manner of the 

invention of the '413 patent. Complainant also demonstrated that secondary 

considerations were likely to support the validity of the patent. The 

Codssion finds that for purposes of the temporary relief phase of this 

86 Atlas Powds, 773 F.2d at 1233. 
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investigation, the complainant has made a clear showing on the issue of patent 

validity. 

showing that the respondents are infringing the '413 patent. 

clear showings of patent validity and infringement, the Commission finds that 

complainant is entitled to a presumption o f  irreparable ham. 

Moreover, the Commission finds that complainant has made a clear 

Based on these 

2. L d  Th e P  e is Re ut 

A presumption of irreparable h a m  can be overcome by clear and convincing 

evidence to the contrary. 

harm factors focused on by federal courts, t$a leads the Colnmission to conclude 

that the presumption of irreparable harm is rebutted in this case. 

Complainant Rosemount delayed 11 months before bringing an action against 

respondents at the Commission. 69 This delay suggests that Rosemount does not 

consider respondents' presence in the U.S. market to be particularly alarming. 90 

' xeover, Rosemount has two Japanese licensees that sell pressure transmitters 

in the U.S. market. 91 The grant of these licenses is incompatible with the 

Consideration of the evidence in view of the 

87 

88 

89 

90 

91 

u, 757 F.2d at 1272. 
Discusad m, at 7-8. 

Rosemount first became aware of respondents' presence in the U.S. market 
in late October 1988. Tr. 40-41 (Kooiman) 

m T*J= s u, 821 F.2d at 648 (a presumption of irreparable ham would 
have been rebutted by patentee's delay of 15 months in bringing an action 
against the accused infringer). 
Tr. 19-20 (Kooiman) . 
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emphasis the Federal Circuit has placed on the right to exclude as the basis 

for the presumption of irreparable harm. 92 

Rosemount is the leader in the U.S. pressure transmitter market with a [ 

C I market share. g3 Rosemount has not lost any market share to 

experienced a growth rate in sales of pressure 

1 between fiscal years 1987-1988 and 1988-1989. 94 

C 1 in sales for fiscal years 1989 and 1990. 

respondents. Rosemount 

transmitters of C 

Rosemount projects [ 9s 

Rosemount expects to in-rease its U.S. market share over the next four to fiv- 

years by [ C I percentage points. 96 

Respondents currently have a very small share of the U.S. market, 97 and 

are unlikely to increase that market share significantly during the remaining 

seven months of this investigation. 

employs only [C 3 people in the production of pressure transmitters. '* 
Rosemount, on the other hand, employs [ C 1 people in the production of Model 

Respondents have a small operation that 

92 

93 

94 

95 

96 

97 

98 

T.J. Smith, 821 F.2d at 648. 
Tr. 133-134 (Jandorf). 
Tr. 108, 113 (Iverson); SMAR Exh. 20. 
Tr. 104 (Iverson) : SMAR Exh. 18. 
Tr. 136 (Jandorf) . 
Tr. 156 (Jandorf). Respondents have made only one sale in the United 

Tr. 160-161 (Jandorf) ; SMAR Exh. 25. These transmitters were ordered in 
December 1988 by [ I .  u. Delivery was 
made in March and April 1989; Tr. 357-358 (Selli). Respondents project 
total U.S. sales of [ I in 1989. SMAR Exh. 25. This amount 
constitutes [ I of Rosemount's projected 1989 U.S. sales of 
pressure transmitters of [ I ,  Tr. 113 (Iverson): SXAR Ex. 20. 

States, 3 purchase of [ C 3. 

SMAR Exh. 39, Response No. 2(e). 
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1151 pressure transmitters in a highly automated new production facility. 99 

Respondents can produce only [ C ] pressure transmitters in one year, loo 

while Rosemount produces [ C ] pressure transmitters containing the '413 

sensor in one week. In addition, because Rosemount has at least fourteen 

major competitors in the U.S. market, including two of its own licensees, lo' 

it is unlikely that any market share gained by respondents would be entirely 

at Rosemount's expense. 

Rosemount is unaware of any specific complaints by Rosemount's licensees 

concerning respondents presence in the U.S. market. lo' 

unaware of any infringers other than SMAR in the U.S. market. '04 The 

patented pressure sensors do not involve rapidly changing technology or a 

short product life span. 

since 1970. loS 

'413 patent will expire on April 2, 1991, and respondents' projected U.S. 

sales for 1990 are known. 

Rosemount i s  also 

They have been manufactured and sold by Rosemount 

The Finally, the injury to Rosemount is not unpredictable. 

lo( 

After examining the record in this investigation, the Codssion 

determines that the only harm to complainant that will occur during the period 

99 

100 

101 

102 

103 

104 

1 os 

106 

S W  Exh. 26. 
SMAR Exh. 39 at 4. 
SMAR Exh. 38 at 10. 
Tr . 130-13 1 (Jandorf) . 
Tr. 31 (Kooiman) . 
Tr. 25 ( K o o h ) .  
Tr. 93 (Iverson). 
SMAR projects sales of [ 1 for 1990. SMAR Exh. 25. 
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of investigation is the loss of a small amount of sales to respondents. 

evidence of record therefore rebuts any presumption that Rosemount will suffer 

The 

future adverse market effects by reason of the alleged infringement. lo' 

The Commission is scheduled to complete this investigation by October 20, 

1990. Thus, the relevant period for determining the amount of Rosemount's 

lost sales in the absence of temporary relief is between March 19, 1990, when 

temporary relief, if any, would have been granted and October 20, 1990, when 

the investigation will conclude. Respondents forecast U.S. sales of [ C 

1 in 190". lo' Complainant does not dispute the accuracy of this forecast. 

Assuming respondents' sales are distributed evenly over time, respondents 

would make [ C ] of sales during the seven-month period between March and 

October 1990. 

Flo Industries, 883 F.2d 1673 (Fed. Cir. 19891, it is entitled to [ C] percent 

of respondents' sales because Rosemount has [ C] percent of the U.S. mar. ?+, 

Rosemount has argued that under State Industr ies Inc. v. Mor - 

for pressure transmitters. [ C I percent of respondents' sales during the 

seven month period is [ C 1. This amount is C I percent of 

Rosemount's projected sales of its pressure transmitters in 1989, [ 

I .  

C 

The Commission finds that, under the circumstances of this case, this 

amount of lost sales constitutes insignificant injury to Rosemount. 'lo 

lo' u. &btite& , 849 F.2d 1446, 1456-1457. 

SMAR Exh. 25. 

transmitter sales of I percent in 1990. SMAR Exh. 18. 
u. Corning Glass Works v. USITC , 799 F.2d 1559, 1569 (Fed. Cir. 
1986)(Commission determination upheld that lost sales of well under one 
percent of complainant's sales constituted 

log Tr. 113 (Iverson). Rosemount projected an increase in pressure 

'lo 

minimis injury). 
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Furthermore, the Comission determines that Rosemount's damages are 

easily calculated and proven, and thus should be readily compensable in money 

damages. Under the traditional equity standards applied by the district 

courts, damages fully compensable in money are not considered irreparable. 11' 

Section 337 remedies are in addition to any other remedies, '12 so Rosemount 

is not foreclosed from seeking damages in a patent infringement suit in 

federal district court. 

complainant may experience during the remaining period of investigation by 

Accordingly, the Comission determines that any harm 

reason of r-spondents' imports would not be irreparable harm. 

The Commission does not hold, however, that lost sales may never 

constitute irreparable harm. It is possible, for example, that the loss of 

any sales could prevent a newly established firm from expanding its marketing 

or prevent such a firm from furthering research and development efforts 

necessary for its business. No such factors are present in this case, 

however e Sales of the pressure transmitters containing the patentell sensors 

were projected to be [ C I in fiscal year 1989. 11' Rosemount is a 

well established company with projected total d e s  of [ C 

I in fiscal year 1989. '14 The loss of C 3 in sales would not 

cause irreparable harm to Rosemount. 

lrl 

'I2 19 U.S.C. 5 1337(a)(l), 
'13 Tr. 113 (Iverson): SMAR Exh. 20 (Bates No. 100991A). 

7-Pt. 2 Moore's Federal Practice ¶ 65.04[1] ; Wright Q Hiller, Federal 
Practice and Procedure: Civil 5 2948. 

SMAR Exh. 20, Bates No. 100990A. 
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C. Barn to Resoondents 

If effective temporary relief were granted, respondents would face the 

loss of [ C 3 percent of SMAR Equipment's business. As discussed above, 

SMAR Equipment is a small operation, and the loss of [ C 1 percent of its 

business would have a significant adverse impact. 

be entitled to resume their sales in this country in April 1991, vhen the '413 

patent expires, regardless of the outcome of this investigation. The 

Conmission finds that, if temporary relief were granted, the harm to 

respondents would be significant, but not devastating. 

relief is denied, however, would be insignificant. Accordingly, the 

Commission finds that the balance of harm in this case tips in favor of 

respondents. 

However, respondents would 

Camplainant's harm if 

D. Effect on th e Public Interest 

The Federal Circuit has recently held: 

Typically, in a patent infringement case, although there exists a 
public interest in protecting rights secured by valid patents 
[footnote omitted], the focus of the district court's public 
interest analysis should be whether there exists some critical 
public interest that would be aiured by the grant of preliminary 
relief. 116 

In this case the Commission finds that the public interest would not be 

injured by +!ie grant of teuporary relief. Rosemount is operating under 

'lS Rosemount Exh. 60. 
116 &br itech, 849 F.2d at 1458 (emphasis added). 
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e..:,:,.. , 

capacity, 11' and can fill the orders that would go to respondents. 

addition, there are twelve major suppliers in the U.S. market that sell non- 

infringing pressure transmitters as well as two licensees of Rosemount that 

sell pressure transmitters containing the patented pressure sensor. "' 
does not appear that the public health and welfare would be adversely affected 

by the issuance of temporary relief in this investigation. 

In 

It 

The Commission finds that the dominant public interest factor in this 

investigation is the public interest in enforcing valid patent rights. 

factor favors issuing temporary relief. 

This 

E. Balancinq t he Four Factors 

The Commission determines that in this investigation: 

(1) There is a strong likelihood that complainant will succeed on 
the merits. 

(2) Complainant will not be irreparably harmed in the absence of 
temporary relief. 

(3) The balance of harm tips in favor of the respondents. 

(4) the public interest favors issuance of temporary relief. 

A showing of irreparable harm in the absence of relief is a requirement 

for issuance of a preliminary injunction in the Federal Circuit. '19 

. .  

'" Tr. 140 (Jandorf) . 
''' Tr. 130-131 (Jandorf) . 
119 M t h  Internat ional, 718 F.2d at 1578-1579; Panel;, 757 F.2d at 1271- 

1272; T.J. Smith , 821 F.2d at 648. 
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Consideration of the balance of equities or the public interest, factors that 

counter balance each other in this case, cannot overcomet this deficiency. 120 

Because complainant failed to establish that it would be irreparably harmed in 

the absence of temporary relief, the Commission has determined to deny 

complainant's request for temporary relief. 

120 h u, 757 F.2d at 1271-1272. 
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Claim 1-4 aro as follovr: 

1. A mothod o f  constructing a prornuo sonring c o l l  
u s d l y  of tho capacitor typo including tho stcrps o f  
providiag MIS~VO =tal housing s o ~ t i o n s ,  at  l o u t  om 
o f  raid soctions hvhg an ia torrul  cavity, filliag 
said cavity w i t h  UI insulation mrtorial and fuj ina said 
material t o  tho mtal surfacer dofining said c~vity, 
formhg a c011uvo surfaco in said insulation =forb1 

dopositiag a 1ap.r o f  o l o c t r i u l  conductivo mat8ri.l oa 

onclosiag the concavo rwfaco vith a sensing dfrphragm 
rulod t o  raid ono housiag roction t o  fom a sonsing 
chmbor, said suuiag di~phragm fonuiag a socod 
capacitor plbto, fon8iaa a rocond chrrpbor in ra id  on0 
hour- ~octioa, closing s u d  rocond chaabor vith 
rocond dirphragn, providing f l u i d  passago moms botvaon 
said first urd rocond c b s b o r s ,  rirri filliag s u d  f i r s t  
and rocond chrmbors urd said f l u i d  parsago means vith a 
fluid t o  trinMit prosroro on said rocond di~phrw t o  
raid s.nring dirphragn. 

af tor  it hU boon f U 8 . d  t O  tb Cavity S u r f A C O ,  

Said ConCAVO S t u f b C O  t o  f0m first capacitor p h t 0 ,  

2. A mothod of consttucting a prorsu+r qanmhg c o l l  
u s a b l y  of tho uglciw t)rpe including tb rtapr o f  
providing mrsrivo mota1 housing roctions,  oach o f  said 
housing roctaons h ~ v i n g  an intorrul cavity, f i l l i n g  
raid cavi t ios  with an insulation mrtorial and ftuino 
said matorial t o  tho metal rurfacos dofining said 

matoti.1, providiag o l o c t r i c r l l y  conductivo tubular 
h e r s  o p e  t o  m i d  coacavo swfrcos  md pusiag 
out the vallr o f  said housing soctioi~, drposi t iag a 
sapuata laymr o f  o l o c t r i c ~ l  conductivo material oa 
uch  of raid CORCIVO surfacos o loc t r i ca l lp  coxmectad t o  
raid tubular d o t s ,  rul- raid sensing dhphr- 
ma88 t o  raid howing roction8 t o  form first md socoad 
srarbq  cbmborsr raid housing roc t iom h~viag 
%8olrtha chmbors dofiaod thoroin vith i solat ion 
di~phrw muas, providiag f luid parsago meuu opoajag 
batmexi uch o f  s a d  i solat ion chuPbors and a 
corresponding s m i a g  chmbor, filling 8rid isolat ion 
W r s ,  said f luid passago muns and raid sans- 
cbrrpbors with A f luid through raid tubular d o r s  
r o r l a  said tubular e r r  a f tor  the filling st-, 
md cormocting ~ I o c t r i c a l  lord mould t o  said tubular 
mmbors af tor  they hva beon sorlod. 

C b V ' i t i O S ,  fOrPl i r rg  COXiCaVO*SutfACOS b Said k h t i o n  
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3. A method o f  corutructiag a prosruro rmriag c o l l  
urrebly of tho capacitor typo includiag tho stops of 
ptovidiag murivo mota1 housing soctionr, at lust om 
of r.id roctionr h ~ v i x q  an intornbl cavity, filliag 
said cavity Vith aa himalation matorial and huiag s u d  
materi.1 to  tho meal surfacor defining said cavity, 
forrpir4c a concavo rurfaco in said insulation matori.1 
aftor it h u  boon fur& t o  tho cavity surfaco, 
dopositlag a layer of oloctr ical  corrductivo matorial on 
raid co11c.v. rurfaco t o  form a f i tst  capacitor plate,  
onclosing the coauvo surface vith a sawing d i a p h r w  
raald t o  ra id om hopring roction, said ranma 
diaphrap  formiag a socod capacitor plat., providing a 
socond dumbor closed by a socond diaphram on raid om 
soctiart prwiding f luid pusago muxu bo- tho  am^ 
enclosed between the conc.ve surface and t)u rauiag 
aphragm and said socoad chambar, filliag s u d  rocoad 
&&or, said f l u i d  pusage mmas md the uu eaclorad 
by raid sensing dbphr- Vith f l u i d  t o  f r e t  
pnrsuro on ra id  rocand diAphrw t o  8 d d  rmriag 
Wham* 

4. A rathod o f  mking a di f forent t r l  cyacitiva 

capacitive type urd iz~ outer housing f o e  a pair  o f  
prossure chambers, including tho steps of  providing fro 
rmriag cell  soctlons, cuch o f  raid cel l  roction8 
h a  a first dumbor &find in om stufrco thereof, 
a rpacd rocond chambar md f lu id  pusago r r y ~ )  

extonding botvooa raid first and rocond chambers o f  
each c o l l  section, placing a s.nrilq diaphragm batmen 
raid eo11 roctions t o  close both o f  said f i r s t  
chmbors, closing rach o f  said rocond chambors with 
second diaphragms, filling said first urd rocend 
chambars and said f l u i d  passago ~DIUU on oach c o l l  
soction with f lu id  t o  transmit prestoro on raid second 
diAphrbgP t O  raid SO!Uhg dbphram, providiag 1-11 
d e r ,  clamping raid sensing c o l l  roctiom togettar  
against said vall wnbor,ro that said suuing d i a p h r w  
is clamped at a first clrlnping r t ross  1-1, md 
c 1 - a  raid wtar hour* t o  support portioar o f  U i d  
vall 1IIIIPb.t othor thrn thoro clunpiag tho srruing c o l l  
sectioar t o  mechmically support said outor housiag on 
tb support p o r t i m  a t  a dorired clrrpphg forco b f o r o  
tha outer housing i s  proprod against said c o l l  soctiaru 
t o  thoreby rdp20tt *aid outor housing without 
subrtaatially chngiag the clamping stress oa raid, 

pt88SlX. tnnrducor hA- S O n 8 h g  C 0 1 1  Of the 

diaphrw. 
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LIIIed that he knows o f  no way . - I  *. ~znplzizezt  ' 3 expert zes-' -- 
t o  make tke product Cescrijea ky the '390 patent other than by 

the processes described iz the ' 4 1 3  patent. Smoot T r .  608.  

F2. SMAR provides a 

cav i ty .  G o r i E i  TZ. 629. 

C metal housing wi th  a 

F 3 .  S P ? ?  iaserts c. i n  tke metal housiag and 

then places glass i,z: the cavizy ar,a aeits it. Gorki  T r .  629-30. 

, . .  
~ 4 .  SMAR places  lass C ' in their  cavity t o  be 

'5 .  whez :.?e c . ~ L ~ s s  is >laced into the cavity for 
C . . r .  L "  zke cilvi.=y I s  c aboct c f i l l e d .  Gorinli, T r .  660.  

A .  

76. SNAR fills the cavity w i t h  an insulation material and 

fuses cfie material t o  the metal surfaces defining the cavity. 

Smoot Tr. 459-462 and Rosemounc Phys. Exh. AA and AD. 

- . I .  
t? 

r'f. Af ter  zke fus ing  proce&$, the cavity i s  100% f i l l e d .  

Gorrai 2. 660. 
4 :' 



39. SNAR aak8s a csncave surface i n  the glass. Gorici T r .  

632. 

T U .  S W  forms c3ncavc surfaces i n  the insulation 

material. Smoot Tr. 4 6 0 .  

Gorinf Tr. 633, Smoot Tr. 5 2 3 .  Thts is 

an operscssr. which 3osemcur.t does cor have ta perfs-=. 

2 d .  

Smoot Tr. - -  

T13. SPUR c 

63s-6. 

Gorini T r .  

X 4 .  S W  provides two isolation diaphragms. Gorini Tr. 
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F:5. SMAR provides B c diaphragm and c - . -  

of tke sensor. S o r z r i  Tr. 637. 

316. SMAR errclsses Eke ccxave surface with a sensicg 

df rphr agm C - to form a sensing 

ch&.l=sar, tSe sensicg,diaphragm forming a second capacitor plate. 

Smoot Tr. 460, 462. 

F17. SMAR c, 
Gorini Tr. 637-8: Srtoot T r .  526. Rosemount does not 

c its diaphragm t3 stretc?. ft but aechanically stretckes it. 

smooc Tr. 5 - 2 ,  5 3 1 .  

discloses stretching the diaphragm 

glace. There are several’ways i n  

stretcked, including mechanical 

228- 

p i g .  After SMAR C its diaphragm t 3  stretch it when the 

c e l l  is closed, the two h a l f  cells are welded together with the 

tmtral diaphragm iz the middle. Gorini Tr. 637-40. 

f 2 S .  SMAQ c the isdlacfon diaphragms to the 

640. 

two half 

Gorini Tr. 



321. SMAX 

Tr. 641. 

c 

'22. s . w  

c 
. Gorfci Tr. 642 .  

F 2 3 .  SMAR 

Gorfni Tr. 6 4 2 - 3 .  

724.  

-w  .-. 643.  

f25. Spl'uR 

t. 

. -  t 
. Smooc Tr. 547-8.  

F26. SMAR 

F27. The ' 4 1 3  pacent c a i l s  for s o l i d  rings. F r i c k  T r .  2 2 3 .  



7 2 8 .  SMAR 

'. S o r i n i  T r .  

643 -6.  

'29. 

c 
?ursuanc Claia 1 o f  the '413 patent,  SMAR 

const rx ts  a pressure sensing c e l l  assembly of  the capacitor type 

having a glass insulatfcg naterial  using a me thod which: 

A. provides a massive metal housing section, a t  least  one o f  
these sections having an interzal cavity, 

3 .  f i l l s  th i s  caviry w i t h  an izsulaticn material ana fr;ses this  
rnarerial EO the metal surfaces cefixizg the cavity, 

foras a concave surface 13 :.*?e insulation materzai after  it L. 
b .  

has bee? fused ta zke cav i ty  surface, 

3 .  Sepcsizs a layer of e lectr ical ly  conductive material on the 
concsve surface ta fern a capacrcor plate,  
-. 
S .  encloses the concave surface w i t h  a sensing diaphragm sealed 
cs the one h0usir.q section :o fom a sensir,g chamber, the sensing 
diaphragm forming a second capacxor plate,  

F. form a second chamber i n  the one housing section, 

G .  closes the SeCCZi chamber w i t h  a seconc! diaphragn, 

-rovices f h i C  passage means between the f i r s t  and second .. - I . .  

C Z L T ~ C S ,  and 

f11:s the f i r s t  and second chambers and the f l u i d  passage - -. 
neans wick a f l u i d  t3 transmir pressure on the second diaphragm 
co the sensing diapkraqm. Smoot Tr. 4 3 1 - 5 3 1 ;  Gorini  T r .  629-660. 

t 3 0 .  Pursuanc EO CLaim 2 of the ' 4 1 3  patent, SMAR 

c o c s t x ~ ~ t s  a Drsssure sensing c e l l  assembly o f  the capacitor type 

havinG a glass insulating material using a rnetlxb which: 

.+. provides massive metai housing sections, each o f  which have 
En i x e r n a l  cavity, 



A- 
- . -  - -  3. ,,,is zhe cavicies %::E an izsuiatron .?;aterial ana 

? .ater ia l  t3 che recai  szzfzces  defining :ke cavitses. 
fuses the 

3 .  ?revides e lectr ical ly  cmduczive tubular aembers openizg t o  
c:he cxicave sarfaces and p a s s s c ~  oct t5e walls tAe hous ing  
secziczs, 

5eposics a separzte layer cf electr ical ly  conductive 
moteriai c n  each o f  the concave surfaces e iectr ical ly  connected 
t o  t k e  r&ular nembers, 

- - 

FGG. seals tke sensics diaphragm ineans t o  the housing sections t o  
f o n  f i r s t  and seccnd sensizg chazbers, rhe housing sectiors 
havrcg isolation ciag,k,raF, means, 
.- 
5 .  provides f l u i d  Tassage means a p e n x s  Setween each o f  rhe 
isolation ckambers ana a czrresponaing sensing caamber, 

6 1  1 t ,,,,s che isolatscr.  ckm5ers. c3e f l u i d  passage means and 
the sensrca tkaxnbers with a ris~Z t5rough the vaular  nembers, 
- -. 

- I  

J. and 

K. cormects e iectr icai  7,eans 12 the tubular member,s af ter  tney 
have been Sealea. Smoot T r .  431-53i; Gorini T r .  629-660. 

F31. Pursuant cs C l a i m  3 o f  the ' 4 1 3  patent, SMAR 

constrxrs  a pressure sensing c e i l  assembly o f  the capacitor type 

having 

A. 

B. 

d ciass insulatzzg xateriai  a method whicn: 

prcviZes a massive netal housrng section, 

a t  leasc one o f  tkese sections having an internal cavity, 

c.  f i l l s  t h i s  cavity w i t h  an insulation material, and fuses 
t h i s  macerial t o  the metal surfaces defining the cavity, 

D. forms a concave surface i n  the insulation material a f ter  it 
has been fused t o  the cavity surface, 

s. depcsia a layer o f  e lectr fcal ly  conductive material on the 
concave surface to fora a capacizor.plate, 
- 
F L G .  encloses the concave surface w i t h  a sensing diaphragm sealed 
to t5e one housing section, the sensing diaphragm f o n i n g  a 
sec0r.d capacitor plate.  
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3. 
the 

F .  

G. 

9. 

-,rsviCes 8 secszd 
oce secricn. 

clmber clssea a second diaphragm 

cae one hocsmg section, 

with a second diaphraqm. 

on 

provides flc:iC passage means between the firs= and second 
csanbers. tnd 

.. 
means w i t h  a f l u i d  t o  transnut pressure on the second diaphragm 
to  che sensing diaphragm. 

- 2 l l s  tCe f2:sr: and second chambers and t h e  fluid passage 

Smooc Tr. 431-531;  Gorini Tr. 629-660. 



c 

F64 .  The wall ?:ember sf :he ' 4 1 3  pacent fs the xcerxzal and 

exresr,a!. sc-faces cf ::e ~ U S ~ E : G  :kat koids s2e sensixa c e l l .  

~ o t  2. 561. 

F65. The W o l 3  Fatea% was considered as p r i o r  ar t  Sy tbe 

?TO Exmazer I,? grazzing :2e '413 patent. SMAR ExhiSits 2 and 5 .  

t 56 .  TLe wolfs garenr i2sclases a capacizive yype pressure 

transastzer. SmOoC 7:. 4 8 6 ;  SMAR Exh. 6 .  

F67. The Wolfe parent discloses an insulation material 

kavrr ,~ concave surfaces forned cn it. Smoot T r .  486.  

F6E. the wolf2 s a t e x  discioses a deposited layer of  

condutti*;e f i h .  cr! :he tzzcave surfaces. Smooc T r .  486.  



F69. The sensor  cf c:he pressure t r a n s m i t t e r  disclosed i n  

the wolfe p a t e n t  opera tes  as most c a p a c i t i v e  s e n s o r s  do,  5y 

cmparl:g rhe csoacrrzxe  changes on t h e  two sides of t h e  cell as 

t h e  me,lli=rane is d e f l e c t e d .  Smoot T r .  486-67. 

~ 7 0 .  I n  t h e  pressure  t r a n s u t t e r  d i s c l o s e d  i n  t h e  Wolfe 

p a t e n t ,  the c e l l  s e c t i o n s  a r e  pressed t o g e t h e r  t o  hold t h e  

s e n s i n g  diaphragm Ln p o s i t i o n .  Smoot Tr. 5 0 0 ;  SMAR Exh. 6 .  

'71. f n  t h e  pressure  t r a n s m i t t e r  & i s c l o s e d  i n  t h e  Wolfe 

p a t e x ,  plates hole the  x s u l a t i o n  s e c t i o n s  t o g e t h e r .  Smoot Tr. 

5 3 0 .  

F72. I n  tke pressure  transmitrer disclosed i n  t h e  Wolfe 

p a t e n t ,  a r e s i l i e n t  r:nq i s  p o s i t i o n e d  over t h e  plates which hold 

t!9e i n s u l a t i o n  s e c t i c n s  t o g e t h e r .  Smoot T r .  5 0 1 .  

'73. I n  the pressure  t r a n s m i t t e r  d i s c l o s e d  i n  t h e  Wolfc 

p8te.n.t. t h e  fcrce applied to t h e  c e l l  s e c t i o n s  i s  trznsmitted 

froa tke  threaded ring through the r e s i l i e n t - r i n g  and plate onto 

t h e  c e l l  sections. Smoot T r .  503. 

F74.  The Wolfe p a t e n t  discloses a housing o u t s i d e  of t h e  

iasulatrng asteria: s e c t f o n s :  Smoot T r .  487.  
\ 



p -/a 

=--  . I = .  In Eke Volfe Satent ,  the pressure sensitive portion of 

cbe izscrmenc inclzces 8n inner housing which is cylindrical in 

shqe snc', kss an Lzwardly exeending flange. Smoot Tr. 4 8 8 ;  SMAR 

Exh. 6, cz l .  5, Line 5 .  

F76. The pressure transmitter disclosed in the Wolfe patent 

includes a sensing Ciaphragm between tSe two concave Surfaces. 

Smoot Tr. 493. 

3 7 7 .  :"he ' 4 1 3  aatent discloses means for clamping the cell 

seczions tsgecker w h ~ c k  LnclzCes a StrtlccUre with b o l t s .  Smoot 

?=. 5 0 4 .  

'78.  The pressure trammitter produced pursuant t o  the '413 

pattnt includes a retaiEer ring having a threaded portion or 

goics .  Smoot Tr. 5 0 4 .  

' 75 .  In the pressure trmsrnitter of the '413 patent, the 

r x g  i s  strccturaiiy attached with a weld. Smoot Tr. 505. 

F80. The Wolfe patent does no t  teach a second (isolation) 

c.L;ariber. a fluid passage means between the first and second 

c2g&ers of each cell =ectLor,, filling the first and second 

ch&!iers with f luid.  t o  transmic pressure on the second diaphragm 

t~ the sensing diaphragm, providing a wal; member, clamping the 

ctLl sections togetker against a wall member, o r  providing outer 



housings, >or aOeS Cke wolfe pacer.= disclose how to support the 

outer kousir.g agair.st the cell sections withouc substantially 

ckangrcg the clamping stress. Smocc T r .  599-600. 

F81. The pressure transmitter disclosed in the Wolfe patent 

uses capacitance, but the dielectric space, which is the space 

betwsgn the fixed capacrtor plate and the moving diaphragm, is 

r.3: filled with any specified fluid. Therefore, the Wolfe 

pressure transmfrter does not qualify as an industrial type 

pressure transnuxer for use with various fluids and it does not 

have a structure whrcb would wrthsrand the pressures of 

indJs t ri a1 

F82. 

diaphragms 

F83. 

housing cf 

usage. SmooL Tr. 613. 

The Wolfe patent does not disclose any isolation 

o r  seccad isolation chambers. Smoot Tr. 613. 

The Wolfe patent does zot  Cisclose the nassive metal 

the ' C i 3  patent, but instead shows insulating housings 

to b l d  :he diaphrzgm. Smoot Tr.. 614. 

F84. The difference between the clamping means of the Wolfe 

patent and the '413 patent is that the pressure transmitter 

disclosed in the wolfe patent has a spring-loaded clamp which 

operates t3,rough a r ing  which contacts the insulating material 

only at the suzer aeriphery to holC' the diaphragm ir, place. 

'413 patent discloses the diaphragm welded into place with 

The 



:.lassive m e t a l  rrnCs weided in che same j o i n t .  The ' 4 1 3  p a t e n t  

a l s o  discloses a sgrrng ring. The purpose o f  t h e  s p r i n g  r i n g  i s  

t~ h o l d  che massive  zzetel parts t a g e t h e r  t o  squeeze t h e  j c i n t  i n  

addic:ion t= c.he weld. ana t o  do t h a t  i n  s u c h  a way that o t h e r  

forces from large o u t e r  housings  c a n n o t  change t h e  c lamping force 

on tCe m a s s i v e  metsl upper and lower h o u s i n g s .  Smoof T r .  614.  

F85. The Wolfe P a t e n t  d i s c l o s e s  elastomer rings which 

a r o v i d e  some shock mount and i s o l a t e  the  low pressure i n n e r  

a s s e x l y  from handlL..clg stresses so that t h e  e n t i r e  inner assembly 

f.s Cushioned Sy sone e i a s t o m e r  s e c t i o n s .  Smoot T r .  614 .  

~ 8 6 .  3 e  c a p a t i : o r  I n  t h e  presswe transmitter d i s c l o s e d  b 

c!!e Wolfe patent 1s qufce sirmlar t o  t h e  capacitor disc~osad in 

the ' 4 3 3  pztent except chat instead o f  u s i n g  o i l  as the 

dfelecErLc, :he WoLfe pateat usas the f l u i d  b e i n g  processed. 

?r=csss f l u i d  1s used Because there 1s no i s o l a t i o n  a iagnragm and 

t,iere LS 20 c.".enl;e in media between t h e  connection t o  the  o u t s i d e  

woric ana :.'.e s;rf=stance w i t h i n  t h e  c a p a c i t o r  i t se l f .  

dieiectric  cSanges with t h e  p r o c e s s  f l u i d ,  t h e  per formance  o f  t h e  

s e n s c r  cnanges  w i t k o u t  regard f o r  changes  i n  t h e  d i f f e r e n t i a l  

Since the 

ppcS3:re. T h i s  makes the Wolfe sensor less  a c c u r a t e  in 

F87. S??M c 
in5,strfal  a p p l i c a z l o n s .  Snoot T r .  615. 



- 
SWOC 2. 468-69. 

c- 

Smoot Tr. 462-64. 

F89. Pursuant EO Claim 4 of the '413 patent, SMAR makes 

differential pressure transducers having sensing cells of the 

ccpaci:;ve type having glass or ceramic as insulating matetial 

and having outer kousings forming a pair of Dressurc chambers, 

s m q  a method which: 

ACE. provides two se!?s;zg cell sections, each of tke cell 
sec=:cr.s ?.SJ:zg a f r r s t  cnamer defsced In one surface. a spaced 
secczc czamer and f l u d  passage neans extending between the 
%:st ana second chambers of each cell SeccLon, 

C. 
close both of the first  chambers, 

places a sensing diaphragm between the cell sections to 

D. closes each,of the second chanbers with second diaphragms, 

E. 
means on each cell section with fluid to  transmit pressure on the 
second diaphragm to the sensing diaphragm, 

F .  provides a wal; nember,' 

fills the first and second chambers and the fluid passage 

G. ciamps the sensing cell sections togetncr agair.st the wall 
diaphragm is clamped at a first member so that the sensing 

c l w t n g  stress level, and 



H. cla!ps t2e cuter %ustng tt supporz s o r t i o n s  of :>e wall 
naaber crker :ha? ckose ciamp;.-,,- tne sensing cell seccttons to 
mec,*l,snrcally supporz :,'re outer tiouslng on t h e  support portion8 at 
a Oesrred claxtpacg force before the outer housing is pressed 
against t3e cell sect:sEs t o  t5ereoy support the o u t e r  nousrng 
wrrkout. swsranttaiiy chaaginq rhe clarnprng stress oa the  
Ciaphrem. Smoct :z .  462-69: 486-505; 561; 599-600; 513-15.  
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I RECEIVED I 
I JAN 3 IS0 1 UNITED STATES INTERNATIONAL TRADE COMMISSION 

Washington, D.C. 20436 

In the Matter of 1 

CERTAIN PRESSURE TRANSMImRS 1 
1 Investigation No. 337-TA-304 
\ 

ION ON MOTION FOR 

On September 15, 1989, Rosemount Inc. filed a complaint and a motion 

for temporary relief with the International Trade Cornmission alleging 

violations of Section 337 of the Tariff Act of 1930 as amended (19 U.S.C,  

5 1337) in connection with the importation of certain pressure 

transmitters, The complaint as supplemented alleged as unfair acts 

infringement of U.S. Letters Patent 3,800,413. 

On October 17, 1989, the Conmission issued a notice of investigation 

that was published in the Federal Register on October 20, 1989. (54 Fed. 

Reg. 43145.) The notice instituted an investigation to determine: 

whether there is a violation of subsection 
(a) (1) (B) (ii) of section 337 in the importation and 
sale within the United States of certain pressure 
transmitters made abroad by a process covered by claims 
1, 2, 3 and 4 of U.S. Letters Patent 3,800,413, znd 
whether there exists an industry in the United States 
as required by subsection (a ) (2 )  of section 337; 



Pursuant to Section 210.24(e)(8) of the Commission's rules, the motion 

for  temporary relief was referred to an administrative law judge f o r  an 

initial determination. 

Complainant Rosemount, Inc. is a Minnesota corporation with its 

offices at 12001 Technology Drive, Eden Prairie, Minnesota 55344. The 

respondents are SMAR Equipment, Rua Guilherme Bolte 1422, Sertaozianno, Sao 

Paulo, Brazil, and SMAR International Corporation, 3505 Veterans Highway, 

Suite C, Ronkonkoma, New York 11779. 

A four day hearing on temporary relief was completed on November 30, 

All parties participated in the hearing and briefed the issues. 1989. - 
The Conmission has jurisdiction over the subject matter of this case 

(set forth in the notice of investigation) under Section 337 of the Tariff 

Act as amended. 

jurisdiction over them because all parties litigated the issues. 

The parties consented to the Connnission's personal 

The '413 patent is a process patent relating to differential pressure 

The inventor, Roger L. Frick, filed an transducers of the capacitor type. 

application on July 26, 1971 that resulted in the '413 patent. 

application was a division of an earlier application filed on October 27, 

1969, that resulted in the issuance of the '390 product patent on 

November 9, 1971. ( S U R  Ex. 5, Tr. 484.) 

This 

The '390 patent discloses a differential pressure transducer of the 

capacitor type, and the '413 patent claims the process by which it is made. 

The product measures the flow of fluids or gases, and it is used in many 

manufacturing processes. A c o m n  way in which it is used is to measure 

2 



flow in a pipe. 

causing the flow to have higher pressure upstream than downstream of the 

obstruction. 

is directly related to flow rate. The differential pressure transmitter 

has one inlet for the upstream flow and another inlet fo r  the downstream 

flow. 

the downstream flow, the differential pressure transmitter can produce an 

electrical signal telling someone at a remote place what the rate of flow 

in the pipe is. (Tr. 13, 14, 382.) 

Flow is measured by putting an obstruction into the pipe, 

The difference between the upstream and downstream pressure 

By measuring the difference between the pressure in the upstream and 

The differential pressure transducer disclosed in the '390 patent 

includes a central chamber filled with oil. The central chamber is divided 

in half by a flexible metal sensing diaphragm welded in place to keep the 

oil on one side of the central chamber away from the oil on the other side, 

and thus forming two sensing chambers (48 and 49 in Fig. 4). 

from each sensing chamber through the side of the chamber to an outer wall 

where there is a "second chamber" or "isolation chamber" corresponding to 

each of the sensing chambers. 

diaphragm", 44 and 45 in Fig. 4) closes off each isolation chamber. The 

isolation diaphragms are welded into place to provide a completely sealed 

unit, keeping the fluid to be sensed (in chambers 21 and 22, Fig. 2)  

separate from the oil in the sensing unit. 

the isolation chambers, and the tubes connecting each sensing chamber to 

its corresponding isolation chamber are filled with oil. 

Tubes lead 

A metal isolation diaphragm (a "second 

The central sensing chambers, 

The pressure in the outer chambers (21 and 22) is sensed through the 

corresponding isolation diaphragms, which 

Movements of the isolation diaphragms are 

flex easily. (Col. 3, line 49.) 

communicated through the oil in 

3 



the isolation chambers and in the tubes leading to the central sensing 

chambers, where the movement is sensed by the sensing diaphragm. 

The sensing chamber with higher pressure pushes the sensing diaphragm 

Each sensing chamber is slightly concave 

(See Figure 2.) Any 

slightly into the other chamber. 

opposite the sensing diaphragm, like a shallow dish. 

excessive differential pressure on the sensing diaphragm causes the sensing 

diaphragm to bottom out gently against one of the concave walls, where it 

would be supported. 

metal housing that increases stability. 

concave side of the central chamber is fused to this metal hnusing. 

The central sensing chamber is set into a massive 

The glass portion making up the 

The flexible metal sensing diaphragm dividing the two sensing chambers 

forms one central capacitor plate. 

sensing chamber is covered with a thin metal coating, forming a rigid 

second capacitor plate. (Col. 3, lines 12-13.) Each second capacitor 

makes electrical contact with the walls of the tubes 34 which lead to the 

read-out circuitry outside of the device. 

fill the device with oil before it is sealed.) 

To measure the differential pressure in the two outside chambers, a 

The opposite (concave) wall of each 

(These tubes also are used t a  

measurement is made of the capacitance between the first capacitor and each 

of the fixed second capacitors in the sensing chambers. 

central capacitor moves in response to the pressure being sensed, the 

capacitance in each of the sensing chambers varies. 

between the two capacitor plates on one side becomes smaller than the 

distance between the two capacitor plates on the other side, the 

differential pressure in the flov can be measured by the change in 

capacitance. 

As the flexible 

When the distance 

This change is recorded by a signal carried,through the tubes 

4 
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used to fill the central chambers with oil, which have metal sides and also 

function to carry the signal from the second capacitors to the read-out 

circuitry. 

The '413 patent describes the steps by which this product can be made. 

In claims 1-4 the process steps are described in more general terms than 

the specific product depicted in the figures of the patent. 

set forth in Appendix A. 

Claims 1-4 are 

There is a domestic industry practicing the '413 patent. About [C] of 

Rosemount's pressure transmitters are made by a process claimed in the '413 

patent. (Tr. 94, 119, 19.) Rosemount has made significant investments in 

plant, equipment, labor and capital in practicing this patent. (Rosemount 

Exs. 27, 29, 34, 41-44, Tr. 93, 99.) 

ON OF SECTION 337- 

Section 337(e), 19 U.S.C. §1337(e), provides that if the C d s s i m ,  

during the course of an investigation, determines that there is reason to 

believe that there is a violation of Section 337, it may direct that 

certain articles be excluded from entry into the United States, unless, 

after considering the public interest factors listed in 19 U.S.C. 

§1337(e)(l), it finds that such articles should not be excluded. Articles 

excluded by a Coxmission temporary exclusion order (TEO) may be imported 

under a bond set by the Commission. 

When a complainant seeks temporary relief, the Connnission requires 

that the following four equitable factors be considered: (1) the 

likelihood of success on the merits, (2) the harm that would be caused to 

complainant if temporary relief were not given, (3) the harm that would be 

5 



caused to respondents if temporary relief were given, and (4) the public 

interest. 

Respondents contend that the '413 patent is invalid for obviousness 

under Section 103 of the Patent Act. The issue under Section 103 is 

whether the process claimed in the '413 patent would h a w  been obvious to 

one with ordinary skill in the art in 1969. 

In Gtaham v. John Deere Co. , 383 U.S. 1, 17-18, 148 U.S.P.Q. 459, 467 

(1966), the Supreme Court required that certain factual inquiries be made 

before a determination of obviousness is made: 

Under Section 103, the scope and content of the prior 
art are to be determined: 
prior art and the claims at issue are to be 
ascertained: and the level of ordinary skill in the 
pertinent art resolved. 
obviousness or nonobviousness of the subject matter is 
determined. Such secondary considerations as 
commercial success, long felt but unsolved needs, 
failure of others, etc., might be utilized to give 
light to the circumstances surrounding the origin of 
the subject matter sought to be patented. As indicia 
of obviousness or nonobviousness, these inquiries may 
have relevancy. 

differences between the 

Against this background, the 

The application that resulted in the '390 and '413 patents was filed 

on October 27, 1969, and no earlier date of invention is claimed. 

Under Section 103, prior art before October 27, 1969 and the level of 

ordinary skill in the art as of that date can be considered. 

art relates to differential pressure transducers. 

The pertinent 

There is little evidence in the record as to what a hypothetical 

person with ordinary skill in the pertinent art would have known in 1969. 

(No witness of the complainant can qualify as the hypothetical person with 
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ordinary skill in the art in 1969. Such a person is deemed to have been 

aware of all relevant prior art before October 27, 1969.) There was some 

testimony that the hypothetical person with ordinary skill in the art in 

1969 would have been a college graduate with a bachelor's degree in 

engineering or physics, (Tr. 180, 5661, but I doubt that a formal education 

in engineering or physics would be essential for one to have ordinary skill 

in the art of differential pressure transducers. 

in the art in 1969 also could have been someone who had hands-on experience 

working with differential pressure transducers. 

One with ordinary skill 

Colwrn 1 of the '413 and the '390 patent describes the solutions 

offered by this invention to the prac tical problems encountered in 

connection with prior art differential pressure sensors, problems such as 

overpressure and lack of stability. One who worked with pressure 

transducers of the capacitor type would have known that oil expands when it 

is heated, that sudden bursts of pressure could injure the sensing 

diaphragm, and that prior art differential sensors were unstable. The 

invention as described in the patent specification offered solutions to 

practical problems that would have been encountered by one working with 

these devices, solutions such as the use of a heavker housing, separating 

the central chamber where the sensing diaphragm was from the fluid to be 

measured, wing the filling tubes as the wire to the outside circuitry, and 

using the sides o f  the central chamber to allow the sensing diaphragm to 

bottom out gently in case of overpressure. 

The '413 patent uses some major elements known in the prior art but 

they are used in a combination that so far, respondents have not been able 

to prove were either taught or suggested in the prior art. Respondents 

7 



have this burden of proof because of the statutory presumption of patent 

validity under the Patent Act (35 U.S.C. Section 282) .  

To prove obviousness under Section 103, respondents rely upon prior 

art pressure transducers of the capacitor type that were known and had been 

sold to the aerospace industry before 1969, (Tr. 185, 3901, and upon four 

prior art patents: 

1. The Prell '719 patent 
2. The Wolfe '386 patent 
3. The Coon '769 patent, and 
4. The Wolfe '385 patent 

The record does not show what the pressure 

aerospace industry before 1969 were like. 

As for the patents, the Prell patent (SHAR 

transducers sold to the 

Ex. 7) was not brought to 

. .  

the attention of the patent examiner in the prosecution of the '413 patent, 

but it was considered by the exBminer in connection with the parent 

application from which this process patent was derived. 

and 8.) 

the patent examiner of the '413 patent was required to review the prior art 

considered during the prosecution of the parent application. 

(SUR Exs. 2 ,  5 

Under Section 707.05 of the Manual of Patent Examining Procedure, 

The other three patents were considered by the patent examiner in 

connection with the application f o r  the '413 patent. 

The claimed advantages of the '390 and '413 patents over the prior art 

are disclosed in both patents (Rosemount Ex. 3, S W  Ex. 21, but the 

product patent (as well as the process patent) sometimes will be compared 

to the prior art because the differences in the products sometimes are easy 

to see. 

then the patent does not suggest a step to make that feature. 

If a certain feature of a product is not disclosed in a patent, 

8 



The Prell patent (SMAR Ex. 7) discloses a measuring diaphragm in a 

central chamber and two isolation or seal diaphragms welded to the wall t o  

seal the chamber and exclude the fluid that is being measured. 

3). 

through fill tubes. 

slightly, and the fluid dampens them to reduce the effects of external 

shock and vibrations. 

to the outside. 

chamber, dividing it into two sides. 

and the second is a low pressure chamber. 

measures the pressure is located in one side of the chamber. 

(Col. 1 and 

The Prell patent discloses filling this chamber with silicone fluid 

The seal diaphragms are corrugated so that they move 

Hermetically sealed electric wires carry the signal 

The metal measuring diaphragm extends across the inner 

The first is a high pressure chamber 

(Col. 3.) The unit that 

The Prell patent uses a diaphragm type variable-reluctance pressure 

transducer (Tr. 563-5641, but the capacitor type used in the '413 patent 

was disclosed in other prior art patents. (Tr. 495-7 and 612.) 

The Prell patent does not disclose the steps for making the two 

isolation chambers (or second chambers) of the '390 patent. 

patent does not disclose the heavy metal housing filled w i t h  insulating 

material (glass) and covered with metallic film to form the sides of the 

central chamber. 

diaphragm to sense the differential pressure, while the Prell patent uses a 

separate sensing unit on one side of the central chamber. 

patent the tuber that are used to fill the cavities with o i l  are also used 

as electrical conductors for the capacitor plate in the sensing cell. 

Prell, separate wiring to the outside is required. In Prell, when there is 

too much pressure, the seal diaphragms bottom out against the wall surface, 

preventing damage to the measuring diaphragm. 

The Prell 

(Tr. 613.) The '390 patent uses a single sensing 

In the '390 

In 

In the '390 patent, the 
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sensing diaphragm bottoms out before the isolation diaphragms are affected, 

offering more protection against damage to the sensing diaphragm from too 

much pressure. 

Other prior art patents (such as the Wolfe '386 patent and the Coon 

patent) disclose the diaphragm-type capacitance transducer of the '390 

patent. 

The Wolfe '386 patent discloses a capacitor-type pressure sensor, and 
x 

the use of diaphragm motion to measure pressure differentials. This patent 

discloses a diaphragm stretched across an inner chamber with slightly 

concave sides. 

second chamber, providing fluid passageways and filling them with fluid, 

It does not disclose forming a second chamber, closing the 

providing more than one massive metal housing section, filling the cavity 

with insulation material and fusing it to a metal surface, forming a 

concave surface in the insulation material after fusion, enclosing the 

concave surface with a sensing diaphragm sealed to one housing section (Tr. 

617), or providing tubes for filling the chamber with fluid and for an 

electrical connection to the fixed capacitor plates. 

The Coon patent (SMAR Ex. 5, attachment) discloses the fusing of glass 

to the metal housing, but it does not disclose providing isolation 

diaphragms, or other steps of the '413 patent claims. 

The fourth patent, the Wolfe '385 patent, (SMAR Ex. 5, attachment) 

discloses a flexible system for clamping two pressure sensor cells together 

using a spring (Col. 21, but it does not disclose all of the other steps of 

claim 4. 

Claim 4 has one section claiming process steps that do not include the 

step of fusing the glass to the metal housing, and a second section 

10 



relating to clamping the sensor unit to the outer housing without 

substantially changing the clamping stress on the diaphragm. 

steps by themselves would have been obvious over the prior art Wolfe '385 

patent, but as yet there is no evidence that the other process steps of 

claim 4 would have been obvious to one with ordinary skill in the art. 

other steps recited in claim 4 are fairly close to the steps necessary to 

make the product of the Prell patent. 

not disclose a capacitive pressure transducer as the diaphragm dividing the 

two sides of the inner chamber, or a second chamber spaced from the inner 

chamber and reached by tubes filled with fluid. 

The clamping 

The 

The differences are that Prell does 

The four patents relied upon by respondents disclose many but not all 

of the individual elements of claims 1-4. 

combinations of the prior art that are claimed in the '413 patent. 

They do not disclose the 

Up to this point, respondents have not proved that the combination of 

process steps in claims .1-4 of the '413 patent were taught or suggested by 

the prior art or that they would have been obvious to one with ordinary 

skill in the art in 1969. 

There is a likelihood that complainant will be able to prove that 

secondary considerations, such as success of the apparatus claimed in the 

related '390 patent (now expired), which probably resulted in the licenses 

taken by other companies on the '413 patent, will support the position that 

claims 1-4 of the '413 patent are valid. 

B. 

Respondents make two types of capacitance pressure transducers. One 

is a fused-glass sensor and the other is a ceramic-filled sensor. 

Complainant alleges that respondents' glass sensor infringes all 4 claims 
. .  

, . .  . ,  .. , . .  . '. . ;. 1 .  

. .. 
. .  . 

, . I .  

.. . . 
. , .  , . .  . .  . . ... . .. . . .  
.. . .  . 

... , . , . , .  . 
'. . , .  I .  , .  ... . . . .  

11 



of the '413 patent, and that respondents' ceramic sensor infringes claims 

1, 3 and 4. 

Claim 1-3 require the step of filling a cavity with an insulation 

material and fusinn that material to the metal surfaces defining said 

cavity. 

and the glass is fused to the metal. 

1-3. 

process for making glass sensors. 

In respondents' glass sensor, glass is used to fill the cavity, 

The glass sensors infringe claims 

All of the steps in each of these claims is found in respondents' 

To determine whether the ceramic sensors infringe the patent, the 

doctrine of equivalents must be considered. 

pioneer patent. 

ad& minor novel improvements. 

record, both the '413 patent and the '390 product patent reflect an 

important advance in the art because the combination w u  usefuI and 

improved the performance of differential pressure transducers in tlze pr ior  

art. 

patent would be entitled to a fairly broad range of equivalents. 

The '413 patent is not a 

It combines major elements found in the prior art, and 

Nevertheless, based on what is now in the 

(Tr. 188, 391-392.) Under the doctrine of equivalents, the '4U 

The '413 patent is a process patent, and fusing is a process clearly 

The distinguishable from other processes that may achieve similar results. 

advantages of fusing the glass to the metal are discussed in the patent. 

(Col. 5, line 9.) While the method of bonding one part to another might 

not have been important to the '390 product patent, using the fusing step 

described in claim 1-3, rather than a substituted method of bonding, is 

more important in a process patent than it would be in a product patent. 

In respondents' ceramic sensor, the glass is not fused to the metal 

CONFIDENTIAL . I housing. The ceramic is [ 
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[ CONFIDENTIAL 

[ CONFIDENTIAL 

[ C I 

It is found that respondents' process 

not literally infringe claim 1 or claim 3, 

claim under the doctrine of equivalents. 

I 

1 

for making ceramic sensors does 

nor does it infringe these 

The E C 1 perform the same 

function as fusing, i.e., binding two parts together, but it achieves this 

by a substantially different process step. In column 2 of the '413 patent 

the fusing step is specifically described as taking place in a furnace. 

I C 1 seals without heat. 

The other elements of claims 1 and 3 are found in the ceramic sensor 

under the doctrine of equivalents. The hole in the ring-shaped metal 

housing in the ceramic sensor is the equivalent of the internal cavity 

required by claims 1 and 3. This internal cavity is [ C 1 

C C I  

Both the process fo r  making respondents' glass sensors and the process 

for  making respondents' ceramic sensors infringe claim 4 literally and 

under the doctrine of equivalents. 

Figure 3 and column 4 in the '413 patent disclose a number of cap 

screws around the circumference of a retainer ring that surrounds the 

center sensiq cell. These cap screws secure the retainer ring to an 

annular ring that is welded to the housing section, The cap screws bolt 

the center sensing cell to the housing without substantially changing the 

pressure on the central diaphragm sensor. Respondents argue that the cap 

screws rigidly attach the two parts together, while their own system 

13 



flexibly attaches the two parts together, avoiding sheer stress. 

Complainant argues that its bolts are flexible and avoid sheer stress. 

Respondents use [ C I instead of bolting the retainer ring to the 

annular ring. The process of [ C 1 should reduce sheer 

stress more than the clamping structure depicted in the '413 patent. 

Respondents are us- a clamping system closer to that taught by the Wolfe 

patent than to the clamping system disclosed in the '413 patent, but claim 

4 makes no distinction between rigid and flexible clamping, and it can 

encompass both. 

Respondents argue that camplainant is barred from arguing that claim 4 

is infringed because of the doctrine of prosecution history estoppel. 

Under that doctrine, the applicant cannot distinguish specific prior art  

from his claim to get his claim allowed, and then argue that someone 

following that prior ar t  is infringing the applicant's clairp. 

During the patent prosecution, the applicant did no+ t ry  to  

distinguish the prior art Wolfe '385 patent on the basis that Wolfe 

disclosed a resilient clamping structure rather than rigid clamping. 

In the prosecution history, claim 21 (which became claim 4) was to  

overcome the objection of the m e r  based on the Wolfs '385 In 

the amendment the applicant merely added other process steps t o  this claim, 

steps that made the amended claim patentable over the Wolfe patent. 

Prosecution history estoppel i s  not applicable here. 

patent. 

Claim 4 can be construed to cover flexible clamping of the sensor unit 

to the housing unit; it is not limited to the specific clamping by cap 

screws disclosed in the patent specification. 

prohibited by prosecution history estoppel from arguing that the resilient 

Complainant i s  not 
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clamping step used by respondents infringes claim 4 either literally or 

under the doctrine o f  equivalents. 

There is reason to believe that: 

a. 
respondents' glass sensors are made by processes that 
infringe claims 1-4, 

Complainant will be successful in proving that 

b. 
respondents' ceramic sensors infringe claim 1-3, and 

Complainant will not be successful in proving that 

c. 
respondents' ceramic sensors infringe claim 4. 

Complainant will be successful in proving that 

These are only tentative findings. Less evidence is required to find 

reason to believe than would be necessary to find a violation of Section 

337 after a full hearing. 

At the hearing on permanent relief, perhaps different prior art may be 

offered. At the hearing on temporary relief, complainant offered nu 

evidence on validity, but relied on the presumption of validity. 

Respondents brought out some of the prior art in cross-examination of ana 

of complainant's witnesses. This evidence was not rebutted, but at this 

time I do not think that the prior art before me was enough to show 

invalidity. All of the prior art patents were before the PTO either in 

connection with the '413 claims or the ,390 claims. I have not seen any 

contemporary scientific articles or heard testimony as to what others 

working in this field were doing or what ideas were being exchanged in 

1969. 

art in 1969. 

relied upon by respondents carefully enough to understand to my own 

satisfaction some of the things that one with ordinary skill in the art 

There was very little evidence offered about ordinary skill in the 

I have not yet had enough time to examine the prior art 



would have known in 1969 and what might have been suggested to him by what 

is disclosed or taught in the prior art. 

2. CINDUsTRy  

To obtain a preliminary injunction in a federal court one must show 

irreparable harm. mer Corn. v.  Litton S m .  Inc, , 757 F.2d 1266, 225 

U.S.P.Q. 345, 348-49 (Fed. Cir. 1985); Srpith Int- Inc. v .  Hu- 

D o l  Co., 718 F.2d 1573, 219 U.S.P.Q. 6869 690 (Fed. Cir. 1983). 

In the past the Commission has referred to "immediate and substantial 
. .  

harm.9t 

-, 225 U.S.P.Q. at 1213, 

See Cokssion Rule 2l0.24(e) (1) (i) (B) : m e d  Sumor- 

To me, these terms do not have the same meaning. Irreparable harm 

implies harm for which money cannot be adequate compensation: one has l o s t  

an eye, or a good name has been tarnished. 

less than this, 

to prove substantial harm than it would be to prove irreparable harm, 

because true irreparable harm is extremely Uncoxuon. Yet these terms are 

Substantial harm can be more or 

If the English language is not abused, it should be easier 

sometimes given the same meaning by the courts and Congress. 

The 1988 amendments to 8 337 include the provision that the Commission 

**may grant preliminary relief ... to the same extent as preliminary 
injunctions and temporary restraining orders may be granted under the 

Federal Rules of Civil Procedure.'@ 19 U.S.C. § 1337(e)(l)(B)(3). The 

legislative history relating to the amendment states that this provision 

"codif [iesl &sting [Colsmissionl practice in this regard.@@ S. Rep. No. 

71, 100th Cong., 1st Sess. 131 (1987); H.R. Rep. No. 40, 100th Cong., 1st 

Sess. 159 (1987). This suggests that Congress thinks that the Cormnission 

has been requiring proof of irreparable harm to support temporary relief, 
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and wants the Commission to continue to do so. The Federal Circuit takes 

findings of substantial harm and uses them to find irreparable harm. 

Although I have trouble equating the two terms, I now understand that 

Congress and the Federal Circuit want irreparable harm to be the factor 

that must be balanced with the other factors in connection with temporary 

relief. 

If validity and continuing infringement o f  a patent have been clearly 

established, federal courts Will 

patentee. Srpith Internatiod , -, 219 U.S.P.Q. at 692. In order for 

immediate irreparable harm to the 

the presumption to apply, the showing of likelihood of success on validity 

infringement must be "not merely a reasonable showing but a strong 

showing indeed." -, m, 225 U.S.P.Q. at 348. 

be rebutted by clear evidence that irreparable injury would not actually be 

suffered by the patentee if temporary relief were denied. 

U.S.P.Q. at 349. 

The presumption may 

u., 225 

Irreparable harm makes sense to me in the context of patent 

infringement. 

inadequate remedy because the owner of a patent cannot be colapelled to 

Monetary compensation for patent infringement might be an 

license his patent involuntarily, and it would be unfair for the courts 

rather than the patent owner to fix the terns of the license even if the 

patent owner were willing to license. 

The question then is whether there has been a strong showing of 

validity and infringement in this case. 

adjudication of the validity of the patent in issue, nor has there been an 

admission by respondents of either validity or infringement. 

relied upon the statutory presumption of validity, and argument in his 

There has been no prior 

Complainant 
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principal and reply briefs after the hearing distinguishing the prior art 

cited by respondents. 

by the patent examiner in connection with the '413 patent or the related 

'390 patent. 

presumption of patent validity will be overcome. 

this is a strong showing of patent validity. 

hearing patent cases, not very much prior art has been brought to my 

attention, but respondents have limited resources. 

transducers were not new in the art in 1969, and I would be surprised if 

additional relevant prior art could not be found. 

Respondents relied only upon prior art patents cited 

There is reason t o  believe that it is unlikely that the 

I do not whether 

Based on my own experience in 

Differential pressure 

If it is assumed that the claims are valid, complainant has made a 

strong showing of infringement. 

The showing of likelihood o f  success on the merits probably is strong 

enough to warrant a presumption of irreparable harm because respondents 

probably lack the financial resources to launch an expensive search for 

relevant prior art for the hearing on permanent relief. 

believe that such a search would not be warranted because of the strength 

o f  the patent. 

Perhaps they 

I do not have any way to determine the strength of the 

patent without knowing first whether there is better prior art available. 

With the presumption of irreparable harm, respondents still can try to 

rebut the presumption. 

There is no evidence that respondents' importation of the product in 

issue at thr present t h e  is causing irreparable harm to the domestic 

industry. Rosemount alleges only one sale lost to respondents: [C] 

CONFIDENTIAL 1 were purchased in January 

1989 by t C 1 in New Jersey. ( S W  Phys. Ex. Q at 17; Tr. 160- 
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161; SMAR Ex. 25.)  The record contains no evidence of E C 1 

[ C ] Although [ C I i s  a substantial amount, this loss would have 

little impact on complainant, 

Rosemount would have made this sale but for SMAR. 

Moreover, there is no evidence that 

Rosemount takes the position that it would have made this sale but for 

SMAR because Rosemount generally wins [Cl of the market share for pressure 

transmitters, and has a good win ratio on larger projects. (Tr. 173.) If 

you have a [C] market share, this does not mean that there is a [C] 

probability that you will obtain any particular order. 

Japanese licensees who sell these products in the United States and they 

had a chance of getting this sale. 

selling comparable products. Between January and June 22, 1989, [ C ] 

asked for pressure transmitter bids on at least three occasions. 

and Rosemount submitted bids, but the orders went to three other 

competitors, including one of Rosemount's Japanese licensees. (Tr. 78, 

164-165; SMAR Ex. 33, SMAR Ex. 31 at 100680A, SMAR Ex. 32 at 202644.) 

Complainant has two 

There are also other U.S. competitors 

Both S U R  

Although Rosemount has not shown that it would have gotten the [ C I 
order but for SMAR's bid, this is not critical to a shoring of irreparable 

in jury. 

Rosemount first heard of SMAR selling pressure transmitters in the 

United States shortly after the ISA show in late October of 1988. 

41.) 

sales offices had seen SHAR compete with them, but SMAR has [ C J 

[ C 1 (Tr. 77-78, 164-165; SMAR Ex. 33.) 

(Tr. 40- 

As o f  July 1989, Rosemount representatives in three out of 20 U.S. 

Rosemount has [ C 1 of the U.S. market share of pressure 

transmitters. (Tr. 134.) Honeywell is Rosemount's principal competitor, 
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but Rosemount has not lost market share to Honeywell. 

have grown and continue to grow. (Tr. 172,) Rosemount currently can 

produce weekly approximately [ C I pressure transmitters containing the 

Rosemount's sales 

sensors made by the '413 process. Current average monthly production is 

approximately [ C 1 units. (SMAR Ex. 38 at 10.) SMAR's maximum capacity 

is the production of less than C I per Y ear. ( S U R  Ex. 39 at 4.) 

Rosemount produces more pressure transmitters in one week than SMAR [C] 

Rosemount expects to 

five years by [ C 1 

increase its market share over the next four to 

percentage points. (Tr. 136.) In each year that 

Rosemount has been selling pressure transmitters with the sensing device at 

issue there has been substantial growth in sales. (Tr, 104: Rosemount Ex. 

41.) Rosemount experienced a growth rate of [Cl between fiscal years 87- 

88 and 88-89. (Tr. 113; SHAR Ex. 20. )  For fiscal years 1989 and 1990, it 

projects [ C 1 in sales f o r  the products in issue. (Tr. 104, 

108: SMAR Ex. 18.)  Rosemount forecasts a [Cl increase in worldwide sales 

next year of Rosemount pressure transmitters. (Tr. 118.) 

Companies that manufacture and sell pressure transmitters in 

competition with Rosemount in the United States include Honeyvell, Foxboro, 

Bailey, L&N, Gould (Schlumberger), Fish h Porter, Bristol and Tobar. 

Rosemount's foreign competitors are Fuji, Yokogawa, Kent, Siemens, Hartman, 

and Braun. (Tr, 130-131.) SMAR is one of Rosemount's [ C ] competitors. 

(Tr. 156.) 

SMAR International [ C I sell or import for sale in the United 
States [Cl pressure transmitters in FY 1988. (SMAR Ex. 39, Response 8(a); 

SMAR Ex. 41, Response No. 3.) S U  shipped [ C 1 pressure transmitters 
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in 1989 (including the [Cl ordered in FY 1988) through October 31, 1989. 

(Rosemount Ex. 20.) SMAR projects total sales f o r  calendar year 1989 to 

reach about [ C 1 or approximately [C] units. (SMAR Ex. 25 at 3.) This 

represents [ Cl than [C I of Rosemount's annual sales of pressure 

transmitters. (SWR Ex. 21 at 10096SA.l 

S U R  Equipment, the Brazilian manufacturer, employs [Cl people in the 

production of pressure transmitters. 

Rosemount employs [Cl people to produce pressure transmitters. ( S W  Ex. 

26 at 101145.) 

(SMAR Ex. 39, Response No. 2(e).) 

There was no evidence that Rosemount's '413 licensees have objected to 

any infringement by SMAR. (Tr. 31.) 

There is no doubt that there was harm to complainant when respondents 

imported and sold differential pressure transducers in the United States. 

There is reason to believe that respondents infringed a valid patent owned 

by complainant. The C C I sale to [ C I by someone not licensed under 

the '413 patent constituted h a m  to complainant in that the value of the 

patent to complainant and to .its licensees was reduced. 

is entitled to the patent monopoly, and he is not obligated to issue 

involuntary licenses. The loss o f  [ C 1 did not in itself cause 

irreparable harm, nor would an additional [ C I sales projected by 

respondents in 1989 cause irreparable harm to complainant. 

these mounts would have little impact on complainant. 

could be sought in a district court action f o r  damages, 

The patent owner 

The loss of 

The lost profits 

Irreparable harm 

patent if nothing had 

less valuable. Those 

would have resulted from the unauthorized use of the 

been done about it because the patent would have been 

paying royalties might have wondered if that was 
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necessary, and others wanting to get a license might not have done so. But 

complainant took legal action. This initial determination finds that there 

is reason to believe that complainant will be successful both in protecting 

its patent and in proving infringement. 

any harm that might have resulted from respondents' infringement of the 

patent and any resulting loss in the value of the patent. 

This finding in itself alleviates 

It is found that there was harm to complainant, but not substantial 

harm, or irreparable harm at least at this time. 

respondents have rebutted the presumption of irreparable ham. 

It is found that 

3. 

If temporary relief were imposed, S U R  could be permitted to continue 

importation of the accused product under bond. 

nature of SMAR's position in the U.S. market and its small market share, 

the imposition of more than a nominal band would cause substantial but not 

irreparable harm to SMAR. 

the imposition of temporary relief because it has business in other 

countries. 

(assuming that it loses here), upon expiration of the patent in April 1991. 

In view of the tenuous 

There is no evidence that S W  could not survive 

It could resume its efforts to sell in the United States, 

SMAR obtained its first and only order from I C I in 

November of 1988. (Tr. 357-58.) The U.S. market has accounted for [ C] 

about IC1 of SUR Equipment's sales of pressure transmitters. (Rosemount 

Ex. 60.) 

It is found 

irreparable harm 

that the imposition of temporary relief would not cause 

to SHAR. 
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4. - 
The Federal Circuit has stated that "it is the protection of valid 

patent and other intellectual property rights that is the principal public 

policy implemented by 5 1337. 

amendments to 19 U.S.C. § 1337(e), designed, as we have noted, to 

facilitate preliminary relief." Bristol - Mvers Co. V .  U.S. Internatiow 

, 1989 WL 147230, unpublished disposition, text in Westlaw Trade C a s s i o n  

(Fed. Cir. 1989). 

This policy is reinforced by the recent 

. .  

Because protection of a valid patent is the principal public policy 

factor here, it is probably not necessary to note that Rosemount can supply 

the dernand for these products, but it can do so. (Tr. 240, 121, 140.) 

The staff raises the concern that the public interest will suffer if 

parties are encouraged to file motions f o r  temporary relief in every case 

where injury to complainant is as minimal as it is here. 

concerned about any policy that implies that the patent owner's private 

interest in his valid patent outweighs all other public interest factors. 

Nevertheless, the Federal Circuit has made it clear that intellectual 

property rights are the primary public policy concern in these cases. 

public interest concern about increased costs of litigation to the taxpayer 

caused by TEO proceedings is outweighed by the public policy to protect the 

private interest in the patent. 

interests affecting safety, health, o r  excessive expense to the taxpayer 

were raised. 

L 

I agree. I am 

The 

I would not take the same view if public 

At this time, there appears to be a strong likelihood that complainant 

ultimately will succeed on the merits, 
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There is little evidence that irreparable h a m  would result to 

complainant if respondents continued to inport or that irreparable harm 

would result to respondents if temporary relief were given to complainant. 

Irreparable injury might have been suffered by the complainant if he had 

not brought this action or one in district court. Even one sale made in 

the United States impinges on the owner's patent rights and diminishes the 

value of his patent monopoly to himself as well as to his licensees. 

once a finding has been made here that the complainant is likely to succeed 

in the final hearing on the merits, the value of the patent to the owner 

and the licensees has been reinforced. Any other injury to cqlairraat. 

resulting from any imports that respondents could manage to sell in the 

next few months could be put in a thimble. 

Yet 

Complainant cites cases t h a t  introduce the public interest factor into 

the consideration of relative ham, before the balancing o f  the factors 

takes place. Complainant will win when the factors are balanced fairly. 

The dominant public interest factor favors the complainant, The 

factor of likelihood of success on the merits (which goes to the underlying 

question of whether there is likely to be a valid patent right to protect) 

has been docided in favor of complainant. 

In the absence of a finding of irreparable injury to either side if it 

loses, or a finding of a likelihood that complainant ultimately would not 

succeed on the merits, the public interest factor carries the day. 

Temporary relief is warranted. 

laQuG 
Complainant should be required to post a bond of 5 per cent of its 

annual sales revenues and licensing royalties from the domestic product at 
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issue as a prerequisite to the issuance of a temporary exclusion order, f o r  

the reasons stated in the staff's brief. 

Rosemount's sales of electronic pressure transmitters for fiscal year 

1989 were E C 1 (Tr. 113; SMAR Ex. 20.) Rosemount received 

[ C 1 in royalties in the first half of fiscal year 1989, and expected 

to receive [ C 1 in all of EY 89. (Rosemount Ex. 34.) 

1 

If temporary relief is granted, it should be in the form of a 

temporary exclusion order letting respondents import under bond. The bond 

should be minimal. It is expected that complainant would advertise its 

success in getting temporary relief to potential customers of respondents 

and that few if any sales would be made. 

It is found that there is reason to believe that a violation of 

Section 337 has occurred in connection w i t h  the importation of respondents' 

glass-fused sensors and respondents' ceramic sensors. It is found that 

temporary relief is warranted. 

Findings of fact Fl-F31 and F64-F89, proposed by the Connnission 

investigative staff, are adopted for the purposes of this decision on 

temporary relief. 

The evidentiary record in this proceeding consists of the following 

exhibits : 

Rosemount Documentary Exs. 1-14, 16-58, 59A and 59B, 60-64, 
Rosemount Physical Exs. A-K, M-R, T-Z, AA-AD, and AG-AI, 
SMAR Exs. 1, 2, 4-13, 14B-14G. 141, 15-33, 35-43, and 45-52;and 
SMAR Physical Exs. A-G, H l - H 5 ,  I, J, M, Q, R, U-Y, and AA. 
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The evidentiary record also includes the transcript o f  the testimony 

at the hearing. 

Commission.' 

The evidentiary record is hereby certified to the 

The pleadings record also includes all papers and requests 

properly filed with the Secretary in this proceeding. 

Janet 0. Saxon 
Chief Administrative Law Judge 

Issued: December 29, 1989 

'Pursuant to 19 C.F.R. 0 210.53(h), this initial determination shall becomo 
the determination of the Comission unless a party files a petition for review 
o f  the initial detennination pursuant t o  § 210.54, or the CovaDission pursuant 
to I210.55 orders on its own a review of the initial determination or certain 
issues therein. 
review, refer to 55 210.54, 201.14 and 201.16(d). 

For computation o f  t i w  in which to file a petition for 

26 



APPENDIX A 

Claims 1-4 are as follows: 

1. A method of constructing a pressure sensing cell 
assembly of the capacitor type including the steps of 
providing massive metal housing sections, at least one 
of said sections having an internal cavity, filling 
said cavity with an insulation material and fusing said 
material to the metal surfaces defining said cavity, 
forming a concave surface in said insulation material 
after it has been fused to the cavity surface, 
depositing a layer of electrical conductive material on 
said concave surface to form a first capacitor plate, 
enclosing the concave surface with a sensing diaphragm 
sealed to said one housing section to form a sensing 
chamber, said sensing diaphragm forming a second 
capacitor plate, forming a second chamber in said one 
housing section, closing said second chamber with a 
second diaphragm, providing fluid passage means between 
said first and second chambers, and filling said first 
and second chambers and said fluid passage means with a 
fluid to transmit pressure on said second diaphragm to 
said sensing diaphragm. 

2. A method of constructing a pressure sensing cell 
assembly of the capacitor type including the steps of 
providing massive metal housing sections, each of said 
housing sections having an internal cavity, filling 
said cavities with an insulation material and fusing 
said material to the metal surfaces defining said 
cavities, forming concave surfaces in said insulation 
material, providing electrically conductive tubular 
members opening to said concave surfaces and passing 
out the walls of said housing sections, depositing a 
separate layer of electrical conductive material on 
each of said concave surfaces electrically connected to 
said tubular members, sealing said sensing diaphragm 
means to said housing sections to form first and second 
sensing chambers, said housing sections having 
isolation chambers defined therein with isolation 
diaphragm means, providing fluid passage means opening 
between each of said isolation chambers and a 
corresponding sensing chamber, filling said isolation 
chambers, said fluid passage means and said sensing 
chambers with a fluid through said tubular members 
sealing said tubular members after the filling step, 
and connecting electrical lead means to said tubular 
members after they have been sealed. 



3. A method of constructing a pressure sensing cell 
I assembly of the capacitor type including the steps of 
providing massive metal housing sections, at least one 
of said sections having an internal cavity, filling 
said cavity with an insulation material and fusing said 
material to the metal surfaces defining said cavity, 
forming a concave surface in said insulation material 
after it has been fused to the cavity surface, 
depositing a layer of electrical conductive material on 
said concave surface to form a first capacitor plate, 
enclosing the concave surface with a sensing diaphragm 
sealed to said one housing section, said sensing 
diaphragm forming a second capacitor plate, providing a 
second chamber closed by a second diaphragm on said one 
section providing fluid passage means between the area 
enclosed between the concave surface and the sensing 
diaphragm and said second chamber, filling said second 
chamber, said fluid passage means and the area enclosed 
by said sensing diaphragm with fluid to transmit 
pressure on said second diaphragm to said sensing 
diaphragm. 

4. A method of making a differential capacitive 
pressure transducer having a sensing cell of the 
capacitive type and an outer housing forming a pair of 
pressure chambers, including the steps of providing two 
sensing cell sections, each of said cell sections 
having a first chamber defined in one surface thereof, 
a spaced second chamber and fluid passage means 
extending between said first and second chambers of 
each cell section, placing a sensing diaphragm between 
said cell sections to close both of said first 
chambers, closing each of said second chambers with 
second diaphragms, filling said first and second 
chambers and said fluid passage means on each cell 
section with fluid to transmit pressure on said second 
diaphragm to said sensing diaphragm, providing a wall 
member, clamping said sensing cell sections together 
against said wall member so that said sensing diaphragm 
is clamped at a first clamping stress level, and 
clamping said outer housing to support portions of said 
wall member other than those clamping the sensing cell 
sections to mechanically support said outer housing on 
the support portions at a desired clamping force before 
the outer housing is pressed against said cell sections 
to thereby support said outer housing without 
substantially changing the clamping stress on said 
diaphragm. 
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FITCH, EVEN, TAEIN 6. FLMJERY 
135 South LaSalle Street 
Chicago, Illinois 60603-4277 

Nickolas E. Westnw, Esq. 
KINNEY h WGE, P.A. 
Suite 1500 
625 Fourth Avenue South 
Minneapolis, Minnesota 55415 

Paul Plaia, Jr., Esq. 
Cecilia H. Gonzalez, Esq. 
HOWREY h SIMON 
1730 Pennsylvania Avenue, N.W. 
Washington, D . C. 20006-4793 

For Respondent8 SXAR Equipment and S U R  International Corporation: 

Larry Klaymn, Esq. 
Leo Aubel, Esq. 
KLAYMIW 6. ASSOCIATES, P.C. 
501 School Street, S.W. 
Suite 700 
Washington, D.C. 20024 




